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Tirrany & Co. v. TirFany Propuction, Inc. 
New York Supreme Court, Special Term 
March 28, 1932 


Unrarr Competirion—Use or TraDE-NAME IN NON-COMPETING BusinESs— 
“TIFFANY.” 

Where, after plaintiff and its predecessors had since the year 1837 
made continuous use as a trade-mark on diamonds, jewelry and silver- 
ware of the surname “Tiffany” and corporate name “Tiffany & Co.” and 
had made such names synonymous throughout the United States with 
high quality of the merchandise, the adoption by defendant of the word 
“Tiffany” and phrases containing such names as trade-mark for motion 
pictures, held unfair competition and was enjoined. 

Unrarr Competition—Suits—Derenste—Lacues. 

Mere acquiescence or delay alone, not amounting to an estoppel, does 
not bar an action for the infringement of a trade-mark or one based on 
unfair competition, and while acquiescence or delay may be used as a 
bar to recovery for damages, it does not preclude the granting of in- 
junctive relief. 


In equity. Action for unfair competition in the use of cor- 
porate name. Injunction granted. 


Dore, J.: Plaintiff sues to restrain defendant from using the 
name “Tiffany” in defendant’s business. Plaintiff, a New York 
corporation organized in 1868, successor of a business founded in 
1837, in which one or more members of the Tiffany family have 
been continuously connected from 1837 to the present time, has 
carried on a widely advertised business in a variety of merchandise, 
including, especially, diamonds, jewelry and silverware. Plaintiff's 
trade-marks “Tiffany” and “Tiffany & Co.” have been used on 
its merchandise for many years. They have been registered in 
the United States Patent Office in twenty-two official patent office 
classifications and in many states of the Union and foreign coun- 
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tries. In the last forty years plaintiff has done over $350,000,000 
worth of business. In the twenty-three years ending April 30, 
1931, it has spent $3,574,453.92 for advertising in New York alone. 
Plaintiff has acquired, both in the United States and elsewhere, a 
reputation that is unique in character for exceptionally high quality 
of workmanship and product, and also for integrity and com- 
mercial reliability. Defendant is also a New York corporation, 
incorporated in 1921 under the name of Tiffany Products, Inc. 
This name was changed in 1927 to Tiffany-Stahl Productions, Inc. 
No one with the surname Tiffany is now or ever has been in any 
way connected with defendant. No connection has been shown 
between defendant and the name Tiffany, except the arbitrary 
selection of the name by defendant's incorporators. No explana- 
tion whatever has been offered as to how defendant came to adopt 
and use that name. 

Defendant’s business is the production and distribution of 
motion pictures. On its motion pictures, in its advertising and 
on its letterheads defendant has used as an identifying symbol 
the representation of a diamond with a light radiating therefrom, 
in conjunction with the name “Tiffany”; a diamond in a ring in 
connection with the name “Tiffany” on advertising matter, and 
such phrases as “20 Gems from Tiffany,” “Tiffany, It’s a Gem,” 
“Tiffany Presents,’ “Tiffany Tone,’ “Controlled by Tiffany,” 
“Tiffany, a world-wide organization.” Defendant’s name or prod- 
uct was not widely advertised prior to 1925. Since then and up 
to 1931 it has spent for advertising $1,013,003.97, of which amount 
$860,000 was spent after January, 1928, when plaintiff made its 
first protest. Of this last sum $126,979.66 was spent in 1929 and 
$612,204.57 in 1930. A number of witnesses testified for plaintiff 
that defendant’s motion pictures, marked as indicated above, its 
programs, electric signs and lobby displays, have, in fact, caused 
confusion in their minds and led them to believe that the plaintiff 
was connected with the production of defendant’s pictures. The 
use by the defendant of the name “Tiffany’’ came to plaintiff's 
attention only within the past few years, and in January, 1928, 
plaintiff protested, demanding discontinuance of all further use 
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of the name “Tiffany.” Subsequent to plaintiff's protest, de- 
fendant made two applications to the United States Patent Office, 
the first on May 9, 1928, for the registration as its exclusive trade- 
mark of the picture of a gem with the name “Tiffany” (plaintiff's 
exhibit 43b) and on September 17, 1928, for the registration as 
its mark of “Tiffany Tone” (plaintiff's exhibit 44). Plaintiff filed 
oppositions. Thereafter defendant withdrew the application for 
the gem mark. Its application for “Tiffany Tone’ was denied. 
In the meantime this action had been begun in June, 1930. From 
these facts the conclusion is inescapable that the sole reason for 
defendant’s choice of the name was to trade on plaintiff’s reputa- 
tion and to reap the benefit of the public belief that plaintiff was 
connected with defendant. 

Our Appellate Division has properly characterized such prac- 
tices in its recent decision of Forsythe Co. v. Forsythe Shoe Corp., 
(234 App. Div. 355, 358): 

Almost invariably the selection by a defendant for use in his business 
of a trade-name or mark which has theretofore been used and advertised 
by another is for the purpose of appropriating its value and reaping the 
benefit of the labor of him who may have made that name an emblem of 
quality or of taste, or a symbol of fair dealing. Equity does not shirk 
from interfering to prevent such spoliation. Names other than plaintiff's 
there are in plenty which defendant could have selected. 

In recent years the Federal courts, as well as those of this 
State, have enjoined such use of another's name, irrespective of 
whether there was actual competition between the parties (long’s 
Hat Stores Corp. v. Long’s Cloths, Inc., 224 App. Div. 497; 
Armour & Co. v. Master Tire & Rubber Co., et al., 34 Fed. 2d, 
201; Yale Electric Corp. v. Robertson, 26 Fed. 2d, 972; Alfred 
Dunhill, of London, Inc. v. Dunhill’s Shirt Shop, Inc., U. S. D. C. 
S. D. N. Y., unreported opinion of Coxe, J., rendered December 30, 
1929). 

The real injury in such cases of non-competitive products is 
the gradual whittling away or dispersion of the identity and hold 
upon the public mind of the mark or name by its use upon non- 
competing goods. The more distinctive or unique the mark, the 
deeper is its impress upon the public consciousness and the greater 
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its need for protection against vitiation or dissociation from the 
particular product in connection with which it has been used (Ra- 
tional Basis of Trade-Mark Protection, 40 H. L. R. 812, 825). 
The judgment of the United States Patent Office (plaintiff's ex- 
hibits 44, 44a, 44b) that the phrase “Tiffany Tone” as used by 
the defendant was likely to cause confusion in the mind of the 
public, while not conclusive, is evidence which is entitled to con- 
siderable weight on the issue of confusion. Defendant, in its 
amended answer, has set up the affirmative defense of laches, the 
burden of proving which is on defendant (Wetzlar v. Wood, 143 
App. Div. 311, 315; St. Vincent’s Asylum v. Madison Warren 
Corp., 225 App. Div. 379; Collins v. Burr, 209 App. Div. 116). 
This burden the defendant has failed to sustain. There is no 
satisfactory evidence that plaintiff led defendant into believing 
that plaintiff consented to the use of its name in connection with 
defendant’s business. 

The plaintiff has been protesting against the defendant’s em- 
ployment of its name since the month of January, 1923, whereas 
the defendant’s pictures were not extensively advertised until the 
year 1925. Mere acquiescence or delay alone, not amounting to 
an estoppel, does not bar an action for the infringement of a trade- 
mark or one based on unfair competition, and while acquiescence or 
delay may be used as a bar to recovery for damages, its does not 
preclude the granting of injunctive relief (Menendez v. Holt, 128 
U. S. 514). 

The efforts of the defendant, in spite of plaintiff’s protests, 
to obtain the registration of the gem or diamond with the sur- 
name “Tiffany” as its exclusive trade-mark, aggravate the defend- 
ant’s wrong in adopting the plaintiff's name for its own business 
with no colorable reason except the desire to obtain the benefit of 
the reputation built up by the plaintiff at a great expense over a 
long period of years. In the light of the many indications to be 
found in the record that the defendant’s selection and continued 
use of the plaintiff's name were deliberate and conceived in bad 
faith, its attempt at this time to purge itself by showing that it 
has recently discontinued the practice of using the diamond and 
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the phrases above enumerated in connection with the use of the 
surname “Tiffany” is entitled to little consideration. 

The owner of a distinctive mark or name invoking the protection of 
equity for it obtains thereby no monopoly of goods or service; these may 
be freely sold on their own merits and under their own trade symbols. 

All that the plaintiff in such cases asks is the preservation of 
a valuable . . . . link between him and his consumer, that has been 
created by his ingenuity and the merit of his wares or services. 
“All the rest of infinity is open to defendant.” So limited a 
“monopoly” as that cannot affect legitimate competition, and is 
of the very essence of any rational system of individual and 
exclusive trade symbols” (Rational Basis of Trade-Mark Protec- 
tion, supra, p. 833). Enjoining this defendant is not determining 
that plaintiff has a monopoly in the name. This decision reposes 
on and is limited by the facts in this record, and the record shows 
that defendant’s adoption of the surname “Tiffany” as part of 
its corporate title, its use of a diamond or a diamond in a ring with 
the name as trade symbols, its use of the words “gem” and “gems” 
in connection with a surname which the public associates with 
jewelry, its effort after plaintiff's protest to secure as its exclusive 
trade-mark a United States Patent Office registration of a diamond 
with the name “Tiffany’”—these and other acts were deliberately 
intended to obtain, and in fact did obtain, an unfair advantage 
for defendant from the good-will created by plaintiff in the name. 

The purpose of these acts was wrongfully and unfairly to 
appropriate for defendant’s pecuniary gain the value plaintiff 
had created in plaintiff's own name and plaintiff's unique business 
and financial reputation. Were this relief refused on this state of 
facts the court, by implication, would put the seal of its approval 
upon defendant’s bad faith and on business tactics that are essen- 
tially unfair and involve unfair competition. The affirmative de- 
fense of laches is dismissed and judgment directed for the plaintiff 
enjoining the defendant, its officers, agents and employees from 
the use of the name “Tiffany” or any similar name or names as 
part of defendant’s corporate name or as a label, designation or 
mark or otherwise in connection with defendant’s business in any 
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manner whatsoever. Present decision containing findings of fact 
and conclusions of law accordingly, with proposed decree, on two 
days’ notice, at which time counsel for both sides are requested to 
confer with the court as to stay and date from which decree will 
be enforced. 


Penet, Inc. v. F. Pinet Snore Co., INc., ET AL. 
(260 N. Y. S. 63) 


New York Supreme Court, Appellate Division, First Department 
October 28, 1932 


TrRADE-MARKS—UNFAIR CoMPETITION—-“PENET” ON SHOES—DECEPTION OF 
Pusric. 

Both plaintiff and defendants, by selling American-made shoes as of 
Parisian manufacture, were guilty of fraud on the public. Neither 
party, therefore, was entiled to relief against the other on the ground 
of similarity in corporate names. 

In equity. Action for alleged unfair competition. From a 
judgment enjoining defendants from maintaining a retail shoe 
establishment in the City of New York under the name “F. Pinet, 
Paris,’ defendants appeal. Judgment, so far as it dismisses de- 
fendants’ counterclaim, affirmed, and in all other respects reversed, 
and complaint dismissed. 


Baldwin, Hutchins & Todd (Hiram C. Todd, of counsel; Milton 
C. Rose and Clifton Cooper, on the brief), all of New York 
City for appellants. 

Charles A. Cohen (Charles A. Cohen, of counsel; Milton Gold- 
man, on the brief), both of New York City, for respondents. 


MerrRELL, J.: The plaintiff claims to have established a reputa- 
tion as a seller of ladies’ high-grade shoes at 510 Madison Avenue, 
in the City of New York, under the name and trade-mark ‘“Penet.” 
Plaintiff's business at 510 Madison Avenue was founded in Octo- 
ber, 1924. In the front window of its Madison Avenue establish- 
ment, and affixed to the “sock lining’’ of ladies’ shoes offered for 
sale by plaintiff, there appeared the words “Penet de Paris a 
Vous,” which freely translated meant “Penet of Paris to you.” 
The unquestioned intention of the plaintiff was to advertise and 
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hold itself out to the public as a dealer in Parisian footwear and 
shoes coming from Penet of Paris to the purchaser here. The 
shoes which it sold were highly priced at from $40 to $55 a pair. 
In September, 1930, the defendant, F. Pinet Shoe Company, Inc., 
was incorporated in this country, and opened a place of business 
at 682 Fifth Avenue, New York City, where it displayed for 
sale shoes of the same general character as those in which plain- 
tiff had dealt since 1924. No adequate reason is offered for the 
adopting by plaintiff of the trade-name “Penet,” so similar to the 
well-known Parisian corporation of F. Pinet, which, since the 
middle of the nineteenth century, had been engaged in the manu- 
facture and sale of women’s fine shoes in Paris. Shortly before 
the World War, the Parisian corporation, successor to the original 
Pinet corporation, and known by the corporate name of “Société 
Anonyme des Chaussures, F. Pinet,” contemplated the establish- 
ment of a branch of its business in the United States. Pending 
the World War, that project seems to have been held in abeyance, 
but finally in 1930 two directors of the F. Pinet Parisian corpora- 
tion, the defendants Marcel Monteux and André Rouchaud, came 


to this country and incorporated the defendant F. Pinet Shoe 


Company, Inc., and at once opened the establishment at 682 Fifth 
Avenue. 


The court at special term enjoined the defendants from the use 
in its business of the defendants’ corporate name upon the ground 
that it constituted an act of unfair competition with the plaintiff. 
We are of the opinion that the court was not justified upon the 
evidence in granting the plaintiff injunctive relief. Plaintiff does 
not come into a court of equity with clean hands. In our opinion, 
by the adoption of the corporate name of Penet, so similar to the 
well-known name of Pinet, and the pretense of selling shoes from 
Paris, ““Penet de Paris a Vous,” clearly constituted a fraud upon 
the public. Unquestionably, the plaintiff intended thereby to 
represent to the public that it was importing shoes of the well- 
known manufacturer, F. Pinet, Paris, and selling the same directly 
to customers here. At the time the plaintiff established its busi- 
ness on Madison Avenue, in the trade and among many of our 
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people the name Pinet was associated with ladies’ shoes of the 
highest grade, manufactured in Paris. For many years these 
shoes had been sold to customers in this country, and to a limited 
extent had been imported by dealers here and exhibited through- 
out the United States as ladies’ shoes of the highest quality. The 
shoes dealt in by plaintiff were substantially all of American manu- 
facture. The evidence does not disclose that any of the shoes of 
F. Pinet made in Paris were ever dealt in by plaintiff, although 
there was some evidence of the shipment of a limited quantity of 
shoes obtained from some unidentified dealer in Paris. We are 
of the opinion, therefore, that the plaintiff is not in a position to 
ask of a court equitable relief. We are furthermore in doubt as 
to whether the evidence would justify granting to defendants in- 
junctive relief against the plaintiff. It seems to us that upon the 
evidence it fairly appears that both plaintiff and defendants are 
competitors in the sale of shoes modeled after the well-known 
style of the Parisian goods, and that neither has the exclusive 
right to the adoption of the well-known Parisian trade-name in its 
business. Certainly, the plaintiff has shown no right to relief 
in a court of equity, the plaintiff having been shown to have been 
guilty of an act of fraud and deception on its part, and the de- 
fendants likewise are attempting to sell American-made shoes under 
the pretense that they are the Parisian article. We believe both 
parties are guilty of attempting to deceive the American public. 

We are, therefore, of the opinion that the judgment appealed 
from should be reversed, with costs of this appeal, and plaintiff's 
complaint dismissed, with costs to defendants. We are also of 
the opinion that the counterclaim contained in the defendants’ 
answer was properly dismissed at the trial. 

Judgment, insofar as it dismisses the counterclaims contained 
in defendants’ answer, affirmed, and in all other respects reversed, 
with costs to defendants, and the complaint dismissed, with costs. 
Settle order on notice reversing findings inconsistent with this 


determination, and containing new findings of fact proved upon 


the trial as are necessary to sustain the judgment hereby awarded. 
All concur. 
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Britto Mra. Co. v. LEVINE 
(260 N. W. S. 4) 


New York Supreme Court, Appellate Division, First Department 
October 28, 1932 


Unram Competition—Use or Simrmar ConTarners—INJUNCTION. 

After plaintiff had adopted for a cleansing appliance a con- 
tainer displaying a red and green combination, having a white border, 
and displaying the device of a triangle, the use by defendant of a pack- 
age displaying a color scheme so similar to that in use by plaintiff as 
to deceive purchasers, held unfair competition. 

In equity. Action for trade-mark infringement and unfair 
competition. From an order denying plaintiff's motion for tem- 


porary injunction, plaintiff appeals. Reversed, and motion granted. 


Mock & Blum (Asher Blum, of counsel; William Thomas Jones, 
on the brief), all of New York City, for appellant. 

Poses, Katcher § Driesen (Irving Driesen, of counsel), of New 
York City, for respondent. 


Martin, J.: The issues involved herein relate to a trade-mark 
infringement and unfair competition. For a number of years the 
plaintiff has been manufacturing and selling a product known as 
“Brillo” packed in cartons, each containing a number of pads of 
material known as steel wool, and a cake of soap. This product 
is used principally to clean aluminum pots and pans. One of 
the pasteboard containers in which the cleaner is sold by the 
plaintiff is annexed to the complaint. On the argument additional 
cartons with their contents sold by the plaintiff and defendant were 
submitted to the court for examination. 

The affidavits submitted on behalf of the plaintiff show that 
for more than eighteen years it has been the leading concern in 
this country engaged in the manufacture and sale of kits for 
cleaning and polishing aluminum pots and pans; that plaintiff 
has distributed not less than 350,000,000 packages in the five years 
antedating this action; that it has distributed its product through- 
out the City of New York through upwards of 30,000 grocers and 
other retail stores handling this class of merchandise; that the 
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color scheme of the package adopted by the plaintiff in selling its 
goods is of a red and green combination with a white border at 
the edge of the box; that one package prepared and distributed 
by plaintiff has a pictorial trade-mark of a triangle which was 
registered by plaintiff in the United States Patent Office on May 24, 
1921, as No. 142,947; that to date the plaintiff has distributed up- 
wards of 70,000,000 kits of the last-mentioned package. 

The complaint sets forth that the plaintiff's cartons have been 
sold and are now being sold in some sections where the retail 
customers do not read the English language, and where they do 
not carefully examine the trade-marks on the cartons, so that the 
pictorial appearance of these cartons becomes a basic identifying 
factor. 

The defendant does not deny that plaintiff had the exclusive 
use of the red and green color combination on its boxes, as well 
as the triangular trade-mark, and the only difference which de- 
fendant can point out is that the green color upon his package is 
of a different shade from that used by plaintiff. 

The plaintiff alleges that it has spent more than $3,500,000 
in advertising its product in the leading newspapers and periodicals 
and by means of signs, posters, food shows, and demonstrations 
in house-to-house campaigns. It further alleges that this is the 
first instance of infringement of plaintiff's rights and that no other 
concern has previously produced a carton which bore a triangle. 

Notice was served upon the defendant by the plaintiff that it 
objected to the sale of any of these boxes which the defendant had 
on hand and which he admitted he received, totaling 175 gross. 
The defendant admitted that he has on hand about 100 gross, 
which would indicate that he disposed of 75 gross after receiving 
the notice from plaintiff. 

Knowledge by the defendant that he was infringing upon plain- 
tiff’s rights is shown by the additional fact that he states he has 
adopted a package with a different color scheme. There is nothing 
in the record, however, to show that defendant ever made a single 
sale of his new type package prior to the time this motion was 
made, and he was unable to give the name of one customer to 
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prove that this alleged new package was sold and shipped to the 
trade. It is apparent that defendant continued to sell his goods 
in the original package, which is similar to plaintiff's product. 

In Luxor Cab Mfg. Corp. v. Leading Cab Co., 125 Misc. 764, 
211 N. Y. S. 886, affirmed 215 App. Div. 798, 213 N. Y. S. 847, 
where a temporary injunction was granted, the court said that 
where a person “uses a color combination as a distinguishing mark 
for his goods, no other person may use it on the same class of 
merchandise.” 

In Dutton & Co. v. Cupples, 117 App. Div. 172, 175, 102 
N. Y. S. 309, 311, the court granted a temporary injunction, stat- 
ing: 

Placed side by side, no one could fail to appreciate the difference be- 
tween the publications, and yet could not fail to be struck by the careful 
attempt to produce an imitation. Seen apart from each other, so that 
they could not be compared, nothing would be easier than for an incautious 
buyer to be deceived by the resemblance and to purchase one of defendants’ 
books, believing that he was purchasing plaintiff's. 

In Wrigley, Jr., §& Co. v. Grove Co., (C. C. A.) 183 F. 99, 102, 
the court said: 


In the case at bar it is well known that the gum-chewing community is 
not, as a class, drawn from the most intelligent and discerning portion of 
the public. The proof shows that in the city of New York the majority 
of customers come from the East Side and is largely composed of ignorant 
foreigners, many of them unable to speak our language. That such cus- 
tomers may be induced to purchase the defendant’s gum for the complain- 
ant’s is more than probable. If the defendants are honest in wishing to 
sell their goods on their merits, it will aid them in so doing if they dress 
their goods so that no one con be deceived. 

The affidavits set forth that numerous sales of the cheaper 
article have been made by defendant to people who evidently 
believed they were purchasing the goods manufactured by the 
plaintiff, Brillo Manufacturing Company. 

The obvious attempt of the defendant to profit by unfair com- 
petition is so apparent it requires no argument to establish that 
fact. The defendant is endeavoring to take advantage of the 
advertising done by plaintiff and the market created for its prod- 
uct, by offering a cheaper article and palming it off on the public 
to the injury, not only of the plaintiff, but to the people who 
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purchase such merchandise. The size and color of the packages 
used by defendant, as shown by the exhibits, so closely resemble 
plaintiff's packages that defendant should be restrained from 
marketing his merchandise in the manner resorted to in the past. 

It is evident from an examination of these papers that the 


defendant discovered a merchantable article, through the sale of 
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which the plaintiff was making money, and designedly set out to 
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sell a cheaper article by imitating the appearance of the package 
or box used by the plaintiff. The entire scheme was resorted to 
in order to unfairly compete with the plaintiff. 

Where it has been so clearly established that an effort is being 
made to defraud a manufacturer by such unfair means, the court 
will not hesitate to grant an injunction. This court has frequently 
held that the method here pursued, which in this case is an attempt 
to profit from the extensive advertising of another, should be en- 
joined. The order should be reversed, with $10 costs and dis- 
bursements, and the motion for a temporary injunction granted. 

Order reversed, with $10 costs and disbursements, and motion 
granted. Settle order on notice. All concur. 















New York Goop Humor, Inc. v. STANDARD COMMERCIAL 


Bopy CorRPoORATION, ET AL. 
(260 N. Y. S. 167) 


New York Supreme Court, Special Term, Queens County 


August 24, 1932 








Trape-Marks—“Humoresqu—E” anv “Goop Humor”—NoN-cONFLICTING 
Marks. 
The word “Humoresque,” held not to infringe the name “Good 

Humor,” both marks being used on a frozen confection. 

Unram Competition—Cotor Wuitre Usep on Trucks anp UNIFORMS. 

The use of a white color by defendant on trucks, with black letter- 
ing, held justified, as such combination was necessary for the sale of his 
products on highways at night. For the same reason, his use of a white 
uniform while dispensing ice cream at night, held justifiable and not 
unfair competition. 
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In equity. Action for unfair competition. On motion to punish 
defendant, Harold Nadel, for contempt for violating a restrain- 
ing order. Motion denied. 


Phillips, Mahoney, Leibell & Fielding, of New York City, for 
plaintiff. 
C. M. Palmer, of New York City, for defendant. 


Curr, J.: An order was made providing as follows: ‘The 
defendants . . . . Harold Nadel . . . . are enjoined and 
restrained pending the trial of this action from in any way paint- 
ing or otherwise reproducing on wagons, motor trucks, motor truck 
bodies, containers, wrappers, covers and boxes a design, repro- 
duction or picture of a chocolate ice cream sucker with a stick 
inserted in one end and a bite out of the other, and it is further 
ordered that defendants and each of them are restrained and 
enjoined from using the name ‘Good Humor’ or any name closely 
simulating it, in the sale of ice cream or ice cream suckers or pops.” 

This application is directed against one defendant, Harold 
Nadel. At the time the order was made, Nadel sold a frozen 
confection under the trade-name ‘““Humoresque.” Plaintiff con- 
tends that defendant Nadel is still using that trade-name. He 
urges that “because of the close similarity between the names 
‘Good Humor’ and ‘Humoresque’ the public undoubtedly is mis- 
led into believing that defendant’s truck is one of plaintiff's fleet 
and is vending plaintiff's confection.” Nadel denies that he is 
violating the order, although he admits using the trade-name 
“Humoresque.” Photographs of both trucks have been filed on 
this motion for the use of the court. 

I do not find that Nadel was restrained from using the trade- 
name “Humoresque.” That he was using that word, characteriz- 
ing his product, was before the court at the time the injunction 
pendente lite was issued. It is significant that no restriction on 
the use of the word “Humoresque” was contained in the very de- 
tailed provisions of the order. On the papers before me, I cannot 
hold that the use of the word “Humoresque” is a violation of the 
order. 





TWENTY-THREE TRADE-MARK REPORTER 


The other charges against Nadel will be considered. Both 
trucks are white, with black underbodies. The lettering is black. 
The price of the article each sells is ten cents and the article is 
a form of ice cream. The driver of each wears a white duck 
uniform with a Sam Brown belt, and for the purpose of this 
decision it will be admitted that their uniforms are the same. With 
that admission, all similarity ends. Plaintiff’s truck is of dif- 
ferent body construction. The lettering is not only different in 
style, but, except as is indicated, is different in context. There 
is a likeness of a partly eaten sucker or pop on the sides of plain- 
tiff’s truck with the words “Ice Cream,’’ “Good Humors,” “pints,” 
“half pints,” “Buy them here,’ above and below the likeness. A 
sign above the body reads: “Chocolate Neopolitan—10c—Chocolate 
Malt Toasted Almond.” Nadel’s truck has on the sides: ‘‘Hu- 
moresque Ice Cream—10 cents—Buy them here.” There is no 
picture or likeness on defendant’s truck. The lettering on the 
back of the two trucks is entirely dissimilar in context and style, 
and, as said above, the backs of the trucks differ in construction. 
There are certain similarities which will be discussed. 

Plaintiff can claim no monopoly in painting trucks white, and 
lettering them in black. To sustain plaintiff's point that Nadel 
adopted these colors to mislead, is to dismiss from consideration 
that the truck is white with black lettering, for the reason that 
it will be more conspicuous at night, during which time Nadel 
sells his product, from vantage points on the highways. Likewise, 
the white duck uniform and the Sam Brown belt may be used by 
any one, who is not practicing deception. To rule that Nadel 
had such intent is to overlook the time-honored custom of wear- 
ing white apparel by those dispensing ice cream. ‘Then, again, 
Nadel in plying his trade makes deliveries to automobilists, who 
interrupt their journey along the highway to receive and eat 
the confection. To reach the purchasers in these cars, Nadel 
walks or runs along or across the highway. Is it not natural 
that he should be garbed in raiment that will stand out against 
the darkness of the night, revealing his figure as he moves about 
and furnishing him with as much protection for his own safety 
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: as his work will permit? I cannot rule that plaintiff has a 
; monopoly on this uniform. Nor can I decide that wearing it by 
Nadel is intended to deceive and mislead the public, in the face 
of the fact that white has invariably been worn by people in his 
line of business while at work, and for the further reason that 
it protects him from injury which might result if he wore clothing 
less conspicuous at night. Each objection to the manner of doing 
business by Nadel has been considered. The similarity and decep- 
tion that plaintiff relies upon is totally absent. I do not find that 
the order has been violated. 
Motion is denied. 


[SIS SL TSAO 


Economy Foop Propucts Company v. Economy GROCERY 


Ei Stores CorPORATION 
(133 N. E. 49) 


Massachusetts Supreme Judicial Court 


November 7, 1932 






‘TRADE-NAMES—“Economy”—SEcoNDARY MEANING. 

in Plaintiff, Economy Food Products Company, which since 1913, 
carried on a business of manufacturing and selling, at wholesale baking 
preparations, mainly outside of the Boston, Mass., metropolitan district, 
doing a gross annual business of under $330,000, held not to have ac- 
quired a secondary meaning for the word “Economy.” 

Unramr Competition—Use or Simitar Corporate NaME—ABSENCE oF Con- 

FUSION AND INTENT TO DECEIVE. 

Where the year after plaintiff, Economy Food Products Company 
was incorporated to manufacture and sell baking preparations whole- 
sale, under the trade-mark “Economy,” defendant, Economy Grocery 
Stores, started a chain of retail grocery stores within the same district 
but never knowingly sought plaintiff’s trade nor evidenced intent to 
deceive in the adoption of a similar name, held there was no unfair 
competition. 

Unrarr Competition—Suitrs—Lacues. 

5 Where plaintiff acquiesced for thirteen years in the use by defendant 
: of the word “Economy” in its corporate name, held that it was estopped 
¢ from enjoining such use, especially as the word “Economy” had not 
been given a secondary meaning by plaintiff. 


ey A 


“apap tananeretin.« 


In equity. Action to enjoin unfair competition and infringe- 
ment of trade-mark. Appeal by the plaintiff in a suit in equity, 
heard in the Superior Court, from a final decree dismissing the 
bill. Affirmed. 









TWENTY-THREE TRADE-MARK REPORTER 


L. E. Thayer, of Boston, Mass., for plaintiff. 
M. E. Bernkopf (L. M. Ring, with him on the brief), both of 
Boston, Mass., for defendant. 


Wait, J.: The plaintiff, Economy Food Products Company, 
was incorporated in Massachusetts in 1918, and began to carry on 
a business in the manufacture and sale of baking preparations, 
such as prepared and ready mixed flours. From time to time 
it added new products until it deals in a varied line of groceries. 
It dealt and deals only at wholesale, seeking especially “‘institu- 
tional” trade, that is, purchases by hospitals, schools, convents, 
jails, restaurants, but including also householders who are pre- 
pared to buy in considerable quantities. It has never maintained a 
retail store nor sought purchases by small householders. It has 
had a factory and office at Cambridge, Mass., and, through cor- 
respondence and salesmen, it has dealt with customers throughout 
a wide territory and in many states. It has used as a mail address, 
Boston, 41, the postal district in which Cambridge is located. Up 
to the date of the hearing its greatest gross business in any year 
was $330,000 in 1919, not one-fifth of it in the Boston district. 
It never created a secondary meaning to the word “Economy,” 
as indicating itself or its product, known to any large part of 
the population of Boston and its vicinity. In 1914 one Julius 
Robbins opened a retail grocery store in Boston which he styled 
the “Economy” grocery store, and began building up a chain of 
such stores bearing that name. In 1915 he incorporated, as 
“Economy Grocery Stores Company,” to carry on and enlarge 
the chain of retail grocery stores. He knew nothing of the 
Economy Food Products Company. The business, after a period 
of discouragement, came under direction and control of a nephew 
under whose management it prospered greatly. Another chain 
store business was purchased, and, in 1925, the defendant, Economy 
Grocery Stores Corporation, was chartered in Massachusetts. It 
took over the business, good-will and name of the earlier com- 
pany, and built up a large chain-store business carrying on a 
wide trade in groceries in Boston and vicinity within a radius of 
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fifteen miles. At the time of the trial it carried on 360 stores, 
all but two within the territory indicated. Its gross annual sales 
are in millions of dollars. It has never, knowingly, sought the 
plaintiff's customers. In 1925 a trade war began between the 
Great Atlantic and Pacific Tea Company, doing a chain grocery 
business across the United States of America, the First National 
Stores, Incorporated, doing a chain grocery business throughout 
New England, and the defendant, which resulted in sales at a very 
small margin of profit in the neighborhood trade in Boston and 
its vicinity. Customers in the Boston district of the plaintiff, in 
its institutional trade, took the opportunity to buy groceries at 
low prices; and in some instances dealt with the Economy Grocery 
Stores Corporation in a mistaken belief that it was the same as 
the Economy Food Products Company. Some injury to the latter 
arose, also, from repugnance to deal with chain stores on the part 
of buyers who connected it in their minds with the former. Mis- 
takes by transportation and banking companies and in the mails 
have occurred, owing to the similarity in the names, but have 
been corrected by the stores company without loss other than 
delay. 

In 1917 Economy Food Products Company first learned of 
the Economy Grocery Stores Company. It then wrote, calling 
attention to the use of the word “Economy” by the food products 
company in its corporate name and as a trade-mark; and serving 
notice that if at any time the grocery stores company began te 
compete with it or to injure it in any way by the use of the word 
“Economy” it would take legal steps to prevent such use. Again, 
in July, 1930, the plaintiff's attorney wrote the defendant that 
interference was resulting through its use of the plaintiff's regis- 
tered trade-mark “Economy” and the use of a corporate name so 
similar as to be taken for that of the food products company. This 
suit followed in September of 1930. The bill alleged unfair com- 
petition by the Economy Grocery Stores Corporation and unlawful 
use of a corporate name so similar to the plaintiff's as to be likely 
to be mistaken for it. 
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The judge found that there was no unfair competition, and 
no enforceable right to require a change of name. The plaintiff 
appeals. Without stating the evidence in detail, we are satisfied 
that it justified findings that, here, there was no secondary mean- 
ing attached to the word “Economy” which identified it in the 
public mind with the plaintiff corporation and its products; no 
effort by the defendant to pass off its goods as the product of the 
plaintiff; no intentional invasion of a business field occupied by 
the plaintiff; no fraudulent adoption of a similar name. In the 


absence of findings to the contrary, there was no proof of unfair 


competition, and no basis for the maintenance of a bill to restrain 
unfair competition. There is here only the all but inevitable 
diversion of trade which happens from the growing business on 
the part of the Economy Grocery Stores Corporation in its par- 
ticular field within part of the greater area in which the Economy 
Food Products Company seeks a different class of customers. The 
law will not interfere to restrain such competition where there 
exists no conscious intent to injure; no effort to secure for oneself 
the benefit of another’s industry, business capacity and capital 
outlay; and no harm to the public from imposition through prob- 
able confusion. No case cited by the plaintiff compels a different 
conclusion. In its support we cite only The Tent, Inc. v. Burn- 
ham, 269 Mass. 211, and cases cited at pages 213, 214, John L. 
Whiting-J. J. Adams Co. v. Adams-White Brush Co., 260 Mass. 
137; Libby, McNeill §& Libby v. Libby, 241 Mass. 239 [12 T.-M. 
Rep. 205]; Hub Dress Manuf. Co. v. Rottenberg, 237 Mass. 281 
[11 T.-M. Rep. 100]; C. H. Batchelder §& Co., Inc. v. Batchelder, 
220 Mass. 42; Charles Broadway Rouss, Inc. v. Winchester Co., 
300 Fed. Rep. 706 [14 T.-M. Rep. 159]. 

If it were not for the presence of the word “Economy”’ in 
the names of the corporations, further discussion would be un- 
necessary. It remains to consider whether the plaintiff has a 
standing under our statutes. 

Except for details here unimportant, the law now in force 
with regard to names of corporations is the same which controlled 
in 1913 when the Economy Food Products Company, in 1915 
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when the Economy Grocery Stores Company, and in 1925 when 
the Economy Grocery Stores Corporation received their charters. 
By G. L. (Ter. Ed.) c. 155, Section 9, a corporation organized 
under the laws of Massachusetts may not assume the name of 
another corporation established under the laws of the Common- 
wealth, or of a corporation, firm, association or person carrying 
on business in Massachusetts at the time of or within three years 
prior to its organization, “or assume a name so similar thereto as 
to be likely to be mistaken for it,” except with the written consent 
of that other duly filed. Jurisdiction in equity is conferred to 
restrain doing business in violation of this statute, although the 
certificate or written articles of the offending corporation may 
have been approved and a certificate of incorporation may have 
been issued to it. The similarity must be such that intelligent 
people will readily confuse the names. John L. Whiting-J. ./. 
Adams Co. v. Adams-White Brush Co., 260 Mass. 137, 141. 
There was evidence that intelligent people had confused the 
names here in question. The judge found that there was an 
objectionable similarity. He also found, however, that the plain- 
tiff had been guilty of such laches in proceeding under the statute 
that it was precluded from obtaining an injunction. In this the 
cases sustain him. In Boston Rubber Shoe Co. v. Boston Rubber 
Co., 149 Mass. 436 (which was decided before the St. 1891, 
c. 257, had made explicit provision with regard to corporate names 
and had given jurisdiction in equity to restrain improper duplica- 
tion or simulation), this court emphasized the necessity of prompt 
action if objection were to be taken to a similarity of corporate 
name, and declared lapse of time to be a good answer to com- 
plaint in that regard. There the Boston Rubber Company, which 
for a period of years had not been in competition with the Boston 
Rubber Shoe Company, entered upon the manufacture of rubber 
shoes which competed with the latter’s business. The court dis- 
missed quo warranto proceedings to prevent the threatened injury 
arising from the use by the Boston Rubber Company of its cor- 
porate name upon rubber shoes of its manufacture. The decision 
goes upon grounds not applicable here; but states clearly, at 
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page 441, the principle that unless objection to the use of a cor- 
porate name be made with reasonable promptness the courts would 
not restrain such use. That principle was acted upon in Council 
of Jewish Women v. Boston Section Council of Jewish Women, 
212 Mass. 219, 224 [2 T.-M. Rep. 328], and in the recent case 
of Canadian Club Beverage Co. vy. Canadian Club Corp., 268 Mass. 
561, 573 [19 T.-M. Rep. 459]. It is true that in 1917 the plain- 
tiff warned the Economy Grocery Stores Company from which 
the defendant acquired name and good-will; but we think it did 
not do enough. The judge found that the warning made no im- 
pression on Robbins, and was forgotten long before the incorpora- 
tion of the defendant. The plaintiff's officials, from 1917 on, 
knew of the Economy grocery stores and the business done in them. 
It was the trade war which brought about any appreciable injury ; 
but it was not until 1930 that formal notice was given threatening 
immediate legal proceedings if the name were continued in use. 
The right given by G. L. (Ter. Ed.) c¢. 155, Section 9, differs 
essentially from the right to be free from unfair competition or 
unlawful interference with trade-marks or trade-names, and from 
the right given by G. L. (Ter. Ed.) c. 110, Section 4. Primarily 
it is based upon the public right not to be misled by identical or 
similar corporate names. If a private person wishes to profit 
by it he should act before lapse of time has permitted equities 
to grow up in the offender’s favor. He should not wait until 
expenditures of energy and of capital have given a value to the 
name in the hands of the holder, who may, as is the case here, be 
innocent of any improper motive in adopting it originally. Com- 
pare Highland Dye Works, Inc. vy. Anteblian, 270 Mass. 209, 212 
[20 T.-M. Rep. 122]. Especially is this so when the words of 
the name are words in common use, to which the prior incorporators 
have not given a secondary meaning associated with them by the 
public. Ordinarily, no exclusive right could be acquired in such 
a word. The Tent, Inc. v. Burnham, 269 Mass. 211. What period 
of time and what circumstances will bar relief in any particular 
case must depend upon the facts of that case. In the one before 
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us, we find no error in the finding of laches as a bar to relief under 
the statute cited. 


The plaintiff has no remedy by virtue of G. L. (Ter. Ed.) 
c. 110, Section 4. That statute relates to the right to restrain 
the use of the name of the plaintiff or of a deceased person repre- 
sented by the plaintiff. Lodge v. Weld, 139 Mass. 499. The de- 
fendant is not using the plaintiff's name. It is using its own. A 
name such as the plaintiff's cannot be broken into component parts 
and the use of a part be restrained under this statute. Carney 
Hospital v. McDonald, 227 Mass. 231. All that the plaintiff 
complains of is the use of the word “Economy.” That is not the 


plaintiff's name. Its name is Economy Food Products Company. 
Decree affirmed with costs. 


BisHop’s PuHarmacy, Inc. v. Pecan Krisp Co., Inc. 
(53 S. W. (2d) 637) 


Court of Civil Appeals of Texas 
October 8, 1932 


Unrair ComMpetirion—SvusstitTutTion oF Goons. 

Unfair competition may consist in the substitution by a dealer of 
his own or another’s goods in the place of those called for by the 
purchaser, where the substitution is made without the latter’s per- 
mission. 

Unrar Competition—“Pecan Krisp” on Ice Cream—Svsstirution. 

Where it was shown that two of appellant’s employees had sold his 
Pecan ice cream as and for appellee’s Pecan Krisp ice cream, but with- 
out the knowledge or consent of appellant, and against his instructions, 
the evidence held to be insufficient to warrant an injunction; and the 
judgment of the lower court granting same was reversed. 

Unrair Competition—Suits—P artis 1N INTEREST. 

The maker of a syrup imparting a distinctive flavor to ice cream, 
held to have sufficient interest to sue a third party for injunction to 
restrain substitution of another ice cream in its place. 


In equity. Action for unfair competition. From an order 
granting a temporary injunction in favor of plaintiff, defendant 
appeals. Reversed and injunction dissolved. 


Hamilton § Hamilton and J. G. Turner, all of Dallas, Tex., 
for appellant. 
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Allen & Allen and E. G. Moseley, all of Dallas, Tex., for ap- 
pellee. 


Jones, C. J.: Appellee, the Pecan Krisp Company, Incorpo- 
rated, instituted this suit in a district court of Dallas County 
against appellant, Bishop’s Pharmacy, Incorporated, to restrain 
appellant from selling to the public an ice cream in substitution 
of Pecan Krisp ice cream. A temporary injunction was issued 
by the trial court, granting the temporary relief, and appellant 
has duly perfected its appeal from such interlocutory order. The 
facts are as follows: 

Tom Anagnos is appellee’s president and manager, and vir- 
tually its sole owner. Previous to organizing the corporation 
known as the Pecan Krisp Company, Inc., Anagnos perfected 
a syrup or ingredient for the making of ice cream, which was 
given the name of Pecan Krisp, pecan nuts being one of its in- 
gredients, and the ice cream which uses such ingredient carries 
the name of Pecan Krisp ice cream. The business of manufac- 
turing this syrup was transferred to the corporation. This syrup 
or flavoring is made from a secret formula. ‘Pecan Krisp,” as 
a trade-mark, was duly registered in the Patent Office at Wash- 
ington, D. C., and also in the county clerk’s office of Dallas County. 
Appellee furnishes its ingredients only to the manufacturers of 
ice cream, and does not itself manufacture ice cream. Appellee 
largely advertised its products in newspapers, over the radio, and 
in motion picture shows of the city of Dallas, and the ice cream 
known as Pecan Krisp became and is a popular product. Any 
retail dealer could purchase such ice cream from the manufacturer. 
There are quite a number of other ice cream ingredients containing 
the name pecan, but each differs from the others in its flavor. 

Appellant operates a drug store in the Oak Cliff section of the 
city of Dallas, and in connection therewith operates a soda foun- 
tain and confectionery. Various kinds of ice cream are sold by it 
to the retail trade of the city of Dallas, and adjacent territory. 
Prior to the controversy between the parties, appellant had sold 
Pecan Krisp ice cream, manufactured by a dealer authorized to 
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use appellee’s flavoring compound. Some three or four months 
prior to the institution of this suit, appellant had ceased to pur- 
chase Pecan Krisp ice cream from such dealer, but manufactured 
its own ice cream, using a pecan syrup and giving it the name of 
Pecan ice cream, and serving it to the public. 

Appellee, in its petition, alleges that appellant is guilty of 
unfair competition, in that it sells its Pecan ice cream to its cus- 
tomers as Pecan Krisp ice cream, and when a customer calls for 
Pecan Krisp ice cream it substitutes its Pecan ice cream, with- 
out the knowledge of the customer that the substitution is being 
made. ‘The allegations in the petition in this respect are full and 


complete, and state a cause of action for the equitable relief prayed 
for. 


Appellant, in its answer, directs a great many special excep- 
tions to appellee’s petition, which we do not find necessary, for 
a disposition of this case, to pass upon. This answer denies 
specifically all of the allegations tending to show it is guilty of 
unfair competition, specifically pleading that it never has at any 
time sold or authorized any of its employees to sell its product 


under the representation that it is Pecan Krisp ice cream; that 
it has not substituted, nor authorized any of its employees to sub- 
stitute, any character of ice cream for a customer who calls for 
Pecan Krisp ice cream. This answer is likewise full and com- 
plete in its defensive allegations. Both the pleading of appellee 
and appellant are properly verified. 

The hearing for a temporary writ of injunction was had after 
due notice of same was served on appellant, and appellant was 
present and offered evidence at such hearing. After the hearing, 
the court entered its order awarding appellee the temporary writ 
of injunction above described. Appellee attempted to sustain its 
allegations of unfair competition by evidence to the effect that 
after appellant had ceased its purchase of Pecan Krisp ice cream 
from the manufacturer of such product, there was made at ap- 
pellee’s drug store, to two different customers, a sale of a dish 
of ice cream represented to each to be Pecan Krisp ice cream that 
was not such product, though each customer had called for Pecan 
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Krisp ice cream. Each of these sales was made by an employee of 
appellant who was operating the soda fountain in appellant’s drug 
store. 

Appellant attempted to sustain its defense by evidence to the 
effect that, when it had ceased to handle Pecan Krisp ice cream, 
and placed on the market its own product of Pecan ice cream, 
E. D. Bishop, appellant’s secretary-treasurer and manager, directed 
each employee to inform any customer who called for Pecan Krisp 
ice cream that it did not handle such product; that again, after 
Anagnos had lodged a complaint with Mr. Bishop, he again gave 
similar instructions to all of his employees. Each employee, who 
sold ice cream during the period of time it is alleged by appellant’s 
witnesses that the two substitutions were made, denied having 
made any such substitution. Bishop also testified that the conduct 
of appellant in this respect, in the future, would be to prevent 
the making of any substitution on a call for Pecan Krisp ice cream 
by any customer. 

The trial court having granted the temporary writ of injunc- 
tion, it must be concluded that the court found as a fact that the 
two substitutions of appellant's Pecan ice cream for Pecan Krisp 
ice cream had been made by appellant’s employees. The specific 
question then to be determined by this court is whether this fact 
is a sufficient basis for the legal conclusion that appellant is guilty 
of knowingly and wilfully substituting its Pecan ice cream for 
Pecan Krisp ice cream. We recognize it as a sound legal proposi- 
tion that “unfair competition may consist in the substitution by a 
dealer of his own or another’s goods in the place of those called 
for by the purchaser, where the substitution is made without the 
latter’s permission.” 26 R. C. L. § 68, p. 892. 

It is contended by appellant that, as appellee only offers for 
sale its syrup to the manufacturer of ice cream, there can be no 
competition between such product and appellant’s Pecan ice cream. 
The one is sold to the manufacturer for flavoring the finished 
product; the other is sold to the customer for his consumption; 
that if the substitution of appellant’s Pecan ice cream for Pecan 
Krisp ice cream be unfair competition, then the manufacturer of 
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Pecan Krisp ice cream is the one damaged thereby and should 
be the complaining party, and not the maker of the syrup that 
entered into it. This contention we cannot allow, for the reason 
that the distinguishing feature of the two ice creams is the flavor- 
ing substance, and appellee has such an interest in the ice cream 
manufactured with his syrup as the flavoring substance, that he 
would suffer damages by reason of any unfair competition against 
the ice cream of which his syrup is the distinguishing feature. 

We are of the opinion, however, that appellee’s evidence does 
not form a sufficient basis for the granting of a temporary writ 
of injunction. Before such writ can be granted against appellant, 
the evidence must show that it willfully and knowingly made sub- 
stitutions of another kind of ice cream for Pecan Krisp ice cream. 
The proof offered falls short of this requirement, in that it fails 
completely to show that the two substitutions proven were made 
within the knowledge of any officer of appellant, or of any em- 
ployee authorized to act for appellant, and the evidence affirma- 
tively shows that such substitutions were made against the specific 
instructions of appellant’s manager. The two isolated substitu- 
tions are not sufficient to charge appellant with knowledge that its 
employees were making the alleged substitutions to customers. The 
evidence further affirmatively shows that appellant will, in the 
future, guard against the possibility of any such substitutions being 
made. 

Then again, we are of the opinion that, before appellant can 
be found guilty of knowingly and willfully substituting to a cus- 
tomer its Pecan ice cream for Pecan Krisp ice cream desired by 
a customer, it must reasonably appear that the substitution was 
made under such a condition that would show the intention of 
appellant to adopt a course of dealing with its customers of sub- 
stituting its Pecan ice cream for Pecan Krisp ice cream. To our 
minds, the proof offered fails to raise such an issue of fact. The 
question of unfair competition is fully discussed by this court in 
the case of Diziepig Corp. v. Pig Stand Co., 31 S. W. (2d) 325 
[21 T.-M. Rep. 287], in a very elaborate opinion by Associate 
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Justice Vaughan. The principles announced in that case, we cite 
as authority for the holding in this case. 

It necessarily follows that, in the opinion of this court, the 
judgment of the lower court should be reversed, and the temporary 
writ of injunction dissolved; and it is so ordered. 

Reversed, and injunction dissolved. 


CoMMONWEALTH V. LANDBERG 
Superior Court of Pennsylvania 


November 21, 1932 


Lasets—State STaTuTES—UNAUTHORIZED Use or Union LaBEL. 

The use by defendant of a label counterfeiting the registered label of 
the Allied Printing Trade Council, held a misdemeanor and defendant’s 
conviction under the Act of April 3, 1903, P. L. 134, Sect. 1, was 
affirmed. 


John N. Landberg was convicted of counterfeiting and using 
a registered label, and he appeals. Affirmed and record remitted 
with directions. 


Joseph Gross, of Philadelphia, Pa., for appellant. 
Charles F. Kelley, Dist. Atty., and Earl Jay Gratz, Asst. Dist. 
Atty., both of Philadelphia, Pa., for the Commonwealth. 


Trexter, P. J.: Appellant was indicted under the Act of 
April 3, 1903, P. L. 134, § 1 (73 PS § 105), amending the Act 
of May 2, 1901, P. L. 114, 115, § 1, which provides that any 
person counterfeiting, imitating, using, or displaying a counterfeit 
or imitation of any trade-mark, label, symbol, or private stamp of 
any association or union registered in the office of the secretary 
of the Commonwealth, or using the same without authority, or 
placing the same on goods or wares not the products of members 
of the union shall be guilty of a misdemeanor. The defendant 
was charged with counterfeiting and using a registered label. He 
was a candidate for the office of district attorney. He procured 
and caused to be circulated a number of placards containing his 
picture, and, among other statements, the words “endorsed by 
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labor,” and a label in the shape of an oval containing the words 
“Allied Printing” in the upper curve, and the word “Chicago” 
in the lower, and across the middle “trades (Union Label) Coun- 
cil 55.” The testimony, which the jury believed, disclosed that 
the defendant received the cooperation of certain men, procured 
through them a union label, and had a duplicate made, and had 
the placards printed and the label put on by a non-union printer. 

The defendant has submitted a number of questions and sup- 
plemented them by additional questions, thus occasioning some 
repetitions and we think all the matters raised by them may be 
briefly considered without particular reference to each question 
submitted. 

At the outset of the trial, before the jury was sworn, the de- 
fendant’s counsel moved to quash the indictment because the kind 
of label used by the defendant was not registered in Pennsyl- 
vania, the reason stated being that, with the addition of the words 
“Chicago” and “55,” the difference between the label used and 
what may be called the true label was so manifest that the former 


could not be considered a counterfeit or imitation of the registered 


label. It is a novel proposition that, because the imitation is not 
exactly like the original, it may be used with impunity. The label 
registered designedly left space for the insertion of the locality 
where the label was used. The additional words formed no part 
of the registered label. It is common knowledge that all branches 
of the same union employ the same label. Every branch of the 
union is not required to register the label which has been adopted 
by the entire union. The addition of the words “Chicago” and 
“55° has no significance, except it may be argued that it might 
have made detection of the fraud more difficult by conveying the 
idea that the placard was printed by a Chicago union printer. The 
court in its charge correctly stated: 


The label is the thing that is adopted, with the name of the city, but 
not limited to any particular city; and it would be a violation of this act, 
a criminal offense, for any person, the trade-mark having been adopted 
and registered, as is conceded, to use that in this Commonwealth in viola- 
tion of the act, whether the name Philadelphia, or Pittsburgh, or Chicago, 
or Timbuctoo is placed upon it. To imitate that label or trade-mark by 
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varying it in a particular manner would none the less be a counterfeit, or 
imitation of it. 

At the trial defendant’s counsel stated: ‘There is no dispute 
that the Allied Printing Trade Council of Philadelphia have their 
label registered, in accordance with the act, with the Secretary 
of the Commonwealth.” Notwithstanding this, the argument is 
now advanced for the first time that the label being registered by 
the International Allied Trades Association, the local union did 
not establish its right to use it. The material part of the con- 
troversy is whether the registered label was counterfeited or 
imitated. If the matter of the connection of the local union had 
been raised at the trial and it would have been considered worthy 
of notice, the Commonwealth might have amended the indictment 
by stating that the International Allied Printing Council had regis- 
tered the trade-mark and that the Allied Printers Trade Council 
of Philadelphia was a constituent member of the union and entitled 
to use its trade-mark. The change would not have been material. 
All that was required in the indictment was to charge the offense 
substantially in the language of the act describing the instrument 
counterfeited by name and designation, and its registry. Common- 
wealth v. Norton, 16 Pa. Super. Ct. 423. In that case the Inter- 
national Cigar Makers Union registered the label and the local 
union used it. 

The defendant argues that the counterfeit label was made by 
a union engraver. This is of no importance. Who made the die 
for the printer is of no moment. The use of the union label by 
a non-union printer, irrespective of who made it, was an unlawful 
act, and its use by defendant was unlawful. 

The motion in arrest of the judgment is not supported by any 
attack on the record. Commonwealth v. Bateman, 92 Pa. Super. 
Ct. 53, and cases cited. 

The motion for a new trial was properly overruled, it not being 
based on any exception taken during the trial. With the charge 
of the court the defendant’s counsel was apparently satisfied; he 
made no complaint and asked for no exception. The alleged in- 
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the defendant in his speech to the jury cannot now be considered, 
as the remarks were not put upon the record as required by our 
decisions. 

The judgment is affirmed and the record remitted to the court 
below, and it is ordered that the defendant appear in the court 
below at such time as he may be there called, and that he be by 
that court committed until he has complied with the sentence or 
any part of it which had not been performed at the time the 
appeal in this case was made a supersedeas. 


Wicurams O1L-O-Matic Heatine Corp. v. WeEsTINGHOUSE 
Evectric & Mra. Co. 


United States Court of Customs and Patent Appeals 
December 27, 1932 


Trape-M arKs—OpposiTion—ELectTrRicALLy QOPperRaTED LiIQUID-FUEL-BURNING 


Device AND Execrric Fiatiron Goons or DirrereNt DEscrIPTive 
PROPERTIES. 


In an opposition filed by the owner of the trade-marks “Oil-O-Matic” 
and “Dist-O-Matic,” against the registration of the word “Adjust-O- 
Matic,” held that electrically operated and thermostatically controlled 
liquid-fuel-burning devices and electric flatirons were goods of different 
descriptive properties. 

Appeal from the decision of the Commissioner of Patents in 
a trade-mark opposition. Affirmed. For the Commissioner’s deci- 
sion, see 21 T.-M. Rep. 278. 


James Atkins, of Washington, D. C., and Langdon Moore, of 
Bloomington, Ill., for appellant. 

O. H. Oschholz and Birney B. Hines, both of East Pittsburgh, 
Pa., for appellee. 


HatFiEtp, J.: This is an appeal from the decision of the 
Commissioner of Patents affirming the decision of the Examiner 
of Interferences dismissing the notice of opposition of appellant, 
and holding that appellee was entitled to the registration of the 
trade-mark “Adjust-O-Matic,” for use on adjustable and thermo- 
statically controlled electric sadirons—flatirons. 
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In its notice of opposition, as amended, the Williams Oil-O- 
Matic Heating Corporation alleged ownership and registration of 
the trade-marks ‘“‘Oil-O-Matic’” and “Dist-O-Matic,”’ for use on 
electrically operated and thermostatically controlled liquid-fuel- 
burning devices. It averred that the mark of appellee was con- 
fusingly similar with each of those of appellant, and that, there- 
fore, appellant would be damaged by the registration of appellee’s 
mark, 

In its answer to the notice of opposition, appellee alleged that 
the goods of the respective parties were not of the same class, and 
denied that the marks were confusingly similar. 

The case was submitted upon an agreed statement of facts. 
It appears therefrom that appellant used its trade-marks “Oil-O- 
Matic” and “Dist-O-Matic” on electrically operated liquid-fuel- 
burning devices, and the trade-mark “Ice-O-Matic”’ on electrically 
operated domestic refrigerating units, prior to the adoption and 
use by appellee of its trade-mark; that appellant’s fuel-burning 
devices and electric refrigerating units are operated by electric 
motors, adapted to be connected to electric-light circuits, and are 


thermostatically controlled; that appellant has expended large 
sums of money in advertising its trade-marks and its goods; and 
that its goods are sold to the public through licensed dealers, some 
in hardware stores, electrical shops, department stores, and by 
utility companies, and some by dealers who deal only in appellant’s 
products. 


Appellee’s sadirons—flatirons—are used in homes for ironing 
and pressing textile-fabric articles. They are adapted to be con- 
nected to electric-light circuits and are adjustable and thermo- 
statically controlled. They have been extensively advertised, and 
are sold to the purchasing public through central-station stores, 
electrical dealers, and department and hardware stores. 

Each of the Patent Office tribunals held that the goods of the 
parties did not possess the same descriptive properties, and that 
the marks were not confusingly similar. 

Counsel for appellant contends, in substance, that, as the goods 
of the parties are articles of domestic utility and are operated by 
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connecting them to the domestic electric-light circuit, and as the 
operation of each is controlled by a thermostat which may be ad- 
justed to predetermine the starting and stopping of the involved 
devices, they are goods of the same class and possess the same 
descriptive properties. This view is challenged by counsel for 
appellee. 

The language “same descriptive properties,” contained in the 
first proviso of section 5 of the Trade-Mark Act of February 20, 
1905, was intended by the Congress to relate to goods of the same 
general class, and was used synonymously with the term “class,” 
used in the first part of that section. The words “same class’’ 
and “same descriptive properties” should be given “a limited or 
an extended meaning and application, according to whether or 
not the use of identical or similar trade-marks would be likely 
to cause confusion or mistake in the minds of the public or to de- 
ceive purchasers,’ and, in that connection, “the use, appearance, 
and structure of the articles, the similarity or the lack of similarity 
of the packages or containers in which, the place or places where, 
or the people to whom, they were sold should be considered.” 
B. F. Goodrich Co. v. Clive E. Hockmeyer, et al., 17 C. C. P. A. 
(Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 205]; Decker & 
Cohn, Inc. v. Liebovitz Sons, Inc., 18 C. C. P. A. (Patents) 781, 
46 F. (2d) 179 [21 T.-M. Rep. 33]; California Packing Corp. v. 
Tillman § Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 
108 [20 T.-M. Rep. 238]. 

The goods of the parties are household utilities. They are 
adapted to be connected to the electric-light circuit, and are thermo- 
statically controlled. They are not similar, however, in any other 
respect. They differ greatly in cost, use, appearance, and struc- 
ture, and, of course, are not competitive. 

Were it not for the fact that they are thermostatically con- 
trolled, we dare say that no one would contend that sadirons 
possess the same descriptive properties as either fuel-burning 
devices or refrigerators. 

In this connection, it may be observed that electric toasters, 
heating pads, waffle irons, table grills or sandwich toasters, and 
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possibly other articles of household utility are electrically operated 
and thermostatically controlled. Is it possible that those articles 
and either fuel-burning devices or refrigerators possess the same 
descriptive properties merely because they are electrically operated 
and thermostatically controlled? Might it not with equal force 
be argued that all electrically operated devices belong to the same 
class for trade-mark purposes? 

We are of opinion that the mere attachment of automatic tem- 
perature regulators does not so change the character of sadirons 
as to give them, within the principles heretofore referred to, the 
same descriptive properties as either electrically operated and 
thermostatically controlled refrigerators or fuel-burning devices, 
and that the Commissioner of Patents reached the right conclusion. 

The decision is affirmed. 


Lenroot, J., dissenting: I could readily concur in the con- 
clusion reached by the majority in this case were it not for the 
opinions of this court in the cases of California Packing Corp. v. 
Tillman §& Bendel, 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 108 
[20 T.-M. Rep. 238]; B. F. Goodrich Co. v. Clive E. Hockmeyer, 
et al., 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. 
Rep. 200]; and Decker § Cohn, Inc. v. Liebovitz, Sons, Inc., 18 
C. C. P. A. (Patents) 781, 46 F. (2d) 179 [21 T.-M. Rep. 33], 
which cases are cited in the majority opinion in the case at bar in 
support of the language in said opinion reading as follows: 


The language “same descriptive properties,” contained in the first 
proviso of section 5 of the Trade-Mark Act of February 20, 1905, was in- 
tended by the Congress to relate to goods of the same general class, and 
was used synonymously with the term “class,” used in the first part of that 
section. The words “same class” and “same descriptive properties” should 
be given “a limited or an extended meaning and application, according to 
whether or not the use of identical or similar trade-marks would be likely 
to cause confusion or mistake in the minds of the public or to deceive pur- 
chasers,” and, in that connection, “the use, appearance, and structure of 
the articles, the similarity or the lack of similarity of the packages or con- 
tainers in which, the place or places where, or the people to whom, they 
were sold should be considered. 


In the first two cases cited above, Judge Garrett and I spe- 
cially concurred in the conclusion, but disagreed with the view of 
the majority that the words “same class’ and “same descriptive 
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properties,” as used in section 5 of the Trade-Mark Act of Feb- 
ruary 20, 1905, should be given a limited or an extended meaning 
and application, according to whether or not the use of identical 
or similar trade-marks would be likely to cause confusion or mistake 
in the minds of the public, or to deceive purchasers. The minority 
of the court in the case of California Packing Corp. v. Tillman & 
Bendel, supra, expressed the view that the confusion contemplated 
by the statute was the result of a deceptively similar mark being 
applied to goods of the same descriptive properties, but that actual 
confusion could not be the test of whether or not goods were of 
the same descriptive properties. ‘The further view was expressed 
that if actual confusion was to be a test of whether goods had the 
same descriptive properties, then the phrase “same descriptive 
properties” had no meaning in the section. 

In the third case above cited, I did not dissent from the views 
expressed in the opinion as to the construction of the phrase “‘same 
descriptive properties,” but accepted the same as the settled law 
declared by this court. As the majority opinion in the case at 
bar reiterates this construction of the words “same descriptive 
properties,” I accept it as the settled law; accordingly, whether 
the goods of the parties, to which the marks here involved are 
applied, are of the same descriptive properties is dependent upon 
whether or not confusion is likely to result from the use of the 
trade-marks in issue upon the respective goods of the parties, under 
the law as interpreted by this court in the above-cited cases. 

Applying this construction to the case at bar, it seems to me that, 
it being shown that appellee used the trade-marks ‘“Oil-O-Matic” 
and ‘‘Dist-O-Matic” upon electrically operated and thermostatically 
controlled liquid-fuel-burning devices, and the trade-mark “Ice-O- 
Matic” upon electrically operated domestic refrigerating units, 
prior to the adoption and use by appellee of its trade-mark “Adjust- 
O-Matic” as applied to adjustable and thermostatically controlled 
electric sadirons, one desiring to purchase a sadiron, being familiar 
with the trade-marks “Oil-O-Matic” and “Dist-O-Matic’” upon 
electrically operated, thermostatically controlled fuel-burning de- 
vices, and the mark “Ice-O-Matic” upon electrically operated 
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refrigerating units, would, upon seeing a sadiron bearing the trade- 
mark “‘Adjust-O-Matic,” naturally conclude that said sadiron was 
also manufactured by the same party that manufactured goods 
under the names “Oil-O-Matic,’ “Dist-O-Matic” and “Ice-O- 
Matic.” 

I would repeat that, were it not for the construction given by 
this court to the words “same descriptive properties,’ I would be 
of the opinion that the goods of the respective parties, upon which 
the marks are used, are not of the same descriptive properties, and 
would concur in the conclusion reached by the majority. 

However, if the likelihood of confusion is to be the determining 
factor of whether goods are of the same descriptive properties, as 
is now the settled law of this court, then it follows, if I am correct 
in my belief that confusion would likely result from the use of the 
marks of the parties, that the goods do have the same descriptive 
properties. It, therefore, follows that, the goods possessing the 
same descriptive properties under the law as interpreted by this 
court, and there being likelihood of confusion as a result of the 
use of the marks, the opposition of appellant should be sustained. 


IN THE MATTER OF THE APPLICATION OF COPPERWELD STEEL 
ComMPANY 


United States Court of Customs and Patent Appeals 
December 27, 1932 


Trape-Marks—“CopreRWELD” FoR Execrric Wire, Evectric Case AND 
Srmitar Goops—DescriptTive TERM. 

The word “Copperweld,” used as a trade-mark for electric wire, elec- 
tric cable, ground rods for electric current, bond wires, track connec- 
tions, and cable rings, held to be descriptive of the goods, and therefore, 
unregistrable. 


Appeal from the decision of the Commissioner of Patents refus- 
ing to register a trade-mark. Affirmed. For the Commissioner's 
decision see 21 T.-M. Rep. 274. 


Walter J. Blenko, of Pittsburgh, Pa., for appellant. 
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T. A. Hostetler, of Washington, D. C., for the Commissioner of 


Patents. 


Garrett, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming the decision of the Examiner of 
Trade-Marks, holding appellant not entitled to register the nota- 
tion “Copperweld” for use as a trade-mark for “electric wire, 
electric cable, ground rods for electric current, bond wires, track 
connections, and cable rings.’ The refusal is based upon the 
ground that the proposed mark is merely descriptive of the goods 
and, in consequence, is barred from registration by the provisions 
of section 5 of the Trade-Mark Registration Act of February 20, 
1905. 

It is the contention of appellant that the word is not descrip- 
tive, but only suggestive; that it is an invented or coined word, 
not to be found as a whole in the dictionaries; that it calls up no 
mental picture of the goods and has no descriptive significance to 
the purchaser, but only indicates origin. 

Appellant seems to have been using the word in a trade-mark 
sense over a long period of years, beginning in 1916. It has 
secured registrations of certain composite marks in which the word 
appears, but in these the word itself, except in the connections there 
shown, was disclaimed. 

It appears that some, at least, of the goods upon which the 
mark is used are produced by sheathing a steel core with a coat- 
ing of cooper. The exact process used in applying the sheathing 
is not described in the record, other than in certain patents referred 
to, but it is a matter of general information, of which the court 
may take judicial notice, that it is a common practice to combine 
unlike metals by coating one of them with the other in a manner 
which solidifies the resulting product. 

One of the definitions of “weld” as a transitive verb, given in 
Webster's New International Dictionary, is: 


To unite closely or intimately; to join closely. 


The same authority defines the word when used as a noun as: 


State of being welded; also, a welded joint. 
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These are broad, but by no means unusual, definitions. The 
word “weld,” with these meanings, is in common and almost uni- 
versal use. It seems to us that when preceded by “copper” (which, 
as combined with “weld” in the mark, seems to be used in an 
adjective sense), and applied to the copper-sheathed or ‘“‘copper- 
clad” products of appellant company, the complete word does more 
than merely suggest the nature or character of those products. 
When their character is rightly considered, the word, even though 
it be a coined word, describes that character. 

The decision of the Commissioner of Patents is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Kinnan, F. A. C.: Held that Walter Blair Roddenbery was 
not entitled to register, under the Act of 1905, the notation “Cane 
Crush,” as a trade-mark for a food syrup, in view of the prior 
adoption, use and registration by the Orange-Crush Company of 


the word “Crush” as a trade-mark for beverages, soft or non- 
alcoholic, and the registrations as trade-marks for particular kinds 
of fruit juices of such words as “Orange-Crush,” “Lime-Crush,”’ 
“Lemon-Crush,” etc.; and that the registration which he had ob- 
tained should be cancelled. 

The ground of the decision is that the goods are of the same 
descriptive properties and that the use of the respondent’s mark 
upon its goods would be liable to cause confusion in trade and 
damage to the petitioner. 

In his decision, after stating that the decision in the case is 
reached not without some difficulty because of the fact that the 
marks of both parties are highly suggestive and also stating that 
the question of the respondent’s right to use his registered nota- 
tion and petitioner’s exclusive rights in connection with its trade- 
marks are not and cannot be raised in these proceedings, the First 
Assistant Commissioner said: . 


While the goods put out by the respective parties are specifically differ- 
ent yet it must be held they belong to the same class and possess the same 
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descriptive properties as these terms have been construed in the adjudi- 
cated cases relied upon b ythe Examiner of Interferences and by the peti- 
tioner. Since the latter employs several trade-names or trade-marks indic- 
ative of the particular flavor of the beverages, such as “Orange-Crush,” 
‘“Lemon-Crush,” etc., at least a portion of the purchasing public, seeing 
respondent’s mark upon his goods, would be likely to think the latter's 
goods had the same origin as the petitioner’s with resulting confusion in 
trade and damage to the petitioner.’ 


KinnaNn, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for heating elements for use in hot plates, 
toasters, etc., the notation ““Chromheat,” in view of the prior adop- 
tion and use by opposer of the term “Chromalox” as a trade-mark 
for the same goods. 

In his decision, after noting that the opposer only had taken 
testimony and that the goods were admittedly of the same character 
and noting the statement of the Examiner of Interferences as to 
the dictionary meaning of the common portion of the marks, 
“Chrom” which the applicant urges is descriptive, the First As- 
sistant Commissioner said: 

As indicated in the Examiner’s decision, the word “Heat” in connection 
with apparatus of the character to which applicant applies his mark is not 
distinctive nor would it fix the attention of possible purchasers. The por- 
tion common to both marks constitutes the predominating and distinctive 
part of the marks; and when the marks are, as they should be, considered 
as a whole, it would seem there is a reasonable possibility of confusion if 


both appear upon the respective goods in the same market. It is thought 
the applicant has selected a mark too nearly like that of the opposer.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for vehicle heaters and parts thereof, the 
notation “Red Head” in view of the prior adoption, use and regis- 
tration by opposer of a mark consisting of the representation of 
a devil’s head colored, except for the horns and face, red. 

In his decision after noting that the opposer also relied upon 
certain registrations of the term “Ha-Dees,” which term it was 
stated was used in connection with the “devil’s head” and further 

*Orange Crush Co. v. Walter Blair Roddenbery, Canc. No. 2262, 156 
M. D., 961, November 14, 1932. 


*In Edwin L. Wiegand Company v. Arthur S. Prybeski, Opp. No. 
11,683, 156 M. D. 964, November 17, 1932. 
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noting that in lieu of testimony a stipulation had been filed that 
opposer was first in the field and the goods were of the same 
character and stating that it was only necessary to consider the 
registration of the “‘devil’s head,” the First Assistant Commis- 
sioner said: 


The applicant’s notation “Red Head” is fairly descriptive of this mark 
of the opposer. The words and the pictorial representation are, to the 
extent they convey the same information, equivalents. Customers do not 
always see the marks and goods side by side for comparison. The opposer's 
picture of a devil’s head has marked and specific differences over the appli- 
cant’s notation, but confusion by oral description seems probable. One 
familiar with opposer’s goods might well describe them as having a mark 
of a red head or a devil’s red head upon them.* 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for dry-cell batteries, a mark consisting of 
a triangular outline in a second similar outline, the latter having 


across it the notation “Monotype,” in view of the prior adoption 
and use by opposer of a mark which includes the notation “Mono- 
Cell,” on the same goods. 

The ground of the decision is that the goods are the same and 
the marks of the respective parties confusingly similar. 

In his decision, after noting that the applicant had submitted 
a list of registrations issued to other parties of marks including 
features more or less common to the marks involved herein, the 
First Assistant Commissioner said: 


As to the matter of prior registrations by other parties it will be suffi- 
cient to note the holding of the Court of Customs and Patent Appeals 
in a number of decisions including that of American Fruit Growers vy. 
Michigan Fruit Growers, Inc., 393 O. G. 789, 38 F. (2d) 696, 17 C. C. P. A. 
(Patents) 906 [20 T.-M. Rep. 135], in which it was held in an opposition 
proceeding, where the goods of the parties possess the same descriptive 
properties, applicant’s right to registration depends upon whether its mark 
will conflict wth one previously adopted and used by opposer, and in the 
determination of this question prior registrations by others are not to be 
considered. 


With reference to applicant’s argument that the opposer’s mark 
“Mono-Cell” had not been used alone upon its goods and is, more- 
over, descriptive, he said: 


*In Liberty Foundries Company v. Associated Parts, Inc., Opp. No.® 
11,709, 156 M. D. 965, November 17, 1932. 
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It would seem none of these matters help the applicant here. It is well 
enough shown by opposer that it has used the term “Mono-Cell” upon its 
goods, and if the applicant’s mark is sufficiently similar to cause confusion 
in trade its registration would damage the opposer. The question of 
opposer’s ownership of a registrable trade-mark is not and cannot be 
raised in the instant proceeding.* 


Descriptive Terms 


Moore, A. C.: Held that applicant is not entitled to register, 
under the Act of 1905, as a trade-mark for bare and insulated elec- 
trical wires and cables, the term “Trenchlay,”’ on the ground that 
the term is descriptive of the goods. 

In his decision, after referring to a publication as showing 
cables are frequently adapted for placing directly in the ground 
in shallow trenches instead of in conduits, the windings being such 
as to withstand the action of moisture, and noting the definitions of 
the word “lay,” the Assistant Commissioner said: 


In my opinion the word “Trenchlay,” when associated with electrical 
wires and cables, would convey no other meaning to the public mind than 
that such wires or cables are specially adapted to be laid in trenches. 


He further stated: 


Not only are words or devices which are “descriptive of the goods with 
which they are used, or of the character or quality of such goods” not 
registrable (Section 5 of the Trade-Mark Act of February 20, 1905), but 
also words or devices which are descriptive of the relations in which the 
goods are adapted to be used. (Citing decisions.)* 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the notation “Sta-Down” as a trade- 
mark for corsets, girdles, etc., on the ground that the mark is 
descriptive of the goods and, therefore, not registrable. 

In his decision, after noting that applicant had obtained, under 
the 1920 Act, registration of the same mark for brassieres and 
that his attention being called to that fact by the Examiner of 
Trade-Marks he cancelled that class of articles from the list of 

*In Bond Electric Corporation v. American Electric Company, Inc., 
Opp. No. 11,516, 156 M. D. 969, November 30, 1932. 


* Ex parte General Cable Corporation, Ser. No. 265,787, 156 M. D. 950, 
October 22, 1932. 
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goods for which registration under the 1905 Act is sought and 
noting the suggestion of the Examiner that the goods in the present 
application are so closely akin to brassieres that estoppel likewise 
applies, the First Assistant Commissioner said: 


However all this may be, the notation is merely a slight misspelling, as 
to the first part, of the words “stay down” and would be interpreted by 
purchasers to be merely descriptive of the character or quality of the goods 
in that they would stay in place or stay down during the bodily movements 
of the wearers.® 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the word “Fruit” as a trade-mark for 
cane sugar on the ground that the mark is descriptive of the goods. 

In his decision, after noting the statement of the Examiner 
that the words “fruit sugar” are defined as meaning glucose and 
the applicant’s argument that glucose is different from cane sugar, 
the First Assistant Commissioner said: 


The goods upon which applicant uses its mark, cane sugar, is widely 
used for sweetening coffee, tea, fruit, and many other articles of diet. The 
purchasing public would, it is believed, on seeing these words in connection 
with cane sugar as used by applicant merely think or infer that the cane 
sugar possessed some characteristic which made it of particular value when 
used upon fruit.’ 


Interference—Registration by Consent 


Kinnan, F. A. C.: Held that the interference which involved 
the application by The Methodist Book Concern of the name “The 
Christian Advocate” as a trade-mark for a periodical and an ap- 
plication by Lamar & Whitmore, Book Agents, Publishing House, 
M. E. Church, South, for the registration of the term “Christian 
Advocate” as the name of a religious periodical, should be dissolved 
and both marks passed to publication. 

In his decision, after noting that a motion for dissolution was 
filed by both parties in which it was set forth that the publica- 
tions have been published in different sections of the country for 


*Ex parte, The H & W Co., Inc., Ser. No. 324,436, 156 M. D. 957, 
November 7, 1932. 

* Ex parte J. D. and A. S. Spreckels Investment Company doing business 
as Western Sugar Refinery, Ser. No. 261,775, 156 M. D. 956, November 7, 
1932, 
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nearly three-quarters of a century without confusion; that the 
publication of Lamar & Whitmore relates to the Methodist Epis- 
copal Church, South, while the publication of The Methodist Book 
Concern relates to the Methodist Episcopal Church, and that each 
party has consented to the registration of its mark by the other 
party, the First Assistant Commissioner said: 


While the goods are the same and the marks are substantially identical, 
yet the situation is quite unusual. In view of the record made in this 
proceeding it is fair to presume there is such a community of interest in- 
volved as would justify a dissolution of the interference. The primary 
purpose of denying registration of substantially the same mark to one 
second to adopt and use on the same class of goods is to avoid confusion 
in trade and consequent damage to the first user. In the instant case 
there is not alleged to be any damage to the first user nor any material 
confusion in trade, and under the special conditions set forth this Office is 
unable to find there would be probable confusion in trade. 

He further stated that the somewhat liberal practice in con- 
nection with registrations for trade-marks for publications having 
their origin in widely separated sections of the country finds 
support in the case of Pulitzer Pub. Co. v. Houston Printing Co., 


t F. (2d) 924 [16 T.-M. Rep. 376] (quoting from that decision) .* 


No Trade-Mark Use 
Moors, A. C.: Held that Pulitzer Publishing Company, of St. 


Louis, Mo., is not entitled to register, as a trade-mark for a news- 
paper, a mark said to consist of the words “The Post-Dispatch 
Platform” followed by a statement of principles and the name 
“Joseph Pulitzer” and the date April 10, 1907. 

The registration was refused on the ground that the mark does 
not have the function of indicating origin or ownership. 

In his decision, after noting that the Examiner had held that the 
matter was adopted for the purpose of indicating the “principles” 
of the paper to which it was applied and that other newspapers 
having the same principles would have equal right to announce 
_them and referring to decisions of the Supreme Court of the 


*Lamar & Whitmore, Book Agents, Publishing House, M. E. Church, 
South v. The Methodist Book Concern, 156 M. D. 955, November 7, 1932. 
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United States with reference to what is the office of a trade-mark, 
the Assistant Commissioner said: 


The applicant’s alleged trade-mark does not meet the above require- 
ments. Obviously, it was not adopted for the purpose of identifying the 
origin or ownership of the article to which it is applied. . . . The 
declaration of principles which constitute the platform on which the St. 
Louis Post-Dispatch rests may have been entitled to protection under our 
copyright law as a literary production, but certainly it does not function 
as a trade-mark.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for shotguns, 
a mark said to consist of a “gold-colored shift button in the trigger 
of the gun.” 

The ground of the decision is that the color of the button does 
not function as a trade-mark and that the applicant should not be 
granted an exclusive right to the use of such a button. 

In his decision, after stating that applicant manufactures a 
double-barrel shotgun with only one trigger and having a button 
which may be shifted from right to left so as to operate the firing 
pin of the right or left barrel and stating that it is a matter of 


common knowledge that various devices having hammers or safety 
catches are of a contrasting color with other portions of the 
mechanism, said: 


The gold color applied to the shift button has a utilitarian function 
in that it enables the user to more quickly locate and distinguish the 
position of the button. It is thought the view of the Examiner the. the 
color of the button does not function as a trade-mark is sound.” 


* Ex parte Pulitzer Publishing Co., Ser. No. 312,664, 156 M. D. 910, July 
26, 1932. 

* Ex parte Winchester Repeating Arms Company, Ser. No. 323,798, 
156 M. D. 917, August 12, 1932. 
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Tue AMERICAN CRAYON ComMPANY v. THE PRANG COMPANY 
United States Circuit Court of Appeals, First Circuit 
December 29, 1932 


Unram CompetTirion—“Prano”—Vi0LaTION oF AGREEMENT—EVIDENCE. 

In an action brought for breach of contract in which plaintiff 
alleged that defendant had violated an agreement with it with respect to 
the use of the trade-name “Prang” and monogram “P. Co.” by permit- 
ting the use of these marks by assignees of defendant on goods to 
which, under the contract, plaintiff had the exclusive right of use, held 
that the evidence failed to show that the defendant was responsible 
for the alleged infringement, particularly as the agreement did not 
contain an indemnifying covenant covering violation of contract by the 
assignees. 

In equity. Action to recover damages due to alleged violation 
of contract in a trade-mark case. Appeal from the United States 


Circuit Court, District of Maine. Affirmed. 


C. P. Goepel, of New York City, and Charles E. Frohman, of 
Sandusky, Ohio, for appellant. 

Clifford E. Dunn, of New York City, Raymond S. Oakes, of 
Portland, Me., and John W. Gorman, of Boston, Mass., for 
appellee. 


Before BincHam, Witson and Morton, JJ. 


Witson, J.: To summarize as briefly as possible the claims 
of the parties as presented in the plaintiff’s bill and supplemental 
bill, and the defendant’s answer, supplemental answer and counter- 
claim which occupy eighty pages of the printed record, and such 
facts as are notgin dispute: 

The plaintiff, an Ohio corporation, in October, 1926, filed in 
the District Court of Maine a bill in equity against the defendant, 
a Maine corporation, alleging that on March 1, 1918, the defend- 
ant had assigned to the plaintiff for a period of twenty years the 
right to the exclusive use of the trade-name “Prang” and the 
monogram design “P. Co.” in connection with the sale and dis- 


tribution of a certain school and art supplies, viz., crayons, pastels, 
oil and water color paints, pencils, erasers and pens, excepting 
certain types of pens specified in the contract; that the defendant 





4A TWENTY-THREE TRADE-MARK REPORTER 


further obligated itself in case it reorganized or transferred any 


of its rights or obligations to a successor or assigns, to bind such 
successor or assigns to maintain the covenant of the contract of 
March 1, 1918, as to the use of said trade-name and monogram, 
and that the defendant has violated its said agreement by directly 
or indirectly continuing to use the trade-name “Prang” and the 
design “P. Co.” in connection with the sale of the specified articles 
mentioned above, or by causing or permitting it to be done by 
others. 

The covenants in said contract on which the plaintiff relies 
read as follows: 


4. The Prang Company does hereby covenant and agree with The Amer- 
ican Crayon Company, its successors and assigns. and does hereby bind 
itself and its successors and assigns, that it will no longer use any of the 
trade-names or the name “Prang” or the monogram design comprising the 
letters “P. Co.” or the registered trade-mark of any or all of them upon 
any of commodities specified, which it may hereafter manufacture, purchase 
or deal in. The right to use said trade-names, designs and trade-marks 
upon said commodities shall be exclusive in The American Crayon Company 
in any part of the world in which it has or may desire to do business and 
to deal in the commodities hereinbefore mentioned. 

5. The Prang Company further covenants and agrees and binds itself, 
its successors and assigns, not to engage in the manufacture, purchase, sale 
or dealing in, except it be under contract from the Crayon Company, of any 
of the commodities hereinbefore described under any name or designation 
whatsoever, for the period of twenty (20) years from and after the 
signing and the sealing of these presents, in the following described terri- 
tory: 


On February 6, 1925, the defendant transfered to a Delaware 
corporation of the same name the remainder of its live assets, which 
included approximately seventy-five articles of school and art 
supplies, with the right to use all its trade-marks, including the 
trade-name of “Prang” and the design “P. Co.” in connection 
therewith. It had also previously entered a contract with refer- 
ence to the sale or manufacture of some or all of the articles 
assigned to the Prang Company of Delaware with Laidlaw 
Brothers Company, a New York corporation, which was recog- 
nized in its contract with the Delaware Company. 

Following the transfer of its remaining live assets to the Prang 
Company of Delaware, complaints, claims and counterclaims were 
made by the plaintiff against the Prang Company of Delaware and 
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by the Prang Company of Delaware against the plaintiff, of in- 
fringement of its rights to the use of the name “Prang” and the 
design “P. Co.” under their respective contracts. 

As a result, on October 6, 1926, the plaintiff brought a bill in 
equity against the Prang Company of Delaware in the Federal 
District Court of Delaware, alleging infringement of its rights 
as to the use of the trade-name “Prang” and the design “P. Co.,” 
and praying for an injunction and for an accounting in damages. 

The Prang Company of Delaware filed a counter claim in the 
action in the Delaware District Court, alleging that the plaintiff 
had infringed its right under the assignment to it by the Prang 
Company of Maine on February 6, 1925, to the use of said trade- 
name and monogram in connection with other products than those 
specified in the contract of March 1, 1918, between the plaintiff 
and the Prang Company of Maine. The district judge in Dela- 
ware held that under its contract with the Maine company the 
plaintiff only acquired the right to the use of the name ‘“Prang” 
and the monogram “P. Co.” in connection with the sale and dis- 
tribution of the specific articles mentioned in that contract, and that 
the Prang Company of Delaware under its contract of February 6, 
1925, acquired the right to use the name “Prang” and the mono- 
gram “P. Co.” in connection with the sale and distribution of all 
other articles of school and art supplies dealt in by the Maine 
company, except those named in its contract with the plaintiff. 
The district judge in Delaware also found that each party had 
infringed upon the rights of the other. In other words, neither 
party was in the equity court with clean hands, and the court dis- 
missed both the bill and counterclaim. 

On appeal to the Circuit Court of Appeals for the Third Cir- 
cuit, that court, 38 Fed. (2nd) 448 [22 T.-M. Rep. 240], sus- 
tained the findings of the District Court, but held that each party 
had the right to the use of the trade-name and monogram under 
their respective contracts with the Maine company, in the use of 
which they were entitled to protection, and reversed the decree 
of the District Court dismissing the plaintiff’s bill and the defend- 
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ant’s counterclaim, and ordered an appropriate injunction to issue 
against each party. 

The Prang Company of Delaware, however, was later found 
on contempt proceedings to have violated the court’s order, and 
was ordered to pay to the plaintiff as damages the sum of $4,932.24. 

It also appears that the plaintiff brought proceedings seeking 
injunctive relief against Laidlaw Brothers Company in the South- 
ern District Court of New York, which court granted the plaintiff 
similar relief to that ordered by the Circuit Court of Appeals in 
the Third Circuit. 

On October 15, 1926, or within ten days after it began its 
action against the Delaware Company, the plaintiff brought this 
action against the Maine company, but did not insist on a hearing 
until after the decision in the Delaware court. The present case 
went to hearing in the District Court of Maine in September, 1931. 
The only evidence offered by the plaintiff in this case was a copy 
of the proceedings in the District Court of Delaware, certain ex- 
hibits, and the testimony of its vice-president. The defendant filed 
a counterclaim similar to that filed in the Delaware court but 
offered no evidence. 

At the close of the plaintiff's case, the defendant filed a motion 
that the plaintiff’s bill be dismissed. It was urged by the defend- 
ant before the District Court that upon the record the rights of 
the parties in the case were decided in the Delaware case, as the 
Maine company and the Delaware company were privies in that 
litigation, and that the issues here raised were res adjudicata. 
The District Court sustained this contention and dismissed the 
plaintiff's bill without costs. 

Plaintiff's counsel appealed from this decision. We understand 
its contentions now to be: ‘That the District Court of Maine 
erred in holding that the entire controversy between the parties 
here was decided in the Delaware case; that the Maine company 
violated the fourth and fifth paragraphs of its contract with the 
plaintiff by conveying to the Delaware company in 1925 the right 
to use the trade-name “Prang” and the monogram “P. Co.” with- 
out referring to the contract with the plaintiff of March 1, 1918, 
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and stipulating that the Delaware company should not infringe 
upon the rights of the plaintiff under that contract, and with the 
intent, by subterfuge, to undermine and destroy the business of 
the plaintiff and by indirect means to deprive the plaintiff of all 
benefits under its contract with the Maine company, and that the 
acts done of which the plaintiff complains were done by the Dela- 
ware company or Laidlaw Brothers Company at the instigation or 
with the wrongful connivance of the defendant. 

Plaintiff's counsel states its principal contention in their brief 
as follows: “The distinct ground of relief of this suit is that 
Prang-Maine is responsible for its own conduct, for breaching 
and disavowing its duties due to the plaintiff as obligee under the 
contract, and for an intermixture of deceit and imposition.” 

Plaintiff apparently accepts such facts as were submitted to the 
Delaware court for its determination, and determined by it; and 
whether binding or not as against this defendant, who was not a 
party to the suit in Delaware, the plaintiff does not now claim that 
it is entitled to use the trade-name “Prang” or the monogram 
“P. Co.” in connection with any other articles than those specified 
in its contract. What it does claim is that the Delaware case was 
an action of tort for infringement, while this action is an action 
of contract based on the convenants contained in sections four 
and five of the contract above quoted, and that the District Court 
of Maine erred in holding that the present claims of the plaintiff 
are res adjudicata by reason of the judgment in the Delaware suit. 

However, regardless of whether the District Court in this case 
erred in holding that the entire controversy is res adjudicata as 
between the plaintiff and this defendant, we think the decree of 
the District Court must be affirmed. 

The plaintiff under its original bill sought injunctive relief 
against the Maine company from infringing upon the right of the 
plaintiff the use of the trade-name “Prang’’ and the monogram 
“P. Co.” under its contract of March 1, 1918, alleging that under 
paragraphs four and five of the contract the defendant agreed that 
it would not itself use the trade-name “Prang” or the monogram 
“P. Co.” in connection with the articles specified, namely, crayons, 
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pastels, oil and water color paints, pencils, erasers and certain 
pens, and that it would not sell or manufacture such articles under 
any name or designation in the territory described in paragraph 
five. But there is no convincing evidence that the defendant has 
done so, either by itself directly or indirectly through an assignee 
or agent. Neither is there any evidence that it has threatened 
or intends to do any business in the future, either directly or in- 
directly, in school and art supplies in violation of its agreement 
with the plaintiff. 

It had the right to sell such supplies as agent of the plaintiff 
up to 1925, when it ceased to do business and conveyed the re- 
mainder of its assets to the Delaware company. There is no sub- 
stantial evidence that since that time it has directly or indirectly 
transacted any business of any kind. On the contrary, the vice- 
president of the plaintiff company in his testimony admits that 
he did not know of defendant’s doing any business since its con- 
veyance of its remaining assets to the Delaware company. 

The plaintiff, however, complains under an amendment to its 
bill that the acts of infringement by the Delaware company and 
Laidlaw Brothers Company of which it complains, were caused, 
allowed or permitted to be done by the defendant; and by reason 
of the covenants in paragraphs four and five any act done by 
anyone in contractual relationship with the defendant rendered 
the defendant liable therefor. 

But the evidence, we think, does not warrant a finding that 
either the sale of its assets by the defendant to the Delaware com- 
pany or its contract with Laidlaw Brothers Company was for the 
purpose of interfering indirectly with the rights of the plaintiff 
under its contract with the defendant, or that the defendant was 
the instigator of the wrongs alleged to have been done to the 
plaintiff by the Delaware company and Laidlaw Brothers Com- 
pany. It would require clear and convincing proof of such a 
wrongful intent, which the case lacks; and we cannot assume 
without proof that any other corporation, individual or partnership 
will under assignment from the defendant attempt to do what the 
Delaware company and Laidlaw Brothers Company have already 
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been enjoined from doing. Its prayer for future injunctive relief 
against this defendant was, therefore, properly denied by the dis- 
missal of its bill. 

Neither does it appear that the defendant injured the plain- 
tiff by merely failing expressly to bind its assignee or assignees 
not to use the trade-name “Prang’’ or the monogram “P. Co.,” 
nor does the plaintiff claim or prove that it did. The plaintiff was 
fully protected by the law in the use of the trade-name “Prang” 
and the monogram “P. Co.” in connection with the articles men- 
tioned in its contract as against the assignees of the defendant. 

Nor do we think the language of the paragraphs four and five 
can be construed as an indemnifying covenant in case of a viola- 
tion by the assignees of the defendant, nor do we understand the 
plaintiff now claims it should be so construed. The plaintiff, there- 
fore, under its contract cannot recover damages of this defendant 
oceasioned by torts committed by its assignees, without proof that 
such torts were done at the instigation of the defendant, which it 
has failed to do. 


It is not necessary to discuss the defendant’s defense of elec- 


tion of remedies, or certain other technical defenses raised by the 
defendant’s counsel. 


The decree of the District Court is affirmed with costs of this 
court. 


Bass, Ratcuirr & Gretron, Lrp. v. Winpsor ALE Company 
United States District Court, Northern District of Illinois 
December 2, 1932 


Trape-Marks—Uwnrair Compretition—*“Bass’—Untawrut Ust or Svur- 
NAME. 

Where plaintiff had since 1858 put out an ale of superior quality 
and identified same to the American public under the trade-mark 
“Bass’s Ale,” which mark had been duly registered in the United States, 
held that the use by defendant on carbonated beverages of the words 
“Bass’s Amber Ale” and a label resembling plaintiff's label was unfair 
competition. 

Trape-Marks—ABANDON MENT. 

Where plaintiff registered its trade-mark for use upon ale in the 

United States in 1912 and renewed the registration 20 years later, but 
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was unable to continue the use of the mark in the country because of 
the Prohibition Act, held that there was no abandonment. 
Trape-Marks—“Bass’s Amper Ave”—FravupuLent State Recistration— 
CANCELLATION. 

A court of equity has jurisdiction to cancel fraudulent instruments 
affecting the title of property. Where, therefore, defendant wrongfully 
procured in the State of Illinois the registration of its trade-mark 
“Bass’s Amber Ale,” its cancellation was decreed. 

In equity. Action for trade-mark infringement and unfair 


competition. Injunction granted. 


Edward S. Rogers and William T. Woodson, both of Chicago, 
Ill., for plaintiff. 
Buckingham, Brezina & Svoboda, of Chicago, Ill., for defend- 


ant. 


Wivkerson, J.: The court finds the following facts and draws 
the following conclusions of law therefrom: 


Findings of Fact 


1. Plaintiff is a corporation created and existing under and by 
virtue of the laws of Great Britain. 

2. Defendant is a corporation organized and existing under and 
by virtue of the laws of the State of Illinois with its principal place 
of business at 2022 Grand Avenue, Chicago, II. 

3. In the year 1858 plaintiff, in the city of Burton-on-Trent, 


England, began the manufacture of beverages, among others ale 
of superior quality, and adopted and used the name Bass & Co. 
as a trade-mark for ale. Bass’ Ale immediately acquired a favor- 


able reputation and the business in it became world wide and 
profitable. 

4. Bass’ Ale was continuously sold in the United States until 
the year 1919 and the name Bass’ Ale became well known as the 
designation of plaintiff’s product. 

5. In the year 1858, as an additional means of identification 
plaintiff adopted and used a distinctive label, oval in shape, dis- 
playing the representation of a diamond, with the name Bass & Co. 
in plain type around the margin and in script across the center, 


the color scheme being black and red (Exhibit A). 
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6. The name Bass and the distinctive label, including the dia- 
mond trade-mark, have been continuously used by the plaintiff 
since their adoption and both the name Bass and the distinctive 
label including the diamond trade-mark identify the plaintiff's 
product. 

7. That the plaintiff's use of its trade-marks throughout the 
United States was uninterrupted and extensive until the adoption 
of the national Prohibition Act in 1919. 

8. That notwithstanding the fact that plaintiff has not been 
able to sell its ale in the United States since 1919, the trade-mark 
Bass and the distinctive label, throughout the United States and 
in the city of Chicago at the present time, are well known and have 
an existing good reputation. 

9. It is plaintiff's intention to resume the sale of its ale in 
the United States under its trade-marks as soon as permitted by 
law. 

10. That plaintiff's registrations under the Trade-Mark Act 
of February 20, 1905, No. 88,265, issued September 10, 1912, and 
No. 88,264, issued September 10, 1912 (Exhibits 5 and 5a), and 
renewed September 10, 1932 (Exhibits 6 and 6a), are valid and 
subsisting and are now the sole property of the plaintiff. 

11. The right to use in the United States the name Bass and 
Bass & Co., and the plaintiff's distinctive label exceeds the sum 
or value of three thousand dollars ($3,000), exclusive of interest 
and costs. 


12. The defendant, early in the year 1932, applied to a hop- 
flavored bitter carbonated beverage made by it the words Bass’s 


Amber Ale, and a label containing the representation of a dia- 
mond, as shown by Exhibit C to the bill and Exhibit A to the 
answer, and has sold its product bearing the said words and label 
in and about the city of Chicago. 

13. The defendant adopted said name, Bass’s Amber Ale, and 
the label containing the representation of a diamond, with knowl- 
edge of the reputation of the plaintiff's name and trade-marks 
and for the purpose of taking advantage of plaintiff's reputation. 
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14. The name and label adopted and used by the defendant are 
deceptively similar to plaintiff's trade-marks and are, and are in- 
tended by the defendant to be, colorable imitations thereof. 

15. That the goods to which the defendant applies the color- 
able imitations of plaintiff's trade-marks are goods of the same 
descriptive properties and are in the same class as those to which 
plaintiff's trade-marks are applied, and the use by defendant of 
the words Bass’s Amber Ale, and the label containing the repre- 
sentation of a diamond thereon represents plaintiff as the producer 
thereof. 

16. With knowledge of the facts, defendant on February 16, 
1932, caused to be filed with the Secretary of State of Illinois an 
application to register an alleged trade-mark Bass’s Amber Ale, 


A NON- CARBONATED 
ALCOHOLIC BEVERAGE 


NZ 


CONTENTS 


and the representation of a diamond identical with Exhibit C to the 
bill and Exhibit A to the defendant’s answer herein, and upon 
the representations contained in said application the Secretary 
of State registered such alleged trade-marks for ale, beer, bever- 
ages, fruit drinks, fruit juices, concentrates and extracts and com- 
pounds for making beverages. 
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17. That John F. Brezina, as attorney-in-fact for “Herbert 
Garland, doing business as Bass Ale Co.,” represented in a state- 
ment sworn to before Jerome Svoboda, a notary public, which said 
statement formed a part of such application, that said “Garland” 
has the right to use the name Bass’s Amber Ale and the repre- 
sentation of a diamond in respect of ale, beer, beverages, fruit 
drinks, fruit juices, concentrates and extracts and compounds for 
making beverages, and that no other person, firm or association has 
the right to use either in the identical form or in any such near 
resemblance thereto as may be calculated to deceive. Said state- 
ment and representation were and are false and untrue and were 
known by said Brezina to be false and untrue at the time they were 
made. 

18. The power of attorney constituting John F. Brezina, 
attorney-in-fact for “Herbert Garland,’ and purported to be 
signed by “Herbert Garland” was sworn to before Jerome Svoboda, 
a notary public in and for Cook County, Illinois (plaintiff's Ex- 
hibit 7). 

19. John F. Brezina and Jerome Svoboda conducted this case 
as solicitors for the defendant herein. 

20. “Herbert Garland” is a son of Louis Goldstein, president 
of defendant Windsor Ale Company, and is in fact Herbert Gold- 
stein, secretary of defendant Windsor Ale Company. Jerome 
Svoboda knew of this fact when he attached his jurat as notary 
public to the power of attorney mentioned above. 


Conclusions of Law 


1. That this court has jurisdiction. 


2. That the trade-marks Bass, Bass & Co., the representation 
of a diamond, and the distinctive label are the property of the 
plaintiff. 

3. That the said trade-marks have not been abandoned. 

4. That the registrations of plaintiff's trade-marks, under the 
Act of Congress of February 20, 1905, are valid and subsisting, 
and unrevoked and uncancelled. 
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5. That defendant, by the use of the words Bass’s Amber Ale 
and a label including the representation of a diamond, has infringed 
plaintiff's trade-marks and has competed unfairly with the plaintiff. 

6. That the registration to the defendant in the office of the 
Secretary of State of the State of Illinois of the alleged trade-mark 
Bass’s Amber Ale and the infringing label was procured by false 
and fraudulent representations and/or declarations in writing. 

7. A court of equity has jurisdiction to cancel fraudulent instru- 
ments affecting the title to property. 

8. That plaintiff is entitled to a decree against the defendant 
for a perpetual injunction and a reference to a master for an 
accounting of damages and profits. 

9. That plaintiff is entitled to a mandatory injunction com- 
pelling the defendant to cancel from the register of the Secretary 
of State of Illinois the registration of its alleged trade-marks, 
fraudulently procured. 

10. That the plaintiff is entitled to have delivered up for 
destruction all labels identical with or like Exhibit C to the bill. 


Tue NisteEY SHoeE Company v. THE NisiteEy Company and 
Tue G. Epwin SmitnH SHor Company 


United States District Court, Southern District of Ohio 
December 16, 1932 


Trape-Marks—I NFRINGEMENT—“NISLEY’—UNLAWFUL Use oF SuRNAME BY 
ANOTHER, 

Defendant, G. Edwin Smith Shoe Company, which after having made 
an arrangement with plaintiff, Charles L. Nisley, doing business as The 
Nisley Shoe Company, organized a chain of retail stores for the sale 
of shoes made by said defendant, but under the name “Nisley,” could 
not at the expiration of the agreement continue to use the word “Nisley” 
on shoes not put out by the plaintiff. 

Unram Competirion—UNtawrvut Use or SurnNaME. 

The continuous use by plaintiff of the trade-name “Nisley” in con- 
junction with and as a part of the good-will of his business and with 
the knowledge of the defendant, held to give him a continued protective 
right in its use as against the defendant. 

Unram Competition—Svuitrs—AccountTine. 

Where a business arrangement was made between plaintiff and 
defendant, G. Edwin Smith Shoe Company, for the sale of the latter’s 

shoes by the former, but no express agreement was entered into as to 
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the right to the use of the trade-name “Nisley” under which the shoes 


were sold during the agreement, held that plaintiff was not entitled to 
an accounting. 


Trape-M arks—INFrRaINGEMENT—Svuits—CounTercLaim BY Co-DEFENDANT. 
Defendant, The Nisley Company, organized by its co-defendant to 
develop and sell “Nisley” shoes by establishing a chain of retail stores 
and having received with its co-defendant the right to use the name 
and trade-mark “Nisley” on the shoes thus sold, held to have suffered 
no infringement by the use of the word “Nisley” by plaintiff at the 
expiration of the arrangement. 
In equity. Action for trade-mark infringement and unfair 
competition and counterclaim by defendant. Injunction granted 
and counterclaim dismissed. 


Hoven, D. J.: Charles L. Nisley is, and has been continu- 
ously since 1905, a successful retail shoe merchant in the city of 
Springfield, Ohio. In 1905 he purchased a retail shoe business in 
that city, and incorporated it under the trade-name of The Nisley 
Arcade Shoe Company, until the year 1926, when he transferred 
the business from the Arcade Building to other quarters and 
changed the corporate name to The Nisley Shoe Company, the 
plaintiff in this suit. Nisley has been the virtual owner of the 
business since its inception, minority shares being held by other 
persons as incorporators and directors of the corporation. 

Nisley purchased his shoes from various manufacturers and 
wholesalers, among which for many years was the defendant, 
The G. Edwin Smith Shoe Company. Throughout the years of 
business operation, the shoes as well as the containers carried the 
trade-mark and trade-name “Nisley,” his own surname. The 
business was primarily local, but as time went on there was a 
gradual widening of the sale territory, for the most part made 
up of old customers who had removed from Springfield. Through 
consistent business management and advertising, this business de- 
veloped and maintained a high position for both volume and quality 
of merchandise in the retail trade. 

The defendant, The G. Edwin Smith Shoe Company, its busi- 
ness and factories located in Columbus, Ohio, the capital of the 
State, and fifty miles distant from Springfield, was and is a manu- 


facturer of shoes, and has had for many years, and until the spring 
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of 1929, the plaintiff and its predecessor in name, as one of its 
customers. 

Early in 1924, the defendant, The G. Edwin Smith Shoe Com- 
pany, in order to stimulate its business and to furnish an outlet 
for its product, gave consideration to the establishment of retail 
stores. With such an embryo plan in view, it was decided to call 
in an experienced shoe dealer. Nisley was selected and a con- 
ference was had between G. Edwin Smith, president of the defend- 
ant company, and Nisley, in which the advantages and disadvan- 
tages of such an arrangement were discussed. A later meeting 
took place, in which it was decided to undertake the experiment, 
and Nisley’s services were solicited and obtained to further the 
plan. In order not to jeopardize its business with its other cus- 
tomers, the defendant company was desirous that the project be 
carried out independent of The G. Edwin Smith Shoe Company. 
In the course of the discussions with Nisley it was suggested by 
G. Edwin Smith that his, Nisley’s, name be used as one appro- 
priate and long identified with the retail shoe business. Nisley 
readily consented to this, and it was decided to organize a cor- 
poration under the name of The Nisley Company, with its place 
of business located at Springfield, Ohio. This was forthwith done, 
Nisley was made president, 500 shares of stock were issued to him, 
and one share each to four individuals who, along with Nisley, 
were the incorporators of the company. The G. Edwin Smith Shoe 
Company, defendant, was to furnish the capital, and an executive 
of that company and Nisley were to locate, organize, and put in 
operation the chain of retail shoe stores under the new corporate 
name of The Nisley Company. The shoes and the containers were 
to be marked with the trade-mark “Nisley.”” The 500 shares of 
stock issued to Nisley were signed by him in blank, and remained 
at all times in the possession of The Nisley Company. 

The project developed satisfactorily, and at the end of the first 
year ten stores had been installed in various states, and two years 
later the number had increased to thirty. At the first annual 
meeting in April, 1925, additional shares of stock were issued 
to the defendant, The G. Edwin Smith Shoe Company. Until 
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the fall of 1925 nothing had been discussed in relation to any 
interest of Nisley in the project, or any compensation for his 
services. At that time the question of his salary was raised by 
G. Edwin Smith, and it was stated that $15,000 per annum might 
be considered a reasonable salary. This amount, at the suggestion 
of Nisley, was reduced to $12,000 per annum, and he was paid a 
salary at that rate during the time of his connection with The Nisley 
Company. 

At the first annual meeting in 1925, a resolution was adopted, 
changing the principal place of business of the defendant, The 
Nisley Company, from Springfield, Ohio, to Columbus, Ohio. Dur- 
ing the period of the development of the chain stores, a standard 
store front was adopted, which was installed in all the Nisley 
group, including Nisley’s own store at Springfield, Ohio. 

On the second of March, 1927, the president of the defendant, 
The G. Edwin Smith Shoe Company, by letter to Nisley, said in 
substance that the project had been completed and the job finished; 
that there was no further use for Nisley’s services in the capacity 
in which he had served, and that there was no executive position 
open for him, and requested his resignation. This letter was 
answered by Nisley on March 10, in which he tendered his resig- 
nation. Thereupon Nisley was paid the par value of one share 
of stock. His connection terminated on April 1, 1927. Nisley 
continued in the operation of his own store at Springfield, using 
his trade-name in the conduct of his business, and the trade-mark 
“Nisley” on the merchandise, and continued to buy merchandise 
from the defendant, The G. Edwin Smith Shoe Company. On 
March 29, 1929, Nisley’s counsel, by letter, served notice of in- 
fringement of the trade-mark “Nisley,” upon the defendant, The 
G. Edwin Smith Shoe Company, and the defendant, The Nisley 
Company. Thereupon, the defendant, The G. Edwin Smith Shoe 
Company, declined to furnish any more merchandise to The Nisley 
Shoe Company, and terminated a business connection that had 
existed for many years. 

Subsequently, The Nisley Shoe Company filed its bill of com- 


plaint in this court for the infringement of the trade-name and 
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trade-mark “Nisley,” and for injunction against the defendants, 
The Nisley Company and The G. Edwin Smith Shoe Company, 
and for an accounting for damages, based upon the profits. The 
latter claim is grounded upon allegations in the bill of complaint, 
that the defendant, The G. Edwin Smith Shoe Company, in 1924 
entered into a contract with Nisley, to pay him a substantial and 
valuable consideration, other than salary, for the use of his trade- 
name and trade-mark, and by an amendment to the bill of com- 
plaint, it is further claimed that the consideration understood and 
intended, was a large block of the stock of The Nisley Company. 

The separate answers of the defendants deny infringement and 
damages, and cross-bill was filed by The Nisley Company claim- 
ing infringement of the trade-name and the trade-mark, and praying 
for injunction. 

The complainant, sustaining the burden of proof, has failed 
in his proof to establish a contract for damages due him in money 
or in stock of the defendant, The Nisley Co. No substantive 
evidence appears to indicate any definite meeting of minds upon 
a consideration that would sustain an express contract, nor is 
there proof by evidence or circumstances that would justify the 
finding of an implied contract, even if such conclusion would fur- 
nish a basis for an equitable accounting. The plan adopted from 
the negotiations had, was undoubtedly considered by both parties 
to be purely experimental. Nisley may have thought, and prob- 
ably did, that if the plan was successful, his remuneration would 
be material and ample. Smith, the president of the shoe company, 
may have so intended, or, on the other hand, he may have intended 
at all times to purchase the services of Nisley on a salary basis. 
No binding features were presented by document or oral conversa- 
tion. The plaintiff is not entitled to an accounting. 

The indefiniteness, incompleteness, and looseness with which 
the initial arrangements were made, leading to the successful devel- 
opment of the chain of retail stores, apply with equal force to the 
question of infringement. Permission to appropriate the trade- 
name and use the trade-mark “Nisley’’ was asked and given. No 
documentary or other evidence appears, tending to show a transfer, 







NISLEY SHOE CO. V. NISLEY CO., ET AL. 59 


grant, conveyance, or sale of the Nisley trade-name or trade-mark 
to either of the defendants at any time. The name was Nisley’s. 
It was his birthright. He had used it in both capacities during 
all his business career, and is still using it. This fact is and was 
equally and intimately known to the defendant, The G. Edwin 
Smith Shoe Company, because it had sold him shoes for many 
years prior to and all during the development period, and sub- 
sequently thereto, up until the time of Nisley’s notice of infringe- 
ment. The business of all the parties had for many years been 
conducted in the same territory. The dedication of the use of the 
name to the interest and business of The G. Edwin Smith Shoe 
Company, and later The Nisley Company, was essentially and only 
a permissive use, revokable at will. McLean v. Fleming, 96 U. S. 
245, 258; compare Kidd v. Johnson, 100 U. S. 617; Menendez & 
Holt, 128 U. S. 514; Hanover Milling Co. v. Metcalf, 240 U. S. 
403 [6 T.-M. Rep. 149]. 

The instant case is based upon the law of unfair competition, 
in which the common law of trade-marks is involved. The con- 
tinuous use made by Nisley of both the trade-name and trade- 
mark, in conjunction and as a part of the good-will of his business 
and with the knowledge of the defendants, is conceived to give 
him a continued protective right as against the defendants in its 
use. (Hanover Milling Co. v. Metcalf, supra.) And the con- 
nected and continuous use takes it out of the principle announced 
in United Drug Co. v. Rectanus Co., 248 U. S. 90 [9 T.-M. 
Rep. 1], wherein it was said: ‘The owner of a trade-mark may 
not, like the proprietor of a patented invention, make a negative 
and merely prohibitive use of it as a monopoly.” 

The defendant, The Nisley Company’s cross-bill is predicated 
upon a claim of infringement by the plaintiff and Nisley of the 
same trade-name and trade-mark, and the reasons set out for this 
claim are that the defendant company has with the knowledge of 
the plaintiff and Nisley, used both the name and the mark, and 
has extended the market territory to wider bounds and to many 
states of the Union, and has expended several hundred thousand 


dollars in advertising and in installing retail stores at great expense. 
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There is no claim of right, except by user and development. No 
claim of a grant, conveyance, or sale. The defendant, The G. Ed- 
win Smith Shoe Company, received what they requested, namely, 
the permission to use the name and the mark. To allow this 
permissive use to ripen into a property right under the circum- 
stances of this case, seems to be inconsistent with the principles 
of equity. The defendant knew full well the effective limitations 
upon the use, and what it did in the expenditure of its capital and 
its business expansion was done with that knowledge and at its 
peril. Nor is it thought that the defense of laches may be brought 
to bear to overcome the situation presented by the facts and cir- 
cumstances. 

The injunction prayed for in the bill of complaint is granted, 
and the cross-bill of the defendant, The Nisley Company, is dis- 
missed at its cost. 


THE MANHATTAN SuHirt Company v. Sarnorr-Irvinc Hat 
Stores, Inc., and Morris Mintz, defendants, and 
Rosert Reis & Company, intervening 
defendant 


Delaware Court of Chancery 


January 17, 1933 






Trane-Marks—I NFRINGEMENT—CRITERION. 

The determining factor in cases of trade-mark infringement is not 

primarily whether confusion of the public has been caused, but rather 

whether the conduct of defendant has been such as to enable him 

wrongfully to acquire benefit, because of the confusion, to the injury 
of plaintiff. 

Trape-Marks—“MANHATTAN” ON Suirts AND UNpERWEAR—DETERMINA- 

TION oF RicuHTs. 

Plaintiff and its predecessors have since the year 1869 used the word 
“Manhattan” as a trade-mark on men’s outer shirts, this use having 
been for three years only, beginning in 1879, extended to include men’s 
underwear. In 1905, defendant began to manufacture men’s underwear 
under the mark “Manhattan” and continued same without protest by 
complainant’s predecessors. In 1912, complainant again put out a 

line of underwear under the name “Manhattan.” Held that each party 
had identified the word “Manhattan” to customers on its respective 
goods, the complainant on men’s outer shirts and the defendant on 
men’s underwear. 
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‘Trape-Marxks—lIpentirication—Use sy Pusric—Maxker’s Name Nor 
NECESSARY. 

The name or location of the maker on goods bearing the well-known 
label is not necessarily important, inasmuch as the identification of 
goods by the purchaser means only that, on making the purchase, what 
he buys came from the source from which goods bearing that mark or 
label have always been derived. 

Trapve-Marks—INFRINGEMENT—LEGALITY OF CONTRACT. 

Plaintiff's contention that an agreement entered into by it and 
defendant, whereby each was given certain rights in the use of the name 
“Manhattan” as a trade-mark was invalid because it caused confusion 
in the public as to the origin of the respective goods, held unfounded. 


In equity. Action to restrain alleged unfair competition in the 
use of a trade-name. Bill dismissed. 


William G. Mahaffy and Ellis W. Leavenworth, of the firm of 
Watson, Bristol, Johnson & Leavenworth, and Herbert H. 
Maas, of the firm of Maas & Davidson, all of New York 
York City, for complainant. 

Hugh M. Morris and Wallace H. Martin, of the firm of Nims 
§ Verdi, of New York City, for defendants and intervenor. 


Bitt ror INJuNcTION AND AccountTiNG filed by the complain- 


ant against the defendant corporation and its manager, Mintz, 
the gravamen of the complaint being that the defendants are selling 
men’s underwear bearing the label “Manhattan” in violation of the 
complainant’s alleged right to the exclusive use of that word as a 
label on men’s wear. The goods sold by the defendants were 
manufactured by Robert Reis & Company, a corporation of New 
York, and by it sold to the defendant corporation, a retailer en- 
gaged in business in the city of Wilmington. Robert Reis & Com- 
pany has intervened in the cause as a defendant and filed an answer 
defending the right of the corporation defendant to vend the goods 
in question as a retailer from it. The contest in the cause is really 
between the complainant and the intervening defendant, Robert 
Reis & Company, which for convenience will be referred to in the 
opinion as the defendant, over the right of the Reis Company 
to use the word “Manhattan” as a label on the sort of men’s wear 
it is engaged in manufacturing and marketing and which the 
Sarnoff-Irving Hat Stores, Inc., has sold. 
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The mark “Manhattan” has been used by the complainant or 
its predecessors since 1869. Their first use of the word as a mark 
was on men’s outer shirts, and their use of the word was confined 
to outer shirts only up until about the year 1879, when the com- 
plainant’s predecessor embarked upon the business of manufac- 
turing men’s underwear, placing thereon the label “Manhattan.” 
The business of manufacturing men’s underwear was discontinued 
by the complainant’s predecessor in about 1881 or 1882. Since 
then until 1912 the business of the complainant and its predeces- 
sors was confined solely to the manufacture and sale to the trade 
of outer shirts only. Their shirts were well and favorably known 
as “Manhattan” shirts. In 1912 the complainant resumed the 
business of manufacturing and placing upon the market men’s 
underwear, labeling their product with the same trade-name of 
“Manhattan” under which its outer shirts were known. 

In 1905, some twenty-three or twenty-four years after the 
complainant’s predecessors had abandoned the manufacture of men’s 
underwear and seven years before the complainant resumed that 
business, the defendant commenced the business of manufacturing 
men’s underwear. It used the mark “Manhattan” on its under- 
wear without molestation or protest on the part of the complain- 
ant’s predecessor. 

Thus prior to 1912 both the complainant (or its predecessors ) 
and the defendant were engaged in the business of manufacturing 
and marketing men’s garments bearing the label “Manhattan” ; 
the former using it as a mark on men’s outer shirts, and the latter 
on men’s underwear. Each spent considerable sums of money in 
the way of advertising their respective products as “Manhattan” 
garments, and both were actively engaged in developing their 
respective lines of business. 

No difficulty between them arose until 1912, when the com- 
plainant branched out into the underwear line and placed its under- 
wear on the market under the name “Manhattan.” The defendant 
objected to the complainant’s use of that mark on men’s underwear 
as an infringement of its right to the use of the name on such 
garments. Its objection was emphatically voiced by the bringing 
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of a suit by it against one Lange in the United States District 
Court for the District of New Jersey, charging Lange with the 
sale of underwear (which was manufactured by the complainant 
herein) bearing the name “Manhattan” in violation of the Reis 
Company’s right to the exclusive use of the word on such garments, 
and praying for an injunction and accounting. 

The complainant in this cause was cognizant of the attack thus 
made by the defendant upon the right of a retailer to market men’s 
underwear made by the complainant under the name “Manhattan.” 
That suit was filed August 1, 1913. It was dismissed without 
prejudice on motion of the solicitor for the complainant therein 
on October 1, 1913. 

A short time before the dismissal of the suit, viz., on Septem- 
ber 23, 1913, the complainant herein, whose right to the use of 
the mark “Manhattan” as a label on men’s underwear was under 
attack by the Reis Company in the New Jersey suit, entered into 
an agreement with the Reis Company, by the terms of which the 
respective rights of the two companies to the use of the name 
“Manhattan” on men’s garments were defined and limited. 

By this agreement it was stipulated that the complainant should 
be entitled “to use the word ‘Manhattan’ upon and in connection 
with ‘cut and sewn’ underwear intended to be normally retailed 
at one dollar per garment and upwards’; and the complainant 
agreed that it would not make use of said word “in any form or 
manner whatsoever upon, or in connection with either (1) any 
underwear intended to be normally retailed at less than one dollar 
per garment, or (2) any knit underwear of any grade or price 
whatsoever.” The agreement further stipulated as to the Reis 
Company that it should be “entitled to the exclusive right to use 
the word ‘Manhattan’ upon and in connection with knit under- 
wear,” and that if it should so desire at any time in the future, it 
should be entitled to use said word “upon and in connection with 
cut and sewn underwear of any and every grade or price by or 
for it made.” The recitals in this agreement are as follows: 


Whereas, the designation “Manhattan” has heretofore been used and is 


now being used by the parties hereto, respectively, substantially as set 
forth in the following chronological statement, that is to say: 
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Continuously since in or about the year—by The Manhattan Shirt Com- 
pany upon dress and negligee shirts. 

Continuously since in or about the year 1905 by Robert Reis and Com- 
pany upon underwear. 

Continuously since in or about the year 1912 by The Manhattan Shirt 
Company upon underwear. 

And whereas, differences and litigation have arisen in connection with 
the use of the designation “Manhattan” upon underwear, The Manhattan 
Shirt Company claiming that it is entitled to the exclusive use of said 
designation for any wearing apparel appropriate to its business or the 
expansion and growth thereof, and Robert Reis and Company claiming 
that it is entitled to the exclusive use of said designation in connection with 
underwear, and the parties hereto are desirous of settling the litigation 
and differences between them and agreeing upon the future uses of said 
designation “Manhattan” in so far as concerns its use upon underwear. 


The contract provided that all suits or proceedings thereto- 
fore instituted on account of the matter thereby settled and ad- 
justed, viz., the use by the parties of the word “Manhattan” as a 
mark, should be forthwith withdrawn and discontinued. Fight 
days after the contract was executed, the Reis Company, as already 
stated, discontinued its suit in the United States District Court in 
New Jersey. 

On May 12, 1920, the complainant and defendant entered into 
another contract, in which they recognized the contract of Sep- 
tember 23, 1913, as a continuing one, more specifically defining 
their respective rights in the use of the word “Manhattan” as a 
mark upon the goods of their respective manufacture. That con- 
tract is as follows: 


Memorandum of agreement between The Manhattan Shirt Company, a 
New York Corporation, and Robert Reis & Co., a New York Corporation. 

Whereas The Manhattan Shirt Co., and its predecessors in business have 
been for many years engaged in manufacturing and distributing mer- 
chandise under the trade-mark “Manhattan,” written in script in the 
form shown in Trade-Mark Certificate No. 124019 of December 31, 1918; 
and 

Whereas said trade-mark in said form is today universally and generally 
recognized by the public as identifying The Manhattan Shirt Co., as the 
source or origin of any goods upon which the said mark may appear in 
the line of clothing and furnishings, as well as allied and affiliated lines, 
whether the particular goods which bear the said trade-mark have as yet 
or have not as yet been placed upon the market by said Manhattan Shirt 
Co.; and 

Whereas Robert Reis & Co., has heretofore used the word “Manhattan” 
in block letters as a trade-mark for underwear and hosiery, and said 
products when bearing the word “Manhattan” in block letters are 
recognized by the public as originating with Robert Reis & Co.; and 
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Whereas the parties hereto are desirous of defining their respective 
rights in the premises along lines which will prevent any possible confusion 
in the minds of the public and also to provide means for dealing with any 


infringers who may seek to take advantage of the “Manhattan” trade- 
mark; 


Now, Therefore, it is agreed as follows: 

1. The Manhattan Shirt Co. agrees that it will use the trade-mark 
“Manhattan” on underwear and hosiery only in script form. But nothing 
herein is to prevent it from using the word “Manhattan” in block letters 
in its corporate name on the goods or labels, on stationery or in advertis- 
ing or publicity matter of any kind, but neither this provision nor any 
other provision in this agreement shall be construed as giving The Man- 
hattan Shirt Co., the right to use the word “Manhattan” in violation of 
the provisions of Article I of the agreement entered into between the 
parties on September 23, 1913. 

2. Robert Reis & Co. agrees that it will not use the trade-mark “Man- 
hattan” in script form in any manner whatsoever on or in connection with 
any merchandise. 

3. The Manhattan Shirt Co. agrees not to object to the use by Robert 
Reis & Co. of the trade-mark “Manhattan” in block letters on hosiery and 
underwear, and further agrees that this concession will be extended to 
no other person or concern and that, consequently, with respect to the 
trade-mark “Manhattan” in block letters, the said trade-mark shall be 
exclusively used by Robert Reis & Co., in connection with underwear and 
hosiery and Robert Reis & Co., may register the said trade-mark “Man- 
hattan” in block letters for hosiery and underwear in the United States 
Patent Office and foreign countries. 

4. Robert Reis & Co., agrees that whether such registrations are ob- 
tained or not, and for the United States and any foreign countries no 
objection at any time will be raised, urged or enforced against The Man- 
hattan Shirt Co., by reason of the use by the latter of its trade-mark “Man- 
hattan” in script on such cut and sewn underwear as it may sell under its 
“Manhattan” trade-mark in accordance with said agreement of September 
23, 1913, or on hosiery, or by reason of The Manhattan Shirt Co.’s use of 
the word “Manhattan” in block letters as part of its corporate name as 
provided for in Article 1 hereof. 

5. In the field of underwear and hosiery the burden of suppression of 
infringements upon the trade-mark “Manhattan” in this and foreign coun- 
tries in which Robert Reis & Co. may obtain registration of the trade-mark 
“Manhattan” in block letters shall, in the first instance, rest upon Robert 
Reis & Co., who shall have the privilege, according to the advice of their 
attorneys, to join The Manhattan Shirt Co. as a party-plaintiff in any 
such suit or action in which, according to the advice of their attorneys, 
such joinder shall be necessary, proper or advisable, provided that prior 
to the institution of any such joint suit, Robert Reis & Co. give satisfac- 
tory assurances to The Manhattan Shirt Co., to save the latter harmless 
against any costs or expenses, and provided the suit is, in the opinion of 
The Manhattan Shirt Co., a proper and just suit to be brought. Nothing 
herein shall prevent The Manhattan Shirt Co. from instituting suit on 
its own account and at its own expense for the protection of its trade-mark 
“Manhattan,” should it be so advised. 











TWENTY-THREE TRADE-MARK REPORTER 


In Witness Whereof the parties have caused these presents to be 
signed, sealed and delivered by their respective officers, thereunto duly 
authorized. 


Tue Mannatran Suirt Co., 
By Louis B. Tim, 
Vice-president. 
Rosert Reis « Company, 
By Arruur M. Res, 
New York, President. 

May 12, 1920. 

On April 8, 1924, the complainant recognized the obligations 
of those two contracts as binding upon it as appears from an ex- 
hibit in evidence in the form of a letter from it to Richmond 
Hosiery Mills of Rossville, Ga., which desired the complainant’s 
permission to make use of the word “Miss Manhattan” as a mark 
upon hosiery to be sold in Argentine. 

The present bill was filed on June 30, 1931. While it is 
directed against the Sarnoff-Irving Hat Stores, Inc., as a retailer 
of the Reis Company’s garments, its real attack is against the 
latter company; and that company’s intervention has drawn before 
the court the right of the complainant to oust the Reis Company 
from use of the word “Manhattan” in that field of business which 
it has enjoyed since 1905 and which the contracts of 1913 and 
1920 undertook specifically to assure to it. 

The intervening defendant raises the defense, inter alia, that 
the complainant is estopped by its contracts from complaining 
against the use by the defendant of the word “Manhattan” within 
the bounds set by those contracts. At the hearing the parties were 
afforded full opportunity to bring forward all that they cared to 
offer in the way of evidence as bearing upon the question of the 
binding effect of the contracts. Having confined the evidence to 
that aspect of the case, further hearing was postponed. This was 
for the reason that, if the facts disclosed were such as to make the 
contracts conclusive against the complainant’s right to maintain 
its bill, it would be a needless expenditure of time and cost to 
proceed with a hearing upon other and more general phases of the 
case. Such a course was agreeable to the parties and so was 
pursued. It was announced by the chancellor that if he should 
conclude from the evidence adduced on the issue of estoppel that 
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the bill should be dismissed, he would enter decree of dismissal; 
and that if his conclusion on that point was otherwise, the hearing 
would be resumed and evidence taken upon the case in all of its 
aspects. 

Heard on bill, answers, evidence taken orally before the chan- 
cellor, depositions and exhibits. 


THe CHANCELLOR: The complainant does not deny the execu- 
tion of the contracts of 1913 and 1920. It makes no conten- 
tion that the respective rights of the parties, as defined by the 
contracts, to the use of the mark “Manhattan” as a label on men’s 
wear, the field of its enjoyment and the method of its display, 
have been in any sense altered by mutual consent. The contracts 


are conceded to possess today as full a measure of whatever vigor 


the law allows to them as they possessed when the parties entered 
into them. 

The complainant denies, however, that the contracts ever had 
any validity in law. It contends, therefore, that the defendant 
cannot now, any more than originally, take refuge under their 
provisions as a protection against the complainant’s charge that 
the word “Manhattan” as a mark on men’s garments is within 
the exclusive proprietorship of the complainant. The sole answer 
which the complainant makes to the defendant’s claim that the 
complainant has expressly agreed that it, the defendant, might use 
the mark in the manner it does, is that the agreements it made 
with the defendant were in fraud of the public, were, therefore, 
illegal and such as courts of equity will disregard. There can be 
no estoppel, argues the complainant, based on a contract which is 
illegal. 

It is in order first, then, to examine this question of illegality. 
The first contract was entered into on September 23, 1913. The 
complainant has introduced evidence tending to show that prior to 
that date and as far back as 1869, a period of forty-four years, 
either it or its predecessors had used the name “Manhattan” on 
men’s shirts. Except for a brief period of two or three years, to 
be exact between 1879 and 1881 or 1882, the complainant’s label 
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was identified exclusively with men’s negligee and dress, or outer, 
shirts. Except for the short period mentioned, the complainant’s 
word ‘‘Manhattan” was in no sense associated by the trade or 
public with underwear. That the mark when used on outer shirts 
was identifiable with the complainant and when so used entitled to 
be protected from encroachment on the part of others, is to be 
taken as a fact (without deciding it) at this stage of the case, what- 
ever may be the truth of the matter in the light of such further 
evidence as the defendant may produce in the event of a resumption 
of the hearing. Now that being so, the complainant argues that 
if the use by another of its well-known label of “Manhattan” prior 
to 1913, when the first contract was entered into, as a mark or 
label on articles of men’s wear which are related to shirts, such 
as underwear, the use of it in that connection was a deceptive one, 
calculated to deceive the public into believing that the related 
articles were derived from the same source as were the well-known 
“Manhattan shirts,’ and that the intruding user was subject to 
be enjoined from further use of the word on such garments. 
In support of this proposition the complainant cites the following 
among other cases: Akron-Overland Tire Co. v. Willys-Overland 
Co., 273 Fed. 674 [11 T.-M. Rep. 281], affirming 268 Fed. 151; 
Wall v. Rolls-Royce of America, Inc., 4 F. (2d) 333 [15 T.-M. 
Rep. 239]; Rosenberg Bros. § Co. v. Elliott, 7 F. (2d) 962 [15 
T.-M. Rep. 479]; Florence Mfg. Co. v. J. C. Dowd & Co., 178 
Fed. 73 [1 T.-M. Rep. 289]; Anheuser-Busch v. Budweiser Malt 
Products Corp., 295 Fed. 306 [13 T.-M. Rep. 193]; Hudson Motor 
Car Co. v. Hudson Tire Co., 21 F. (2d) 453 [17 T.-M. Rep. 459]. 
These cases sustain the doctrine for which they are cited, viz., that 
established trade-names and marks are entitled to be protected 
against exploitation by others even though the precise sort of 
articles to which they are affixed by such others are not made or 
dealt in by the original proprietor of the name, provided the articles 
put out by the offender are so allied or related to those put out by 


the original appropriator of the name that the public will be likely 


to be confused and deceived into attributing the new articles to the 
same origin as the established ones. 
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This principle constitutes the first step in the complainant’s 
argument by which it seeks to demonstrate the illegality of the 
contract of 1913. The principle is appealed to as establishing the 
contention that the defendant had no right to use the mark prior 
to 1913 when the first contract was made. The next step in its 
argument is this—that the law pronounces it to be a fraud on the 
public for the proprietor of a trade-mark or name to contract with 
another that the mark may be used on the goods of such other 
maker, for such use is tantamount to a false representation that 
the goods of the other are derived from the source with which the 
mark is reputed to be identified. A contract which thus results 
in deception of the public is said by the complainant to be con- 
trary to public policy and, therefore, illegal and unenforceable. 
In their effort to persuade the court that this principle is applicable 
to such a state of facts as the pending case presents, the solicitors 
for the complainant have cited numerous cases, to which I shall 
presently make reference and show why in my judgment they 
are not pertinent as authorities in this case. 

Before referring to those cases, the following observations 
should be made respecting the facts and certain principles of law 
applicable thereto. From 1869 the “Manhattan” label had been 
known to the men’s furnishing trade. Down to 1905 (except dur- 
ing an unimportant interval of two or three years, which ended in 
1882) it was associated exclusively with men’s outer shirts. Start- 
ing with 1905 it came to be associated also, due to the defendant's 
business, with men’s underwear. It continued so to be associated 
when the contract was entered into. During the eight years from 
1905 to 1913, therefore, the word denoted a particular source of 
origin for both outer shirts and underwear. The sources, however, 
were different. So long as the complainant desired to confine its 
business to the manufacture and marketing of outer shirts, it ap- 
pears to have raised no question as to the right of the defendant 
to use the word as a label on underwear. The defendant’s use of 


the word on underwear had come to indicate a source of origin 
quite as positively as had the complainant’s use of it on shirts. 
The matter of the name of the maker of goods bearing a well- 
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known label which does not disclose the maker’s name is not neces- 
sarily one of moment. When the courts speak of the public’s 
identifying the source of origin, they do not mean thereby that 
the purchasing public can identify the maker by his specific name 
or the place of manufacture by precise location. What they mean 
by such expression is that the purchaser of goods bearing a given 
label believes that what he buys emanated from the source, what- 
ever its name or place, from which goods bearing that label have 
always been derived. 

The fact then that “Manhattan” underwear in 1913 came from 
the factories of the defendant and not from the factories of the 
complainant where “Manhattan” shirts were made is not of itself 
of importance, if the word whether on underwear or shirts had 
come to indicate a definite and constant source of origin. Prior 
certainly to 1912, “Manhattan” on underwear, by reason of seven 
years of publicity and trade, if traced back to its source would 
have led as positively to the defendant as the maker as the same 
word on shirts, if traced back, would have led to the complainant 
as maker. 

The complainant cannot be permitted to deny this in face of 
the recitals in the contracts of 1913 and 1920. Innskeep v. Shields, 
4 Harr. 345; Barsky v. Posey, 11 Del. Ch. 153, 98 A. 298; Stevens 
v. United States, 29 F. (2d) 904. The contract of 1920 expressly 
commits the complainant to the truth of the fact that prior thereto 
when underwear was labelled with the word “Manhattan” it was 
recognized by the public as originating with the defendant; and 
all the intendments of the contract of 1913 indicate that, as to 
underwear, the defendant’s continued use of the label as indicating 
a source of origin was more extensive in right than was that of 
the complainant. 

In the light of these contracts it is impossible to take any view 
of the facts other than this, viz., that a right had been matured in 
1913 by practice and continued enjoyment by each of these parties 
to the use of the word “Manhattan” as a mark on certain distinct 
types of men’s garments. ‘Their rights were founded on user and 
had not arisen by transfer from one to the other. Each had ap- 
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propriated for its own particular line of goods this term of geo- 
graphic description as a designating mark. When the complainant 
sought to step over upon the defendant’s line in 1912, it under- 
took to appropriate a portion at least of that area covered by the 
word “Manhattan” with which the defendant had by its activities 
become identified; and now by its bill the complainant seeks to 
exclude the defendant from the area entirely. 

It is the element of confusion of the public and, therefore, the 
publie’s alleged deception, which the complainant relies upon as 
establishing the illegality of the contracts. But the complainant, I 
think, is in error in the significance which it conceives the law 
to attribute to this element of confusion. It is quite true that 
confusion in the public mind is an element necessary to be shown 
before any relief can be afforded to a private party for the pro- 
tection of a common law trade-mark. Such proof is necessary 
only because otherwise the complainant cannot be said to have 
suffered any injury. The protection of the public in such case is 
only an “incident of the enforcement of a private right.” It was 
so stated in Federal Trade Com. v. Klesner, 280 U. S. 19 [19 
T.-M. Rep. 483], where the jurisdiction of the Federal Trade 
Commission was denied to entertain a controversy between individ- 
uals over the right to use a trade-mark on the ground that the 
matter was not one of “interest to the public.” In American 
Washboard Co. v. Saginaw Mfg. Co., 103 Fed. 281 (284), it was 
said, ‘‘the private right of action in such cases is not based upon 
fraud or imposition upon the public, but is maintained solely for 
the protection of the property rights of complainant.” To the 
same effect are Royal Baking Powder Co. v. Federal Trade Com- 
mission, 281 Fed. 744 [12 T.-M. Rep. 140]; Mosler v. Ely Morris 
Co., 273 U. S. 182 [17 T.-M. Rep. 114]; Armstrong Cork Co. v. 
Ringwalt Linoleum Works, 235 Fed. 458, 240 Fed. 1022 [7 T.-M. 
Rep. 293]; National Picture Theatres v. Foundation Film Corp., 
266 Fed. 208 [10 T.-M. Rep. 385]; Conn. Tel. & Elec. Co. v. Auto- 
motive E. Co., 14 F. (d) 957; Rosenberg Bros. §& Co. v. Elliott, 
7 F. (2d) 962 [15 T.-M. Rep. 479]; Borden Ice Cream Co. v. 
Borden’s Condensed Milk Co., 201 Fed. 510 [3 T.-M. Rep. 80). 
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The courts have not in the interest of the public gone so far as 
to say that marks and labels can never be used under any circum- 
stances if confusion be thereby occasioned by the rival users. The 
determining factor appears to me to be, not primarily whether 
confusion of the public has been occasioned, but rather whether 
the conduct of the defendant has been shown to be such as to 
enable him wrongfully to acquire a benefit, because of the con- 
fusion, to the injury of the complainant. 


The purpose of the law in the protection of trade-mark rights is to 
conserve the good-will of the owner’s business, indicated by the use of 
the mark, rather than to protect the purchasing public against the 
imposition of buying goods believed to be of an origin different from their 
actual origin. Joseph Schlitz Brewing Co. v. Houston Ice & B. Co., 241 
Fed. 817 [7 T.-M. Rep., 417]. 


In the following cases confusion of the public was apparent, 
but the courts deciding them found no warrant, in the interest 
of the public, to remove it. Canal Co. v. Clark, 13 Wall. 311; 
Andrew Jergens Co. v. Woodbury, Inc., 273 Fed. 952, affirmed 
279 Fed. 1016 [11 T.-M. Rep. 228]; White Rock Mineral Springs 
Co. v. Akron Beverage § Cold Storage Co., 299 Fed. 775 [14 


T.-M. Rep. 421]; Joseph Schlitz Brewing Co. v. Houston Ice & 
B. Co., supra; French Republic v. Saratoga Vichy Co., 191 U.S. 
427; France Milling Co. v. Washburn-Crosby, 7 F. (2d) 304 [15 
T.-M. Rep. 185]. Not only so, but a contract between parties 
who had previously been making use of the same word as a mark 
on competing or related products, whereby the respective rights 
of the parties to the use of the common word were defined, has 
been recognized as binding on the parties, notwithstanding the 
public may be confused thereby. Waukosha Hygeia, etc., Co. v. 
H ygeia, etc., Co., 63 Fed. 438; American Crayon Co. v. Prang Co., 
38 F. (2d) 448 [21 T.-M. Rep. 441]. In principle those cases are 
similar which hold that rights in a name may be acquired by a 
rival because of the first user’s acquiescence, and the courts will 
recognize them notwithstanding they may cause confusion in the 
public mind. French Republic v. Saratoga Vichy Co., supra; 
White Rock Mineral Springs Co. v. Akron B. & C. Co., supra; 
France Milling Co. v. Washburn-Crosby Co., supra. The defend- 
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ant’s right to use “Manhattan” on its men’s underwear is fortified 
not only by contract since 1913, but as well by acquiescence for 
eight years prior to that date. 

I can see nothing in the facts of this case as they existed 
both before and after the contracts which the law condemns as 
so offensive to public policy as to justify the declaration that 
the contracts are void on the ground of illegality. Originally 
purchasers may have thought that “Manhattan” underwear was 
made by the same people who made shirts bearing that name. 
The complainant, if it felt itself aggrieved by the Reis Company’s 
use of the name, could have acted to enjoin it. Whether it could 
have succeeded at the outset in establishing its right to an exclusive 
appropriation of that geographic term in connection with all men’s 
wear, whether on outer shirts or on articles related to or associated 
with shirts as well, is a question which need not now be considered. 
The important thing is, it did not object. On the contrary, as 
time went on it not only admitted the defendant’s right but agreed 
that as against the defendant its own right to use the word on men’s 
underwear was limited, for it is to be noted that the first contract, 
while conceding the defendant’s right to use the name in effect 
upon all such garments, confined the complainant’s right to its use 
to a restricted class of such garments. 

I now take up for brief review the cases cited by the com- 
plainant in support of its proposition that the contracts are illegal 
as in fraud of the public and, therefore, void. 

Bloss & Adams v. Bloomer, 23 Barb. 604. In that case the 
plaintiff sued for damages on a contract which it made with the 
defendant whereby the defendant was to put seeds of good quality 
in paper bags bearing the plaintiff's label and market them to 
the public in that dress. The court refused to recognize the con- 
tract as legal because it was a contract which sought to work an 
“imposition upon the public to palm off spurious goods under cover 
of genuine labels and devices,’ and, therefore, against public 
policy. The case of Washow v. Elwood §& Son, 83 Conn. 430, 


78 A. 581, is of the same type. In that case it was sought to 
recover on a contract, the object of which was to cheat the public 
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by a scheme whereby the plaintiff was to supply the defendant 
with paints, etc., and the defendant was to label the same with 
the names of well-known manufacturers and then auction them off 
as pretended “bankrupt stock.” Materne v. Horwitz, 101 N. Y. 
469, 5 N. E. 331, is of the same type. So also are Church v. Proc- 
tor, 66 Fed. 240, and Manhattan Medicine Co. v. Wood, 108 U. S. 
218; and allied thereto in principle is Amalgamated Furniture Fac- 
tories, Inc. v. The Rochester Times-Union, Inc., (N. Y. Supreme 
Court) 128 Misc. 673, in which the court refused to assist the plain- 
tiff in its effort to compel the defendant to publish advertisements 
containing untrue and deceptive statements. In § 577 of Volume 2 
of Restatement of the Law of Contracts, American Law Institute, 
is found the following: “A bargain, performance of which would 
tend to harm third persons by deceiving them as to material facts, 
or by defrauding them, or without justification by others means, is 
illegal.” See also 3 Williston on Contracts, § 1738. The fore- 
going cases are illustrative in one way or another of the application 
of this principle. Other cases cited by the complainant in the pres- 
ent connection are cases in which it is held that an attempt by 
contract to assign a trade-mark in gross or an attempt to license 
the use of a trade-mark by another unaccompanied by a transfer of 
the assignor’s business, is held to be violative of public policy; the 
reason being that a trade-mark cannot be treated as a property 
right separate and distinct from the business and good-will with 
which it has grown to be associated. ‘The complainant’s cases to 
this effect are Falk v. American West Indies Trading Co., 180 
N. Y. 445; Selak & Kade, Inc. v. Pertussin Chemical Co., Inc., 
235 App. Div. 251, 256 N. Y. S. 567; Lea v. New Home Sewing 
Machine Co., 189 Fed. 732; Macmahan Pharmacal Co. v. Denver 
Chemical Mfg. Co., 113 Fed. 468; Detroit Creamery Co. v. Velvet 
Brand Ice Cream Co., 187 Mich. 312; Kellogg v. Kellogg Toasted 
Corn Flakes Co., 212 Mich. 95 [7 T.-M. Rep. 514]. 

Such are the cases cited by the complainant as authority to 
sustain its contention of illegality. That they are not applicable 
to the situation which the facts and the agreements in the present 
case present is apparent. There has been no attempt by contract 
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in this case to deceive the public. That happened which is not 
at all uncommon, namely, two manufacturers found themselves 
using a common geographical name as a mark or badge for their 
respective goods, each of the same general class but of different 
species. This was without concert or agreement between them. It 
continued over a space of at least seven years, and no objection 
was raised. When in the eighth year the complainant enlarged 
its use of the name to cover goods of the species that the defend- 
ant had theretofore marketed under the name, a controversy arose, 
litigation ensued and the first contract was then entered into in 
settlement of the controversy. That contract, as well as the one 
of 1920, was not an instrument intended to serve them as a scheme 
for confusing the public, as in some of the cited cases. The whole 
purpose of the two contracts was to obviate as much as possible any 
confusion in the public mind by setting boundaries to the limits 
of the use which each should observe. Such was plainly the pur- 
pose of the original agreement of 1913; and the contract of 1920 
sought further to obviate possible confusion by defining with yet 
more definiteness the respective rights of the parties in the use of 
the name, and at the same time providing that when the Reis Com- 
pany used the word it should be used only in block letters and not 
in script form, which was the complainant’s manner of displaying 
it. The cases cited at an earlier place in this opinion, when they 
do not expressly commend such agreements as honest and com- 
mendable, impliedly give them an approving countenance. 

Further distinguishing this case from the cases cited by the 
complainant, it should be said that this one is not a case where 
there has been an attempt to assign a trade-name without a transfer 
of the business and good-will to which it is appurtenant; nor is it 
a case where a trade-mark, name or label is being used on goods 
whose origin is totally disconnected with the source with which the 
mark, name or label is commonly associated, and is thus being used 
to cheat the public. 

I can find nothing in the authorities cited by the complainant 
which denounces the contracts as illegal and, therefore, not binding 
on the complainant. On the contrary, the authorities found cited at 
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an earlier point in this opinion and the discussions upon them there 
indulged in, are convincing that the contracts are valid and that the 
complainant cannot be permitted to prevent the defendant from 
enjoying its rights thereunder. I conclude, therefore, that the 
complainant is estopped by its contracts from maintaining its bill. 

Some evidence was introduced tending to show unfair competi- 
tion on the part of some of the retailers of the “Manhattan” under- 
wear put out by the Reis Company. This consisted of a manner 
of advertising in such way as, it was argued, was calculated to 
make the public believe that the Reis underwear bearing the name 
“Manhattan” was manufactured by the complainant. The adver- 
tisements appeared in newspapers. But neither the defendant nor 
the intervenor sponsored the advertisements. The intervenor had 
no knowledge of them. It is, therefore, unnecessary for me to 
comment further with respect to this aspect of the evidence. 

The bill should be dismissed, costs on the complainant. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for hats, a composite mark comprising a 
number of features including the representation of a shield with 
a bird thereabove and therebeneath an oval outline across which 
is printed the word “Mastercraft,” in view of the prior adoption, 
use and registration by opposer of a mark comprising certain more 
or less ornamental features arranged within a shield-shaped out- 
line across the center of which is the word “Masterfelt” as a trade- 
mark for the same goods. 

The ground of the decision is that the marks as applied to the 
goods are confusingly similar. 

In his decision, after noting that, except as to the word “Master- 
felt” there is no real similarity between the mark of the applicant 
and that of the opposer, the First Assistant Commissioner said: 


The word “Mastercraft” in applicant’s mark, which has been disclaimed 
“apart from the mark shown in the drawing,” is a prominent and distinc- 
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tive feature of the mark; and likewise the word “Masterfelt” is a prominent 
and distinctive feature of opposer’s mark. It would seem the purchasing 
public would be quite likely to note these respective words and to some 
extent at least identify the goods by such words. Clearly enough, when 
considered in their entirety the two words are confusingly similar. 

With reference to the contention that the opposer had not proved 
ownership of the mark set up in the notice of opposition, he said: 


It must be held that this registration of the opposer is a bar to registra- 
tion by the applicant, and the presumption arising from the allegation of 
damage made on behalf of opposer based upon its ownership of registration 
is sufficient reason to refuse the applicant the registration for which it has 
applied. 

With reference to the disclaimer by the applicant of the term 
“Mastercraft,” he said: 

.... as noted by the Examiner, the disclaimer does not help the situation. 
The question here is whether the two marks used by the respective parties 
when considered in their entirety are confusingly similar, and since this 


question must be answered in the affirmative it follows that applicant must 
be denied registration of its mark. 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1920, the term “Canadian Pale” as a trade- 
mark for malt beverages, in view of the prior adoption and use by 
opposer of a mark including the words “Canada Dry” as a trade- 
mark for ginger ale, sparkling lime, orangeade and golden ginger 
ale. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as used thereon confusingly 
similar. 

In his decision, with respect to the goods, the First Assistant 
Commissioner said: 


The goods of both parties belong to a class of beverages which are sold 
from the same stores, to much the same class of customers, and usually 
distributed in bottles. It must be held the goods belong to the same class. 

With reference to the argument based upon the disclaimer in 
petitioner’s registration of the words “Canada Dry,” he said: 


.... the fact that the petitioner disclaimed the words “Canada Dry” in 
its mark apart from use as shown in the drawing is not deemed to help the 


*L. Schaferman, Inc. v. Aborn Hat Mfg. Co., Opp. No. 11,737, 156 M. D. 
976, December 9, 1932. 
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respondent’s cause. The case of Warner-Patterson Co. v. Charles Y. Mal- 
comb, 397 O. G. 170, 17 C. C. P. A. (Patents) 984 [20 T.-M. Rep. 187], 
cited by respondent, was an interference in which both parties were rival 
claimants for the exclusive right to the words “Liquid Solder.” In the 
case at bar, the petitioner is not claiming any exclusive right to the words 
disclaimed but is alleging damage in view of the mark it uses by the 
registration of the respondent’s mark, the damage being based upon the 
probability of confusion. 


He then further said with respect to the similarity of the 
marks: 


A name fairly applicable to the goods and prominently displayed on the 
trade-mark is readily remembered and employed by purchasers. . . . It 
would seem evident, aside from any testimony in this record, that cus- 
tomers would call for petitioner’s goods by the name “Canada Dry” and 
would likewise call for the respondent’s goods by the name constituting 
its trade-mark. It may well be, one would confuse ginger ale or 
orangeade with a malt beverage. Purchasers or consumers, however, it 
seems at least probable, if familiar with the petitioner's mark and 
beverages would be likely on seeing the respondent’s mark on its beverage 
to be led to think the goods of the latter had their origin with petitioner.’ 


* Canada Dry Ginger Ale Co., Inc. v. Canada Pale Products Ass’n, Case 
No. 2367, 156 M. D. 978, December 15, 1932. 
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Joun Kane v. Roxy TuHeatres CorPoRATION 


Tue ContTINENTAL Bank & Trust Company or New York, as 
Successor Trustee, under a certain mortgage or deed of 
trust dated October 22, 1925, made by Roxy 
TuHeEatres CorporaTION v. Roxy 
THEATRES CORPORATION, ET AL. 


United States District Court, Southern District of New York 
December 21, 1932 


Unrair CompetTiTion—Trape-N ame—“Roxy” on THeEatres—Ricur To Use. 
The use as the name of a theatre of the name of a certain artist, 
actor or manager, does not necessarily mean to the public that said 
artist, actor or manager is connected with such theatre. Where, there- 
fore, Rothafel intervenor, had given the name “Roxy” to the Roxy 
Theatres Corporation, he could not, on severing his connection with 
said corporation, in order to manage a competing theatre, enjoin the 
use of said corporate name by defendant. 
Trape-Marks—REGisTrRaTION—TITLE. 

Where, Rothafel intervenor, had registered the word “Roxy” as a 
trade-mark in the name of defendant, Roxy Theatres Corporation, he 
could not, after severing his connection with said corporation, require 
transfer of such registration to him or to the other intervenor. 

Trape-Names—‘Roxy”—Errect or ConTRACT. 

Held that by the terms of an employment contract, entered into by 
Rothafel intervenor and defendant, Roxy Theatres Corporation, the 
former had the right to use the word “Roxy” after severing his con- 
nection with the latter. Intervenors, therefore, held entitled to injunc- 
tion against defendant theatre hereafter being called by the name 
“Roxy.” 


In equity. Action to enjoin the use of trade-name by defend- 


ants in its corporate name and on its theatres. Bill dismissed as 
to the former, and injunction decreed as to the latter. 


Carrey, D. J.: When the motions under consideration were 
first brought before me I supposed, and until the December 8 
hearing on the special master’s report I still supposed, that they 
were for injunctions pendente lite. At the close of the argument, 
however, the parties submitted the applications as for permanent 
injunctions and I shall so treat them. 

It is now undisputed, as I understand counsel, that the court 
is without power in this proceeding to compel the defendant 
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(Roxy Theatres Corporation) to change or to discontinue use of 
its corporate name. If, however, I be in error in my recollection 
or what they stated, I think it clear that the intervenors (RKO 
and Rothafel) are not entitled to that relief. Rothafel contributed 
the word Roxy to the corporate name and has established no ground 
for its recapture. If he relies on the provision in the cancellation 
contract of January 27, 1931, by which in terms the defendant 
assumed an obligation to alter its name, it is enough to say that 
it was not within the authority of the officers who executed the 
instrument to embody in it the clause on the subject. 

Apart from the controversy about the corporate name, the chief 
issues raised by the motions are (1) whether the receiver is entitled 
to have the intervenors enjoined from using the name Roxy, 
(2) whether the intervenors are entitled to have the receiver and 
the defendant enjoined from using the name Roxy or (3) whether 
neither is entitled to an injunction against the other. 

Of the two theatres which bear the name Roxy, the one belong- 
ing to the defendant is located at 50th Street and 7th Avenue 
and the other, belonging to or run by RKO, is located at 49th Street 
and 6th Avenue. The obvious consequence of their being oper- 
ated under the same name in such proximity—within two blocks 
of each other—would be unfair competition. I think, therefore, 
that the third alternative issue, stated above, may be wholly 
ignored. I do not understand that anybody desires or even sug- 
gests otherwise. The result is that it must be squarely deter- 
mined—as between the receiver and the defendant, one one side, 
and the intervenors, on the other—which of the theatres (save 
as heretofore specified with respect to the corporate name) shall 
hereafter be permitted to use the name Roxy, with certain incidents 
thereto mentioned later. 

The master’s report so fully sets out the facts and so thoroughly 
discusses the law that I feel justified in abstaining from a full 
statement, which to a large extent would be repetitions, and in 
disposing of the matters in dispute with rather brief comments. 

The report is merely advisory. On that account it seems to 
me that it was unnecessary for the receiver to file formal excep- 
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tions in order to save his rights. Moreover, most of the objections 
he interposed deal only with conclusions of law or arguments as 
to the law. Nevertheless, out of abundance of caution, I sustain 
the sixth, seventh, ninth, tenth, eleventh and twentieth exceptions 
and overrule the others (save that I point out that by apparent inad- 
vertence the report says that Rothafel quit the Capitol Theatre 
in March, 1927, whereas the proof shows that the date was Septem- 
ber, 1925). 

The motions are to be determined on the affidavits (including 
that of Mr. Nemerov, verified December 10, 1932), the oral 
testimony and the documents. The recital of the facts by the 
master is so careful, however, that, without summary, I shall base 
this memorandum on it. 

I do not feel that this case comes within the class of those 
instances in which it would be unlawful or improper for a theatre 
to use the name or the nickname of an individual, theretofore 
applied to it, solely because he is no longer connected with it. It 
does not strike me that use of the name Roxy as the designation 
of the defendant’s theatre implies, as matter of law or as matter 
of fact, that he is still its director or is in any other way a member 
of or responsible for its organization or its exhibitions; nor that 
the public would be defrauded or public policy be violated by the 
theatre in future being called Roxy (cf., Booth v. Jarrett, 52 How. 
Pr. 169). As I see it, it would fly in the face of experience to 
interpret mere use on its theatre by the defendant of the name 
Roxy as a representation that he is conducting or is associated 
with it. This is true for the reason as is generally known (cf., Phil- 
lips v. Detroit, 111 U. S. 604, 606), that there are numerous 
theatres in this and in other cities throughout the country bearing 
the names of managers or of actors or other types of artists who, 
as is also well known, are not connected with those theatres. 

The principal problem, however, is to interpret the agreements 
between Rothafel and the defendant. They govern. Upon the 


ascertainment of their meaning I think the decision of the motions 
almost wholly turns. 





ecient 


BOs meee pnt ee ne ee 


TWENTY-THREE TRADE-MARK REPORTER 


The original employment contract of July 31, 1931, is some- 
what ambiguous. Persuasive argument can be made that para- 
graph 8 was not, in and of itself, designed to restrict use of the 
name Roxy on the defendant’s theatre to the period of Rothafel’s 
connection with it. So also strong argument can be made that the 
real office of paragraph 6 was to provide a method of fixing com- 
pensation to Rothafel for use of the name Roxy on the theatre, 
irrespective of how long the defendant, at its own election, should 
continue such use. It is not essential, however, definitely to deter- 
mine either of those points. This is true, in my opinion, because 
(1) the various occurrences as to the new theatrical enterprises 
from its initiation in 1925 to and including the execution of the 
employment contract cannot fairly be treated otherwise than as a 
single transaction and (2), in the light of that fact, the employ- 
ment contract must be regarded as the exclusive source of any right 
whatever on the part of the defendant to employ Roxy as the name 
of its theatre. 

If I be right in regard to the employment contract, then it 
follows inevitably, as I see it, that the cancellation contract of 
January 27, 1931, wholly terminated the right of the defendant to 
call its theatre the Roxy—save only, as specified in the cancellation 
contract itself, for the period from March 29, 1931, to Septem- 
ber 11, 1932. I think it would be twisting words out of their 
ordinary sense to construe paragraphs 1 and 3 of the cancellation 
contract or the contract in its entirety in any other way. 

I concur in the conclusion of the master that estoppel has not 
been made out against the intervenors. I do think that, if the 
RKO theatre be called Roxy, there is danger that future investors 
in defendant’s outstanding stock and bonds may be misled into 
believing that they are RKO securities. Nevertheless, if that 
should occur, it would be due to lack of care on the part of the 
purchasers. Insofar as the evidence discloses, the documents put 
out by the defendant affirmatively show that the Roxy theatre 
concerned is the one owned by the defendant at 50th Street and 
7th Avenue. However that may be, what is crucial on the ques- 
tion of estoppel is that there is, so far as I can discover, a failure 
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to establish that there was any misrepresentation or fraud by 
Rothafel in the original marketing or distribution of the securities 
—or indeed any representation whatever by him as to his per- 
sonally continuing with the defendant for any specified time or as 
to any right of the defendant’s theatre to retain the name Roxy— 
which would now afford basis for an estoppel as against him or as 
against RKO as a successor in interest to him. 

On the other hand, it does not seem to me that the intervenors 
have made out any case whatsoever for requiring transfer to either 
of them of the United States trade-mark now held by the defend- 
ant. It was deliberately taken out, by or at the instance of 
Rothafel, in the name of the defendant. What was his intention is 
immaterial. Whether he made a gift or received consideration 
is immaterial. Since issuance the trade-mark has been the property 
of the defendant. I do not see any basis in the cancellation con- 
tract, or elsewhere in the proof, for forcing the defendant to hand 
it over to the intervenors. 

If what has been previously said be accepted, it follows (1) that 
the intervenors are not entitled to relief as to the trade-mark or as 
to the corporate name of the defendant, (2) that the intervenors 
are enitled to an injunction against the defendant’s theatre here- 
after being called by the name Roxy or against representations 
by the receiver or the defendant within the theatre, or by adver- 
tisements or otherwise, that Rothafel or Roxy is connected with 
its operation (including a prohibition against using such phrases 
as “Roxy’s Gang,” “Roxy’s Program” or “Rothafel’s Program” 
in the conduct of the theatre) and (3) that the receiver is not 
entitled to an injunction. 

I have had sufficient doubts as to what should be the answers 
to some of the questions presented to impel prescribing as liberal 
terms as I properly can for review by an appellate court. If an 
appeal be taken expeditiously, unless the amount of a bond for 
suspension of the injunction be agreed on, I will fix it, after hear- 
ing, on settlement of the decree. 

I take it that the new receiver would be bound by the decree 
even though not formally substituted on the motions; but, out of 
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abundance of caution, an appropriate provision for his inclusion 
may be incorporated in the decree. 

The disbursements of the master were $62.50. I shall deter- 
mine his compensation, after hearing the parties, upon the settle- 
ment of the decree. My present impression is that it would be 
fair for the expenses of reference to be borne approximately equally 
by the two groups of litigants; but upon that they may be heard. 

Settle decree accordingly on two days’ notice. 


NEHI, INc., a Corporation v. Exr1 Becker and Isaac MILLER, 
partners, d. b. a. Mitter Becker ComMPaNny 


United States District Court, Northern District of Ohio 
May 6, 1932 


Trape-Marks — INFRINGEMENT— “NEHI” and “Ace-Hy” — ConFLicTiInG 
Marks. 

Held that the use of the word “Ace-Hy” by defendant on bottled 
beverages after plaintiff had adopted and popularized the word “Nehi” 
as a trade-mark for similar goods was infringement and unfair com- 
petition. 

Trapve-Marks—‘NEHI” For BEVERAGES—NON-DESCRIPTIVE Mark. 

The word “Nehi” applied as a trade-mark to a beverage marketed 
in a bottle nine inches high, held not to be descriptive of the goods and 
hence a valid trade-mark. 

In equity. Action for unfair competition and trade-mark in- 


fringement. Injunction granted. 


William L. Day, of Cleveland, Ohio, Ernest Russell, of Wash- 
ington, D. C., W. Willis Battle, of Columbus, Ga., and 
C. L. Parker, of Washington, D. C., for the plaintiff. 

William W. Rosenzweig and A. J. Hudson, both of Cleveland, 
Ohio, for the defendants. 


Jones, J.: This matter is here on exceptions of both parties 
to the report of the Special Master. 

From a consideration of the record, the report, and briefs, I 
am able to agree with the Master in all respects, except that I 
think there is infringement of trade-mark, and so hold. In all 


other respects, the findings and conclusions of the Master will 
be adopted and confirmed. 
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Infringement of trade-mark registered December 29, 1925, ap- 
plied for November 19, 1924, and unfair competition, are charged. 
“Nehi’ is a non-intoxicating beverage made from concentrates of 
various flavors and sold by the plaintiff throughout the country 
in nine-ounce bottles, about nine inches tall, and of unusual shape. 
Extensive advertising of more than one and a half million dollars 
in value, and sales aggregating many millions of dollars are shown 
in support of its profitable character. 

The use of the mark “Nehi’” finds its origin in the ancient 
expression “knee high.” This is evident from the design of a 
woman’s leg adorning the cap of the bottle. The expression “knee 
high” usually related to a comparison of height and was descrip- 
tive of something diminutive, or reaching only to the knee, as 
“knee high to a grasshopper’; and as distinguished from “sky 
high.” It has no relevancy to soda water or like beverages. It is 
a fanciful name to attract the senses of the soft-drink public, 
and apparently, from the business developed, accomplishes the 
purpose. The use of the abbreviations “Hi” or “Hy,” in conjunc- 
tion with preceding words, has in recent years become in great 
vogue—as for instance, “Ace-Hy” used by the defendant; and as 
applied to high schools as “South Hi,’ “Central Hi,’ and so 
forth; and as in gold (golf), “Hol-Hi.” 

I think the mark of the plaintiff suggestive of a particular 
product, and not descriptive of either bottle or contents. In any 
event, the plaintiff was the first to adopt and make use of the 
mark ‘“‘Nehi” to designate and distinguish its product. If the 
evidence establishes the fact of confusion in the trade, which is 
not due to accidental similarity of names or products, plaintiff 
should be entitled to relief. 

The use of such a similar name, with the same size and type 
of bottle, by a competitor engaged in putting out to the public 
the same character of product, could hardly be expected to escape 
the advantage of the public confusion. There is no doubt that the 
symbol and get-up of the defendant is calculated, and does, confuse 
and deceive the public. Ohio Baking Co. v. National Biscuit Co., 
127 Fed. 116; Garrett § Co., Inc. v. A. Schmidt, Jr. §& Bros. Wine 
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Co., 256 Fed. 943 [9 T.-M. Rep. 353]. The plain fact is that de- 
fendant seeks to capture the trade through the use of a mark and 
bottle similar to that of the plaintiff and no more relevant to its 
product. Confusion to the consuming public is inevitable. Articles 
and products of the same character, intended for the same public, 
and identified by similar names and dress, clearly are confusing to 
the ordinary public. O. § W. Thum Co. v. Dickinson, 245 Fed. 609 
[7 T.-M. Rep. 469]. As I understand the case of Coca Cola v. 
Carlisle, 43 Fed. (2) 119 [20 T.-M. Rep. 403], the opinion does 
not go beyond the evidence in that case; and elements absent there 
are present here with sufficient effect to afford distinction. 

As an alternative conclusion, if the plaintiff’s right in the trade- 
mark is not exclusive, or if there is no infringement, it is my opinion 
that the use of the mark “Ace-Hy” by the defendant constitutes 
unfair competition. | 

The exceptions of the plaintiff respecting the Master’s report 
finding non-infringement will be sustained, the exceptions of the 
defendant will be overruled, and the Master’s report in other 
respects will be confirmed. 


Brewster-IDEAL CHocoLaTE Co. v. Dairy Main ConFec- 
TIONERY Co. 


United States Court of Customs and Patent Appeals 
Interference No. 1,499 
February 6, 1933 


Trape-Marxs—“Damy Maiw”—INTERFERENCE— ASSIGNMENT—EVIDENCE. 

In a trade-mark interference involving the use of the words “Dairy 
Maid” as a trade-mark for candy, held that the testimony showing 
transfer of the trade-mark “Dairy Maid” from appellee’s predecessor 
to appellee was too meager to justify a finding that any valid assign- 
ment of trade-mark rights had taken place. Consequently, no use of 
the said mark could be proved prior to its use by appellee, begun in 
1915. 

Trave-Marks—INTERFERE N CE—LACHES. 

The fact that appellee knew of the use by appellant of the words 
“Dairy Maid” as a trade-mark since 1922, held to indicate a belief on 
the part of appellee, Glaser, that appellant was the owner of such 
mark. 
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Appeal from a decision of the Commissioner of Patents in a 
trade-mark interference. Reversed. For the Commissioner’s deci- 
sion, see 21 T.-M. Rep. 218. 


Frank A. Bower, of New York City, for appellant. 
Dexter N. Shaw (Howson §& Howson), of Philadelphia, Pa., for 
appellee. 


Buanp, J.: This is an appeal from a decision of the Commis- 
sioner of Patents affirming that of the Examiner of Trade-Mark 
Interferences in a trade-mark interference proceeding declared 
by the United States Patent Office between the appellant and the 
appellee, in which decision the Commissioner held the appellee 
to be the owner of the trade-mark involved and, as such, entitled 
to the registration for which it had made application. 

The record is long and in many respects confusing, and in stat- 
ing the facts involved in the particular issue upon which our deci- 
sion rests, it will not be necessary to state in full all the facts 
and contentions involved in the many other different phases of 
the case as it is presented to this court. 

The trade-mark involved is the term “Dairy Maid’ used upon 
candy. The marks are alike and the goods are alike. There is 
no dispute but that the appellant’s predecessor, Brewster Sons 
Company, adopted the trade-mark “Dairy Maid” in 1912 and used 
the same continuously thereafter until in 1927, when it combined 
with the Ideal Cocoa & Chocolate Company of Pennsylvania to 
form the appellant company, Brewster-Ideal Chocolate Company, 
and that appellant since 1927 has continuously used said trade- 
mark on candy. Appellant’s business from the beginning con- 
tinuously grew to a volume of twenty-five million packages for the 
period between the years 1919 and 1923, appellant alleges that its 
business has been increasing since that time; that in 1922 the 
appellant registered its trade-mark in the United States Patent 
Office. 


We think the evidence fairly shows that the appellant had no 
knowledge of appellee’s trade-mark use of the term “Dairy Maid” 
until early in the year 1928, at which time its attorney notified ap- 
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pellee that it was infringing its “Dairy Maid’ trade-mark and 
commanded it to desist from such use. Appellee immediately re- 
plied, asserting its ownership and use of the mark since 1908, 
declared its intention to continue such use, and soon thereafter 
filed with the Patent Office, its application for trade-mark registra- 
tion herein involved. Upon publication of notice, appellant ap- 
peared as opposer. The trade-marks being identical and the 
goods being of the same descriptive properties, the Patent Office 
held the notice of opposition in abeyance and declared an interfer- 
ence. Both parties took testimony. 

Appellee claims its trade-mark originated with one Otto P. 
Glaser, who began his business as a retail confectioner in a store 
on Germantown Avenue in Philadelphia in 1888. Between the 
years 1906 and 1908 he began the manufacture of milk cream 
chocolates. He made several kinds of chocolates, one of which 
was labeled “Dairy Maid’ and another labeled “Brunettes”; his 
son, Otto J., and his daughter, Elsie, entered his employ in 1910 
and 1911, respectively, and the business was conducted at this place 
until in November, 1915 (some of the testimony shows this date 
to be October, 1915), when the father went into voluntary bank- 
ruptcy. There is some testimony in the record to the effect that 
Otto P. Glaser, sometime in November, 1915 (before the trustee 
in bankruptcy took charge of the store), orally transferred to his 
son and daughter the trade-mark involved; that the oral transfer 
was made after he had decided to go into voluntary bankruptcy. 
He filed his petition in bankruptcy on November 16, 1915. The 
daughter and son leased a store on North Broad Street, Phila- 
delphia, some twenty-three blocks away from the old place of 
business, on October 19, 1915, term of lease to begin November 1, 
1915. A candy store was here opened on November 26, 1915. 
It is not disputed but that the said son and daughter, and later 
the father, and their successor, the appellee, have ever since the 
last named date used in their candy business the trade-mark 
involved. 

Appellee’s evidence is very meagre and uncertain, and is some- 
what conflicting as to the exact dates and happenings at and about 
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the time Otto P. Glaser entered into voluntary bankruptcy. The 
record does disclose, however, that the trade-mark or good-will of 
the business was not listed among the assets taken by the receiver 
in bankruptcy; that the receiver or trustee in bankruptcy was not 
advised by Mr. Glaser or, as far as the record shows, by anyone 
else, that Glaser’s candy business was built up on the trade-mark 
“Dairy Maid,” or that he had authorized his son and daughter to 
use this trade-mark prior to filing his voluntary petition. It does 
show that the receiver conducted the Glaser business for a short 
time, probably two weeks, at the old stand, and during that time 
closed out the candies on hand. Probably no new candies were 
manufactured, but the old candy on hand was sold. There is 
testimony in the record to the effect that the father, Glaser, orally 
gave his son and daughter the right to use the trade-mark “Dairy 
Maid,” and at the time agreed not to manufacture or sell any milk 
cream chocolates under the trade-name “Dairy Maid,’ and that 
he, the father, did not thereafter manufacture or sell any milk 
chocolates under the “Dairy Maid” trade-name, except as is herein- 
after related. 

Appellee’s testimony relating to the transfer, in 1915, of the 
trade-mark by Otto P. Glaser to his said children was taken in 
the summer of 1929 and consists of the testimony of himself and 
his son and daughter, which testimony is somewhat contradictory. 
It is not supported by any documentary evidence whatsoever. The 
testimony of the three witnesses as a whole does not very defi- 
nitely fix the character of the goods constituting the stock which 
was taken over by the trustee in bankruptcy. The son, however, 
testified quite definitely that the “stock, fixtures, good-will, and 
so forth, were all sold” at public auction by the receivers who 
took charge of his father’s business, but that the trade-mark was 
not sold with it. 

The evidence which is claimed to constitute proof of the transfer 
of the mark in 1915 consists of fragments of testimony by Otto P. 
Glaser that: 


He [the father] told Elsie and Otto that he would give them the right 
to use the name “Dairy Maid,” and he would discontinue using the name 
“Dairy Maid,” and stop the manufacturing of the candy milk chocolates, 





4 
iy 
n 





90 TWENTY-THREE TRADE-MARK REPORTER 


for which he used that trade-name, and that he did not, after that time, 
manufacture any more milk chocolate, or use the trade-name; 

a statement to substantially the same effect by his son, Otto J. 
Glaser; and testimony somewhat to the same effect, but less definite, 
by the daughter, Elsie (Mrs. George B. Morris). 

The record shows that the father, Otto P. Glaser, in December, 
1915, worked with his son and daughter in the new store, helping 
them to make candy, and with the exception of a period of about 
four months, he continued to work there until discharged from 
bankruptcy on November 20, 1916. Soon thereafter, his daughter 
verbally transferred to him her interest in the business, and in 
1918 his son, Otto J., “turned over’ to him his portion of the busi- 
ness, and the father continued in business until the business was 
incorporated in 1927. 

Appellee admits freely that it knew of appellant’s use and claim 
of ownership of the trade-mark “Dairy Maid” from about the time 
of its registration in 1922, and that it made no effort to assert or 
protect its ownership as against the appellant until the institution 
of this proceeding. 

From the foregoing facts, appellant urges: First, that the use 
of the mark by appellee’s alleged predecessor, Otto P. Glaser, if 
any such use is shown by the meagre record, was merely as a mark 
indicating grade and not origin; second, that appellee’s oral testi- 
mony, unaccompanied as it is by any bills, advertisements, labels, 
boxes or other printed or documentary evidence of an early trade- 


mark use of the mark, does not satisfactorily show an ownership 
in appellee prior to the date when appellant appropriated and 
used the mark; third, that there was no transfer of any trade-mark 
rights in the term “Dairy Maid” from Otto P. Glaser to his son 
and daughter; fourth, that if it were conceded that appellee at one 
time was the owner of the mark, its subsequent acts and silence 


estop it from claiming the exclusive right to use same, which right 
is a requisite for registration. 

It is urged by appellee that from the foregoing facts it is shown 
that Otto P. Glaser owned the “Dairy Maid” trade-mark and used 
the same on chocolates from 1908 until 1915, and that prior to 
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bankruptcy he made a valid transfer of such trade-mark to his son 
and daughter, and that the record, therefore, shows a continuous 
ownership and use of such trade-mark in the appellee and its 
predecessors from 1908 to the date of application for registration, 
which entitled it to an award of priority in the instant proceeding. 
It is contended that the oral transfer from father to children, with- 
out any express consideration, even though made a month prior to 
the father’s entering voluntary bankruptcy, and in contemplation 
of bankruptcy, is valid as against everyone but the creditors of 
Otto P. Glaser. 

Under the circumstances of this case we do not think it neces- 
sary for us to discuss or decide all of the different legal questions 
presented in the foregoing statement of facts, since we conclude 
that the testimony is wholly unsatisfactory and insufficient to 
justify a finding that there was any valid transfer of any trade- 
mark rights from Otto P. Glaser to appellee’s predecessors, and 
that by reason of this fact, there is no use shown of said trade- 
mark prior to the institution of the new business in 1915 by the 
daughter and son which may be used by appellee in the pending 
contest for priority, and thereby overcome the admitted adoption 
and use of the mark by appellant and its predecessors which began 
in 1912. 

Regardless of what legal conclusions we would be required to 
arrive at, if all of the testimony were abundantly supported by 
documentary evidence and corroborating facts, we do not think 
that testimony of the character supplied by the record before us, 
as to the transfer of the trade-mark, should be given the force 
contended for by the appellee. In arriving at this conclusion we 
are not only influenced by a consideration of the pronouncements 
of the courts under circumstances in many respects quite similar 
to those which confront us, but by a consideration of the necessary 
and logical inferences that flow from such testimony. 

Appellee’s record was made, of course, after it knew the claim 
of appellant which appellee must overcome in order to win an 
award of priority. The whole transaction connected with the 
alleged transfer, assuming there was a valid ownership and use of 
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such mark by Otto P. Glaser prior to 1915, carries with it the 
thought that there existed in the minds of the members of the Glaser 
family at the time such transfer was alleged to have been made, an 
intent to withhold something which might be of value from the 
trustee in bankruptcy and to withhold from him knowledge of the 
facts that such trade-mark had been transferred and was soon to 
be used again in connection with the new business. We think this 
condition of mind which existed at the time the alleged transfer was 
made somewhat colors the testimony which is offered as proof 
of transfer. If there was a valid ownership and use as claimed, 
manifestly Otto P. Glaser sought to divest it from the business 
which went to the trustee in bankruptcy, withhold it from the 
creditors, and in some way keep it for his children and possibly for 
himself eventually. If there was existing such a valid ownership 
in Otto P. Glaser, prior to its alleged transfer, sufficient to justify 
the carefully and meticulously worded oral transfer, as is claimed, 
it would seem that, unless the intentions of the parties were as 
above stated, a more definite contract would have been entered 
into by the parties, which would have been easier of establishment 
and more susceptible of convincing proof, such as would have been 
the case if it had been reduced to writing. 

Such a statement of facts as this record affords, when presented 
under such circumstances as are at bar, in our judgment should 
never be allowed to be given such force in a trade-mark interfer- 
ence proceeding as to deprive one of priority whose claim to owner- 
ship and priority is otherwise unquestioned. Moreover, the cir- 
cumstance that Otto P. Glaser and his successors knew that ap- 
pellant or its predecessor had been using the “Dairy Maid’ trade- 
mark since 1922, when it was registered, and did nothing which 
could be regarded as a protest until appellant’s letter in 1928 


was answered, is, to say the least, not a circumstance indicating 
a belief on the part of Glaser that he was the owner and entitled 
to the exclusive use of such mark. See Kennedy v. Slade, 18 (C. C. 
P. A.) (Patents) 1024, 47 F. (2d) 383. 

The burden of proof is upon the junior party in a trade-mark 
interference, and all doubts must be resolved against him. Mayer 
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F. & J. Co. v. Virginia-Carolina C. Co., 35 App. D. C. 425. We, 
therefore, hold that appellee’s testimony is insufficient to sustain 
the burden of proof required to overcome the proof of adoption 
and use of appellant’s mark, and in this conclusion we are sup- 
ported by the following authorities: JT. H. Symington Co. v. Na- 
tional Malleable Castings Co., 250 U. S. 383; Eibel Process Co. v. 
Minnesota & Ontario Paper Co., 261 U. S. 45, 60; Campbell Print- 
ing Press v. Marden, 64 Fed. 782; Collins v. Hupp Motor Car Co., 
4 F, (2d) 272; The Barbed Ware Patent, 143 U. S. 275, 284; 
Joannes Bros. Co. v. Forbes Tea & Coffee Co., 146 M. D. 394 [15 
T.-M. Rep. 177]; John Macauley v. Malt-Diastase Co., 146 M. D. 
51 [14 T.-M. Rep. 156]; In re Moore, 17 Fed. Cases 663; Willett 
v. Fister, 85 U. S. 91. 

It is not necessary for us to discuss at length all the cases above 
referred to since we think the underlying principle heretofore an- 
nounced is common to all of them. It is true that some of the 
cases above cited relate to the insufficiency of oral testimony to 
prove priority of invention, in patent interferences, but we see 
no reason why the same principle does not apply, under certain 
circumstances, when priority in a trade-mark interference case is 
involved. There may be reasons for rejecting oral proof as to 
priority of invention which do not obtain in relation to a deter- 
mination of trade-mark priority, but in many respects the principle 
applies with equal force. We do not mean to hold that oral proof 
is never sufficient to prove trade-mark use, ownership and transfer, 
in a trade-mark interference case. Oral proof of such facts is very 
often regarded as satisfactory and sufficient, and, owing to the 
nature of the proceeding, should not be rejected or regarded as 
insufficient wholly on account of its oral character except in cases, 
like that at bar, where such proof and the surrounding circum- 
stances lack probative force. 

In T. H. Symington Co. v. National Malleable Castings Co., 
supra, the testimony of three witnesses, one of whom was the inter- 
ested party, was relied upon to show priority of invention. No 
models, drawings, or exhibits were produced. Fifteen years had 
elapsed since the date as of which invention was being claimed. 
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The testimony was not direct and strong, but weak and uncertain, 
and in some respects contradictory. In this decision the court said: 


This court has pointed out that oral testimony tending to show prior 
invention as against existing letters patent is, in the absence of models, 
drawings or kindred evidence, open to grave suspicion; particularly if the 
testimony be taken after the lapse of years from the time of the alleged 
invention. 


Such proof was there held to be insufficient. 

In Eibel Process Co. v. Minnesota & Ontario Paper Co., supra, 
referring to oral evidence tending to show priority of invention, the 
court said: 


. . But there is not a single written record, letter or specification 
of prior date to Eibel’s application that discloses any such discovery 
by anyone, or the use of the pitch of the wire to aid the speed of the 
machine. The oral evidence on this point falls far short of being enough 
to overcome the presumption of novelty from the granting of the patent. 
The temptation to remember in such cases and the ease with which honest 
witnesses can convince themselves after many years of having had a con- 
ception at the basis of a valuable patent, are well known in this branch 
of law, and have properly led to a rule that evidence to prove prior dis- 
covery must be clear and satisfactory. 


In Campbell Printing Press v. Marden, supra, the court re- 
jected oral testimony as to the character of machine which was 
alleged to be an anticipation, and said: 


I cannot find an anticipation on evidence of this character, except in 
very extreme cases, which it is not necessary or indeed practicable now 
to describe. I will not say that there may not be a case in which evidence 
of this character may be persuasive. But the essential objection to finding 
an anticipation under circumstances like the present is as follows: The 
witnesses, assuming that they intend to speak the truth—an assumption 
which I readily make in this case as I perceive nothing in the evidence 
to the contrary—are still, by the very necessity of the case, in a position 
where mistakes are easily made, and their evidence, therefore, should 
be received with great caution. The witness is familiar, in most cases, 
and notably so in this case, with the device which was patented subse- 
quently to the construction of the machine which is alleged to be an 
anticipation. In recalling to his memory the construction of the earlier 
machine, he necessarily has in mind the instruction which he has received 
from the progress of the art in the meantime. It is, therefore, easy for 
him to transfer to his early device the characteristics which he now clearly 
sees are necessary to the accomplishment of the purpose which was then 
in mind, and difficult for him accurately to separate his recollection of 
the machine which was made from his present knowledge of the machine 
which ought to be made. 


In Collins v. Hupp Motor Car Co., supra, parole testimony of 
a prior use some twenty years before the testimony was given, un- 















BREWSTER-IDEAL CHOC. CO. V. DAIRY MAID CONF. CO. 95 


supported by any exhibits, was held to be insufficient to overcome 
the presumption in favor of the validity of a patent. The court 
there said: 


. The only structure shown to the court and appearing in the 
record is the one made long after this patent was granted. The other 
proofs rest entirely in the memory of witnesses, both as to the time of 
the use and as to the particular form of the structure. There are no 
contemporaneous exhibits, such as drawings, photographs, books, invoices, 
etc. They are talking about what they claim happened back in the year 
1906, almost a score of years ago. It is entitled to careful consideration, 
but I have given it that careful consideration. I do not feel sufficiently 
certain of that oral testimony; it does not give me that feeling of security 
as to its accurateness which would justify me in the overturning of the 
presumption of validity which the law gives to a patent, and that certainty 
which the law requires a judge to feel in order to overturn and set aside 
a patent. 


In Joannes Bros. Co. v. Forbes Tea & Coffee Co., supra, and 
John Macauley v. Malt-Diastase Co., supra (opinions by the First 
Assistant Commissioner of Patents), it was held that oral testimony, 
unaccompanied by satisfactory documentary evidence, was insuffi- 
cient to warrant a finding of priority in trade-mark interference 
cases. 

In In re Moore, supra, oral testimony of verbal agreements by 
a bankrupt, which, if given full force, would have prevented the 
bankrupt’s discharge, was held to be insufficient and unsatisfactory 
proof. The court there said: 


In my opinion, verbal admissions are the most dangerous and unreli- 
able testimony which can be produced to a court of justice, and but very 
little reliance should be put upon them, when presented from interested 
witnesses, under circumstances similar to those in the present case. They 
consist of a mere repetition of statements made long since, and depend 
entirely upon the honesty, intelligence, and recollection of the witnesses, 
and in all cases, after a considerable lapse of time, when a witness under- 
takes to rehearse, from his recollection alone, the exact language and 
expressions of a party, I am but little inclined to yield a ready credence 
to its entire correctness; an unintentional change of a few words may give 
a meaning to the statement entirely different from what the party actually 
did say. * «££ ©€ -@& -@ 


The position, assumed by these witnesses in their defense of the suit, 
brought against them in Bean’s name for the recovery of the state, I 
admit, is not without its effect on my mind, and has greatly diminished the 
respect and confidence which I might otherwise entertain for them, and 
the credence which I might have given their testimony. 


In Willett v. Fister, supra, testimony from memory after a lapse 
of several years, which on its face, if given full credence, would 
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have established the date of the payment of a claim, was rejected. 
The rejection was based chiefly upon the ground that it was a 
“six-year-old transaction” calling for a minute recollection.” 
Since we conclude that the evidence relating to the transfer 
of the trade-mark is insufficient to warrant a finding of any trade- 
mark use by appellee’s predecessor prior to 1915, which would be 
considered as being prior to such use by appellant and its predeces- 
sor as is shown and admitted, priority should, upon this record, be 
awarded to the appellant. Appellant, through its predecessor, 
being the owner and first user, is entitled to priority. It follows 
that the appellee is not entitled to registration, and the decision 
of the Commissioner of Patents is reversed. 


HatrFiEtp, J., specially concurring: It is elementary that a 
trade-mark cannot legally be assigned apart from the business or 
property in connection with which it has been used. 

The record in the case at bar establishes that at the time 
Otto P. Glaser attempted orally to transfer the involved trade- 
mark to his son and daughter, he actually had in his possession 
and in his place of business a few boxes, possibly only two, of the 
candy on which he used the trade-mark. The principle of law 
involved is not, however, affected by the small amount of candy in 
his possession. He did not transfer the candy, the formula there- 
for, nor property of any kind. He simply agreed that he would 
not use the trade-mark, nor manufacture the kind of candy—milk 
chocolate—on which he used the mark. Obviously, the alleged 
transfer of the trade-mark was not incidental to the transfer of 
any business or property of Otto P. Glaser. This being so, I am 
of opinion that, by the attempted transfer of the trade-mark and 
his failure to use it thereafter, Otto P. Glaser abandoned it; that, 
as appellant had used the mark continuously for several years prior, 
and continued to use it subsequent, to its abandonment, on goods of 
the same descriptive properties, its title is superior to that of 
appellee; and that the issues in this case are controlled by the 
decision in the case of Mayer F. §& J. Co. v. Virginia-Carolina C. 
Co., 35 App. D. C. 425. 
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For the reasons herein stated, I concur in the conclusion reached 
by the majority of the court. 


Garrett, J., dissenting: The record in this case satisfies me 
that the elder Glaser acquired ownership of the mark in question 
prior to appellant’s use thereof; that what transpired between him 
and his son and daughter in November, 1915, was sufficient to con- 
stitute a valid and legal transfer thereof, insofar as any rights of 
appellant are concerned; that, under the facts of the case, there 
was no legal abandonment of the mark by said elder Glaser; that 
appellant, in a legal sense, was never the owner of the mark as 
against the title of the elder Glaser and his successors in business, 
and that appellant has no right to the registration sought. 

The decision of the Commissioner of Patents, in my opinion, 


should be affirmed. 


Dersy O1L, Company v. Wuire Star REFINING CoMPANY 


United States Court of Customs and Patent Appeals 


Cancellation No. 2116 
January 23, 1933 


Trape-Marxks—CaNnceLLATION—ConFLICTING Marks. 

The prior use by appellee of a mark consisting of the words “White 
Star,” held sufficient ground for the cancellation of a trade-mark con- 
sisting of a representation of a road sign having a rectangular base and 
a circular target thereover, bearing a white star in the center thereof, 
with the initials “D. O. Co.” in monogram. 

Trave-Marxks—“Wuirte Star” anv Device oF SAME—QUESTION oF PuBLICcr 
Juris IRRELEVANT. 

The question as to whether the words “White Star” and the device 

of a star as a trade-mark are publici juris, held not to be material in 


a proceeding involving the cancellation of a mark displaying these 
features. 


Trape-MarKks—CanceLLATION—V ALIDITY OF Marks. 
Inasmuch as similar rules, so far as applicable, are valid in both 
opposition and cancellation proceedings, held that an attack upon the 
validity of petitioner’s mark is not at issue in cancellation proceedings. 


Appeal from a decision of the Commissioner of Patents in a 
cancellation proceeding. Affirmed. For the Commissioner’s deci- 
sion, see 21 T.-M. Rep. 484. 
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Albert J. Fihe, of Chicago, Ill., for appellant. 
Hadley F. Freeman, of Cleveland, Ohio, for appellee. 


GrauaM, P. J.: The appellant, Derby Oil Company, filed its 
application in the United States Patent Office for registration of 
a trade-mark used in connection with the sale of gasoline, motor 
oils, and greases, on April 7, 1926, and, on October 26, 1926, the 
same was duly registered. In said application it was alleged that 
said mark had been used by appellant, continuously, since Decem- 
ber 1, 1925. The mark consists of the “representation of a road 
sign having a substantially rectangular base with a circular target 
surmounting the base, this circular target being red and having a 
white star in the center thereof, and upon the white star appeared 
the initials ‘D. O. Co.’ in a monogram.” On the base portion 
of the representation of a sign appear the words “Derby Oil Co. 
Gasoline Motor Oils & Greases.’’ All these words, except the 
corporate name, are disclaimed. 

The appellee, White Star Refining Company, thereafter, to wit, 
on April 14, 1930, filed its petition for cancellation of said mark. 
In its petition, it alleged that its predecessor, The Brooks Oil 
Company, on October 18, 1927, was granted trade-mark registra- 
tion number 234,141, and on October 25, 1927, was granted trade- 
mark registration 234,446, registering the trade-mark ‘White 
Star” for motor fuels, which registrations were duly assigned to 
the appellee and are owned by it. The petitioner further alleged 
that appellant’s registered mark was “deceptively similar” to ap- 
pellee’s said mark, was applied to goods of the same descriptive 
character, was essentially petitioner’s corporate name, and that the 
registration would result in confusion in trade and damage to 
appellee. Appellee alleged that since long prior to December 1, 
1925, it and its predecessors had used this mark in interstate 
commerce. 

The appellant answered the petition, denying confusing simi- 
larity with either corporate name or mark, requiring strict proof 
of prior use by appellee of the mark “White Star,” and proffering 
a large number of prior registrations to support the contention 
that the use of a white star is publici juris. 
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The Examiner of Interferences sustained the petition for can- 
cellation, holding that the conflicting marks are so similar as to 
cause at least a reasonable doubt that confusion in trade is likely 
to result from their use. He also held confusion would be likely 
to result because of petitioner's corporate name, under the name 
clause of Section 5 of the Trade-Mark Act of February 20, 1905, 
namely: 


Sec. 5. That no mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark unless 
such mark— 

* + * 


(b) Consists of or comprises .... any name, .... adopted by any 
institution, organization, club, or society which was incorporated im any 
state in the United States prior to the date of the adoption and use by 


The Examiner of Interferences sustained the petition for can- 
cellation, holding that petitioner was the prior user of the mark. 

The Commissioner, on appeal, reversed the decision of the 
Examiner of Interferences on the second ground above stated, 
and affirmed it upon the first, ordering cancellation of the mark. 

The appellant raises some preliminary questions which may 
be disposed of here. Counsel argues that there is no showing of 
a continuity of use, and transfer of appellee’s trade-mark from 
The Brooks Oil Company to appellee. The assignments of error 
are silent as to this matter. No reason for appeal being averred 
upon this point, cognizance of it will not be taken here. Mae v. 
Root, 19 C. C. P. A. (Patents) 819, 54 F. (2d) 435; Southgate 
v. Greene, 19 C. C. P. A. (Patents) 1129, 57 F. (2d) 374; Jantzen 
Knitting Mills v. West Coast Knitting Mills, 18 C. C. P. A. (Pat- 
ents) 1142, 47 F. (2d) 954 [21 T.-M. Rep. 97]. 

It is next argued that photostatic reproductions of certain 
photographs were introduced in evidence by petitioner, which were 
improperly verified and objectionable. It does not appear that 
either tribunal in the Patent Office considered these photostats 
as evidentiary. Even if they were so considered, no reason for 
appeal is grounded thereon. This contention, therefore, cannot be 
sustained. 


j 
' 

















} 











Pd 
siger te 






> ae og 
* 
s 































100 TWENTY-THREE TRADE-MARK REPORTER 







The record shows, by what seems to us a preponderance of 
the evidence, that since 1914, the appellee and its predecessor have 
been using the mark “White Star” in conjunction with the sale 
of its products, greases, machine shop lubricants, motor oil, and, 
later, but before appellant’s entrance into the field, on fuel oil, 
gasoline, and automobile accessories. This mark was placed upon 
its packages, cans and barrels, railroad tank cars, trucks, and filling 
stations. This mark was a white, five-pointed star, upon a blue 
background. 

This, in our opinion, shows a sufficient trade-mark use. It is 
not essential that every gallon of gasoline or quart of cylinder 
oil sold, shall be in a container bearing the trade-mark of the com- 
pany. The record contains ample evidence of the interstate use 
of this mark by appellee. In addition, it quite plainly shows that 
motor fuels were retailed at filling stations from pumps bearing 
this mark of a white star. It would be going far afield to say 
that this was not a trade-mark use. In our opinion, it conforms 
fully to the definition of a trade-mark given by the court in Elgin 
National Watch Co. v. Illinois Watch Co., 179 U. S. 665, 673: 


The term has been in use from a very early date, and, generally speak- 
ing, means a distinctive mark of authenticity, through which the products 
of particular manufacturers or the vendible commodities of particular 
merchants may be distinguished from those of others. 

It is next urged that the design of a white star is and was at 
the time of appellee’s adoption of the same as a trade-mark, publici 
juris, and that, therefore, appellee can claim no exclusive right of 
use thereof. The petition of appellee is not based alone upon its 
registrations of its trade-mark consisting of a representation of a 
white star upon a blue field and the words “White Star.” It fur- 
ther relies upon the provision of Section 13 of the Trade-Mark Act 
of February 20, 1905: 


... Whenever any person shall deem himself injured by the registration 
of a trade-mark in the Patent Office, he may at any time apply to the 
Commissioner of Patents to cancel the registration thereof. 

We have held, under this provision, that a strictly trade-mark 
use of the words or mark by the petitioner, in cancellation pro- 
ceedings, is not necessary. Injury to the business of the petitioner 
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T.-M. Rep. 362]. 
The record now before us shows quite clé 

proximately, the year 1914, and long prior to appellant’s use of 

the mark here sought to be cancelled, appellee made a trade-mark 

use of a white star, upon a blue ground, together with its corporate 

name, “White Star Refining Company,” in conjunction with its 

sale of goods of the same descriptive properties as those sold by 

appellant under its registered trade-mark, here in issue. This use 

was followed by registrations in the name of The Brooks Oil Com- 

pany, of October 18, 1927, and October 25, 1927. 

Whether, because at least a part of appellee’s alleged trade- 
mark, the white star feature, at the time of its adoption and later 
registrations was invalid because the subject matter was publici 
juris, is an issue, in our opinion, not properly now before us. The 
validity of the marks will be assumed for the purposes of these 
proceedings. American Cyanamid Co. v. Synthetic Nitrogen Prod. 
Corp., 19 C. C. P. A. (Patents) 1235, 58 F. (2d) 834 [22 T.-M. 
Rep. 275]. In the case last cited, we held that similar rules, 
insofar as the same may be applicable, having in mind the nature 
of such proceedings, are applicable in opposition and cancellation 
proceedings. An attack upon the validity of opposer’s mark is 
not an issue in opposition proceedings. Sharp §& Dohme v. Parke, 
Davis § Co., 17 C. C. P. A. (Patents) 842, 37 F. (2d) 960 [20 
T.-M. Rep. 29]; Lever Bros. Co. v. Riodela, 17 C. C. P. A. (Pat- 
ents) 1272, 41 F. (2d) 408 [20 T.-M. Rep. 311]; Leschen §& Sons 
v. Amer. Steel §& Wire Co., 19 C. C. P. A. (Patents) 851, 55 F. 
(2d) 455 [22 T.-M. Rep. 50]. No reason appears why the same 
rule should not be applicable to cancellation proceedings. Of 
course, nothing that we have said here should be construed as 
an expression of our opinion as to the validity or lack of validity 
of appellee’s mark. 

But one inquiry remains. Are the marks of appellant and ap- 
pellee confusingly similar to the extent that prospective purchasers 
might be led to mistake the goods of one for those of the other? 
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This presents, as do all such cases, largely a question of the effect 
which the competing marks make upon the mind of the observer. 
We may take judicial knowledge that, in our day, the goods of 
appellant and appellee are retailed, almost exclusively, at service 
and filling stations. Modern traffic moves rapidly. The customer 
desiring to purchase these goods is attracted to symbols or signs 
on service stations and pumps, which he has associated with the 
goods he ordinarily buys. A white star upon the target of a pump, 
or upon a service station, will attract his attention, and, in our 
judgment, a lettered monogram upon its face, or the nature of its 
background, will not distinguish it sufficiently to prevent mistakes 
and confusion. We agree with the decision of the Commissioner 
that the star is the salient feature of the mark. It follows that 
the marks are confusingly similar, within the meaning of the 
statute. 

In view of these considerations, the decision of the Commis- 
sioner of Patents is affirmed. 


Derby O11 Company v. Wuite Star ReFininc CoMPANy 
United States Court of Customs and Patent Appeals 
Opposition No. 10,560 
January 23, 1933 


Trape-Marxs—Opposition—DesicN or Five-Porntep Star—ConFtictinG 
Marks. 

Appellee had since 1917 made continuous use of a trade-mark con- 
sisting of the words “White Star” and the device of same. Held that 
appellant’s mark, consisting of a representation of a white five-pointed 
star on a circular red background, with the initials “D. O. Co.” in a 
monogram thereon and the word “Aeroplane” above, was deceptively 
similar thereto and hence unregisterable. 


Appeal from decision of the Commissioner of Patents in an 
opposition proceeding. Affirmed. For the Commissioner’s deci- 
sion, see 21 T.-M. Rep. 484. 


Albert J. Fihe, of Chicago, Ill., for appellant. 
Hadley F. Freeman, of Cleveland, Ohio, for appellee. 
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GrauaM, P. J.: This appeal is a companion case to Derby Oil 
Company v. White Star Refining Company, 20 C. C. P. A. (Pat- 
ents ) . F. (2d) (see p. 97, ante), decided con- 
currently herewith. The parties are the same in both cases, and 
the issues substantially so, this being an opposition proceeding and 
the case cited being a cancellation proceeding. 

In this case the appellant, Derby Oil Company, filed its ap- 
plication for registration on August 13, 1929, and sought to regis- 
ter a trade-mark used by it in connection with the sale of motor 
fuels, said trade-mark being the representation of a white, five- 
pointed star upon a circular red background, with the initials 
“D. O. Co.” in a monogram inscribed thereon, and with the word 
“Aeroplane” arranged in the arc of a circle above and around the 
upper part of the background of the star. This mark, it was 
claimed, had been used by the applicant since January 1, 1917. 
The word “Aeroplane” is disclaimed, apart from the mark. 

The appellee, White Star Refining Company, opposed regis- 
tration of said mark, claiming prior use of a white star and the 
words ‘‘White Star” as a trade-mark, long prior to the first day 
of January, 1917, and continuously since that time. It further 
alleged the registrations by The Brooks Oil Company, its predeces- 
sor, of said marks, on October 18, 1927, and October 25, 1927. 
The opposer claimed confusion with its corporate name, and also 
that the registration would result in confusion in trade and as to 
the origin of the goods sold thereunder, to the damage of the 
opposer. 

The appellant filed answer to said notice of opposition, denying 
confusion and priority of use, and pleading publici juris as to said 
“White Star” mark, making reference to many prior registrations 
of a white star by others selling petroleum products. 

The Examiner sustained the opposition, which decision was 
affirmed by the Commissioner. 

It will be unnecessary to again state what we have said in 
Derby Oil Company v. White Star Refining Company, supra. In 


our opinion there are no facts in this case which will justify any 
different conclusion than that arrived at in the case cited. The 
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mark here is somewhat different, in that it bears the word ‘‘Aero- 
plane.” This, however, in our opinion, is not enough to change 
the distinguishing characteristic of the mark which, to our mind, 
is the representation of a white star, or the use of the words “White 
Star.” Therefore, the same reasoning is held to be applicable here 
as in the companion case. 

For this reason the decision of the Commissioner of Patents is 
affirmed. 


Tue American Tosacco Company v. ABRAHAM WIx 
United States Court of Customs and Patent Appeals 
Opposition No. 9,700 
January 23, 1933 






Trape-N AMES—REGISTRATION—SURNA MES—*WIx.” 
The surname “Wix,” shown in heavy lettering, held to be merely 
the name of an individual, not distinctively presented, and hence 
unregistrable. 
Trape-M arKs—REGISTRATION—SURNAMES—MEANING OF STATUTE. 

As opposed to appellee’s contention that the proviso in Sec. 5 of 
the Trade-Mark Act of 1905, which prohibits from registration a mark 
consisting “merely in the name of an individual, etc.,” means the full 
name of such individual, held that it was the intent of Congress to 
bring surnames also under the prohibition of the Act. 


On appeal from a decision of the Commissioner of Patents in 
an opposition proceeding. Affirmed. For the Commissioner’s de- 
cision, see 21 T.-M. Rep. 541. 


Edward S. Rogers, of Chicago, Ill., and Thomas L. Mead, of 
Washington, D. C., for appellant. 

James T. Newton and Chauncey P. Carter, both of Washington, 
D. C., for appellee. 
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Lenroot, J.: This is an appeal in a trade-mark opposition 
proceeding in which the Commissioner of Patents sustained the 
opposition of appellee and rejected appellant’s application for 
the registration, under the Trade-Mark Act of February 20, 1905, 
of the notation “Wix” as a trade-mark for cigarettes, thus over- 
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ruling the decision of the Examiner of Interferences which dis- 
missed the opposition and granted appellant’s application for the 
registration of said mark. 

The mark “Wix” applied for by appellant is in the following 


form: 
@ 


The Commissioner refused registration of the mark upon the 
ground that it is a surname not “written, printed, impressed or 
woven in some particular or distinctive manner.” 

The parts of said Section 5 pertinent to the issue here involved 
read as follows: 


Sec. 5. That no mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark unless 


such mark— 
* a + 


. Provided, That no mark which consists merely in the name of an 
individual, firm, corporation, or association not written, printed, impressed, 
or woven in some particular or distinctive manner, or in association with 
a portrait of the individual, or merely in words or devices which are 
descriptive of the goods with which they are used, or of the character or 
quality of such goods, or merely a geographical name or term, shall be 
registered under the terms of this Act: 

It appears from the record that appellee is a tobacco manu- 
facturer in England and has been engaged in that business for 
twenty years; that from 1910 to 1922 he was a member of the 
firm of J. Wix & Sons, engaged in the tobacco business; that the 
said J. Wix was the father of appellee; that from 1922 to 1927 
appellee was managing director of a corporation, J. Wix & Sons, 
Ltd., the successor of the firm of J. Wix & Sons, and from 1927 
to 1928 he was a stockholder and ordinary director of said cor- 
poration; that in 1927 appellant acquired 80 percent of the stock 
of said corporation, J. Wix & Sons, Ltd., appellee and his brother 
holding the other 20 percent; that in November, 1928, appellant 
acquired the said remaining 20 percent of the shares of stock, 
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. when appellee severed his connection with the said Wix corpora- 
Ba tion; that since that time appellee has been identified with com- 
x panies engaged in the manufacture of tobacco products, including 
cigarettes. Some of these cigarettes have been sold in the United 
States, and tobacco for the use of companies with which appellee 
is identified has been purchased in North Carolina and shipped to 
England, where these companies are located. 

It does not appear that the name “Wix,’ or Abraham Wix, 
the name of appellee, has been employed as a trade-name by any 
of the companies with which appellee has been identified since 
he severed his connection with J. Wix & Sons, Ltd. 

The Commissioner in his decision said: 


















The record fails to show the notation “Wix” has any other significance 
than that of a surname. It is obviously not written, printed, impressed, or 
woven in some particular or distinctive manner, as required by the trade- 
mark statute. ... 












We are in accord with the foregoing statement. In the case 
of In re Nisley Shoe Co., 19 C. C. P. A. (Patents) 1211, 58 F. 
(2d) 426 [22 T.-M. Rep. 265], we held that the mark there in- 
volved was not written, printed, impressed or woven in some par- 
ticular or distinctive manner. The form of the mark here in issue 
is no more distinctive than was the form of the mark in the case 
last above cited. 


Appellant’s chief contention is stated in the brief of its counsel 
as follows: 


(1) The word Wiz is registrable. The statute does not forbid the 
registration of surnames but only marks which “consist merely in the name 
of an individual .... not written in some particular or distinctive manner” 
(Act Sec. 5.) The word Wix is not merely the name of any individual 
and, as applied for, is written in “some” peculiar or distinctive manner. 
The words “merely” and “some” must be given a meaning. Merely means 
only, and some is a synonym for any. The word Wix as applied for, mani- 
festly is not “only the name of an individual” because the record does not 
show that there is any individual whose name is only Wix, and certainly 
it cannot be said that the manner of writing it shown in the drawing has 
not any peculiarity. The mark applied for is therefore registrable. 
(Italics quoted.) 

































































With respect to this contention, we would first observe that it 
is well established that a mark consisting of an ordinary surname 








is not the subject of exclusive appropriation as a common law 
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trade-mark. Thaddeus Davids Co. v. Davids, 233 U. S. 461 
[4 T.-M. Rep. 175]; Brown Chemical Co. v. Meyer, 139 U. S. 540; 
Howe Scale Co. v. Wyckoff, Seamans § Benedict, 198 U. S. 118. 

In the case of In re Plymouth Motor Corporation, 18 C. C. 
P. A. (Patents) 838, 46 F. (2d) 211 [21 T.-M. Rep. 157], this 
court, speaking through Judge Garrett, said: 


It is elemental legal doctrine that the Federal trade-mark registration 
act subtracts nothing from and makes no addition to the common law 
rights relating to trade-mark ownership and use, except as it furnishes an 
official forum where owners of marks may have them registered and made 
public, the machinery for such registration being provided. The act also 
contains provisions which affect the remedies of an owner in enforcing 
his or its rights, but in so far as actual ownership of or rights in a mark 
are concerned, these are determined wholly by common law principles. 

In order to register, the claimant must be the “owner” of the mark 
offered. The weight of authority is to the effect that the statute makes no 
effort to set up a right of ownership, or use, which the common law does 
not or may not recognize. 

To a like effect is the case of In re Bonide Chemical Co., 
18 C. C. P. A. (Patents) 909, 46 F. (2d) 703 [21 T.-M. Rep. 122], 
and cases therein cited upon this point. 

Appellant contends that the prohibition in the proviso of said 
Section 5 hereinbefore quoted is not applicable to the mark here 
in question because, it is contended, the name “Wix” is not the 
name of an individual, firm, corporation or association, but is a 
surname only, and that surnames are not within the prohibition 
of the proviso. 

Even were this contention well founded, in order to entitle 
appellant to register the mark, it must be the owner of the mark 
under the first provision of said Section 5, hereinbefore quoted, 
and under the cases hereinbefore cited it appears that a surname 
cannot be the subject of exclusive ownership as a trade-mark. 
However, it is not necessary to place our decision upon this ground 
for we are of the opinion that registration of appellant’s mark 
here involved is prohibited by the proviso of said Section 5, herein- 
before quoted. 


The name ‘“‘Wix’’ is the surname of the founders of appellant’s 
English company, engaged in the tobacco business. Appellee is 
one of those founders, bearing the same surname. Appellant’s 
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counsel has presented a very interesting history of the origin of 
surnames, and contends that “the word ‘surname’ is not the same, 
as the phrase ‘name of an individual,’ either in language or his- 
torical fact. The name of an individual is his baptismal name plus 
his surname, and in using the phrase ‘name of an individual’ in 
the Trade-Mark Act it is presumed that Congress meant what it 
said and used words precisely.” 

In other words, as we understand him, appellant’s counsel con- 
tends that by the proviso hereinbefore quoted, either the baptismal 
name or the surname of an individual may be registered as a trade- 
mark, and it is only the combination of the two names that is 
prohibited. 

In this contention we cannot concur. While not questioning 
the origin of surnames as set forth by counsel for appellant, we 
think that in modern times the significant portion of the name 
of an individual is the surname, and that baptismal names serve 
only as a means of distinguishing between persons bearing the 
same surname, thus reversing the original significance of surnames 
as set forth by counsel. It would appear that, centuries ago, the 
surname was adopted for the purpose of distinguishing persons 
bearing the same baptismal name. 

Long before the enactment of the Trade-Mark Act of Feb- 
ruary 20, 1905, there had been much litigation over trade-names, 
and very often such names constituted merely the surname of an 
individual. As illustrations of this statement see Brown Chemical 
Co. v. Meyer, supra; Howe Scale Co. v. Wyckoff, Seamans & 
Benedict, supra, and cases cited therein. 

In the case of Howe Scale Co. v. Wyckoff, Seaman & Benedict, 
supra, the surname “Remington” was involved. In its opinion the 
court said: 


But it is well settled that a personal name cannot be exclusively ap- 
propriated by any one as against others having a right to use it; and as the 
name “Remington” is an ordinary family surname, it was manifestly 
incapable of exclusive appropriation as a valid trade-mark, and its regis- 
tration as such could not in itself give it validity. (Italics ours.) 


Prior to the enactment of said Trade-Mark Act of February 20, 
1905, the Commissioner of Patents had held that the surname 
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“Engelhard” was not registrable to an applicant because it was 
the surname of the applicant. Ex parte Engelhard, 109 O. G. 
1886, C. D. 1904, 122. This registration was sought under the act 
providing for the registration of trade-marks, approved March 3, 
1881, which act provided that “no alleged trade-mark shall be 
registered . . . . which is merely the name of the applicant.” 

It is, therefore, our opinion that Congress intended, in the 
enactment of said proviso of said Trade-Mark Act of February 20, 
1905, to include within its prohibition mere surnames. 

Furthermore, the decisions construing said Trade-Mark Act of 
February 20, 1905, have been uniform to the effect that a surname 
is within the prohibition of the proviso of said Section 5 herein- 
before quoted. Thaddeus Davids Co. v. Davids, supra; In re The 
Nisley Shoe Co., supra; Oliver Chilled Plow Works v. The Wm. J. 
Oliver Manufacturing Company, 40 App. D. C. 125; Tinker v. 
Patterson Dental Supply Co., 53 App. D. C. 37; Howard Co. v. 
Baldwin Co., 48 App. D. C. 437. 

In view of all the foregoing, we hold that a surname is included 
within the prohibition of the proviso of said Section 5 hereinbefore 
quoted unless “written, printed, impressed or woven in some par- 
ticular or distinctive manner,’ and that the registration here ap- 
plied for is prohibited by said proviso. 

While we might have rested our conclusion as to this point 
upon our decision in the case of In re The Nisley Shoe Co., supra, 
in which we held that a surname was not registrable, we have con- 
sidered the question anew for the reason that appellant’s counsel 
has raised for the first time, so far as we are able to learn, the 
question of whether a surname, without including the baptismal 
name, is within the prohibition of said proviso. 

The next contention of appellant is that appellee will not be 
damaged by the registration of the mark applied for by appellant, 
and that there is nothing in the record from which any damage to 
him can be inferred. 


We find it unnecessary to pass upon this question for we have 
repeatedly held that in a trade-mark opposition proceeding the 
Patent Office tribunals may dispose of any question relating to the 
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proposed registration that might properly arise in an ex parte case. 
California Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 
(Patents) 1198, 40 F. (2d) 1003 [20 T.-M. Rep. 266]; California 
Canneries Co. v. Lush’us Products Co., 18 C. C. P. A. (Patents) 
1480, 49 F. (2d) 1044 [21 T.-M. Rep. 520], and cases therein 
cited. 

Therefore, appellant’s application must, for the reasons herein 
stated, be denied, irrespective of whether the opposition of appel- 
lee should have been sustained or dismissed. The only object 
of the opposition was to defeat registration of appellant’s mark, 
and inasmuch as we hold that the Commissioner did not err in 
rejecting appellant’s application, it is immaterial, so far as this 
appeal is concerned, whether he committed error in sustaining the 
opposition of appellee. If he did so err, it would not be ground 
for reversal of his decision rejecting appellant’s application. 

We do not wish to be understood in this opinion as holding that 
under no circumstances is a surname registrable. Many names have 
a significance other than as names, and are not regarded by the 
public as merely names. It is unnecessary for us here to deter- 
mine whether in such cases a name is subject to the proviso herein- 
before quoted; upon the record before us, the name “Wix” has 
no other significance than as the name of an individual connected 
with the tobacco business. 


The decision of the Commissioner of Patents adjudging that 
appellant is not entitled to the registration for which it has applied 
is affirmed. 


Avotr J. Mainzer, Inc. v. GRUBERTH 
(260 N. Y. S. 695) 


New York Supreme Court 
December, 1933 


Trave-Marks—Unrairr Competirion—“ApricoatTine”’—“Apricort CoatTinG.” 
After plaintiff’s predecessor in 1921 adopted the word “Apricoating” 

as a trade-mark for a pastry covering, which mark plaintiff had duly 
registered in the United States Patent Office, the adoption and use by 
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the defendant of the word words “Apricot Coating” as a trade-mark for 

similar goods, held unfair competition and was enjoined. 

In equity. Action for unfair competition. Appeal from a deci- 
sion of the Appellate Court in an action to enjoin the use of a 
trade-mark. Decision reversed and injunction granted. 


Maz D. Ordmann, of New York City, for appellant. 
Israel Uhrman (Hyman H. Hammer, of counsel), both of New 
York City, for respondent. 


Martin, J.: In this action the plaintiff seeks to recover dam- 
ages, and asks for an accounting and an order restraining the 
defendants, their employees, agents, and others both temporarily 
and permanently, from unfairly competing with plaintiff and 
infringing each of two trade-marks registered in the United States 
Patent Office; namely, the trade-mark “‘Apricoating,” registration 
No. 152,869, and the picture of a baker or chef, registration 
No. 207,897. 

Adolf J. Mainzer, Inc., and its predecessor have been engaged 
in the manufacture and sale of bakers’ specialties for many years. 
In 1921 the plaintiff's predecessor originated a product for use 
by bakers as a covering over fruit tarts in order to keep the fruit 
in position. Prior to that time this sort of product was commer- 
cially unknown. ‘The plaintiff's predecessor originated the trade- 
mark “Apricoating’” therefor. The picture of a cook or baker 
on a yellow label with red marginal borders on both sides was 
adopted as an additional trade-mark. 

The plaintiff's product is packed in two ways; one in conical 
tubs, each containing thirty pounds, and the other in tin cans 
each containing eight pounds, which cans are then packed in wooden 
boxes, six cans to each box. Paper labels cover each can and both 
the tubs and the wooden boxes also are labeled. Above the center 
of each label is prominently displayed the trade-mark “Apricoat- 
ing’ in red letters, and the words “Apricot Glace” and “Fruit 
Icing.” At the left side is printed the picture of a cook or baker 
and directions for using the product. At the right side of the 
label are prominently displayed the words, “Always insist on the 
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Original Mainzer’s Apricoating—The one with the yellow tabel— 
Because it is the best—Beware of cheap imitations.” 

The trial court held the trade-marks valid in law, and found 
the defendant guilty of unfair competition by his close imitation 
of appellant’s mode of packing and of the labels, and of infringe- 
ment of appellant’s trade-mark representing a cook or baker. The 
court, however, refused to hold that the defendant infringed plain- 
tiff’s other registered trade-mark “‘Apricoating” by the use of the 
words “Apricot Coating,’ which defendant adopted for the same 
type of merchandise produced by the plaintiff for many years. 

The plaintiff-appellant says that it and its predecessor in busi- 
ness have spent large sums of money in advertising their product; 
that they have always exercised great skill and care in making their 
product; that they have always used ingredients of the best quality, 
as a result of which “Apricoating” has been enjoying a reputation 
of the highest character among the trade. 

The defendant, Coleman Gruberth, who was a baker from 1921 
to 1925, used the plaintiff's product, and was familiar with the 
manner in which it was packed. In 1929 he began the manufacture 
and sale of a similar product which plaintiff claims is of a very 
inferior quality. In order to deceive the public, and in willful dis- 
regard of plaintiff's exclusive rights under its trade-marks, the 
defendant imitated the packing and labeling by using packages 
of the same shape and size; adopted the same two modes of pack- 
ing with yellow labels and red marginal lines, and used the words 
“Apricot Coating,” below which, in red letters and in a prominent 
position, were the words “Fruit Icing” and “Apricot Glace.” 

In addition to the use of these words, there appears the picture 
of a cook or baker, and directions for the use of the product, which 
directions are similar to those on appellant’s labels. At the right 
of the labels, in prominent display, appear the words, “Always 
insist on Just Right Genuine Apricot Coating the one with the 
improved flavor and better taste,” and just below are the words 
“Beware of Imitations.” 

The record shows that these words, “Apricoating” and “Apricot 
Coating,” had never been used by bakers or consumers before, and 
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that there is now confusion among the trade as to the origin of the 
product by reason of the deceptive similarity of the names. 

Upon this appeal the plaintiff contends that it was error for the 
Special Term to refuse to hold that there was an infringement of 
the plaintiff’s trade-mark “Apricoating,” and in not restraining 
the defendant from using the words “Apricot Coating.” The 
defendant contends that no person or corporation may appropriate 
a word or a group of words which properly describe an article, its 
qualities, ingredients, or characteristics, because such words are 
public property. 

The words “Apricoating’ and “Apricot Coating’ are not de- 
scriptive merely, but have also acquired a secondary meaning, in 
that they suggest the origin of the goods. “Coating” is defined 
in the Century Dictionary (Vol. II, p. 1071) as a covering, or any 
substance spread over a surface for protection or ornamentation, as 
a coating of plaster or tin foil. 

The plaintiff says that the word “Coating” was never used in 
the trade prior to its origination by it; that such coverings had been 
known as “frosting,” “glacing,” “topping,” “shine,” or “glace”; 
that the words “Fruit Icing” and “Apricot Glace” appear on plain- 
tiff’s labels as words of description, and that similar words appear 
on the defendant’s product. 

In Le Blume Import Co., Inc. v. Coty, et al., (C. C. A.) 293 
F. 344, 351 [13 T.-M. Rep. 233], the court said: 


The cases show that the courts under certain circumstances protect the 
use of words as trade-marks, even though they suggest the ingredients, 
qualities or characteristics of the goods. The distinction is between words 
which are “descriptive” and those which are merely “suggestive.” Neither 
is it necessary that words to be available as trade-marks should carry no 
suggestion of any meaning. The line of demarcation may not be easy to 
draw but it exists. See Nims on Unfair Competition and Trade-Marks, 
(2d Ed.) §§ 200-202. 


Nims, in his works on Unfair Competition and Trade-Marks 
(3rd Ed.), page 110, says: 


The questions involved in these cases are: First, as to whether or not 
the name used by the plaintiff is used by him and understood by the public 
to be used by him, in its general or common meaning, or in a trade 
sense, as identifying him or his goods; second, when the public does give 
to the name when used by the plaintiff, a trade meaning, whether the 
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defendant has so used it as to prevail on purchasers to buy defendant’s 
goods, believing that they are getting the goods made by the plaintiff. 
Of course, if the defendant used direct misrepresentation the plaintiff’s 
remedy is plain.” 


In Selchow, et al. v. Baker, et al., 93 N. Y. 59, 65, 45 Am. Rep. 
169, plaintiff-appellant was for many years manufacturing and 
selling games and puzzles under the name “Sliced Animals.” 
About eight years later the defendant began to sell similar articles 
under the same name. In its opinion the court said: 


. . The name had been invented by the plaintiffs and had never 
before been applied to the toy, although toys of a similar character had 
been in use. The plaintiffs were the only persons using it, and it had 
become the distinguishing mark by which their manufactures had become 
known and were dealt in in the market. It is difficult to conceive what 
motive the defendants could have had in adopting it, other than to appro- 
priate to themselves the benefit of the popularity which the plaintiffs had 
obtained for their products, by advertising and other means, and to divert 
their trade to themselves. We think the word adopted by the plaintiffs 
constitutes a valid trade-mark. 

It cannot be true as a general proposition, as contended on the part 
of the defendants, that when a manufacturer has given to his products 
a new name, invented by himself for the purpose of distinguishing them as 
his, and the article becomes generally known to the trade and to the 
public by that name, the name becomes public property and every one 
has a right to use it. That proposition can be sustained only in respect 
to names which are descriptive of the article and incapable of being appro- 
priated as trade-marks. The value of a trade-mark consists in its becom- 
ing known to the trade as the mark of the manufacturer who has invented 
or adopted it, and it being known to the public as the name of an article 
which has met with popular favor. It cannot be that the very circum- 
stances which give it value, operate . . . . to destroy it. 


By appropriating the words used by the plaintiff or by the 
use of similar words, the defendant deliberately attempted to 
take away a competitor’s business without any justification there- 
for. Such unfair use of the same or similar words by a competitor 
will be restrained by injunction. 


In Levy v. Walker, Law Reports, 10 Ch. Div. 436, at page 447, 
the court said: 





I am of the same opinion. It should never be forgotten in these cases 
that the sole right to restrain anybody from using any name that he likes 
in the course of any business he chooses to carry on is a right in the 
nature of a trade-mark, that is to say, a man has a right to say, “You 
must not use a name, whether fictitious or real—you must not use a 
description, whether true or not, which is intended to represent, or cal- 
culated to represent, to the world that your business is my business, and 
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so, by a fraudulent misstatement, deprive me of the profits . . . . which 
would otherwise come to me.” 

In American Tobacco Co. v. Polacsek, (C. C.) 170 F. 117, 121, 
the rule is stated as follows: 


The logic of the situation may be briefly stated. Either the defendant 
is endeavoring to profit by the reputation of McAlpin’s tobacco or he is 
not. If it be true that he is making this attempt he should be stopped 
in limine, if, on the other hand, he is only selling his goods on their merits 
he does not need the same trade-mark as the complainant. 

Cases of unfair competition present varying degrees of wrong- 
doing. There is a distinction between those where one accidently 
uses a label or design owned by another, or where there has been 
an honest mistake, and those where there has been a deliberate 
attempt to appropriate a trade-mark, label, or design, or the busi- 
ness of a competitor. 

In the interest of common honesty and fair dealing, the courts 
naturally frown upon such practices. The bold attempt to take 
away the business of another by adopting the trade-marks, even to 
the extent of adopting the color, size, and form of packages in 
which the goods are sold, indicates to what extreme some of our 
modern business men will resort. When unfair competition is so 
designedly accomplished, all opportunity to continue it in any form 
should be prevented by an injunction sufficiently broad to insure 
such a result. 

The words here used by the defendant were adopted to mislead 
the public and to deceive purchasers so that they believed they 
were dealing with the plaintiff or buying the plaintiff’s product. 
To give the plaintiff the relief to which it is entitled, and to pre- 
vent fraud, the injunction should restrain the use of the words 
“Apricot Coating,’ or any similar words. If the defendant had 
accidently used a word similar to that used by plaintiff, the defend- 
ant might be entitled to some consideration. 

The Special Term found that the plaintiff suffered considerable 
injury at the hands of the defendant because of his fraudulent 
imitation of plaintiff's packing and labeling and the imitation of 
the plaintiff's valid trade-marks. A mere restraint of the defendant 
from imitating the packing and labeling will not suffice to prevent 
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further injury, since the continued use by defendant of the words 
“Apricot Coating” will destroy or render useless the plaintiff's 
trade-mark, “Apricoating.” The judgment so far as appealed 
from should be modified to the extent indicated, and, as modified, 
affirmed, with costs to the appellant. 

Judgment modified to the extent indicated in opinion, and, as so 
modified, affirmed, with costs to the appellant. Settle order on 
notice, reversing findings inconsistent with this determination, and 
containing such new findings of fact proved upon the trial as are 
necessary to sustain the judgment hereby awarded. 


Fincn, P.J., and MErRELL, J., concur. 


SHERMAN and Town -ey, JJ., dissenting and voting for affirm- 
ance. 


SHERMAN, J. (dissenting): I dissent and vote for affirmance. 
The record before this court is made up of extracts from the evi- 
dence taken at trial; it being stipulated that it contains “all the 
matter material to the exceptions herein sought to be reviewed.” In 
its notice of appeal, plaintiff states that the appeal is from the deci- 
sion and judgment only insofar as they “do not include” one of 
plaintiff's proposed conclusions of law. 

Assuming that this record presents the question, I fail to find 
any reason to disturb or alter the decree of injunction as entered 
below. Appellant has all the relief to which it is entitled. That 
judgment grants fully the prayer for relief as stated in the com- 
plaint. In some respects it goes beyond it. Defendant is per- 
manently restrained from directly or indirectly using or causing 
to be used on his merchandise or in connection therewith, any mark, 
symbol, or word in imitation of either of plaintiff’s registered trade- 
marks, and from putting up and selling or offering for sale any 
merchandise packed and labeled in any imitation of the packing 
and labeling of plaintiff's merchandise, and from using thereon 
labels or marks in imitation of plaintiff's labels and trade-marks, 
and from in any way unfairly competing with plaintiff or in any 
other way selling or offering for sale any merchandise packed and 
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labeled and/or marked so as to be likely to be confused with 
plaintiff's ““Apricoating” product. 

The complaint is merely one for injunctive relief against unfair 
competition; no more all-embracing injunction decree can be drawn 
in such an action than that which was awarded below to plaintiff. 

This is not a suit (such as is maintained in the Federal courts) 
to restrain an infringement of a registered trade-mark. Plaintiff 
may in a proper action try out, if it wishes, its claim that no one 
other than itself may describe the product, sold by these parties 
to bakers to make an apricot icing upon cakes, as “apricot coating,” 
because its trade-mark dubs its product, ‘“Apricoating.” ‘Coating’ 
is an appropriate descriptive word used to describe such icing, 
and, when the ingredient is apricot, the term may, I think, properly 
be employed in the trade in fair competition to designate that 
product. Plaintiff’s president admitted that many manufacturers 
throughout the United States “sell their own apricot coating.” 
It is clearly an apt and suitable name for the product (Photoplay 
Publishing Co. v. La Verne Pub. Co., [C. C. A.] 269 F. 730), and 
any one may use it. I cannot agree that these descriptive words 
must be banished from use in trade because plaintiff has combined 
them into, and coined, the shorter word “Apricoating,” which he 
claims to have made his trade-mark. 

The judgment appealed from should be affirmed. 


Town ey, J., concurs. 


Tirrany & Co. v. Trrrany Propvuctions, INc. 
(260 N. Y. S. 821) 


New York Supreme Court, Appellate Division, First Department 
December 9, 1932 


Trape-Marks—Uwnram Competition—“TirrFany”’—Wroncrut Use or Sur- 
NAME. 

Defendant, by using the word “Tiffany” on its moving picture 
productions after plaintiff had used the name for years on jewelry 
and jeweler’s goods, held unfair competition, and the judgment of the 
lower court granting injunction was affirmed. 
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In equity. On appeal from the decision of the Supreme Court, 
New York County, granting injunction and dismissing defendant's 
defense of laches. Modified. For decision of the lower court, see 
23 T.-M. Rep. 1. 














Charles H. Kelby (H. William Fitelson, on the brief), both 
of New York City, for appellant. 

Gould & Wilkie (R. L. von Bernuth, of counsel, M. S. Lockhart, 
J. M. Rose, and H. J. Sillecocks, on the brief), all of New 

York City, for respondent. 





Per CurtamM. Judgment affirmed, with costs. No opinion. 
Order filed. 





























SuerMan, J. (dissenting): Plaintiff, a corporation, has for a 
great many years conducted a jewelry business in this city, and 
defendant for nearly twelve years has been engaged in the produc- 
tion and exhibition of moving pictures throughout the United 
States. 

This action was commenced in June, 1930, to secure a per- 
manent injunction restraining defendant from making use of the 
word “Tiffany” in its name or advertising, and plaintiff has judg- 
ment for that relief. 

There is no possibility, or, at any rate, no reasonable prob- 
ability, of any present or prospective business competition between 
them. No one could be misled into believing that, when entering 
a theater to view one of defendant’s pictures, he was dealing with 
plaintiff, nor could any intending purchaser of plaintiff’s mer- 
chandise expect to find it on display or sale at defendant’s office, 
or in the theaters where its productions are exhibited. 

The sweeping judgment below is sought to be sustained upon 
the reasoning applied in John Forsythe Co., Inc. v. Forsythe Shoe 
Corporation, 234 App. Div. 355, 254 N. Y. S. 584, modified 259 
N. Y. 248, 181 N. E. 467 [22 T.-M. Rep. 327], and Long’s Hat 
Stores Corporation v. Long’s Clothes, Inc., 224 App. Div. 497, 
231 N. Y. S. 107 [18 T.-M. Rep. 562], and kindred cases. In each 
of those cases there were competitive features, and the field of 
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plaintiff's enterprise was narrowed by an appropriation of plaintiff's 
name and its application to definite articles of trade. Moreover, 
the plaintiffs there either formed an intent to engage in the line 
of business which defendant had commenced or had at one time 
actually been so engaged and contemplated re-entering the business. 

There are other enterprises in this city in which business is 
transacted under a title containing the word “Tiffany.” There 
is a street in this city of like name. In my opinion, its use does 
not denote that plaintiff is interested in every business with which 
that word may be associated. Let us suppose the incorporation, 
for instance, of the Tiffany Butcher Shop to deal in meats. Would 
anyone be justified in concluding therefrom that plaintiff was 
interested in that business? 

The fact that some of the pictures produced by defendant may 
be repugnant to plaintiff’s taste, and that it holds the view that 
defendant has brought the word “Tiffany” into a line of business 
with which it does not choose to be associated, cannot warrant the 
judgment of injunction. There must be actual pecuniary damage 
present or threatened before an injunction will issue. That extra- 
ordinary remedy may not be resorted to in aid of mere sentiment; 
not even to protect a married woman against the usurpation of her 
name by another woman living illicitly with her husband and 
masquerading as his wife. Baumann v. Baumann, 250 N. Y. 382, 
165 N. E. 819. It does not undertake to relieve against mere 
annoyance caused by those who may be inconsiderate of the feelings 
and business interests of others. Marlin Firearms Co. v. Shields, 
171 N. Y. 384, 64 N. E. 163, 59 L. R. A. 310. 

These views would lead to a dismissal of the complaint. How- 
ever, the exhibits in this case show that defendant over a period 
of years prior to the institution of this action had advertised in such 
a way as might suggest to an uninformed public that its moving 
pictures might have had some connection with the jewelry business 
of plaintiff. It used a diamond displayed prominently in connec- 
tion with its name, and referred to some of its pictures as “gems,” 
and used type in its periodical advertising which may be said to 
simulate plaintiff's. In spite of the proof that they had ceased 
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such practices long before the trial of this action, plaintiff should 
have protection against the recurrence of such acts. 

In accordance with the spirit of the injunction granted in Tecla 
Corporation v. Salon Tecla, Lid., 249 N. Y. 157, 163 N. E. 134 
[18 T.-M. Rep. 561], the judgment appealed from should be 
modified to provide that the defendant be restrained from em- 
ploying, in its advertising, words, phrases, or trade-marks cal- 
culated to emphasize the similarity of names of the plaintiff and 
defendant companies so forcibly as to suggest to the public an 
identity of origin or management. This course was followed in 
an Tecla Corporation v. Salon Tecla, supra, where the judgment was 
cae finally modified to permit each party to use the word “Tecla” 
4 : under conditions which would avoid confusion. An examination 
m of the record in that case reveals that the relief ultimately granted 
was not expressly demanded, for plaintiff there insisted that de- 
fendant might not use the word “Tecla” in any connection, just as 
plaintiff has done here with respect to the word “Tiffany.” 

The judgment appealed from accordingly should be modified 
as indicated above, and, as so modified, affirmed. 


TowNn.ey, J., concurs. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 





Kinnan, F. A. C.: Held that applicant was not entitled to cer- 
tain registrations which it obtained and was not entitled to certain 
registrations which it sought. 

The mark of the respondent contains the words ‘Reminder 
Advertising.” The mark of the opposer contains the words ‘“Re- 
membrance Advertising” and “Remembrance.” The respondent 
obtained registration for certain goods used as advertisements. 
It appears that the petitioner had registered its mark for a large 
number of such goods including, among others, portfolios, metal 
signs, caps for men, women, or children, art-calendars, and printed 
etchings. 
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The ground of the decision is that the two words, “Reminder” 
and “Remembrance,” are confusingly similar and the goods are 
of the same descriptive properties. 

In one of the decisions the First Assistant Commissioner, after 
stating that these so-called “Gift Articles” are sold to distributing 
customers, said: 


These articles bear the advertising of these respective distributing 
customers, and are largely of such small intrinsic value that they are 
generally given away by these distributors to their customers or other 
users or consumers for the purpose of attracting trade to the distributors. 
The parties to the instant proceeding attach their respective marks to these 
articles prior to their sale to these distributing customers who have adver- 
tising of their respective businesses placed upon the articles. It is clear 
therefore that the parties in the case at bar are engaged in much the 
same kind of business and utilize as advertising mediums or conveyers 
of advertising a very large variety of “gift articles,” most of which are of 
rather small individual value. 


With reference to tire covers, the goods involved in one of the 
proceedings, he said: 


It is deemed proper to hold that the goods of both parties, so far as the 
case at bar is concerned, belong to the same general class of “gift articles” 
which may be and are used as advertising mediums. There seems to be 
some merit in the contention of the opposer that caps and aprons carrying 
its mark and other advertising matter upon them are frequently used about 
garages and automobile supply stations and sales offices, and that tire 
covers sold by applicant, as is well known, likewise carry somewhat similar 
advertising matter and therefore there is some probability of confusion. 


With reference to the mark, he said: 


While the petitioner in its registrations has disclaimed the word “Adver- 
tising” apart from the mark as shown, yet this seems immaterial here. 
The two marks include respectively the predominating and confusingly 
similar terms “Reminder” and “Remembrance,” used in substantially the 
same way upon the various articles which serve to convey advertising; and 
confusion in trade would seem to be inevitable. It is apparent the 
respondent has approached too nearly the petitioner’s mark and used it 
upon goods belonging to the same class. 


With reference to the argument that by its acquiescence the 
opposer and petitioner for cancellation was estopped to object to 
respondent’s registration, he said: 


In the case of Skookum Packers Asso. v. Pacific Northwest Canning 
Co., 408 O. G. 515, 18 C. C. P. A. (Patents) 792 [21 T.-M. Rep. 50], 
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cited by the Examiner, the court in reversing the decision of the Commis- 
tioner, clearly held contrary to the applicant’s contention upon this point. 





Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for grape juice and beverages made there- 
from, a mark consisting of the representation of an eagle with 
spread wings and carrying large bunches of grapes in its talons, 
associated with the words “Flying Eagle Brand,” in view of the 
prior adoption and use by opposer of a mark consisting of the 
representation of an eagle with spread wings carrying in its talons 
a branch of a grape vine from which hang several large bunches of 
grapes, as a trade-mark for fresh grapes. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 

In his decision, after noting the applicant’s argument that the 
goods are not of the same descriptive properties and that there are 
differences in the marks which are sufficient to avoid confusion, the 
First Assistant Commissioner said: 


Soa 


It must be deemed clear enough the goods involved belong to the same 
class and possess the same descriptive properties as these terms have been 
construed in the adjudicated cases. 





a } With respect to the marks, he said: 


4 As to the marks, the dominant features of each, as the Examiner of 
Interferences noted, comprise the eagle with outstretched wings with the 
rey bunches of grapes supported by its talons. When the marks are placed 
Ree side by side differences may be observed, but it is thought their similarities 
‘eet would more readily be noted and remembered than these differences in 
detail. Purchasers seldom see both marks at the same time and would 
be quite likely to remember merely that the mark of the opposer included 
the representation of an eagle in the act of flying and carrying grapes, and 
on seeing the mark of the applicant they would probably think the latter’s 
goods had its origin with the opposer.’ 














Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter as a trade-mark for a general tonic, shown by the labels as 
intended for the relief of a considerable number of blood, digestive 

*Brown & Bigelow v. The Dairy Publishing Corp., Opp. Nos. 10,497, 


10,997, 10,868 and 11,870, 156 M. D. 981, 983, 986, 987 and 989, December 
27, 1932. 


*John Aquino, Inc. v. Fruit Industries, Ltd. Opp. No. 11,875, 159 
M. D. 5, January 12, 1933. 
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tract, etc., ailments, a mark, the predominating feature of which is 
the letters “S. M. S.” the “M” being larger than the other two 
letters, in view of the prior adoption and use by opposer of a 
mark consisting of the letter “S,” generally in the form “SSS” as 
a trade-mark for a remedy for blood diseases, and the registration 
of that mark in the forms respectively of “S,” “SSS” and a com- 
posite mark including the latter letters. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 

With reference to the goods, the First Assistant Commissioner 
said: 


That the goods clearly overlap in character, purpose, and function 
and, therefore, belong to the same class and possess the same descriptive 
properties is plain enough, and applicant does not contend to the con- 
trary. There remains in consequence to be considered merely the simi- 
larity of the respective marks. 


With reference to the applicant’s argument that the opposer 
does not come into court with clean hands, he said: 


Even if this tribunal assumed jurisdiction of a matter of this character 
it is not an issue as to which sufficient evidence has been taken to support 
a decision upon it. The opposer prior to the date applicant adopted 
its marks involved in the instant proceeding was using the registered 
marks upon a medicine, and the issue presented, as above noted, is whether 
the applicant has approached too nearly the opposer’s marks. 


With reference to the marks, he said: 


The applicant urges that many marks consisting of one or more 
letters variously combined have been previously registered and presumably 
draws the inference that its mark distinguishes from that used by the 
opposer as much as the latter’s mark distinguishes from those previously 
registered or these distinguish from each other and in consequence con- 
fusion would be improbable. It is not deemed this view helps the appli- 
cant or need be considered here. It is believed the adoption by the 
applicant of a mark having so predominating a feature which resembles 
that used by the opposer and using it in commerce upon substantially the 
same kind of goods would result in confusion in trade.* 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the notation “Aeromop” as a trade- 


*S. S. S. Co. v. Helen Shy-Man-Ski & Sons, Opp. No. 11,496, 159 
M. D. 7, January 14, 1933. 
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mark for mops, in view of the prior registration to another of the 
term “Aeroplane” as a trade-mark for the same goods. (Registra- 
tion No. 154,141.) 


In his decision, after noting applicant’s argument that there is 
some difference between the two marks and the meaning of the 
phrase “Aero” and the entire word “Aeroplane,” the First Assistant 
Commissioner said: 


Both marks are used upon mops and the public seeing the registered 
mark in connection with the name of the goods would be quite likely on 
seeing applicant’s mark to think the goods of both parties had the same 
origin. In one case the purchasing public would see the notation “Aero- 
plane Mops” while in the other the applicant’s notation “Aeromops.” In 
effect, therefore, so far as the purchasing public is concerned, the applicant 
has merely omitted a part of opposer’s mark, the suffix “Plane.” The 
prefix in both marks is not only identical but is a prominent part of them, 
and the word “Mop” would appear upon the goods in connection with both 
marks.* 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for milk bottle caps, 
the notation “Kleenkap” on the ground that this notation is merely 
descriptive of the goods. 

In his decision, after noting applicant’s argument that milk 
bottle caps are supplied to dairymen rather than to consumers 
of the milk and that the notation has been used for many years 
and the particular class of purchasers has come to recognize caps 
so marked as being the product of the applicant, the First Assistant 
Commissioner said: 


The distinction between the marks that are merely descriptive and 
therefore barred registration under the trade-mark statute and those that 
are suggestive is not always readily perceived. Mere misspelling is 
generally not sufficient to impart registrability to an otherwise merely 
descriptive mark. . . . To the average purchaser, whether dairyman or 
ultimate consumer, the applicant’s mark would merely mean that the caps 
were clean. In this particular class of goods, this information is quite 
desirable and of advantage to those selling milk in capped bottles. It is 
deemed the Examiner’s conclusion that the mark or notation is merely 
descriptive of the goods is sound.° 


*Ex parte Midway Chemical Co., Ser. No. 315,001, 159 M. D. 12, Janu- 
uary 31, 1933. 

*Ex parte Kleen-Kap Corporation, Ser. No. 286,656, 156 M. D. 995, 
December 28, 1932. 
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Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for combining paste, 
the notation “Staybind.” 

The ground of the decision is that the notation is merely descrip- 
tive of the goods. 

In his decision, after stating that the mark is used on adhesive 
for combining plies of paper and other articles, and noting ap- 
plicant’s argument that the mark is made up of the first three 
letters of the name “Staley” and that a number of other trade- 
marks have been registered which embodied those three letters, and 
the further argument that the word “bind” cannot be construed as 
meaning “bound,” the First Assistant Commissioner said: 


It must be deemed the notation, when applied to an adhesive for hold- 
ing together plies of paper, would merely mean to purchasers that the 
adhesive will so bind the plies of paper that they would stay together. 
To those purchasers who were not familiar with the applicant and its 
business the notation would merely mean that the adhesive was of the 
character that would hold together the paper. To such parties the notation 
would be construed as, “Staybound.” ® 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for automotive vehicles 
and parts, the notation “V 8,” the figure “8” being superimposed 
on or placed within the arms of the letter “V.” 

The ground of the decision is that the mark is merely descrip- 
tive of a certain type of engine. 

In his decision, after noting that admittedly engines having two 
rows or banks of cylinders arranged at an angle are properly called 
Vee Eight, and noting applicant’s contention that the letter and the 
figure arranged as shown constitute “a new distinctive design, pic- 
ture or device” and then stating that engines in certain types of 
automobiles are known in the trade as straight-eights, twin-sixes, 
and still others as “V-8’s,” the First Assistant Commissioner said: 


It should be borne in mind that the statute does not specifically state 
a merely descriptive mark becomes registrable by having it somewhat 
fancifully or distinctively displayed. It is believed the applicant’s arrange- 
ment of the letter and the figure is sufficiently similar to the usual use of 


*Ex parte A. E. Staley Manufacturing Company, Ser. No. 314,478, 159 
M. D. 10, January 25, 1933. 
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such characters that the public on seeing the applicant’s notation on auto- 
mobile hub caps would merely obtain the information that the engine of 
that car is of the V-8 type. This being true, the notation does not func- 
tion as a trade-mark; and its significance to purchasers would be merely 
descriptive not only of the engine but of a type of car having such an 
engine." 


Geographical Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the term “Germania,” under the Act of 1905, as a trade-mark 
for a medicine, since it has merely a geographical significance. 

In his decision, after noting applicant’s argument that the 
Latin language being a dead language it is improper to consider 
the word as a name in a foreign language and that the word is used 
as a fanciful and arbitrary name for the product, the First As- 
sistant Commissioner said: 

It is noted that in Funk & Wagnalls New Standard Dictionary, Edition 
of 1927, the word “Germania” appears as a regular word and is defined 
as meaning “Germany, especially as personified.” It is believed to the 
average purchaser the word suggests Germany or that the goods had their 
origin in that country or among people of that nationality. In the absence 
of a showing that the word means anything more than a geographical 


locality it must be held its registration as a trade-mark under the 1905 
Act is barred by statute.* 


Krinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the notation “Phila-Penn” as a trade- 
mark for lubricating oil, on the ground that the notation is merely 
geographical. 

In his decision, after stating that the first portion of the mark 
is the common abbreviation of the name of the city of Philadelphia, 
while the second portion is the common abbreviation of the name 
of the State of Pennsylvania, the First Assistant Commissioner 
said: 

All applicant appears to have done is to join these two widely used 
abbreviations by a hyphen. It seems obvious enough to the average pur- 


chaser the notation would mean no more than that the goods, as is the 
actual fact, had their origin in Philadelphia, Pennsylvania. 


‘Ex parte General Motors Corporation, Ser. No. 326,367, 159 M. D. 14, 
January 31, 1933. 

* Ex parte Germania Tea Company, Ser. No. 311,094, 156 M. D. 973, 
December 6, 1932. 
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With respect to the argument that applicant had noted the 
registration .to another party of the mark “Phil-A-Penn,” had in- 
tended to propose the registration, that the matter was overlooked 
until too late and the present case was filed for the purpose of 
interference, he said: 


These facts cannot aid the applicant in the instant proceeding.’ 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for medicated textile for the treatment of hair 
and scalp, a mark consisting of a rectangular background with the 
notation “Pinetex” thereupon and beneath the latter the repre- 
sentation of the head of a girl in the act of using applicant’s medi- 
cated textile in the treatment of hair and scalp, notwithstanding the 
prior adoption and use by opposer of the term “Pinex” as a trade- 
mark for medicinal preparations for coughs, colds, etc. 

The ground of the decision is that the goods of the respective 
parties are not of the same descriptive properties. 

In his decision, after noting that the opposer had cited a num- 
ber of decisions which he argued were persuasive of probable con- 
fusion in trade, the First Assistant Commissioner said: 


There is no contention that the applicant has used its mark upon any 
goods other than those set forth in his application nor that the opposer 
has used his mark upon goods other than those internal remedies set forth 
in his notice of opposition. A medicated cloth to be applied to the hair 
and scalp seems to be so foreign in character, properties, and use to a 
cough remedy put up in a bottle that confusion in trade would be prac- 
tically impossible.” 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for cakes, the notation “Mrs. Stard’s,’ notwith- 
standing the prior adoption, use and registration by opposer of 
the names “Ward” and “Ward’s” as a trade-mark for bread, cakes, 
and other bakery products. 


* Ex parte Samuel Radbill, Ser. No. 328,586, 156 M. D. 973, December 6, 
1932. 


* Noll v. Krembs, Opp. No. 11,761, 159 M. D. 2, January 11, 1933. 
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: With respect to the ground of the opposition based upon the 
Wh similarity of applicant’s mark to the opposer’s corporate name, 
the First Assistant Commissioner said: 


























The Examiner held the opposition so far as based upon this ground 
to be not well founded. It would seem he could not possibly have held 
otherwise. The mere presence in opposer’s mark of the three letters “ard” 
used as they are in connection with the several other features could not, 
it is considered clear enough, suggest to any interested part of the public 
re the opposer corporation. The decision, The American Steel Foundries v. 
oe Robertson, Commissioner of Patents, and Simplex Heating Corp., 342 O. G. 
oy 711, 269 U. S. 272 [13 T.-M. Rep. 289], relied upon by the Examiner, is 
4) deemed to fully support his ruling. 


With respect to the similarity of the marks, he said: 





The only feature common to the applicant’s and the opposer’s marks 
resides in the three letters “ard.” These are associated with totally dis- 
similar features. While not overlooking the fact that at one time the 
i applicant used the mark “Mrs. Ward” and discontinued it upon objection 
if of the opposer, yet it does not seem at all probable any purchaser could 
Be or would confuse the opposer’s marks with that of the applicant. This 
of becomes especially apparent when the respective marks are viewed in their 

entirety.” 





Non-descriptive Terms 









Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for insecticides, a mark 
consisting of the representation of a lozenge in doughnut form 
above which is the notation “Moth-Gas,” together with the repre- 
sentation of a gas emanating from the lozenge, if applicant dis- 
claims the representation of the goods. 

The ground of the decision is that the mark as a whole is not 
merely descriptive of the goods. 
In his decision the First Assistant Commissioner said: 
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It is thought, however, that the mark when viewed as a whole, although 
highly suggestive, is not merely descriptive. The goods are not associated 
with nor do they give off any such smoke as is illustrated in the mark; 
and the words used as they are, partly obscured by gas fumes, give to 
the mark a degree of fancifulness which it is deemed justifies its registra- 
tion. The term “Moth-Gas” is not shown to have been previously used by 
others to designate any kind of a gas for killing moths, and it is even 
uncertain whether the applicant’s goods yield a gas at all. In view of 


™ Ward Baking Co. v. New Standard Baking Co., Opp. No. 11,643, 156 
M. D. 974, December 6, 1932. 
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these facts it is thought that if the applicant disclaims the representation 
of the goods the mark should be registered.” 


No Trade-Mark 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1920, the notation “Autographic System 
Bond” as a trade-mark for prepared paper strips for manifolding 
registers and typewriting machines, on the ground that the mark 
does not constitute a trade-mark at all. 

In his decision, after stating that the goods are bond paper 
to be used in autographic systems and that the strips are folded in 
proper form for manifolding registers, the First Assistant Com- 
missioner said: 


Obviously, as indicated by applicant in its brief, the words “Bond” and 
“System” are clearly enough descriptive, and the addition to them of the 
word “Autographic” does not make the entire notation any less descriptive 
nor any less incapable of trade-mark use. [See 7 T.-M. Rep. 599.] 

It has been held by the Court of Customs and Patent Appeals, 397 
O. G. 548, 17 C. C. P. A. (Patents) 1044, that the word “Autographic,” 
sought to be registered by the instant applicant, is descriptive of mani- 
fold registers and similar devices. While the Act of 1920 does not prohibit 
the registration of descriptive terms, yet where, as here, the terms merely 
convey definite, well-understood information as to the nature of the goods 
it is deemed they are not susceptible of trade-mark use.” 


On What Goods 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, as a trade-mark for “Drawings for Repro- 
duction, and Comic Strips or Cartoons,” the notation ‘“Sooky.” 

In his decision the First Assistant Commissioner noted that the 
Examiner of Trade-Marks made no objection to registering the 
mark for “Comic Strips or Cartoons” but held it was not registrable 
for “Drawings for Reproduction” since the notation was but the 
name of the drawing and, therefore, merely descriptive. 

He then pointed out that the record shows that the applicant 
makes drawings each specifically different from the others, but 


12 Ex parte The Lewy Chemical Company, Ser. No. 276,793, 156 M. D. 
996, December 23, 1932. 

Ex parte Autographic Register Co., Ser. No. 279,132, 159 M. D. 13, 
January 31, 1932. 
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all having a certain similarity in the representation of a small boy 
called ‘“Sooky” and it appears that a series of these drawings are 
made and sold, each one of which bears the name “Sooky.” 

Then, after referring to the cases holding that a title of a book 
may not be registered and the decisions as to the “Mutt and Jeff” 
trade-mark, he said: 

It is considered proper to conclude that the applicant is seeking regis- 
tration of his mark for a series of drawings of the “Sooky” character 
which are intended to be and are sold in commerce. It is held that the 
applicant who, so far as the record shows, originated and was the first to 


use this notation is entitled to its registration as a trade-mark for the 
goods described as “Drawings for Reproduction.” * 


Prints—Non-publication 


Kinnan, F. A. C.: Held that registration was properly refused 


of a print on the ground that the statutory requirement of publica- 
tion had not been complied with. 


In his decision, the First Assistant Commissioner said: 


In the communication filed September 8, 1932, dated September 6, 
there are set forth the reasons why there was a failure to comply with the 


law; but these reasons do not give this Office jurisdiction to waive the 
requirements of the statute and register the label.* 


* Ex parte Percy L. Crosby, Ser. No. 323,165, 159 M. D. 11, January 31, 
1933. 


**Ex parte Mason Technical Corp., Ser. No. 58,957, 156 M. D. 972, 
December 6, 1932. 
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TittMAan & Benpet, [Nnc. v. Catirornta Packinc CorPoraTION 
United States Circuit Court of Appeals, Ninth Circuit 
February 6, 1933 


Trape-Marxs—“Det Monte” on Corree—Grape-Mark Versus ‘TRapeE- 
Mark. 

The fact that appellant first used the words “Del Monte” as a grade- 
mark to designate the highest grade of coffee blended by it did not 
prevent these words from functioning as a trade-mark as well. 

Trave-Marks—TitLe—Recistration Unnecessary To Ricur. 

The fact that appellant did not register its mark in no way affected 

its right and title thereto. 
TrapvE-MArks—INFRINGEMENT—ReEs ApJUDICATA. 

Although a decision by the Court of Customs and Patent Appeals 
in a litigation between the parties, held not to be res adjudicata, never- 
theless, a well-considered opinion of the said court is to be considered 
persuasive in a case which, like the present, comes within its particular 
province. 

Trave-Marks—INFRINGEMENT—“DeEL Monte.” 

Appellants’ predecessor, organized in 1857, assigned in 1930 all 
its trade-marks and trade-names to appellant. The latter, which up 
to 1924 had been engaged in a general wholesale grocery business, began 
in said year to put out other goods including coffee, which they begun 
selling on or before 1887 under the name “Del Monte,” such use being 
largely as a grade-mark applied to their best coffee and restricted to 
the states of California, Oregon, Washington, Nevada, Montana and 
Arizona. Appellee and its predecessors carried on a general grocery 
business since 1891, in which year it began to use the name “Del Monte” 
on canned fruits and vegetables, said mark having through wide use 
in advertising become well and favorably known throughout the United 
States. In 1891, appellee first applied the words “Del Monte” to a 
special brand of coffee. In an action to restrain appellant from the 
use of said words on coffee, held that appellant, being first to use the 
mark in the states mentioned, was entitled to its exclusive use therein, 
as applied to coffee, but restrained from such use in the rest of the 
United States. 


In equity. Action for trade-mark infringement. From a deci- 
sion of the United States District Court, Northern District of 
California, defendant appeals. Affirmed in part, reversed in part. 


Herman Phleger, Maurice E. Harrison and William S. Graham, 
all of San Francisco, Calif., for appellant. 

Pillsbury, Madison §& Sutro, F. D. Madison, Marshall P. Madi- 
son and L. B. Groezinger, all of San Francisco, Calif., for 

appellee. 
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Before Witsur and Sawre te, Circuit Judges, and Norcross, 
District Judge. 


Sawre.ie, C. J.: The appellant brought this suit to enjoin 
the appellee’s use of the trade-mark “Del Monte” on coffee, and 
for an accounting and general relief. The defendant-appellee, by 
answer and cross-claim, denied the plaintiff-appellant’s right to 
the trade-mark, alleged that its trade-mark rights had been in- 
fringed, and asked for an injunction perpetually restraining the 
appellant from using the trade-mark “Del Monte” on coffee. In 
a supplement to its answer and cross-complaint, the appellee asked 
for damages, which it asserted to be $1,000,000. Additional plead- 
ings were filed by both parties, and a lengthy trial was had. 

The lower court entered a decree enjoining the appellant, 
perpetually, from using the name “Del Monte” on coffee “not by 
or for the defendant (appellee) made.” In an amended decree, the 
court below awarded costs, amounting to $538.08, in favor of the 
appellee and against the appellant. In a memorandum opinion 
the District Court declared that because of the appellant’s good 
faith and because of the fact that the appellee had not proved actual 
damage, there would be no award of damages in favor of the 
appellee. 

Tillman & Bendel, Inc., the appellant herein, was established 
in 1857, under the name of F. Tillman & Company, a partnership, 
by F. Tillman, father of Frederick Tillman, a witness in this case, 
and grandfather of F. A. Tillman, president of the appellant and 
its predecessor company since 1915. The concern was _ incor- 
porated on December 31, 1891, and was re-incorporated, under 
the style of Tillman & Bendel, Inc., in 1920. Under an agreement 
dated April 1, 1920, Tillman & Bendel transferred to Tillman & 
Bendel, Inc., all of the old corporation’s ‘trade-marks, trade- 
names, patents, and inventions.” 

Up to 1924 the appellant and its predecessors had been engaged 
in the “diversified wholesale grocery business.” In 1924 the cor- 
poration, under the direction of F. A. Tillman, the grandson, 
liquidated the different departments of its business, except the 
manufacturing department, “which was always the profitable end 
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of the business.”” The company thereafter manufactured tea, 
coffee, spices, and extracts, until about 1926, when it “decided to 
eliminate the manufacture of spices and extracts and give up teas, 
and concentrate all (its) efforts on coffee.” 

In the late eighties, Tillman & Bendel began selling coffee 
under the name “Del Monte.” The testimony varies as to the pre- 
cise year, but it was probably some time between 1886 and 1888. 
The court found the year to be 1887, or prior thereto. 

The origin of the name is relied upon by the court below and by 
the appellee as indicating that, as used by the appellant, “Del 
Monte’ was a grade-mark and not a trade-mark. For that reason 
a brief history of such origin will be helpful. 

In about the year 1886, George Schonewald, buyer for Hotel 
Del Monte, near Monterey, Calif., and later buyer for Castle Crag, 
purchased a blend of coffee from Tillman & Bendel which pleased 
him so much that he insisted it be stenciled “Del Monte.” Accord- 
ing to one of the appellant’s witnesses, the quality of the mer- 
chandise likewise so pleased Mr. Schonewald “that he told his 
patrons, his friends, and little by little a demand manifested itself 
for Del Monte goods, . . . and (the appellant) commenced to 
list Del Monte commodities under the Del Monte brand . 
and many people, private individuals, friends of ours, heard about 
it, and used to prevail upon us to sell them the Del Monte blend.” 
The court found substantially in accordance with this testimony, 
but also found that the appellant used the name merely as a grade- 
mark and not a trade-mark, until 1925, when the appellant at- 
tempted a trade-mark use. 


The court below also found that “prior to the year 1927, plain- 
tiff (appellant) did sell coffee under the name ‘Del Monte’ in 
the states of California, Nevada, Oregon, Washington, Montana, 


, 


and Arizona, but not elsewhere.” The appellee, indeed, concedes 
that “during the succeeding years and until 1926, the Del Monte 
coffee business of Tillman & Bendel continued to be very largely 
a western business.” The appellant also concedes that “mean- 


while, between 1904 and 1918, the defendant (appellee) and its 
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predecessor company were establishing markets in all parts of the 
country for their Del Monte fruits and vegetables.” 

In 1926, following the liquidation of all of the appellant's 
business save the manufacturing, as set forth above, the appellant 
“made plans for an extension” of its coffee business. In further- 
ance of these plans, its president, F. A. Tillman, made several 
trips east, during which he came into contact with brokers and 
called on a great many large accounts throughout the United 
States. Other representatives of the appellant made similar trips. 
These trips covered a period extending from June, 1927, to Decem- 
ber, 1929. Other promotional work was undertaken. 

As a result of this sales campaign, the appellant established 
an extensive market for its Del Monte coffee in the Middle West 
and in the East. One of the appellant’s exhibits in the court below 
is a comparative table of sales of Tillman and Bendel’s Del Monte 
coffee, as follows: 1925, 9,802 pounds; 1926, 8,329 pounds; 1927, 
301,196 pounds; 1928, 227,506 pounds. The present suit was 
filed on January 14, 1929. Another exhibit, showing the sales of 
the appellant’s Del Monte coffee by localities, discloses considerable 
distribution in sections east of the Mississippi River. 

But there is no affirmative evidence that any confusion dis- 
advantageous to the appellant has resulted from the sale of the 
two Del Monte brands, either in the East or the West, and the 
lower court so found. Five pieces of testimony do, indeed, indicate 
that there might have been confusion in favor of the appellee and 
disadvantageous to the appellant, but speculation and inference 
cannot take the place of affirmative proof. 

We refer to the testimony of T. S. Spaulding, a grocer of 
Woodland, Yolo County, Calif., who stated that “in the early 
days,” in the year 1888, the appellant’s coffee bearing the Del 
Monte brand was better known than the appellee’s Del Monte fruits 
and vegetables; the testimony of L. B. Taft, a grocery broker of 
Salt Lake City, to the effect that in 1929 and the early part of 
1980, the “California Packing Corporation, covered practically 
the same territory as we did, had stepped in (with its Del Monte 
coffee) with a considerably larger sales organization than we have, 
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and had gathered in the business that we had established on our 
Del Monte coffee (of the appellant)”; the testimony of Frank H. 
Cooney, merchandise broker of Butte, Mont., who said that “the 
effect of this (Del Monte) advertising of the California Packing 
Corporation upon our sales of Del Monte coffee of Tillman & 
Bendel has been that it has almost ruined it’; the statement of 
F. A. Tillman as to the “disastrous” effect of the appellee’s Del 
Monte coffee advertising upon the Tillman Del Monte coffee busi- 
ness; and the assertion of Kenneth G. Blodgett, a Boston mer- 
chandise broker, that an impression given by a representative of 
the appellee to the effect that Tillman & Bendel had “sold out” 
to the appellee, had lost Mr. Blodgett a customer for the appellant’s 
Del Monte coffee. 

It will be noted that nowhere in the foregoing testimony is 
there a statement that a single can of the appellee’s coffee was 
sold to a customer who believed that he was buying the appellant’s 
product. Furthermore, all the evidence as to confusion whereby 
the appellant might have been damaged was in the form of testi- 
mony given in open court, and the district judge was better quali- 
fied to pass upon the weight to be given to it—especially when 
several of the appellant’s own witnesses testified that there was 
no confusion, one way or the other, in the minds of retailers or 
their employees, or in the minds of the general public. 

There is, on the other hand, considerable evidence of confusion 
between the appellant’s and the appellee’s Del Monte coffees dis- 
advantageous to the appellee; that is to say, confusion whereby 
purchasers of the appellant’s Del Monte coffee believed they were 
buying Del Monte coffee put out by the appellee, as a result of 
which confusion it is safe to assume that the appellee lost numerous 
sales of its own coffee. We will take up the evidence of this con- 
fusion in its proper place, as part of the discussion of the appellee’s 
history, to which we now turn our attention. 

The appellee’s first predecessor, the Oakland Preserving Com- 
pany, was incorporated on April 14, 1891. Frederick Tillman, 
the father of A. A. Tillman, the president of the appellant since 
1915, was the incorporator and the president of the Oakland com- 
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pany. In 1899 that company combined with certain other cor- 
porations to form the California Fruit Canners Association. In 
1916 the California Packing Corporation, the appellee herein, took 
over the business of the California Fruit Canners Association, 
including the latter’s brands, good-will and trade-marks. 

The Oakland Preserving Company began using the name “Del 
Monte” on its canned fruits and vegetables some time prior to 
June, 1891. 

Frederick Tillman, who at that time owned the controlling 
interest in the Oakland company and also was a partner in the 
firm of Tillman & Bendel, suggested that the Oakland company 
use the name “Del Monte’ on its products. The story of the 
origin of the name, so far as the appellee’s predecessor is concerned, 
is told by Charles William Pike of San Francisco, who built the 
Oakland plant for Mr. Tillman. 

“Before we started operating (in June, 1891) Frederick Till- 
man and I decided to select the brands to be used, and at that 
time there were three-pound extras of the higher grade and two 
and one-half pound extra standard, standard and second. I sug- 
gested at that period that we use the Oakland name for extras, 
and we should have two brands, and Fred Tillman suggested the 
word ‘Del Monte’ and I, happily, approved of it, and that was 
the birth of the Del Monte brand.” 

In its answer to the appellee’s cross-complaint, the appellant 
admits “that shortly after the creation and organization of Oakland 
Preserving Company the said Frederick Tillman personally sug- 
gested and caused the said Oakland Preserving Company, of which 
he was president, to adopt the name ‘Del Monte’ as its trade- 
mark for canned fruits and canned vegetables; but plaintiff is 
without knowledge as to whether large or any quantities of the 
goods, canned fruits and canned vegetables, of said company, bear- 
ing the trade-mark “Del Monte, were sold, and/or distributed 
throughout the United States.”” The lower court found that the 
appellee’s averments as to the suggestion of the name by Tillman 
were true, but also found, “as a matter of law, that the facts set 
forth in said averments are not sufficient to estop the plaintitf 
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from asserting its claim as set forth in its bill of complaint herein 
or otherwise.” Since the appellee has filed no cross-appeal, and 
since no plain error of fact is involved in the court’s finding, it 
will not be disturbed. 

The Oakland Preserving Company executed a bill of sale trans- 
ferring all its business and good-will and trade-marks to the Cali- 
fornia Fruit Canners’ Association, and the latter company, as we 
have seen, did likewise in favor of the appellee. 

The development of the appellee’s business; the magnitude of 
its publicity campaign, whereby the name “Del Monte”’ has literally 
become a household word, as being the brand of goods produced 
by the appellee; the “high reputation established by the appellee” ; 
“its high standard of quality”; its “care in the preparation of its 
products”; all these and kindred matters have already been settled 
by this court, in the case of Del Monte Special Food Company v. 
California Packing Corporation, 34 F. (2d) 774, 775 [19 T.-M. 
Rep. 443]. Those facts need not be rehearsed here. For the sake 
of historical completeness, however, we will quote from that deci- 


sion an excerpt in which the growth of the appellee is briefly 
traced: 


“Beginning thirty-five years ago, the appellee and its predeces- 
sors have organized and established a vast business in the produc- 
tion and sale of various food products, all labeled ‘Del Monte 
Brand.’ The words ‘Del Monte’ in Old English type conspicuously 
displayed upon a shield coupled with the word ‘Brand’ constitute 
the most prominent characteristic of the goods produced by the 
appellee. The name of appellee is printed upon its labels, but 
in a type so inconspicuous that it would hardly be noted when the 
goods were displayed upon the shelves of the grocery store, and 
might even escape closer attention. In its advertising matter, as 
well as in its method of labeling its products, the emphasis is placed 
entirely upon the ‘Del Monte,’ and little or no emphasis upon the 
name of the producer. The business has grown until the annual 
sales of the appellee aggregate over thirty millions of dollars, and 
it is estimated that the number of cans and packages labeled ‘Del 
Monte’ disposed of in a year exceed 100,000,000. The advertising 
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expenditures of the appellee in making known its Del Monte Brand 
products has exceeded $2,000,000 in 1927, and the total expendi- 
ture for advertising these products has exceeded $11,800,000. The 
appellee’s business has been constantly expanding, not only in 
volume, but in the diversity of products produced and labeled with 
its brand, until at the present time it markets over 150 food prod- 
ucts under the name ‘Del Monte Brand,’ all being sold in grocery 
stores. The public has become familiar not only with the label 
of the appellee but with their course of business by which they 
have gradually extended their operations to other food products. 

“From time to time the appellee has registered the ‘Del Monte’ 
brand with the shield as a trade-mark for use in connection with 
various food products prepared and marketed by it.” 

In the instant case the lower court made findings in substantial 
agreement with most of the statements contained in the foregoing 
excerpt, and there was ample evidence to sustain such findings. 
By stipulation it is a settled fact in this case that “by 1918 the 
California Packing Corporation had established markets for its 
entire line of Del Monte products throughout the territory of the 
entire United States.” 

It was stipulated, however, that “there was no substantial com- 
mercial sale of coffee” by the appellee “prior to 1928.” 

In view of these facts, it now becomes necessary for us to 
revert to the question of confusion, already touched upon herein. 
Did the appellant’s entry with its Del Monte coffee into the eastern 
food market, where, by stipulation, the appellee’s Del Monte brand 
was firmly entrenched, cause confusion in the minds of the buying 
public? In other words, did an appreciable number of persons buy 
Tillman & Bendel’s Del Monte coffee under the belief that it was 
in reality a product of the appellee? 

The court below found that there had been such confusion, 
and the record contains abundant evidence sustaining that finding. 
In one of the appellee’s exhibits there is a stipulation that the 
depositions of a large number of persons may be deemed to have 
been taken, tending to show confusion in the minds of approxi- 
mately 150 persons, both housewives and storekeepers, as to whether 
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or not the appellee was manufacturing or producing Tillman & 
Bendel Del Monte coffee. In this stipulation as to deposition 
testimony, many of the witnesses named expressed the actual belief 
that when they purchased Tillman’s Del Monte coffee they “thought 
that it was a product of the same concern that packed Del Monte 
fruits and Del Monte vegetables.’”’ It is true that a number of these 
persons later by oral testimony or by deposition, qualified or repu- 
diated their stipulated statements. There still remains, however, 
a considerable residuum of unassailed stipulated testimony as to 
this confusion. 

There is abundant other evidence, however, as to the wide- 
spread mistaken belief that the appellant’s coffee was being mar- 
keted by the appellee. For example, R. M. Slee, manager of a 
Piggly Wiggly store in San Francisco, testified: 


We were carrying Del Monte brand coffee put up by Tillman & Bendel. 
I knew it was put up by Tillman & Company, but I had always seen the 
Del Monte label associated with the California Packing Corporation name, 
so I just merely assumed that Tillman & Bendel were just associated 
with the California Packing Corporation. 


Similarly, Ray Silver, manager of the MacMarr Stores, Ltd., 
in San Francisco, said that he informed an inquirer that Tillman’s 
Del Monte coffee was “‘put out by the California Packing Corpora- 
tion”; and, upon being told that the can bore the name of Tillman 
& Bendel, he replied that “it was more than likely packed by 
Tillman & Bendel for the Del Monte people,” meaning the appellee. 

Again, Harry L. Haines, a witness for the appellant, testified 


as to the confusion prevailing among many of his customers at 
first: 


I advised people upon many occasions that the Del Monte coffee was 
not put out by the California Packing Corporation. People were con- 
stantly inquiring if it was at the beginning; they seemed very much 
surprised that there were two companies. Some of the people were 
under the impression that it was put out by the California Packing Cor- 
poration; some of them looked at the can, being of a different color, and 
so forth, and while the name was the same the label was entirely different. 
On a number of occasions people were surprised at finding it wasn’t 
packed by the corporation. 


Boyd Sturgess, another witness for the appellant, stated that 
he “believed that there was a good deal of the (appellant’s) coffee 
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that was sold that went out with the understanding it was put out 
by the California Packing Corporation.” 

Still another of the appellant’s witnesses, Earl Simpson, who 
had been in the grocery business at Salem, Ore., for about twenty- 
three years, expressed what seems to us a practical, common-sense 
view, which becomes particularly apposite in connection with the 
appellant’s contention that it should not be held responsible for 
the “carelessness” of purchasers: 


It is not usual for customers to look over a can to see who it is manu- 
factured by or to see whether it is some name that they don’t know 
anything about, or to see what the name of the manufacturer is on the 


can or label. 

If, as we believe, it is not usual for customers to scrutinize 
labels with microscopic care, those who do not do so can scarcely 
be called “careless.” 

Another Federal court, besides the court below, has already 
passed upon the issue of confusion, unfavorably to the appellant. 
We allude to the Court of Customs and Patent Appeals, which, in 
a suit between the identical parties, found as follows: 


. . We conclude that coffee in one-pound tin cans, sold in grocery 
stores to the same customers who buy the 150 grocery food products 
manufactured by appellant (the appellee herein) would .. . . lead to 
confusion and mistake in the purchaser believing that the coffee of appellee 
(the appellant herein) was the goods of the appellant. 

That litigation was entitled California Packing Corporation v 
Tillman § Bendel, Inc., and is reported in 40 F. (2) 108, 113 
[20 T.-M. Rep. 238]. It was an appeal from a decision of the 
Commissioner of Patents dismissing a notice of opposition filed by 
the California Packing Corporation to the registration by Tillman 
& Bendel, Inc., of ““Del Monte” as a trade-mark for coffee. Till- 
man & Bendel’s application was filed February 21, 1925. 

It is true that in the registration case the court carefully limited 
the scope of its decision: 


We are only concerned in this action with appellee’s right of registra- 
tion of the trade-mark and not with the use of the same. As to whether 
appellee, in law has the right to use the trade-mark “Del Monte” on coffee 
in containers of any description, or whether it has the right to use it in 
markets confined to the west coast or throughout the world, are questions 
not before us and are not decided. We do decide that such a statement 
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of facts is not shown here as would warrant this court in saying that 
appellee was entitled to the exclusive use of the words on coffee, the right 
to such exclusive use being implied from the right to registration. (Page 
113.) 


We are quite aware that, as the appellant so earnestly argues, 
a decision of the Court of Customs and Patent Appeals is not 
res adjudicata. Dwight § Lloyd Sintering Co., Inc. v. Greenawalt, 
etc. (C. C. A. 2), 27 F. (2) 823, 827. Nevertheless, a well- 
considered opinion by that Federal tribunal, upon an issue so 
peculiarly within its province, is entitled to persuasive effect upon 
this court. 

As to the question of confusion, the Court of Customs and 
Patent Appeals, in the registration suit between the two litigants 
herein, further said, at page 114: 


In the case at bar confusion is proved, but aside from the proved 
confusion, it is obvious to us that confusion would result. In Nestle & 
Anglo-Swiss Condensed Milk Co. v. Walter Baker & Co., Ltd., 37 App. 
D. C. 148 [1 T.-M. Rep. 90], the court said: “In a trade-mark case 
involving the question whether there is such a similarity between two 
marks as will cause confusion in trade, an ocular inspection of the marks 
constitutes the most satisfactory evidence.” 


In addition to all the foregoing elements connected with the 
issue of confusion, it is to be observed that there is to be found 
in the record some evidence that the appellant planned “to ride 
on the band wagon of” the appellee’s advertising. While Frederick 
A. Tillman denied this, here again we believe that the District 
Court was in better position than we to weigh oral evidence. 

To summarize, we are satisfied that the lower court did not err 
in its finding that there was confusion in the minds of the public 
and the trade as to the trade-mark “Del Monte,’ and that the 
appellant, entering the eastern field in 1927, did profit, whether 
intentionally or unintentionally, by the publicity that the appellee 


theretofore had given and thereafter gave to the trade-mark “Del 
Monte.” 


We now advance to the heart of the present controversy, namely, 
whether prior to 1925 the appellant used the name “Del Monte” 
as a trade-mark or as a grade-mark. As we have seen, the lower 
court found that the appellant’s use of the name was merely as a 
“grade-mark” and, in its opinion, it indicated that, had it found 
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that the appellant’s use was that of a trade-mark, it would have 
found that the appellant’s adoption of the trade-name “Del Monte’ 
was prior to its use by the appellee, and that the appellant would 
have been entitled to the exclusive use of the name upon coffee in 
certain western states. 

In our inquiry as to whether or not the appellant’s use of the 
name “Del Monte” was that of a trade-mark, we shall be guided 
by the standard laid down by Mr. Justice Field in Canal Company 
v. Clark, 80 U. S. 811, 322: 


The office of a trade-mark is to point out distinctively the origin, or 
ownership, of the article to which it is affixed; or, in other words, to give 
notice who was the producer. 

At the threshold of our investigation, we are confronted with 
the loose terminology employed by witnesses both for the appellant 
and the appellee, in referring to Tillman’s “Del Monte” as being 
or indicating a “grade,” a “blend,” or a “brand,” or as constituting 
a “trade-mark,” a “title,” a “label,” a “name,” or a “trade-name.” 
There are at least twenty-nine references to the name by witnesses, 
including F. A. Tillman himself, as indicating “high grade” or 
simply “grade.” Most of the witnesses using the term “grade” 
in connection with Tillman’s “Del Monte” name were called by 
the appellant itself. On the other hand, there are to be found in 
the record at least eighty-seven direct or indirect references to 
Tillman & Bendel’s “Del Monte” as being a “brand.” The name 
“Del Monte,” as used by Tillman & Bendel, is referred to as a 
“blend” designation seven times. One witness referred to the 
Tillman’s “Del Monte” as a “trade-name.”’ 

There is similar divergence among the various exhibits as to 
the designation given to Tillman & Bendel’s mark, “Del Monte.” 
One of the appellant’s bulletins, dated November 3, 1921, refers 
to the Del Monte ensemble as a “Title, Label and Trade-mark.” 
That bulletin alone refutes the appellee’s statement, made in its 
brief, that there was no “evidence of any kind, written or oral, 
which showed, or tended to show, that the plaintiff or its predeces- 
sors had ever referred to the name as being a trade-mark prior to 
the application mentioned (in 1925).” 
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In a letter to the appellee, F. A. Tillman, on December 13, 
1921, referred to his “Del Monte” as a “label” and a “brand.” A 
poster and a carton put out by the appellant show the word “brand”’ 
as being used in connection with “Del Monte.” The poster was 
prepared “long before the institution of this suit,’ according to 
F. A. Tillman. Both poster and carton carried the legend, “Till- 
man & Bendel’s since 1887.” Another of the appellant’s exhibits, 
however—a counter display card—omits the word “brand.” 

Despite the various discrepancies in the testimony and vari- 
ances in the exhibits, we are of the opinion that the course of 
dealing of the appellant during the past four decades, indicates that 
the “function” of the name “Del Monte” was, partly, at least, 
to designate “origin” or “ownership.” That the name also fulfilled 
the office of a grade designation did not, as we shall presently see, 
militate against its trade-mark use. 

As we have seen, long before the present litigation or the patent 
office controversy was commenced, the appellant referred to its 
“Del Monte” as a trade-mark. Furthermore, there is evidence that 
the buying public so regarded it. 

C. H. Greenfield, who handled the appellant’s “Del Monte” 
brand between 1889 and 1892, testified: 

We pushed the Del Monte brand of coffee with the customers under 
that name and naturally they asked for it. (R. 223.) 

There is considerable testimony that Del Monte was the appel- 
lant’s “highest grade’ of coffee, for at least a great part of the 
company’s history. For example, W. O. Weissich, a former em- 
ployee of the appellant, testified that “the brand ‘Del Monte’ always 
represented the highest grade of coffee.” Similarly, John A. 
Lombard, another former employee, stated that “the highest price 
brand under which we sold bulk coffee was ‘Del Monte.’” There 
was much additional testimony to the same effect. 

But the decisions are clear that this fact alone does not militate 
against the creation of a trade-mark, as contradistinguished from 
a grade-mark. In Menendez v. Holt, 128 U. S. 514, 520-521, the 
court said: 
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They used the words “La Favorita” to designate flour selected by 
them, in the exercise of their best judgment, as equal to a certain standard. 
The brand did not indicate by whom the flour was manufactured, but it 
did indicate the origin of its selection and classification. It was equivalent 
to the signature of Holt & Company to a certificate that the flour was 
the genuine article which had been determined by them to possess a certain 
degree of excellence. It did not, of course, in itself, indicate quality, for 
it was merely a fancy name and in a foreign language, but it evidenced 
that the skill, knowledge and judgment of Holt & Company had been 
exercised in ascertaining that the particular flour so marked was possessed 
of a merit rendered definite by their examination and of a uniformity 
rendered certain by their selection. . . . And the fact that flour so marked 
acquired an extensive sale, because the public had discovered that it might 
be relied on as of a uniformly meritorious quality, demonstrates that the 
brand deserves protection rather than that it should be debarred there- 
from, on the ground, as argued, of being indicative of quality only. (Cases 
cited.) 


See also Lawrence Manufacturing Company v. Tennessee Manu- 
facturing Company, 138 U. S. 5387, 548. 

Interpreting its decision in Menendez v. Holt, supra, the Su- 
preme Court, in the Lawrence case, supra, observed: 


We held in Menendez v. Holt . . . . that the words “La Favorita” 
were so used as to indicate the origin of a special selection and classifica- 
tion of certain flour, requiring skill, judgment and expert knowledge, 
and which gave value and reputation to the flour. The name was purely 
arbitrary—a fancy name and in a foreign language—and did not in 
itself indicate quality. The legality of the trade-mark as such (and it 
had been duly registered under the act of Congress), was conceded by 
the answer, though it was contended in the argument that it was not 
valid because indicative only of quality; but we were of the opinion that 
the primary object of its adoption was to symbolize the exercise of the 
judgment, skill and particular knowledge of the firm which adopted and 
used it, and that the phrase covered the wish to buy and the power to 
sell from that origin. 


So, in the instant case, the words “Del Monte,” as we have 
seen from our foregoing analysis of the evidence, had for their 
primary object “to symbolize the exercise of the judgment, skill 
and particular knowledge” of the appellant, and for their secondary 
object that of designating the “highest grade” of coffee that had 
resulted from such exercise of judgment, skill and particular 
knowledge. 

Having determined that the appellant’s use of the phrase ‘Del 
Monte” was that of a trade-mark, we now advance to the geo- 
graphical question of whether or not the appellant is entitled to 


be protected in its use of the mark so far as certain western states 
are concerned. 
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As we have already seen, the court below, in its opinion, stated 
that, had it been satisfied that the phrase “Del Monte,” as used 
on the appellant’s coffee, had been “in fact adopted and used as 
a trade-mark,” it would have held that the appellant was entitled 
to the exclusive use of the name upon coffee in the western territory 
named by the court, namely, California, Nevada, Oregon, Wash- 
ington, Montana and Arizona. We are not relying, however, upon 
this qualified statement of the court in reaching our conclusion on 
this phase of the case, but we are depending upon our own inde- 
pendent study of the evidence, and the law applicable thereto. 

We have already shown that the appellant entered the western 
field with the name “Del Monte’’ on its coffee at least as early as 
1887, while the court below found that the earliest use of the name 
on any product of the appellee was in 1891. This state of facts 
enables the appellant to come within the well-established doctrine 
of prior appropriation in the law of trade-marks. 

The doctrine was thus stated by the Supreme Court in United 
Drug Company v. Theodore Rectanus Company, 248 U. S. 90, 100 
[9 T.-M. Rep. 1]: 

Undoubtedly the general rule is that, as between claimants to the 
right to use the same mark, priority of appropriation determines the 
question. See Canal Co. v. Clark, 133 Wall. 311, 323; McLean v. Fleming, 
96 U. S. 245, 251; Manufacturing Co. v. Trainer, 101 U. S. 51, 53; Columbia 
Mill Co. v. Alcorn, 150 U. S. 460, 463. 

See also Hanover Milling Co. v. Metcalf, 240 U. S. 4038, 415 
[6 T.-M. Rep. 149]. 

Applying this rule to the case at bar, we find the appellee 
entering the field with its Del Monte coffee in the latter part of 
1928, more than four decades after the appellant had begun market- 
ing its coffee in the West under the same trade-mark. As to the 
West, the appellant was clearly the prior appropriator. 

During at least part of those forty years of the appellant’s 
prior appropriation, the appellee had written notice of the situa- 
tion. In its brief, the appellee says: 


No notice of any such (trade-mark) claim or use was had by defendant 
(appellee) prior to December, 1921, when plaintiff (appellant) wrote to 
defendant that the former had been selling coffee under the name Del 
Monte for many years and claimed the right so to do exclusively. 
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The brief cites the testimony of R. I. Bentley, chairman of the 
board of the appellee, who stated: 


The first I heard about Tillman & Bendel Del Monte coffee, or heard 
that they made any claim about the trade-mark “Del Monte” as applied 
to coffee, was several years ago, I think about the time they asked for a 
registration; I think I heard about it at the time they wrote to C. H. 
Bentley in 1921. I did not hear they had ever marketed coffee until about 
1924, when they indicated to us that they were going to do it, or something 
of that kind. 

The letter referred to in the foregoing testimony was written 
by F. A. Tillman to Charles Bentley, at that time vice-president 
and general manager of the appellee. The letter, which was dated 
December 13, 1921, contained the following closing paragraph: 


We also understand that you either are now, or are contemplating, 
offering coffee for sale under the Del Monte label. We beg to advise 
you that for many years we have sold, and are now selling Del Monte 
brand coffee, and that your sale of coffee under the Del Monte brand 
will be in direct conflict with our rights. You are further advised that 
we sell other grocery products such as extracts, spices, ammonia, and 
bluing under the Del Monte brand. 

While it is hardly likely that even prior to 1921 no member 
of the appellee’s executive staff had ever heard of the appellant’s 
sale of Del Monte coffee, at al] events the appellee did receive, 
at least during that year, formal and official notice of such sale 
and of the appellant’s claim in connection therewith. It will be 
seen by reference to the letter, which is one of the appellant’s 
exhibits, that it was addressed to the California Packing Cor- 
poration, “Attention, Mr. Charles Bentley.” 

Of such continued use by a newcomer in the field, the Supreme 
Court of the United States, in Menendez v. Holt, supra, has said: 


The intentional use of another’s trade-mark is a fraud; and when the 
excuse is that the owner permitted such use, that excuse is disposed of 
by affirmative action to put a stop to it. Persistence then in the use is 
not innocent; and the wrong is a continuing one, demanding restraint 
by judicial interposition when properly invoked. (Page 523.) 


In its answer, the appellee, on information and belief, alleged 
that in 1921 the appellant abandoned the manufacture and sale of 
the latter’s Del Monte coffee. In the appellee’s brief, it is stated 
that “it appears that within a few weeks after the letter (of Decem- 
ber 13, 1921) was sent, plaintiff gave every indication of quitting 
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the use of the name ‘Del Monte’ on its coffee.” In his opinion, in 
connection with his discussion as to the alleged grade-mark used 
by the appellant, the district judge stated that, had a trade-mark 
use been found by him, he would have held “that the evidence did 
not show abandonment by the plaintiff.” There is ample evidence 
to sustain the view expressed by the lower court. 

Failure to register its trade-mark does not affect the appellant’s 
rights thereunder. As we have seen, the decision of the Court of 
Customs and Patent Appeals does not constitute the controversy 
res adjudicata; nor are the appellant’s rights measurable solely 
according to the terms of the Trade-Mark Act. 

In the Trade-Mark Cases, 100 U. S. 82, 92, decided more than 
half a century ago, the Supreme Court said: 


The right to adopt and use a symbol or a device to distinguish the 
goods or property made or sold by the person whose mark it is, to the 
exclusion of use by all other persons, has been long recognized by the 
common law and the chancery courts of England and of this country, 
and by the statutes of some of the states. It is a property right for 
the violation of which damages may be recovered in an action at law, 
and the continued violation of it will be enjoined by a court of equity, 
with compensation for past infringement. This exclusive right was not 
created by the act of Congress, and does not now depend upon it for its 
enforcement. The whole system of trade-mark property and the civil 
remedies for its protection existed long anterior to that act, and have 
remained in full force since its passage. 


Again, in Estate of P. D. Beckwith, Inc. v. Commissioner of 
Patents, 252 U. S. 588, 546 [10 T.-M. Rep. 255], we find the 
following language used: 


Of course, refusal to register a mark does not prevent a former user 
from continuing its use, but it deprives him of the benefits of the statute, 
and this should not be done if it can be avoided by fair, even liberal, 
construction of the act, designed as it is to promote the domestic and 
foreign trade of our country. 


In Waldes, et al. v. International Mfrs. Agency, Inc., 287 F. 
502, 506 [7 T.-M. Rep. 7], the court said: 


People sometimes talk as though registration put some rigid limitation 
on user, but I know of none such. Registration confers no right, and 
limits none; it is a mere procedural advantage, depending upon common- 
law “ownership,” which can exist quite as well without it. In a case like 
this, where the jurisdiction of the court does not depend upon it, it gives 
scarcely any advantage of any sort, except under Section 16. It is not, 
like the issuance of a patent, the condition and the limitation of the 
owner’s rights. 
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See also Ansehl v. Williams (C. C. A. 8), 267 F. 9, 14 [10 T.-M. 
Rep. 444] and McIlhenny Co. v. Guidry (C. C. A. 5), 258 F. 613, 
616-617 [8 T.-M. Rep. 283]. 

To summarize, we hold that the appellant was the prior appro- 
priator of the trade-mark “Del Monte” in the West; that the appel- 
lee had formal, written notice of such appropriation in 1921; that, 
seven years after such notice had been given to it, the appellee 
entered the western market with its Del Monte coffee; that the 
appellant at no time abandoned the trade-mark; that the appellant 
lost none of its rights to the trade-mark as a result of its failure 
to register the mark, or as a result of the adverse decision of the 
Court of Customs and Patent Appeals; and that, therefore, it is 
entitled to an injunction restraining the appellee from using the 
words “Del Monte” in certain western states. 

In view of the fact, however, that there is no evidence of lost 
sales due to confusion in the West, we conclude that the appellant 
is not entitled to an accounting for profits or damages. We do so 
on the authority of Horlick’s Malted Milk Corporation v. Hor- 
luck’s, Inc., 59 F. (2) 18, 17 [22 T.-M. Rep. 819], decided by 
this court on May 23, 1982. 

We turn now to the East. 

The very decisions that hold the prior appropriator’s trade- 
mark rights to be paramount, as quoted above, contain a limitation 
that precludes the appellant’s assertion of those rights in the East. 
For example, in the Rectanus case, supra, we find the qualifica- 
tion thus stated, at page 100: 


The reason for the rule does not extend to a case where the same 
trade-mark happens to be employed simultaneously by two manufac- 
turers in different markets separate and remote from each other, so that 
the mark means one thing in one market, an entirely different thing in 
another. It would be a perversion of the rule of priority to give it such 
an application in our broadly extended country that an innocent party 
who had in good faith employed a trade-mark in one state, and by the 
use of it had built up a trade there, being the first appropriator in that 
jurisdiction, might afterwards be prevented from using it, with consequent 
injury to his trade and good-will, at the instance of one who theretofore 
had employed the same mark but only in other and remote jurisdictions, 
upon the ground that its first employment happened to antedate that 
of the first-mentioned trader. 
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The application of this geographical rule is even more fully 
expounded in the Hanover case, supra, at page 415: 

In the ordinary case of parties competing under the same mark in the 
same market, it is correct to say that prior appropriation settles the 
question. But where two parties independently are employing the same 
mark upon goods of the same class, but in separate markets wholly remote, 
the one from the other, the question of prior appropriation is legally 
insignificant, unless at least it appear that the second adopter has selected 
the mark with some design inimical to the interests of the first user, such 


as to take the benefit of the reputation of his goods, to forestall the 
extension of his trade, or the like. 


As we have said, it has been stipulated in this case that “by 
1918, the California Packing Corporation had established markets 
for its entire line of Del Monte products throughout the territory 
of the entire United States.” In addition, the court below found 
that “by the year 1918, and for many years prior thereto, the 
defendant and cross-complainant had established a secondary mean- 
ing for the name “Del Monte’ as averred in said paragraph VIII 
of said cross-claim throughout the territory of the entire United 
States.” 

Finally, in the Del Monte Special Food case, supra, at pages 
774-775, this court held that: 

The public has become familiar not only with the (Del Monte) label 


of the appellee, but with their course of business by which they have grad- 
ually extended their operations to other food products. 


From the foregoing, it would seem well established that, when 
the appellant entered the eastern field with its Del Monte coffee 
in 1927 it found a fertile economic soil for its product—a soil that 
had for years been carefully tilled by the vast advertising of the 
appellee. In a word, the appellant found firmly entrenched the 
secondary meaning of “Del Monte” as being the name of the food 
products of the appellee. As a result of this established secondary 
meaning, the appellant, whether intentionally or unintentionally, 
through the public’s confusion made many sales. As we have seen, 
the evidence to this effect is overwhelmingly beyond cavil. 

We find the law applicable to such a state of facts well stated 
by Mr. Chief Justice Fuller in the leading case of Elgin National 
Watch v. Illinois Watch Case Company, 179 U. S. 665, 674: 
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It is undoubtedly true that where such a secondary significance has 
been acquired, its use in that sense will be protected by restraining the 
use of the word by others in such a way as to amount to a fraud on the 
public, and on those whose employment of it the special meaning has 
become attached. 

In other words, the manufacturer of particular goods is entitled to 
the reputation they have acquired, and the public is entitled to the means 
of distinguishing between those, and other goods; and protection is 
accorded against unfair dealing, whether there be a technical trade-mark 
or not. The essence of the wrong consists in the sale of the goods of 
one manufacturer or vendor for those of another. 

If a plaintiff has the absolute right to the use of a particular word 
or words as a trade-mark, then if an infringement is shown, the wrongful 
or fraudulent intent is presumed, and although allowed to be rebutted 
in exemption of damages, the further violation of the right of property 
will nevertheless be restrained. 


See, also, as to the dispensation with proof of fraudulent intent 
“where the proof of infringement is clear,” at least so far as allow- 
ing injunctive relief is concerned. McLean v. Fleming, 96 U. S. 
245, 253-254, and Lawrence Manufacturing Company v. Tennessee 
Manufacturing Company, supra, at page 549. 

But, argues the appellant: 

When the defendant began putting out Del Monte coffee at the end 
of 1928, the plaintiff, fearing that the presence on the market of defend- 
ant’s coffee would create confusion, voluntarily added the words “Tillman 
& Bendel” on the front of its cans. 

The appellant also contends that: 

The law is well settled that the owner of a trade-mark is not account- 
able for the mistaken belief of a careless or inattentive purchaser. 

The answer to all of this is to be found both in the facts of 
this case and in the decisions of this and other courts. We have 
already quoted the testimony of the veteran grocer, Simpson, to 
the effect that “it is not usual for customers to look over a can 
to see who[m] it is manufactured by.” 

Common experience confirms this view. Even an ordinary 
careful and prudent housewife is not in the habit of subjecting 
every can of goods that she buys to meticulous scrutiny. 

Nor does the law impose any such obligation upon her. In the 
Horlick case, supra, this court said, at page 16: 


The lower court found as a fact that “the public fails to distinguish 
between the words ‘Horlick’s’ and ‘Horluck’s’ and the use of the name 
‘Horluck’s’ by the defendant in connection with its shops has caused con- 
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fusion in the minds of the public, and purchasers have patronized defend- 
ant’s shops believing that such shops were owned and operated by plain- 
tiff,’ and also: “That such confusion as has arisen concerning the pro- 
prietorship of defendant’s shops has mainly arisen from the similarity 
between the names of ‘Horlick’s’ and ‘Horluck’s’ used in the association 
with the words ‘Malted Milk.” 


There being real confusion in the mind of the public as to the identity 
of the defendant’s business, a duty devolved upon the defendant to take 
affirmative steps to avoid such confusion. 

Putting the name “Tillman & Bendel, Inc.” in sober, smaller 
type, beneath the showy legend “Del Monte” in ornate and con- 
spicuous italic, as was done in this case, does not discharge the 
“duty” referred to in the foregoing decision. Particularly is this 
true in view of the appellant’s statement, made in another connec- 
tion, in its brief: 

An examination of this group of labels will, we believe, suffice to con- 
vince the court that merchandise labeled in this way would be spoken of 
and identified, and considered in the minds of purchasers, as being “Del 
Monte Coffee.” The purchaser might or might not remember that the 
coffee was produced by Tillman & Bendel, but he would certainly identify 
the goods by the trade-mark name. These labels show, beyond the possi- 
bility of question, that there is no warrant for supposing that anyone 
dealing in the merchandise would consider it to be “Tillman & Bendel 
Coffee of the Del Monte grade,” but would on the contrary identify it as 
“Del Monte coffee” only. 

The appellant seems to have overlooked the fact that the very 
argument, which tends to establish its trade-mark rights in the 
West—namely, the identifying nature of the phrase “Del Monte’”— 
will militate against the appellant’s invasion of the East, where 
Tillman & Bendel, Inc., in 1927 was a newcomer, in view of the 
secondary meaning of the name “Del Monte” theretofore built up 
by the appellee. 

If the public can be excused for confusing “Horluck’s’’ with 
“Horlick’s,” a fortiori it will be excused for confusing two brands 
each bearing the identical name “Del Monte.” 

In the Del Monte Special Food case, supra, this court laid 
considerable stress upon the fact that there “was actual confusion 
in the minds of purchasers who purchased the appellant’s product, 
in that they believed that the oleomargarine advertised as a ‘Del 
Monte product’ was put out by the same people who were pro- 
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” 


ducing other ‘Del Monte products.’”” In the patent appeal involv- 


ing the present litigants, the court, as we have seen held that there 
was actual confusion from the use of the “Del Monte” trade-mark. 

In A. Y. McDonald § Morrison Mfg. Co. v. H. Mueller Mfg. 
Co. (C. C. A. 8), 188 F. 972, 974, the court said: 


The test is not whether, when goods are placed side by side a difference 
can be recognized in the labels or marks; but the test is, when such goods 
are not placed side by side, would an ordinarily prudent purchaser be 
liable to purchase the one, believing that he was purchasing the other? 


Similarly, the standard of the “ordinary purchaser” was stressed 
by the same court in Queen Mfg. Co. v. Isaac Ginsberg & Bros., 
Inc., 25 F. (2) 284, 287 [18 T.-M. Rep. 275]: 


In order to constitute an infringement, it is not necessary that the 
trade-mark be literally copied. [Cases cited.] Neither is it necessary 
that every word be appropriated. There may be infringement where the 
substantial and distinctive part of the trade-mark is copied or imitated. 
[Many cases cited.] Dissimilarity in size, form, and color of the label 
and the place where it is applied are not conclusive against infringement. 
[Cases cited.] The resemblances may so far dominate the differences as 
to be likely to deceive ordinary purchasers. [Cases cited.] Where a 
trade-mark contains a dominating or distinguishing word such as the 
word “Queen” in the instant case, and where the purchasing public has 
come to know and designate the article by such dominating word, the 
use of such word by another in marking similar goods may constitute 
infringement, although the latter mark, aside from such dominating word, 
may be dissimilar. 

In determining whether an alleged infringing trade-mark is sufficiently 
similar to be deceptive and, therefore, an infringement, ordinary pur- 
chasers, buying under the usual conditions prevailing in the trade, and 
giving such attention as such purchasers usually give in buying that class 
of goods, are the standard. Whether an imitation which is not an exact 
copy constitutes an infringement depends upon whether the resemblance 
is such as to be likely to deceive purchasers of the standard above defined 
and cause them to believe in purchasing the goods of the defendant that 
they are the goods of the plaintiff. In other words, if the resemblance is 
such as would deceive ordinary purchasers of the goods using ordinary 
caution, the trade-mark is infringed. [Cases cited.] 


Both the foregoing decisions are quoted with approval by the 
same court in Reid, Murdock & Co. v. H. P. Coffee Co., 48 F. (2) 
817, 819 [21 T.-M. Rep. 172], certiorari denied, 284 U. S. 621. 

The remaining question to be considered in this phase of the 
case is whether or not the Del Monte coffee with which the appel- 
lant invaded the eastern field in 1927, possessed “the same descrip- 
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tive properties” as the appellee’s canned fruits and vegetables, for 
which a secondary meaning in the East is claimed. 

As the appellant points out, “It is a fundamental principle 
of the law of trade-marks that one person may have a valid right 
to use a trade-mark upon one class of goods and another have an 
equally valid right to use the same mark on another class of goods.” 
Section 5 of the Trade-Mark Act of 1905 (15 U. S. C. A. 85) con- 
tains the following proviso: 

Provided, that trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or which so nearly re- 
semble a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties as 


to be likely to cause confusion or mistake in the mind of the public or 
to deceive purchasers shall not be registered. 


As observed by the Supreme Court in American Steel Foundries 
v. Robertson, etc., et al., 269 U. S. 372, 380 [16 T.-M. Rep. 51]: 


The mere fact that one person has adopted and used a trade-mark 
on his goods does not prevent the adoption and use of the same trade- 
mark by others on articles of a different description. There is no property 
in a trade-mark apart from the business or trade in connection with 
which it is employed. (Cases cited.) 

In at least two decisions, the Court of Customs and Patent 
Appeals has held that coffee belongs to the same class and has the 
same “descriptive properties” as the kinds of foods put out by the 
appellee prior to 1928, when the appellee also entered the coffee 
field. We refer to the Patent Office suit between the present liti- 
gants, and to Cheek-Neal Coffee Co. v. Hal Dick Mfg. Co., 40 F. 
(2) 106 [20 T.-M. Rep. 274]. The United States Patent Office 
places coffee into Class 46, “Foods and Ingredients of Foods.” 

The appellant, however, in its brief argues that “coffee is not 
a food at all.” It is somewhat surprising to find that counsel cite 
Vol. 5, page 974, of Encyclopedia Britannica as authority for this 
view when reference to that work discloses that at the very page 
cited, the following statement appears: 

Coffee belongs to the medicinal or auxiliary class of food substances, 


being solely valuable for its stimulant effect upon the nervous or vascular 
system. 
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Again, the very first words of the same Britannica article on 
the berry are as follows: 


Coffee. This important and valuable article of food is the produce 
chiefly of coffea arabica, etc. 
In its effort to disqualify coffee as a food, the appellant goes 
so far as to assert that “coffee is no more a food than chewing 
tobacco.” The short answer to this, of course, is that coffee is 
intended to be swallowed, and tobacco juice is not. 

We have no hesitation in concluding that coffee is a food, has 
the same descriptive qualities as canned fruits and vegetables, 
and is consequently capable of being the subject of a secondary 
meaning in connection with a trade-mark used by the producer of 
such canned goods, to an extent sufficient to warrant injunctive 
relief. 

The court below held that there was no “evidence of actual 
damage to defendant arising out of plaintiff’s sales of coffee bearing 
the name ‘Del Monte’ warranting an award of damages,’ and the 
amended decree sets forth that “defendant and cross-complainant 
take nothing in the way of damages against plaintiff and cross- 
defendant.” 

Since the appellee has filed no cross-appeal, the amended decree 
of the lower court will not be disturbed. 

Each party will bear its own costs, here and in the court below. 

To summarize, we hold that the amended decree of the District 
Court should be affirmed in part, and reversed in part, as follows: 

1. In so far as it perpetually enjoins the appellant from 
directly or indirectly using the name ‘Del Monte” on coffee, not 
made by or for the appellee, whether prepared for sale, offered 
for sale, or sold by the appellant in the states of California, Ore- 
gon, Washington, Montana, Nevada and Arizona, it is reversed. 

2. In so far as the amended decree enjoins the appellant from 
using the name “Del Monte” as stated above, elsewhere in the 


United States than in the six states hereinbefore named, it is 
affirmed. 
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3. In so far as it awards to the appellee costs from the appel- 
lant, the amended decree is reversed, each party being herein 
decreed to pay its own costs, in this court and in the court below. 

4. In so far as the amended decree holds that the appellant 
shall take nothing against the appellee, it is reversed, to the follow- 
ing extent: namely, that the appellee, the California Packing Cor- 
poration, is hereby forever and perpetually enjoined and restrained 
from directly or indirectly using the name “Del Monte” on coffee 
not by or for the appellant made, whether prepared, offered for 
sale or sold by the appellee, such injunction and restraint to be 
in force and effect only in the states of California, Oregon, Wash- 
ington, Montana, Nevada and Arizona, and not elsewhere. 

5. In so far as the amended decree awards damages to neither 
party, it is affirmed. 

Before a final judgment is entered by this court, we desire to 
hear from counsel as to the precise terms of the injunction, espe- 
cially with reference to the form of label to be used by the appellant 
for its Del Monte coffee, which, under this decision, it will be 
permitted to market in the above-named western states. 

Affirmed in part, reversed in part. 


IroniTe Company AND C, H. Mann & Company, Inc. v. Guaran- 
TEE WATERPROOFING COMPANY AND JOHN T. KELLEY 


United States Circuit Court of Appeals, Eighth Circuit 
March 30, 19383 


Trape-Marks—“Use” Unover Section 99 or THE Act—INTeRsTATE TRANS- 
PORTATION HeEtp “Use.” 

In a suit for infringement of a registered trade-mark, held that the 
use of the infringing mark on goods transported in interstate commerce, 
was the use meant by Section 99 of the Trade-Mark Act of 1905, irre- 
spective of whether said transportation resulted in the sale of the goods. 

Trape-Marks—INFRINGEMENT—J URISDICTION—IRONITE ON WATERPROOFING. 

The lower court had dismissed an action for infringement and unfair 
competition for want of jurisdiction, it having held that there was no 
actionable infringement shown under Section 96 of the Trade-Mark 
Act; but found the defendant guilty of unfair competition. Held on 
appeal that the action should have been brought under Section 99 of 
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the Act and that, under said section, infringement was proved. The 
decision of the lower court was, accordingly, reversed with an order 
of accounting of profits. 
In equity. Action for trade-mark infringement and unfair 
competition. From a decision dismissing the bill for want of 
jurisdiction, plaintiffs appeal. Reversed and remanded. 


Joshua R. H. Potts, of Chicago, Ill. (Eugene Vincent Clarke, 
Basel H. Brune and Thorpe § Thorpe with him on the 
brief), for appellants. 

Arthur C. Brown and Harding, Murphy §& Tucker, all of Kan- 
sas City, Mo., for defendants. 


Before Stone, VAN VALKENBURGH and Boortn, Circuit Judges. 


Stone, C. J.: This is a trade-mark and unfair competition 
action. The plaintiffs prayed an injunction, an accounting for 
gains and profits, and damages. At the conclusion of the evidence, 
the court entered a decree dismissing the bill for want of juris- 
diction. 

The opinion of the court sets forth the reasons for the decree. 
The court determined that the action for trade-mark infringement 
must be based upon Section 96, Title 15 U. S. C. A.; that this 
section required three essentials to an actionable infringement of 
a registered trade-mark, which were (1) a reproduction or imita- 
tion of the trade-mark, (2) the affixing of such reproduction or 
imitation either to merchandise or to labels or receptacles used in 
connection with merchandise covered by the registration, and (3) 
the use of such reproduction or imitation in interstate commerce; 
that defendant had not so affixed, and had not used the reproduction 
in interstate commerce in connection with the sale of merchandise 
of the same description as covered by that of the registered trade- 
mark; that, therefore, no actionable infringement was shown under 
Section 96. 

As to unfair competition, the court found the defendants guilty 
thereof. Also, the court found there was lack of complete diversity 
of citizenship. In this situation, the court determined there was no 
jurisdiction, under Stark v. Stark Brothers Nurseries and Orchard 
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Co., 257 Fed. 9 [9 T.-M. Rep. 182], this court, and Taylor v. 
Bostick, 299 Fed. 282, C. C. A. 3. 

We are considerably hampered in consideration of this case by 
the fact that no brief or oral argument is here on the part of 
appellees. This situation necessitates our independent investiga- 
tion of the propriety of the order of dismissal. Appellants present 
here several matters, some of which apply to jurisdiction, and 
others to the merits. As the trial court has made no determination 
upon the merits, that matter is not properly before us and we are 
confined to an examination of the jurisdiction of the trial court. 

The decisive point in this case is whether this action must be 
based upon Section 96, Title 15, U. S. C. A., or whether it may 
be based upon Section 99 of the same title. If it must be regarded 
as based on Section 96, the determination of the trial court was 
correct, for the reasons following. That section clearly requires, 
as the court held, the concurrence of three essentials before an 
infringement could be maintained thereunder, and those three are 
as stated by the court. The appellants have argued the case here 
as though the trial court had found but one of those three essentials 
lacking, to wit, use in interstate commerce of the objectionable 
trade-mark. However, the court not only found that essential miss- 
ing but it also found missing another essential, which is that the 
defendant should have affixed the objectionable trade-mark to the 
package used in interstate commerce. The evidence seems clear 
that this finding is amply supported by the evidence, if indeed it is 
not conclusively shown therein. Therefore, in so far as Section 
96 is concerned, it would be of no avail to appellants to convince 
us that the use was in interstate commerce. Hence, if this action 
must be regarded as brought under Section 96, there has been a 
complete failure of proof as to affixing the trade-mark and, there- 
fore, the court necessarily reached the conclusion that no recovery 
could be had for infringement of the trade-mark under that sec- 


tion. As there was a lack of necessary diversity of citizenship, 
the jurisdiction of the court would have to rest upon infringement 
of trade-mark, and a failure to establish a cause of action thereon 
































5 Fee SE ne naes cae < 





158 TWENTY-THREE TRADE-MARK REPORTER 





might result in a lack of jurisdiction as to the issue of unfair com- 
petition, under the Stark case. 

However, this action not only may be regarded as brought 
under Section 99, but it must be so treated. These two sections, 
as well as others, are part of the Trade-Mark Act of 1905. Sec- 
tions 96, 99, 100, and 103 cover the provisions as to remedies. 
Section 96 is a pure action at law for damages for infringement 
of a trade-mark registered under the act. Not only does it fail 
to permit, but its very terms actually prohibit any thought of 
equitable relief or remedy, since it is expressly a provision for 
the recovery of actual damages by a jury (with provision for 
trebling such in the discretion of the court). Also, it may be noted 
that Section 99 emphasizes, expressly, that Section 96 is intended 
to cover only “actions of law.” Section 99 provides the equitable 
remedy for infringement of trade-marks registered under the act. 
In addition to injunctive relief, this section provides for recovery 
of profits and of damages. Section 100 deals only with the power 
of the court to order the destruction of infringing matter in the 
possession of the defendant, where the plaintiff has prevailed, 
either under Sections 96 or 99. Section 103 declares that the 
above remedies are cumulative, and not exclusive of any remedy 
at law or in equity which existed for the protection of trade-marks. 
In short, it declares that there is no diminution of the remedies 
at common law to protect common law trade-marks. 

This petition is very clearly an equitable action. In three 
separate places in the body of the petition this is made clear, and 
the prayer begins with a statement that “inasmuch as plaintiffs 
have no plain, adequate and complete remedy except in this Court 
of Equity, therefore plaintiffs pray.” The relief asked in the 
prayer is for an injunction, an accounting for gains and profits, 
damages (with increase), and delivery up, to be destroyed, of the 
offending matter. All of this relief is incorporated and provided 
for in Section 99, except the destruction of the offending matter, 
which is covered by Section 100. Thus, it is clear that this case 
was not and could not have been brought under Section 96; is not 
governed by the provisions or requirements of that section, and 
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that the court erred in so holding. It is also clear that it is brought, 
primarily, under Section 99, though a portion of the relief asked 
is provided in Section 100. 

The question remains whether a case was established under 
Section 99. The court found that the matter covered by the trade- 
mark was subject to registration as such, and that it was being 
used by the defendant without right. He found, also, that the 
defendant was not using it in connection with sales in interstate 
commerce. Therefore, our problem, viewing alone the findings of 
the court, has to do with whether it was necessary to show a use 
by defendant of the trade-mark in interstate commerce, and whether 
that was shown. Passing from the finding of the court to the 
evidence, there is no dispute therein as to what the defendant was 
doing in relation to interstate commerce. He was taking contracts 
for applying this Ironite waterproofing mixture to concrete walls. 
In these contracts, he was obligated to do the work and to use 
Ironite mixture. To get this Ironite mixture to the place of use, 
he shipped it from the place where he had received it to the place 
of use, in interstate commerce. 

The findings of the court strongly intimate, if they do not so 
express the idea, that it was necessary to show a sale where 
delivery took place in interstate commerce. Sale is not controlling, 
and we need not determine whether what the defendant did con- 
stituted a sale with a delivery by interstate commerce. Federal 
control over trade-marks does not rest upon the patent and copy- 
right provision (Article 1, Section 8, Clause 8) in the Constitu- 
tion (Trade-mark cases, 100 U. S. 82), but that power is found 
in the commerce clause (Article 1, Section 8, Clause 3), as is shown 
by many cases, of which a late one is Macaulay v. Malt-Diastaste 
Co., 4 Fed. (2) 944, Court of Appeals of D. of C. [15 T.-M. Rep. 
253]. The power of Congress over interstate commerce is not 
limited to transportation in connection with sales but extends to 
the bare act of transportation in interstate commerce. In the 
noted case of Gibbons v. Ogden, 9 Wheat. 1, Chief Justice Marshall 
(*p. 189) said: 
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The words are, “congress shall have power to regulate commerce with 
foreign nations, and among the several states, and with the Indian tribes.” 
The subject to be regulated is commerce; and our constitution being, as 
was aptly said at the bar, one of enumeration, and not of definition, to 
ascertain the extent of the power, it becomes necessary to settle the 
meaning of the word. The counsel for the appellee would limit it to 
traffic, to buying and selling, or the interchange of commodities, and do 
not admit that it comprehends navigation. This would restrict a general 
term, applicable to many objects, to one of its significations. Commerce, 
undoubtedly, is traffic, but it is something more—it is intercourse. It 
describes the commercial intercourse between nations, and parts of nations, 
in all its branches, and is regulated by prescribing rules for carrying on 
that intercourse. The mind can scarcely conceive a system for regulating 
commerce between nations, which shall exclude all laws concerning naviga- 
tion, which shall be silent on the admission of the vessels of the one nation 
into the ports of the other, and be confined to prescribing rules for the 
conduct of individuals, in the actual employment of buying and selling, 
or of barter. If commerce does not include navigation, the government 
of the Union has no direct power over that subject, and can make no 
law prescribing what shall constitute American vessels, or requiring that 
they shall be navigated by American seamen. Yet this power has been 
exercised from the commencement of the government, has been exercised 
with the consent of all, and has been understood by all to be a commercial 
regulation. All America understands, and has uniformly understood, the 
word “commerce,” to comprehend navigation. It was so understood, and 
must have been so understood, when the constitution was framed. The 
power over commerce, including navigation, was one of the primary 
objects for which the people of America adopted their government, and 
must have been contemplated in forming it. The convention must have 
used the word in that sense, because all have understood it in that sense; 
and the attempt to restrict it comes too late. 


In Hanley v. Kansas City S. Ry. Co., 187 U. S. 617, 619, the 
court said: 


Transportation for others, as an independent business, is commerce, 
irrespective of the purpose to sell or retain the goods which the owner 
may entertain with regard to them after they shall have been delivered. 


In Second Employers’ Liability Cases, 223 U. S. 1, 46, the court 
said: 
The term “commerce” comprehends more than the mere exchange of 


goods. It embraces commercial intercourse in all its branches, including 


transportation of passengers and property by common carriers, whether 
carried on by water or by land. 


Numerous acts of congress dealing solely with transportation 
have been upheld. Examples are the “White Slave” Act, the 
“Dyer” Act, the “Pure Food” Acts, the “Safety Appliance” Acts 
and many others. 
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The extent and the manner in which congress intended to 
employ this power in the Trade-Mark Act depend upon the pro- 
visions of that act. This meaning is easily discoverable from the 
expressions in various sections thereof. The section providing for 
registration employs the word “used” in commerce (Section 81, 
Title 15, U. S. C. A.). The same term is employed in Section 82, 
85 and, significantly, in Section 96. There is no warrant to limit 
this broad term “use” to use in connection with a sale. It is more 
in harmony with the meaning of the term (unrestricted in the act) 
and with the purpose of the act to construe it as equivalent to 
transportation. If this construction be correct, there can be no 
doubt that the undisputed evidence here shows such “use.” There- 
fore, we have the situation of a trade-mark, registered under the 
act, unlawfully used in interstate commerce by the defendant within 
the meaning of Section 99. This is a complete case of infringement, 
under the act, and the remedy therefor, and which is sought in 
this action, is provided by Sections 99 and 100. 

The case should be reversed, with directions to set aside the 
order of dismissal, to enter a decree, and to proceed in the matter 


of accounting for profits and the ascertainment of damages in 
accordance with this opinion and the evidence in the case. It is 
so ordered. 


Van VackensBurGH, C. J.: I fully concur in the disposition 
of this case made by Judge Stone’s excellent opinion, and, in the 
main, in the reasons assigned for the conclusion reached. It is 
clear, as he says, that the case falls primarily under Section 99, 
Title 15 U. S. C. A., with a portion of the relief asked provided 
in Section 100. I cannot agree, however, that, under the facts in 
this case, appellants have failed to show the affixing of such trade- 
mark to and upon the receptacles of merchandise used in interstate 
commerce. Appellee systematically used containers, procured from 
another party, upon which the prohibited term “Ironite” was sten- 
ciled. They did this with full knowledge and with intent to deceive 
as to the origin of the commodity. In such case the spirit of the 
statutory requirement is satisfied as fully as though the infringing 
label had been manually affixed by appellees themselves. I think 
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this construction finds substantial recognition in the decision of 
the Supreme Court in Bourjois § Co. v. Katzel, 260 U. S. 689 
[13 T.-M. Rep. 69]. 


Unitep Dressep Beer Co. or New York v. Unitep BuTtcuHers, 
Inc. 


New York Supreme Court, Special Term, New York County 
November 25, 1932 


Trape-Marxs—Unram Competition—“Unitep”—Seconpary MEANING. 

Where plaintiff had done a retail butcher business for a period of 
forty years, under the name United Dressed Beef Co. of New York, 
held that the word “United” had acquired a secondary meaning as 
identifying plaintiff's business. 

Unrair CoMPETITION—SIMILARITY OF TRADE-NAMES—INJUNCTION. 

If there is sufficient showing that confusion and deception are likely 
to occur from the concurrent use of a trade-mark or trade-name in 
competing businesses, an injunction should issue. The use by defendant, 
therefore, of the word “United” in its trade-name was enjoined as 
unfair competition against the plaintiff, which had long used the word 
in a similar business. 

In equity. Action for unfair competition. On plaintiff's motion 


for an injunction pendente lite. Motion granted. 


White & Case (Chester Bordeau, of counsel), all of New York 
City, for plaintiff. 
Maz Ornstein, of New York City, for defendant. 


Coun, J.: Motion for an injunction pendente lite is granted. 

The plaintiff has been engaged in the business of slaughtering 
cattle and dressing meats for distribution and sale among retail 
butchers in the city of New York for a period of forty years. The 
defendant was incorporated in June, 1932, and has since been 
engaged in the same business as the plaintiff in this city. It 
appears the plaintiff does a very large business and has generally 
been referred to in its trade as the “United.” Although the word 
“United” cannot be considered the exclusive property of the plain- 
tiff, it has acquired over a long period of years a secondary meaning 
for its name. United Drug Co. v. Parodney (D. C.) 24 (2d) 577 
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[18 T.-M. Rep. 70]. Furthermore, the defendant has not offered 
any explanation for adopting the name which it now uses. It is 
reasonable to assume that it was done for possible advantage that 
might occur from the similarity of names. Even if there were no 
wrongful purpose, the good-will of plaintiff's business is entitled 
to protection. Eastern Const. Co., Inc. v. Eastern Engineering 
Corp., 246 N. Y. 459, 159 N. E. 397. It is not necessary to show 
that there has been any confusion or loss of business as a result 
of the similarity of names. If there be a sufficient showing that 
confusion and deception with consequent loss of business and unfair 
competition are likely to occur, an injunction should issue. Metro- 
politan Telephone & Telegraph Co. v. Met. Telephone & Telegraph 
Co., 156 App. Div. 577, 583, 141 N. Y. S. 598 [8 T.-M. Rep. 221]; 
Taendsticksfabriks Akticbolagat Vulcan v. Myers, 139 N. Y. 364, 
34 N. E. 904; German-American Button Co. v. Heymsfeld, Inc., 
170 App. Div. 416, 421, 156 N. Y. S. 228 [6 T.-M. Rep. 87]. 
Settle order accordingly, and let provision in the order be made 
for a suitable bond. 


FrigiparreE Corporation v. NiItTeERHOUSE BrotTHeErRs 


United States Court of Customs and Patent Appeals 


February 20, 1933 


Opposition No. 10,013 


Trape-Marks—Opposition—"“Fricipizep FisH”—Apreat—DisMissaL. 

In an opposition proceeding brought by appellant to the registration 
of the words “Frigidized Fish” for foods and ingredients of food, on 
the ground of its use of the trade-mark “Frigidaire” for refrigerators, 
it was held that, inasmuch as the words “Frigidized Fish” had been 
held by the Commissioner as descriptive and therefore unregistrable, 
the case was moot, there being no statutory relief obtainable by appel- 
lant in the appeal, which had not already been adjudged by the Com- 
missioner. The appeal was, accordingly, dismissed. 


On appeal from a decision of the Commissioner of Patents in 
an opposition proceeding. Appeal dismissed. 
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Ralph E. Parker, C. H. Potter and H. T. Stowell, all of Wash- 
ington, D. C., for appellant. 
Owen Harrison Spencer, of Indianapolis, Ind., for appellee. 


GraHaM, P. J.: The appellee filed an application in the United 
States Patent Office, on November 16, 1928, for registration of a 
trade-mark used by it in connection with the sale of foods and 
ingredients of foods, said mark being the words, in block type, 
“Frigidized Fish.” No claim was made for the word “Fish,” ex- 
cept in connection with this mark. 

The appellant, Frigidaire Corporation, filed its opposition to 
such registration. The opposition was based upon the alleged 
fact that the appellant had been engaged in the interstate sale of 
refrigerating systems and elements since September, 1918, and 
had used in connection therewith the trade-mark “Frigidaire.” The 
notice of opposition alleges that confusion in trade will result from 
the registration of the name of the mark “Frigidized Fish,” and 
will result in financial injury and damage to the opposer. 

The Examiner of Interferences held that the mark “Frigidized 
Fish” was descriptive, and could not be registered. He further 
held that the opposer had not set out this ground of opposition in 
his notice and that, therefore, said notice should be dismissed. 

The appellant appealed. The Commissioner held, in brief, 
that the goods produced by the appellant, and those of the appellee, 
upon which the mark “Frigidized Fish” was to be used, were not 
goods of the same descriptive properties, and that, therefore, the 
appellant could not, under the law, oppose the registration of the 
same. The opposition was dismissed. The Commissioner further 
held that the proposed mark, “Frigidized Fish,” was and is descrip- 
tive, and was not entitled to registration. 

From this decision of the Commissioner the appellant has 
brought the case here, and now seeks the judgment of this court 
upon its right to make opposition to the proposed registration, and 
questions the unfavorable decision of the Commissioner on that 
point. The appellee does not appeal. 

As we view the matter, the case is now moot. All that the 
opposer could have sought in his notice of opposition was to defeat 





DECISIONS OF THE COMMISSIONER OF PATENTS 165 


the registration of the proposed mark. Such registration has been 
denied. Therefore, irrespective of the right of the appellant to 
bring such opposition proceedings, and as to this we expressly 
reserve judgment, there is no statutory relief which appellant may 
receive in this proceeding, which has not already been adjudged 
by the Commissioner. The question of the descriptiveness of the 
mark of the appellee is not involved, for the appellee has not 
questioned this decision by appeal. 

It follows that the appeal should be and is hereby dismissed. 
This is in harmony with our judgment in Tower §& Sons v. United 
States, 20 C. C. P. A. (Customs) , T. D. 46131, and cases 
therein cited. It is also sustained by the practice of the Court of 
Appeals of the District of Columbia, as stated in Dunlap v. Bett- 
mann-Dunlap Co., 57 App. D. C. 351, 23 F. (2d) 772. 

This case is clearly distinguishable from Celanese Corp. of 
America v. Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) 998, 
47 F. (2d) 375 [21 T.-M. Rep. 151], as will appear from the 
facts stated therein. 


DeEcISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Prior Claim 


Kinnan, F. A. C.: Held that registration of the term “Aescu- 
lap” issued to Aktien-Gesellschaft fiir Feinmechanik, Vormals Jet- 
ter & Scheerer, of Tuttlingen, Wurttemberg, Germany, as a trade- 
mark for a considerable number of surgical and medical instru- 
ments should be cancelled. 

The ground of the decision is that this registration was issued 
because in its application for registration registrant had alleged 
ownership of the prior registration of the same trade-mark (regis- 
tration No. 34,826), whereas it appears that on the records of 
this Office that registration is owned by Kny-Scheerer Corpora- 
tion. 

With respect to the records of the Office relative to the earlier 
registration, the First Assistant Commissioner said: 
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The records of this Office show that the ownership of this prior regis- 
tration No. 34,826, at the date of the grant of the registration here under 
review, resided in the petitioner by reason of the seizure by the Alien 
Property Custodian during the World War of the mark No. 34,826 and 
the business conducted in connection with it. Subsequently, that official 
sold the mark and business to the Holley Securities Corporation, which 
later made a transfer of these properties to the Kny-Scheerer Corporation 
which, in turn, made transfer to the Kny-Scheerer Corporation of America, 
and that corporation finally made transfer in January, 1929, to the Kny- 
Scheerer Corporation, the petitioner in the case at bar. 


With reference to the argument that the petitioner for registra- 
tion had been guilty of acquiescence and had failed to oppose the 
application which matured into the registration here invc'ved, he 
said: 

As noted by the Examiner, neither the acquiescence on behalf of the 
petitioner nor its failure to oppose the registration can be deemed to bar 
it from now asserting any rights it may previously have enjoyed. 

Then, after stating that the proofs were sufficient to establish 
that the petitioner has a record title to the mark of the earlier regis- 
ration, he said: 

This being true and the registration here sought to be cancelled having 
been obtained by reason of the assertion of the registrant in contravention 
of the showing of petitioner that the former was the owner of this earlier 
registration, it is deemed the registration here under consideration was 
not properly granted. 

This Office has no jurisdiction to determine the matter of the disputed 


ownership of the earlier registration and must in consequence follow the 
records of the Office.’ 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter a certain trade-mark for face creams, cleansing creams, etc., 
in view of the prior registration by opposer of a mark deemed to be 
confusingly similar thereto on substantially the same goods. 

In his decision the First Assistant Commissioner quotes the 
description of the mark given in applicant’s brief as follows: ‘A 
silhouette facial profile extending in a backwardly inclined angle 
and having an integral horizontal base line extending toward the 


?Kny-Scheerer Corp. v. Aktien-Gesellschaft fiir Feinmechanik, Vormals 
Jetter & Scheerer, Canc. No. 2,325, 159 M. D. 19, February 7, 1933. 
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left or front, together with the word ‘Krank’ distinctively dis- 
played with a long line on one side of the K extending at the same 
general inclining angle as the facial silhouette profile, shown upon 
a silver background.” He then states that the opposer’s mark 
“consists of a representation of the head and shoulders of a young 
woman, the face appearing in profile, shown against a heavy shadow 
line; below these features is the notation ‘Marinello, the entire 
mark being shown upon a silver background.” 

He then stated that the record established that the opposer had 
adopted and used its mark prior to any date claimed by the appli- 
cant and, opposer having widely advertised its goods under its 
mark and made large sales, doubts must be resolved against the 
newcomer. 

With respect to the marks themselves, he said: 

The relatively heavy shadow line, the absence of the pictorial repre- 
sentation of the complete head and shoulders of the female figure, together 
with the slanting position of the facial representation in applicant’s mark 
have been fully considered. It must be deemed, however, that both marks 
disclose as their predominating features the shadow line of the profile of 
a female face on a silver background used with, to some but a less extent 
in applicant’s mark, an elongated neck. The marks are seldom seen 
side by side by purchasers for comparison. At least a considerable part 
of the purchasing public would remember the shadow line of the profile 


of the female face on a silver background more clearly than it would 
remember the other less distinctive features.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for a non-alcoholic, maltless beverage sold as 
a soft drink, and syrup for making the same, the notation ‘“Pop-Eye 
Punch,” the word “Punch” being disclaimed, in view of the prior 
registration by opposer of the word “Popsicle” as a trade-mark 
for lollypops, the same term in connection with the representation 
of a stick having candy on one end and the words “A Drink on a 
Stick,” therebeneath as a trade-mark for non-alcoholic, maltless 
syrups. 


*Marinello Company v. A. J. Krank Company, Opp. No. 11,692, 150 
M. D. 17, February 1, 1933. 
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The ground of the decision is that the goods of the parties are 
of the same descriptive properties and the marks confusingly 
similar. 

In his decision, after noting that one of opposer’s marks in- 
cludes the additional features above mentioned, the First Assistant 
Commissioner said: 


It must be held, however, that the prominent and predominating feature 
of the opposer’s mark used upon the beverages is the word “Popsicle,” 
and that this is so nearly like the applicant’s mark in spelling, appearance, 
and sound as to render confusion quite probable. 

With reference to the goods, he held that non-alcoholic, maltless 
syrups recited in one of opposer’s registrations and a non-alcoholic, 
maltless beverage recited in applicant’s application are of substan- 
tially the same class, and said: 


While applicant has noted that its goods are differently classified from 
those of the opposer in the Office classification, it is deemed this is not 
controlling. (Citing authorities.) . . . . It is believed upon the facts as 
above noted, the applicant has approached too nearly the opposer’s mark 
and there is a reasonable probability of confusion in trade.’ 


Interference—Priority 


Kinnan, F. A. C.: Held that Peck & Peck had established 
adoption and use of the notation “Princess” as a trade-mark for 
hosiery prior to any date established by Abraham & Straus, Inc., 
of the adoption and use of the notation “Sheer Princesse” as a 
trade-mark for the same goods, and that the former is entitled 
to registration of the mark shown in its application and the latter 
is not entitled to the registration of the mark shown in its appli- 
cation. 

In his decision the First Assistant Commissioner noted that the 
record on behalf of Peck & Peck included the stipulated testimony 
of the president of that company, which stipulation stated that if 
the witness were examined and cross-examined he would testify 
that his company had been using the mark since 1915. He also 
noted that the evidence on behalf of Abraham & Straus, Inc., estab- 
lished no date of use earlier than 1929. He further noted that 


*The Popsicle Corporation of the U. S. v. Bon Ton Beverages, Inc., 
Opp. No. 11,778, 159 M. D. 21, February 7, 1933. 
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Abraham & Straus, Inc., presented testimony to show the use by 
others of the mark ‘Princess’ on the same goods and that testi- 
mony had been presented on behalf of Peck & Peck to show that 
they had successfully stopped such users and had obtained the can- 
cellation of the registrations taken out by certain of the parties 
referred to. 


With reference to the question whether such testimony was 
proper rebuttal, the First Assistant Commissioner said: 


Judicial notice may be taken of the records in this Office of the can- 
cellation and opposition proceedings and the certificates regarding them. 
Although the evidence submitted in connection with them cannot be used 
against the appellant, the fact of these proceedings may be properly 
noticed. While in the instant proceeding the use by these third parties 
of the mark “Princess” is not determinative of the issue here raised yet 
to the extent such evidence is relevant at all, the rebuttal testimony of 
Peck & Peck entirely satisfactorily establishes the appellee’s rights have 
not been lost by such alleged use by others. 


With reference to the sufficiency of the testimony to establish 
the early use by Peck & Peck, he said: 


The form of the stipulation justifies the conclusion that if the witness 
had been called, his testimony would not have been in any manner shaken 
on cross-examination. It is deemed proper to hold that this witness was 
testifying as to facts concerning which he was in an unusually advan- 
tageous position to know. The use of a trade-mark on goods is ordinarily 
continuous and the president of the Peck & Peck company would neces- 
sarily know, if it were the fact, that during all these years the mark had 
been used by this company. . . . It is not believed there is any adjudicated 
case which holds that the testimony of one witness cannot under any 
conditions be accepted as to the facts stated by him. It is deemed proper 
to hold that Peck & Peck has established that it was using its mark upon 
hosiery at least for a period of years before the appellant began the use 
of its mark.‘ 


Kinnan, F. A. C. Held that Buell Manufacturing Company 
had not established the use of the term “Klarion” as a trade-mark 
for air operated signalling horns as early as the use established 
by Trico Products Corporation, of the mark “Clarion” and that 
the former is not entitled to the registration of the mark for which 
it made application and the latter is entitled to the registration of 
its mark. 


*Peck & Peck v. Abraham & Straus, Inc., Interference No. 1,745, 159 
M. D. 22, February 7, 1933. 
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In his decision, after reviewing the testimony on behalf of 
Trico Products Corporation and holding that it established a use 
of the mark about the middle of January, 1931, the First Assistant 
Commissioner reviewed at length the testimony of Buell Manu- 
facturing Company, noted that a large portion of the testimony 
related to what the company intended to do about the mark in the 
latter part of 1930; that one of the witnesses who testified at 
some length, including testimony as to shipments made, was not 
at the plant from October 10, 1930, to January 21, 1981; that 
certain of the goods to the shipment of which he tesvified were 
proven not to have had the mark in question thereon but a different 
mark and that the die for stamping the word “Klarion” on the 
horns was not made until November 30, 1980, and there was no 
definite testimony as to shipments of the horns so stamped prior 
to the middle of January, 1981, and then said: 


The record on behalf of the appellee is evidently not all that might 
have been presented if such a considerable number of sales were made 
prior to January, 1931, as is alleged. Presumptions and inferences may 
be suggested by the record of appellee, it is possibly true; but this is not 
sufficient. The burden of proof rests upon it, and it has failed to sustain 
this burden. It must be held appellee has not proved trade-mark use 
prior to the middle of January, 1931.° 


* Buell Mfg. Co. v. Trico Products Corp., Interference No. 1,925, 159 
M. D. 25, February 24, 1933. 








KAESER & BLAIR V. MERCHANTS ASS’N 


Karser & Brair, INc. v. Mercuants Association, INc. 
United States Circuit Court of Appeals, Sirth Circuit 
April 7, 1933 


Trape-Marks anD Unrair Competition—Use or ANOTHER’s METHODs Nor 
UNLAWFUL. 

It is not unfair practice to use a method that someone else has 
devised and found effective. It is rather the doing of an act which 
misleads or is intended to mislead the public as to the origin of the 
goods that is unfair competition. 

Unram Competition—Use or Simitar Mark oN CaTALoGues—APPEAL. 

Where both parties used in their catalogues certain similar features, 
such as cuts and designs, but the covers and general appearance of the 
catalogues were entirely dissimilar, held that there was no unfair com- 
petition on the part of the appellant. 


In equity. Action for alleged unfair competition and trade- 
mark and copyright infringement. Appeal from a decision of the 
District Court of the United States, Southern District of Ohio. 


Decree as to unfair competition vacated and as to copyright in- 
fringement modified. 


Toulmin & Toulmin, of Dayton, Ohio, for appellant. 
Parton § Seasongood, of Cincinnati, Ohio, for appellee. 


Moorman, C. J.: The appellant and appellee are each engaged 
in selling stationery such as letterheads, bill-heads and calling 
cards. Each publishes catalogues containing cuts of suitable de- 


signs for use on stationery, and each gives to its customers the 
free use of these designs. The appellee’s catalogues are copyrighted, 
and this suit was brought for infringement of the copyrights, for 
infringement of appellee’s registered trade-mark, and for unfair 
trade competition. On the hearing of the case the trial court 
dismissed the charge of trade-mark infringement, but held that the 
appellant had been guilty of unfair trade competition and of in- 
fringement of the appellee’s copyrights. It accordingly enjoined 
the appellant from committing other acts of unfair competition or 
from making or causing to be made any portion of the copyrighted 
publications, ordered the appellant to account for and pay over 
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to the appellee any gains or profits which it had theretofore received 
as a result of its unfair and illegal practices, and referred the cause 
to a special master to hear evidence and report to the court his 
finding with respect thereto. It further decreed that the appellant 
deliver up to the marshal of the court for destruction all infringing 
copies of its catalogues, together with all plates, materials, matrices 
or other means for making such copies. 

The proofs show that the goods of each of the parties are sold 
on orders by mail from catalogues or upon orders given to salesmen 
who exhibit the catalogues and permit the customer to select the 
designs he wishes for his stationery. No evidence was offered to 
show the actual misleading of any of appellee’s customers or that 
appellant had ever attempted to palm off its goods as the goods 
of the appellee. The covers of the catalogues are dissimilar in 
color. appearance, design and make-up. The principal place of 
business of appellant is Cincinnati, Ohio; the principal places of 
business of the appellee are Dayton, Ohio, and Chicago, Ill. Appel- 
lant’s name and place of business appear prominently on the out- 
side of its catalogues, and appellee’s name, with its place of busi- 
ness, is given equal prominence on its catalogues. 

The finding of unfair competition was based upon exhibits 
introduced in evidence. This court, therefore, cannot give to the 
finding the weight that attaches to a finding of fact where the court 
has heard witnesses in open court, but must draw its own deductions 
and conclusions from an examination of the exhibits. The Natal, 
14 Fed. (2d) 382, 384; W. H. Anderson Co. v. Baldwin Law Pub. 
Co., 27 Fed. (2d) 82, 86 (6 C. C. A.); Nashua Mfg. Co. v. 
Berenzweig, 39 Fed. (2d) 896, 897. Upon considering and com- 
paring the exhibits, we are unable to conclude that appellant has 
been guilty of practicing any unfair trade methods. Wirfs v. 
D. W. Bosley Co., 20 Fed. (2d) 632, 635; Wornova Mfg. Co. v. 
McCawley & Co., 11 Fed. (2d) 465 [16 T.-M. Rep. 37]. The 
danger of confusion or deception which might otherwise exist seems 
to us to be entirely eliminated by the method of sale which the 
parties have adopted. Neither sells over the counter; both sell 
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directly to the consumer on orders by mail or through salesmen; 
and the appellant’s catalogues, as we have seen, are too unlike 
appellee’s in color and appearance to lead to deception as to the 
origin of the goods. Cf. Oil Conservation Engineering Co. Vv. 
Brooks E. Co., 52 Fed. (2d) 788, 785 (6 C. C. A.); Hazelton 
Boiler Co. v. Hazelton Tripod Boiler Co., 142 Ill. 494, 508. 

Nor was the appellant guilty of unfair competition in using 
appellee’s method of doing business. It is not unfair practice to 
use a method that someone else has devised and found effective. 
To hold that it is would be to foster monopolies and stifle competi- 
tion. It is the doing of an act which misleads or is intended to 
mislead the public as to the origin of the goods that is unfair com- 
petition. This was the ground of decision in Meccano v. Wag- 
ner, 284 Fed. 912 [7 T.-M. Rep. 43], where the products were 
sold over the counter, and the defendant so dressed the boxes 
in which its product was sold as to render them indistinguishable 
from those of the plaintiff. So, too, in Prest-O-Lite Co. v. Davis, 
209 Fed. 917 [4 T.-M. Rep. 91], affirmed in 215 Fed. 349 (6 C. 
C. A.) [4 T.-M. Rep. 419], and Queen Mfg. Co. v. Isaac Ginsberg 
§& Bros., 25 Fed. (2d) 284 [18 T.-M. Rep. 275], the dress and 
markings of the competing articles led to deception. We cannot 
believe that the appellant’s method of doing business, though similar 
to the appellee’s, could have that effect, and lacking it, there can 
be no unfair competition. 

The appellant contends that there is no substantial evidence 
upon which the court could rightly find an infringement of the 
copyrights. In considering this question we accept Exhibit No. 7 
as a combination of the copyrighted Exhibits Nos. 1 and 2, and 
we think that each of these exhibits must be treated as a unit. So 
treating them, we cannot, however, believe that the copyrights had 
the effect of prohibiting the publication and use of other catalogues 
containing cuts of designs. It has been frequently held that the 
copyright law does not afford protection against the use of an 
idea, but only as to the means by which the idea is expressed. 
Holmes v. Hurst, 174 U. S. 82, 86; Kalem v. Harper Bros., 222 
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U. S. 55, 63. As said in Dymow v. Bolton, 11 Fed. (2d) 690, 
691, “it is as near the whole truth as generalization can usually 
reach that, if the same idea can be expressed in a plurality of 
totally different manners, a plurality of copyrights may result, 
and no infringement will exist.” Obviously, it seems to us, the 
appellee could not copyright a system or method of selling a 
product. Baker v. Selden, 101 U. S. 99. It could copyright a set 
of original symbols or designs which it uses as a means of effecting 
the sale of its product. 

Viewing the copyrights as attaching to the catalogues in their 
entirety, the question, then, is whether there has been an appro- 
priation by appellant of so substantial a part of the appellee’s 
product as to amount to infringement. Da Prato Co. v. Giuliani 
Co., 189 Fed. 90 [1 T.-M. Rep. 292]; Eggers v. Sum Sales Corp., 
263 Fed. 373, 375. We are of opinion that the appellant has not 
infringed in the use of designs, as such, nor in the way in which 
it has arranged its designs nor in the colors or headings it has used. 
It does appear that certain designs which it uses are so similar to 
some of the appellee’s as to indicate copying and amount to infringe- 
ment. The lower court held that there were sixty-two of these 
designs. We think there are only fourteen, namely, 1, 2, 4, 5, 6, 
7, 8, 9, 17, 18, 82, 54, 62, and 63 of Exhibit 19. We therefore 
hold that, except as to the designs mentioned, there is no infringe- 
ment. Whether the appellee has sustained any ascertainable dam- 
age from the appellant’s use of these designs is a question that 
remains to be determined by the special master to whom the case 
has been referred. In any view, the appellant should be permitted 
to publish its catalogues with the infringing cuts eliminated, and 
to retain all plates, material and matrices and other means for 
making catalogues not containing the infringing cuts. 

It results that the decree as to unfair trade competition is 
vacated and set aside and as to copyright infringement is modified 
as indicated above and, as so modified, is affirmed. 
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Fipetity AppraisaL Co. v. Feperat Appratsat Co., ET AL. 
(17 P. [2d] 950) 


Supreme Court of California 
January 31, 1933 


Unrar Competition—Unavtuorizep Use or Trape Secrets—Sovicitine 
Patrons oF Former EmpPLoyer. 

As to the question of whether an employee should be permitted to 
solicit patrons of a former employer, it is only when the methods or 
acts of the business rival are manifestly unfair that courts will afford 
injunctive relief. This applies also to the use by a former employee 
of secret information possessed by his former employer and not readily 
accessible to others. 

Trape-Marks aNp Trape-Names—‘Fiperity” anp “Feperat’—-Non-con- 
FLICTING TERMS. 

The fact that plaintiff had appropriated and used the name “Fidel- 
ity Appraisal Company” did not prevent a competing corporation from 
choosing the name “Federal Appraisal Company,” inasmuch as _ the 
names “Fidelity’ and “Federal” were respectively dissimilar and the 
other words descriptive. 

Trape-Marks—Descriptive Terms. 

Words in common use as descriptive terms may be used in connec- 
tion with other generic words, provided such combination does not 
deceive the average purchaser. 

Unrarr Competition—Svurrs—DAm aces. 

Where it was impossible to decide what a portion of the exemplary 
damages allowed by the lower court was attributed to alleged infringe- 
ment and when part was attributed to certain unfair acts, no damages 


were allowed. 

In equity. Action for unfair competition in the use of a trade- 
name. From a decision of the Superior Court, City and County 
of San Francisco, defendants appeal. Modified in part, affirmed 
in part and reversed and remanded in part. 


J. E. White and Orrick, Palmer § Dahlquist, all of San Fran- 
cisco, Calif., for appellants. 

Jesse H. Steinhart and John J. Goldberg, both of San Francisco, 
Calif., and Lissner, Roth & Gunter, of Los Angeles, Calif., 
for respondents. 


Seawat., J.: Plaintiff is incorporated under the name of 
Fidelity Appraisal Company; defendant is incorporated under the 
name of Federal Appraisal Company. 
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By very prolix pleadings, plaintiff charged defendant corpora- 
tion and Arthur L. Froelich, Attorney J. E. White, E. J. Bowater, 
and certain fictitious parties with entering into and prosecuting a 
conspiracy to draw away its customers and business, and that as a 
means of accomplishing its purposes said Froelich, White, and 
Bowater selected as the name of said defendant corporation the 
name “Federal Appraisal Company,’ which name, it is alleged, was 
selected because it closely resembles plaintiff's name, which circum- 
stance would enable defendants to more readily confuse and mislead 
the business public as to the identity of the two corporations, to 
the damage of plaintiff and to the advantage of defendants. It 
was alleged and found by the court that Froelich and Bowater, 
who were the organizers of defendant corporation, were formerly 
employees of plaintiff, and as such employees business information 
came into their possession and to their knowledge, which they 
were wrongfully using in unfair competition with plaintiff in the 
solicitation of customers and in adopting similar business methods. 
Certain acts of unfair competition practiced by defendants are 
alleged in the complaint, but the above general statement is suffi- 
cient to characterize the action. 

Judgment, which was later amended, went against all of the 
defendants in the court below, except as to Attorney J. E. White 
and the fictitious defendants named in the action, for the sum of 
$10 actual damages and $800 punitive damages, with costs of suit. 


In addition, the trial court permanently enjoined defendant cor- 


poration and its officers from continuing to do business under its 
corporate name, and also from using any combination of words 
as its corporate name which would include the word “Federal.” 
The words “Fidelity” and “Federal,” both of which are unques- 
tionably words of common property and are frequently found in 
common trade usage, and may not therefore be exclusively appro- 
priated, as is convincingly illustrated by an inspection of public 
telephone and business directories, in which both frequently appear 
in business nomenclature, were held by the trial court to be so 
similar as to deprive all other persons of the right to use either of 
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said words of designation if the first party to engage in a particular 
business had selected either as its business designation. In addi- 
tion to the amended judgment permanently enjoining the use by 
defendant of its corporate name and the use of “Federal” as a 
part of any name it should select, defendants Froelich and Bowater 


and the corporation, its officers and agents, were permanently 
enjoined as follows: 


(a) From soliciting appraisal business from any person, firm or cor- 
poration with whom defendants Froelich or Bowater had prior to Decem- 
ber 31, 1928, been conducting negotiations for business on behalf of plain- 
tiff, and which negotiations remained uncompleted on December 31, 1928, 
including any person or firm known to said defendants or either of them 
to have been solicited for business on behalf of plaintiff. 

(b) From imparting to any of the remaining defendants or to anyone 
else the name or address or identity of any person, firm or corporation 
particularly described in subdivision (a) and so solicited for appraisal 
business by or on behalf of plaintiffs; 

(c) From entering into or executing or carrying out any future con- 
tract for the performance of appraisal service by defendants, Federal 
Appraisal Company, Froelich, Bowater, or any of them, with any person, 
firm, or corporation, particularly described in subdivision (a) and hereto- 
fore so solicited for appraisal work by or on behalf of plaintiff, whether 
solicitation by or on behalf of defendant took place before or after the 
commencement of the action herein, and such restraint and injunction 
will apply equally if such solicitation shall take place hereafter; provided, 
however, that nothing herein shall apply to any appraisal business volun- 
tarily offered to said defendants by any person, firm or corporation de- 
scribed in subdivision (a) herein which has not been so solicited for such 
business, directly or indirectly, by defendants Federal Appraisal Com- 


pany, Froelich and Bowater, or their agents, servants, employees or 
attorneys. 


The closing subdivision of the decree, (d), enjoins said defend- 
ants from using in any manner the name “Federal Appraisal Com- 
pany” or the name “Federal,” or any other name so similar to the 
name of plaintiff as to be likely to deceive the general public, or 
any part thereof, into believing that the plaintiff and defendant 
are identical corporations; or making any representation or doing 
any acts calculated to deceive the general public, or any part 
thereof, into believing that the plaintiff and the defendant are 
identical corporations, or which may tend to confuse the general 
public as to the identity of said corporations. 
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Defendants have appealed from the judgment as entered against 
them on the grounds that the evidence does not sustain the find- 
ings, nor do the findings support the judgment. A brief statement 
of the controversial facts will suffice to illustrate the contentions 
of the parties. 

Plaintiff was organized in 1905 by C. G. B. Schenk at Mil- 
waukee, Wis., with its head office at Milwaukee. Its head office 
for the states of California, Oregon, and Washington was located 
at Los Angeles. The business in which it was and is engaged is 
making appraisements of the value of works of art, furniture, 
household furnishings, and residential, industrial, and commercial! 
properties for persons who desire appraisals to be made of the 
kind of property above mentioned. The main purpose and value 
of such appraisals, as explained by respondent, is that they fur- 
nish a basis for the adjustment of losses occasioned by fire in the 
settlement with insurance carriers, and also for losses and depre- 
ciations of values suffered from any cause. 

In 1913 plaintiff, under the direction of C. G. B. Schenk, presi- 
dent, opened a branch office at San Francisco in the Monadnock 
building. The San Francisco office was discontinued in 1918 be- 
cause of a lack of business to justify its continuance. In 1926, 
eight years after said San Francisco office had been closed, plaintiff 
again opened an office in San Francisco, with Arthur L. Froelich 
in charge. Froelich had been in the employ of plaintiff at Los 
Angeles about one year, as a solicitor, when he was placed in charge 
at San Francisco. Mr. Schenk described him as a seller of soap 
and automobile accessories at the time he employed him as a 
solicitor. Froelich was a solicitor merely, as all appraisals were 
issued from the Los Angeles office. Upon Froelich’s arrival in 
San Francisco, he negotiated for and finally obtained desk room 
in the law offices of J. E. White, Esq., whose offices were located 
in the Monadnock building. His use of a portion of the reception 
room of Mr. White was very restricted. He was not to use the 
reception room as a place for the general transaction of business, 


but as a place where he might receive his mail, keep papers and 
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business reports, and make business appointments by use of the 
telephone. His work as solicitor took him into the field, and it 
was understood that he could not use Mr. White’s office as a meet- 
ing place for business prospects. He paid a rental of but $20 a 
month, which also entitled him to list the name of plaintiff cor- 
poration in the telephone directory, using the same number assigned 
to Mr. White. The name of plaintiff was placed upon the entrance 
door. 

During the latter part of 1928 Froelich determined to leave 
the employ of plaintiff and go into business for himself. Bowater, 
who had been in the employ of plaintiff at Los Angeles for some 
years, joined him in his business venture. On January 1, 1929, 
Froelich engaged J. E. White, Esq., to incorporate the proposed 
new company. The corporate name selected was Federal Appraisal 
Company, and upon a report from the secretary of state that said 
name was available, the corporation was duly incorporated on 
January 7, 1929, by Froelich and Bowater, and, so far as we are 
advised, no objection was made to the name selected until the 
present action was filed, which was approximately eleven months 
after the defendant corporation had commenced doing business under 
its corporate name. Before Mr. White had any knowledge that 
Froelich had severed his connections with plaintiff, or intended to 
do so, he had decided to terminate the tenancy of plaintiff if it 
should insist upon the right of two of its employees, Kelly and 
Meyers, to occupy any portion of his office. His uncontradicted 


testimony on this point was: 


I had made up my mind to notify the Fidelity that it would have to 
do one of two things: that it would either have to remove Mr. Meyers and 
Mr. Kelly from the office or it would have to remove the whole thing 
from the office. . . . When Mr. Kelly appeared on the scene that fixed 
my determination; and as stated in the letter that Mr. Schenk [president 
of plaintiff corporation] wrote to me, he said it would be impossible for 
them to continue in my office if I could not give desk room to Mr. Meyers 
and Mr. Kelly, which I could not do under any circumstances. 


It appears from the testimony of Mr. White that, even before 
he learned of Mr. Froelich’s intent to sever his relations with the 
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Fidelity Company, he had made the exclusion of Mr. Kelly and 
Mr. Meyers a condition of the occupancy of his office by plaintiff 
corporation. This condition was rejected by plaintiff, and it estab- 
lished offices elsewhere. 

Whether Mr. White had any prior knowledge as to Froelich’s 
intention of forming a corporation is of no particular importance. 
He had a right to prefer him or his corporation as a tenant, if he 
so chose, to anyone else. 

On January 1, 1929, Froelich engaged Mr. White to incor- 
porate the new company. This done, Federal Appraisal Company 
made terms with Mr. White and installed its offices with him by 
retaining the desk room formerly occupied by plaintiff and by 
renting other space. 

Appellant takes exception to a number of the findings of the 
court which follow the allegations of the complaint quite closely 
and describe plaintiff's business prestige in rather extravagant 
language. Examples of such instances are the finding that plaintiff 
is “the oldest and largest appraisal company in the United States 
of America,” and the findings which concede for it a nation-wide 
reputation for honesty, ability, and financial responsibility. The 
testimony upon which such findings are predicated resides in loose 
and broad statements made by the president of plaintiff corpora- 
tion which would not be accepted as establishing the facts if said 
findings were, as a matter of fact, necessary to the judgment. 
Being immaterial for any purpose, they may be passed over as 
harmless. 

The complaint alleged that a conspiracy was entered into by 
Froelich, Attorney White, and Bowater to create a corporation with 
a name similar to that of plaintiff, with the purpose and intent of 
deceiving, confusing, and misleading the patrons and prospective 
patrons of plaintiff to its damage by adopting methods of adver- 
tising, styles of stationery, business cards, and methods of doing 
business so closely similar to the manner and style and method of 
plaintiff that plaintiff has suffered, and will suffer, loss of its busi- 
ness by said alleged deceptive practices and unfair business methods 
unless defendants are restrained from continuing to do said acts 
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or doing business under its corporate name. The trial court ac- 
quitted Attorney White of the charge, but found that Froelich and 
Bowater entered into a conspiracy to draw from plaintiff its patrons 
by the adoption of what it found to be unfair business practices. 
It is difficult indeed to draw the line between methods or acts 
which may be denounced as conspiracies to acquire the business or 
a part of the business of competitors, and those which may be con- 
sidered legitimate acts or methods of competition. No fixed stand- 
ard or code of business ethics has been adopted by the business 
world limiting or defining the extent to which business rivals may 
go in the employment of artifice, cunning, or what are known as 
the “tricks of the trade” or business craft in drawing trade from 
one to another. Ingenuity, business thrift, and alertness are a 
part of the capital stock of those engaged in rival businesses. So 
also it is difficult in many cases for the law to determine whether 
an employee should be permitted to solicit the patrons of his former 
employer. In the first case, it is only when the methods or acts of 
a business rival are clearly and manifestly unfair, and in the second 
case, only where the employee is in the possession of secret infor- 
mation not readily accessible to others and acquired by reason of 
his employment, that courts will afford injunctive relief. 
Whether the methods adopted by the defendants in the instant 
case were of that extraordinary character which will justify the 
court in denouncing them as unfair was a question primarily for 
the trial court to determine, and this court will not disturb its 
findings unless they are entirely unsupported by the evidence. That 
the defendants were free to leave the employ of plaintiff and engage 
in a similar business there can be no doubt. For men to agree and 
plan to enter business as associates, even though they have a design 
to draw their patronage from many rivals, or all that a particular 
rival may have, does not constitute them conspirators. Practically 
every co-partnership, corporation, or private individual which enters 
into business does so with the intent of drawing all the business it 
possibly can from all competitors. If it were not so, there would 
be no such word as “competition” in business. We think the word 
“conspiracy” used in the pleadings and findings is a misapplied 
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term, and that there is no question of conspiracy in the case. Cer- 
tainly no case of criminal conspiracy is made out. The most that 
can be said from the evidence in this respect is that the defendants, 
who embarked upon a lawful business, employed unfair methods 
against plaintiff. Appellants complain that the alleged acts of 
unfairness were not sustained. While it is true that the alleged 
specific acts constituting unfairness were but few, and the evidence 
offered to sustain them was susceptible of two constructions, the 
court found against appellants, and we are bound by its findings. 
There is evidence, conflicting it is true, that Mr. Froelich did 
solicit, after he had severed his connections with plaintiff, certain 
customers with whom he had negotiated as agent for plaintiff while 
an employee of said plaintiff. The court further found that the 
information which Froelich acquired by reason of his employment 
by plaintiff was of that confidential character which an employee 
is not permitted to turn to his own advantage. 

We are in accord with the court on the proposition that, if the 
defendants or either of them were carrying on uncompleted nego- 
tiations with prospective patrons on behalf of plaintiff at the time 
that Mr. Froelich and Mr. Bowater left the employ of plaintift, 
or if negotiations were pending at said time, it would not be fair 
or equitable to permit them to reopen business negotiations with 
said prospective patrons on behalf of defendant corporation until 
a reasonable time thereafter should have elapsed. As to whether 
the information gained by Froelich while in the employ of plaintiff 
belonged to the confidential class which was peculiar to his employ- 
ment, or whether it was information which was accessible to third 
persons generally with the exertion of but little effort, presented 
a close question, which the court found in favor of plaintiff, and 
which we are not disposed to discuss at length, for the reason that 
this finding is rendered unimportant by others which point to the 
same result. 

The various acts complained of, including the alleged misrepre- 
sentations, go to the one question of unfair competition, and are 
referable to injunctive relief and an action for damages, but said 
acts are not sufficient to deprive the defendants or their successors 
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or a third party of the right to do business in a lawful manner 
under the name Federal Appraisal Company, or of the use of any 
other name which may contain the word “Federal.” 

Other grounds of complaint upon which plaintiff asked for 
damages consisted in the fact that appellant corporation caused 
business cards to be printed upon white cardboard, resembling in 
size and shape and in style of type and arrangement of names the 
cards of the plaintiff. The printed matter upon each card differs 
from that on the other, except that the cards of the respective 
corporations list each company under the same telephone number. 
This occurs from the fact that plaintiff’s cards were printed at a 
time when it occupied offices in Mr. White’s office. When defendant 
corporation succeeded it as a tenant of Mr. White, it listed itself 
under Mr. White’s telephone number. The fact that respondent's 
corporate name remained unchanged for a time in the telephone 
directory under its former telephone number was not a fault im- 
putable to defendants. The duty of seeing that it was listed under 
the proper telephone number was upon plaintiff. The fact that 
the telephone number could not be changed until a new issue of the 
directory was published is a matter of common temporary incon- 
venience. No question of copyright or trade-mark is involved in 
the style or printed matter which the cards bear. They are of the 
ordinary character, generally similar, but bear different names and 
reading matter. 

Other alleged acts of unfair competition were put in issue, 
but, being of an evidentiary character, it is not necessary to specifi- 
cally describe them. It will suffice to state that the court did not 
regard the damage suffered by plaintiff to have been great, as it 
awarded nominal damages in the sum of only $10, and imposed 
punitive damages in the sum of $300. 


We come now to the question as to whether the appropriation 


of the name “Fidelity Appraisal Company” by one corporation 


deprives all other persons desiring to engage in the same business, 
or who being so engaged desire to form a corporation, of the use 


of the name “Federal Appraisal Company.” A mere statement of 
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the proposition suggests an answer in the negative. The doctrine 
is so well settled by a multitude of cases that it is not necessary to 
cite specific cases, that words in common use are regarded as com- 
mon property, and may be used by others in combination with 
other descriptive words, provided they are not so used in combina- 
tion with other descriptive words, symbols, or designs as to render 
it probable that they would mislead persons possessing ordinary 
powers of perception. Generic terms and words descriptive of 
place are not subject to exclusive appropriation. Both “Fidelity” 
and ‘‘Federal’’ are words in common use. They are not synonymous ; 
nor are they included within the rule of idem sonans; nor do they 
so closely resemble each other in orthography or visual appearance 
that the use of one suggests the other. An inspection of the tele- 
phone directory will show that the first word in more than a score 
of business and trade companies and corporations is “Federal.” 
Likewise an inspection of said directory under the head of “Fidel- 
ity” will disclose more than a dozen trade-names which begin with 
the word “Fidelity.” Appraisal companies are listed in the business 
directory to the extent of more than a dozen. That all of the words 
found in appellant’s corporate name are words in common use, and 
that the word “Federal” does not appear as a part of the trade- 
name of respondent, are not debatable questions. Federal Appraisal 
Company is no more an infringement upon respondent’s corporate 
name than is the American Appraisal Company, which appears 
near it in the list of appraisal companies. This being so, the plain- 
tiff has no greater exclusive control over the word “Federal,” by 
reason of having adopted the word “Fidelity” as a part of its cor- 
porate name, than it would have to deprive the American Appraisal 
Company of a part of its name. We think the matter too clear to 
merit further consideration. The authorities on this subject, setting 
out examples, are fully considered in Dunston v. Los Angeles Van 
4& Storage Company, 165 Cal. 89, 131 P. 115 [3 T.-M. Rep. 381]; 
Southern California Fish Company v. White Star Canning Com- 
pany, 45 Cal. App. 426, 187 P. 981 [10 T.-M. Rep. 177]; Rizford 
v. Jordan, 214 Cal. 547, 6 P. (2d) 959; American Automobile Asso- 
ciation v. American Automobile Owners’ Association (Cal. Sup.) 
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13 P. (2d) 707 [22 T.-M. Rep. 479]. Most all of the cases cited 
by respondent are cases in which rights of trade-mark or copyright 
have been infringed upon. The instant case is one of corporate 
existence, which was in the first instance approved by the secretary 
of state under the provisions of our state statutes. Section 296, 
Civil Code, as amended by St. 1929, p. 1268, § 6 (substance of 
section now contained in Section 291, Civil Code, St. 1931, p. 1767). 

It will be noted that signs or symbols are not used by either 
corporation in combination with words. The case is one presenting 
the use of simple language. Of course, it cannot be reasonably 
contended that the plaintiff has a monopoly on the common words 
“Appraisal Company.” The decisions of this court and of other 
jurisdictions provide that: “The law of unfair competition does 
not protect purchasers against falsehoods which the tradesman 
may tell; the falsehood must be told by the article itself in order 
to make the law of unfair competition applicable.” Southern Cali- 
fornia Fish Company v. White Star Canning Company, supra; 
American Automobile Association v. American Automobile Owners’ 
Association (Cal. Sup.) supra; Hill Bread Company v. Goodrich 
Baking Co. (N. J. Ch.), 89 A. 863 [3 T.-M. Rep. 280]. 

It is clear that the portions of the decree included in section 
(d) thereof restraining the defendants from the use of the name 
under which defendant corporation was incorporated, and from 
employing as a part of its corporate name the word “Federal,” 
cannot be sustained and it is hereby reversed. 

As to that portion of the judgment included in sections (a), 
(b), and (c), and heretofore set forth, the decree is afirmed. We 
do not understand the decree means to forever enjoin the defendants 
from soliciting business from persons who were the former patrons 
of plaintiff, but merely enjoins them from taking advantage of 
any secret information the defendants, as former employees, may 
have gained by reason of their employment. This injunction ap- 
plies to the solicitation of persons with whom negotiations with 
plaintiff were pending or with prospective patrons specifically 
identified at the time defendants left the employ of plaintiff. 
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The probabilities are that after a period of more than two 
years since the judgment was rendered a repetition of the kind of 
acts enjoined as far as the solicitation of plaintiff's former patrons 
are concerned has been reduced to the zero point by the changes 
which time has brought about. The defendant corporation’s name 
appears in the list of present going business firms, and, if it has 
been continuously in competitive business with plaintiff, as the 
facts indicate, many grounds of business strife doubtless have 
faded out. 

The portion of subdivision (d) which enjoins the use of the 
corporate name of defendant corporation or the word “Federal” 
as a part of the name of any appraisal business is reversed. The 
balance of said section is probably too indefinite to be enforceable. 
The specific acts enjoined, however, appear in other provisions 
of the judgment. 

We are also of the view in the circumstances of the case that the 
award of exemplary damages should not be sustained. Such dam- 
ages are allowable only in cases where the animus malus is made 
to appear satisfactorily, and such damages are inflicted in the nature 
of a penalty for the evil intent. We think that as a matter of law 
this extraordinary penalty should not be imposed in this action. 
Especially is this so in the light of the decision of this court holding 
that the use of the corporate name, “Federal Appraisal Company,” 
is not an encroachment on plaintiff's corporate name. It is impos- 
sible for this court to know what portion of the penalty was allo- 
cated to the use of its corporate name, which use was held by the 
learned trial court to be an unlawful invasion of plaintiff's rights, 
but which we hold herein was a lawful exercise of its right of 
selection, and what portion was allocated to its findings on other 
enjoined acts constituting unfair competition. This award, in the 
sum of $300, is therefore stricken from the judgment. 

The decree and judgment is modified, affirmed, and reversed 
as herein pointed out. The cause is therefore remanded to the 
trial court to enter judgment in accordance with the views herein 
expressed. 
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It is so ordered. 


We concur: Waste, C. J.; Curtis, J.; Preston, J.; SHENK, J.; 
Laneapon, J. 


WasHINGTON BarsBer & Beauty Suppty Co. v. SpokANE BARBERS’ 


& Beauty Suppry Co. 
(18 P. [2d] 499) 


Supreme Court of Washington 


January 18, 1933 


Trape-Marks—Trapve-Names—Corporate NAMES—CONVEYANCE. 

The name identified with a corporation may pass to trustee as an 
asset when such corporation becomes bankrupt. 

Trape-Marks—Unrarr Competition—Corporate NaAames—“Spokane Bar- 
BERS’ Suppiy.” 

Plaintiff, which purchased the assets and corporate name of a bank- 
rupt concern, “Spokane Barbers’ Supply Company,” held entitled to 
enjoin defendant from using the words “Spokane Barbers’ Supply” or 
any combination thereof as a part of its trade-name. 

Trape-Marks—Unrairn CompetitioN—ABANDON MENT. 

Where the purchaser of a bankrupt’s assets and corporate name 
changed the signs in front of its place of business and continued operat- 
ing under its own corporate name, held that it did not abandon the 
trade-name acquired from the bankrupt corporation. 

In equity. Appeal from the Superior Court of Washington, 
Spokane County. Action for unfair competition in the use of a 
trade-name, in which defendant filed cross-bill for relief. From 
the decree denying relief for either party, both appeal. Judgment 
affirmed on defendant’s appeal and on plaintiff's reversed and 


remanded with direction to grant plaintiff relief prayed for. 


Danson, Lowe § Danson, of Spokane, Wash., for appellant. 
Barker & Barker, of Spokane, Wash., for respondent. 


Miciarp, J.: The Washington Barber & Beauty Supply Com- 
pany, a domestic corporation, brought this suit to enjoin the Spokane 
Barber & Beauty Supply Company, a domestic corporation, from 
using the name “Spokane Barber Supply,” or any combination of 
those three words. Plaintiff's claim of priority of right to the use 
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of the name was based upon its purchase from the trustee in bank- 
ruptcy of the physical assets, the “good will,” and ‘corporate 
name” of the Spokane Barber Supply, a bankrupt corporation; 
and prior and continuous user of that name. Defendant answered, 
alleging its legal acquisition of its corporate name and prior and 
continuous use of its true corporate name, ihcluding the name 
“Spokane Barber Supply.” By cross-bill defendant charged plain- 
tiff with unfair trade competition and prayed for an order restrain- 
ing use of the name “Spokane Barber Supply” by the plaintiff. 
The court denied relief to either party. Both have appealed, in 
view of which the parties will, on appeal, be designated as in the 
trial court. 

The facts are as follows: All of the firms and corporations 
mentioned herein were engaged, in the city of Spokane, in the 
business of selling supplies generally used by barbers. The plain- 
tiff continuously operated since 1917 under its present corporate 
name. Until purchase of the assets of the bankrupt corporation 
its place of business was at North Seven Stevens Street. After 
that purchase the plaintiff’s business was conducted at 329 River- 
side Avenue, former business location of the corporation whose 
assets were purchased by the plaintiff. 

A partnership, later incorporated, known as the “Spokane Bar- 
ber Supply” or “Supply Company,” operated at 329 Riverside 
Avenue for approximately thirty years prior to going into bank- 
ruptcy. In March, 1928, the Spokane Barber Supply was adju- 
dicated a bankrupt. The receiver appointed for the corporation 
was thereafter elected a trustee in bankruptcy. From that time 
continuously until sale to the plaintiff the Spokane Barber Supply 
was operated by the trustee as a going business. On May 28, 
1928, the plaintiff—then in business at North Seven Stevens Street 
—purchased from the trustee in bankruptcy, for a recited considera- 
tion of $2,525.88, “all the merchandise, stock, furniture and fix- 
tures, and accounts receivable due said bankrupt.” Plaintiff suc- 
ceeded, on July 28, 1928, in purchasing from the trustee in bank- 
ruptey, for a stated consideration of $150, “all the right, title and 


interest of said trustee in and to the corporate name of Spokane 
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Barber Supply Co.; the good-will, books of account, stock books, 
minute books, and recerds of said corporation, of whatsoever name, 
nature or kind.” 

At the time the Spokane Barber Supply became bankrupt the 
John B. Gordon Barber Supply Company was in business at 247 
Riverside Avenue. In March, 1928, the John B. Gordon Barber 
Supply Company incorporated as the “Gordon-Spokane Barber & 
Beauty Supply Company” and continued in business under that 
designation until it changed its name in July, 1931, to “Spokane 
Barber & Beauty Supply.” That is the defendant in the case at 
bar. 

In June or July, 1928—about the time plaintiff purchased the 
assets of the bankrupt Spokane Barber Supply—plaintiff moved 
its place of business from North Seven Stevens Street to 329 River- 
side Avenue, the address at which the business of the defunct 
Spokane Barber Supply was formerly conducted. After making 
that change, and continuously thereafter to the present time, the 
Spokane Barber Supply and the plaintiff Washington Barber & 


Beauty Supply Company were listed in the telephone directory 
under the old telephone number of the Spokane Barber Supply 
Company. In its proper alphabetical place in the Spokane tele- 
phone directory was listed: 


Washington Barber & Beauty Supply Co. 
329 Riverside Main 2608 
In the telephone directory under the letter “S” appeared: 
Spokane Barber’s Supply 
Be CEE So rsd aseeiveaedectassdenseedienesnnwaseandne Main 2608 
Immediately above “Spokane Barber’s Supply” the defendant 
has been listed as follows, since change of its corporate name in 
July, 1931: 


Spokane Barbers’ & Beauty Supply Co. 
247 Riverside Main 1526 
A few days subsequent to the bankruptcy of the Spokane Barber 
Supply Company that corporation’s president and secretary be- 
came employees of the Gordon-Spokane Barber & Beauty Supply 
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Company. This is the defendant in the case at bar, its present 
name having been adopted in July, 1931, as stated above. 

When plaintiff removed its business to 329 Riverside Avenue 
(the address at which the Spokane Barber Supply conducted its 
business until its assets were sold to plaintiff by the trustee in 
bankruptcy), the name of the bankrupt corporation was removed 
from the signs on the building. The signs were changed to read 
“Washington Barber & Beauty Supply Company.” It should be 
borne in mind, however, that plaintiff continued to carry the name 
of “Spokane Barber Supply” in the telephone directory for adver- 
tising purposes. Immediately following its purchase of the assets, 
“good-will,” and “corporate name’ of the Spokane Barber Supply, 
plaintiff endeavored to incorporate under the name of, or change 
its name to, “Spokane Barbers’ Supply Company.” ‘The effort was 
unsuccessful. The secretary of state informed the plaintiff that 
articles of incorporation adopting the name of the bankrupt cor- 
poration could not, under the statute, be accepted for filing until 
the lapse of three years and the striking thereafter of the name 
for non-payment of the annual license fee; that is, until July 1, 
1931, when the articles of incorporation of the Spokane Barber 
Supply Company would be stricken from the records for delin- 
quency in payment of annual license fees, the name could not be 
adopted by any other person or corporation. By reason of illness 
of plaintiff's attorney, the articles changing plaintiff's corporate 
name were not filed on the eligible date. In August, 1931, plain- 
tiff’s articles of incorporation, under the name of “Spokane Bar- 
bers’ Supply Company,” were rejected by the secretary of state, 
who informed the plaintiff “. . . . that this name so closely re- 
sembles ‘Spokane Barber and Beauty Supply, which is already of 
record, as to exclude the use of the name you have chosen.” 

In July, 1931, the Gordon-Spokane Barber & Beauty Supply 
Company (formerly the John B. Gordon Barber Supply Company), 
which was incorporated in March, 1928, when the Spokane Barber 
Supply was going through bankruptcy, filed in the office of the 
secretary of state articles changing its name to “Spokane Barber 
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& Beauty Supply.” After defendant had changed its name, in 
1928, to Gordon-Spokane Barber & Beauty Supply Company, and 
following the plaintiff's purchase of the assets of the Spokane 
Barber Supply, demand was made on the postal authorities, by 
the plaintiff and by the defendant, for delivery to it of all mail 
addressed to the “Spokane Barber Supply Company.” Pursuant 
to agreement of the parties (and from date thereof until the defend- 
ant again changed its name in 1931), all mail addressed to “Spokane 
Barber Supply Company,” unless it carried defendant’s business 
address (247 Riverside Avenue), was delivered to the plaintiff. 
After defendant (“Gordon-Spokane Barber & Beauty Supply Com- 
pany”) changed its name, in 1931, to “Spokane Barbers’ & Beauty 
Supply,” the complaints of plaintiff and defendant to the postal 
authorities resulted in a new ruling respecting the delivery of the 
mail. Under that ruling all mail addressed to the Spokane Barber 
Supply Company not addressed to plaintiff's place of business 
(329 Riverside Avenue) was delivered to the defendant. 

In Rosenburg v. Fremont Undertaking Co., 68 Wash. 52, 114 
P. 886, 887 [1 T.-M. Rep. 250], we held that the right to use a 
particular name as a trade-name belongs to the one who first appro- 
priated it and uses it in connection with a particular business; 
that if a trade-name is abandoned or given up by the one originally 
appropriating it, the one thereafter making use of the name acquires 
a right to it not only superior to the right of the original user, but 
superior to all the world; that one trade-name infringes upon an- 
other if the resemblance of the one to the other is such as to deceive 
persons of ordinary caution into the belief that they are dealing 
with the one firm or corporation when they use the name of the 
other. We also held that the rule is not different because the name, 
or some part of it, may be a geographical name, and said: 

The rule is not rested on the principle that the user has a property in 
a name; but on the principle that it is a fraud on both the person who has 
established a trade, which he carries on under a given name, and the 
public who trade with the person on the faith of the name, to allow 
another to assume the same or a similar name for the purpose of selling 


his own goods or inducing people to trade with him under the belief that 
they are purchasing the goods of or trading with the person who estab- 
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lished the name. Eastern Outfitting Co. v. Manheim [59 Wash. 428], 
110 P. 23 [35 L. R. A. (N. S.) 251]. 

“A corporation may be enjoined from using a name or conducting a 
business under a name so similar to the name of a previously established 
corporation, association, partnership, or individual, engaged in the same 
line of business, that confusion or injury results therefrom.” 


The name used as a trade-name by a corporation may be its 
corporate name or another name legally acquired and used by the 
corporation as a trade-name. Wright Restaurant Co. v. Seattle 
Restaurant Co., 67 Wash. 690, 122 P. 348 [3 T.-M. Rep. 408]. 

A trade-name, lawfully identified with the business of a bank- 
rupt at the time of his adjudication, passes under the provision of 
subdivision 5 of § 70a of the Bankruptcy Act (11 U. S. C. A. 

The trustee of the estate of a bankrupt . .. . shall . . . . be vested 

by operation of law with the title of the bankrupt, as of the date he 
was adjudged a bankrupt, except in so far as it is to property which is 
exempt, to all (1) . . . .; (2) interests in patents, patent rights, copy- 
rights, and trade-marks; . . . . (5) property which prior to the filing of 
the petition he could by any means have transferred or which might have 
been levied upon and sold under judicial process against him. Bankruptcy 
Act of 1898, § 70a, 1 Fed. Stat. Ann. (2d Ed.) p. 1150 [10 U. S. C. A. 
§ 110 (a) (1, 2, 5)]. 
—to the trustee in bankruptcy as an asset of the bankrupt’s estate. 
In a voluntary sale of a business as an entirety, a trade-name which 
has been legally established and identified with such business passes 
to one who purchases that business as a whole, though the trade- 
name is not specifically mentioned in the bill of sale. If the trade- 
name is not a personal one, the same rule is applicable to a sale 
by operation of law through bankruptcy. Even if the bankrupt’s 
name would not pass to the purchaser in a sale by operation of 
law through bankruptcy, unless the bill of sale specifically men- 
tioned that asset, the title to such asset would pass to the purchaser 
if the language of the bill of sale disclosed a purpose to transfer 
the good-will and trade-name of the bankrupt in connection with 
the physical assets. Children’s Bootery v. Sutker, 91 Fla. 60, 107 
So. 345, 44 A. L. R. 698. 

Applying the foregoing principles to the facts in the case at bar, 
it is clear that, in refusing to grant to plaintiff the relief craved, 
the trial court erred. 
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The trade-name, which is the subject matter of this controversy, 
was legally acquired by the Spokane Barber Supply Company and 
used continuously by that corporation for thirty years as a trade- 
name. In January, 1928, that corporation was in financial diffi- 
culties and a suit for the appointment of a receiver was pending. 
In March, 1928, the company was adjudicated a bankrupt. Very 
shortly thereafter the president and secretary of the bankrupt 
entered the employ of the John B. Gordon Barber Supply Company 
which immediately incorporated as the “Gordon-Spokane Barber 
& Beauty Supply Company.” By priority in adoption and user, 
the Spokane Barber & Supply Company had the superior right to 
the trade-name, which had not been abandoned or lost at the time 
the John B. Gordon Barber Supply Company adopted the same. 
The trade-name of the Spokane Barber Supply passed to the 
trustee in bankruptcy as an asset of the bankrupt’s estate. That 
trade-name passed to the plaintiff under his purchase of it and the 
other assets of the bankrupt from the trustee in bankruptcy. The 
very purpose of the plaintiff in purchasing the “corporate name” 
and “good-will” of the bankrupt was to acquire a valuable trade- 
name. The record before us affirmatively shows that the trade- 
name was of value. 

Defendant did not, by amending its articles of incorporation 
in 1928 and adopting the name, acquire a legal right at that time 
to the trade-name. The defendant could not at that time in such 
a manner legally acquire the trade-name, which had not been 
abandoned. ‘That trade-name was then an asset of the bankrupt’s 
estate. Not until July 1, 1931, when the articles of incorporation 
of the bankrupt would be stricken from the records of the office 
of the secretary of state for delinquency in payment of annual 
license fees, could the name of the bankrupt corporation be thus 
adopted by any other corporation. It is not questioned that the 
Spokane Barber Supply Company had the superior right to the use 
of that name until that corporation became bankrupt in 1928. The 
bankrupt corporation did not abandon the trade-name; it passed 
to the trustee in bankruptcy as an asset of the bankrupt’s estate. 
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By its purchase from the trustee in bankruptcy, the plaintiff 
acquired the superior right to the trade-name. The plaintiff never 
abandoned the use of that name. There is no evidence reflecting 
any intent on the part of the plaintiff at any time to abandon the 
use of the trade-name. It is true the signs in front of the place 
of business were changed. It is true, also, that the plaintiff con- 
tinued the use of letterheads with its true corporate name thereon, 
That did not constitute abandonment. The retention of the tele- 
phone number of the defunct corporation, and the carrying of its 
name as well as the plaintiff’s true corporate name in the directory, 
as described above, are indicative of no purpose to abandon the 
use of the trade-name. Quite the reverse. The efforts, as above 
recited, made by the plaintiff to amend its articles of incorporation 
and adopt the trade-name as its true corporate name, rebut the 
charge of an intent to abandon the trade-name. There was a con- 
tinuous user by plaintiff of the trade-name it had legally acquired, 
and there was no evidence of an intention to relinquish the right 
claimed by plaintiff. 

There must be found an intent to abandon, or the property is not lost; 
and while, of course, as in other cases, intent may be inferred when the 
facts are shown, yet the facts must be adequate to support the finding. 

. . “Acts which, unexplained, would be sufficient to establish an aban- 
donment, may be answered by showing that there never was an intention 
to give up and relinquish the right claimed.” Baglin v. Cusenier Co., 
221 U. S. 580, 31 S. Ct. 669, 674, 55 L. Ed. 863 [1 T.-M. Rep. 147]. 

On July 15, 1931, the defendant, by amended articles, changed 
its corporate name to Spokane Barber & Beauty Supply Company. 
From the beginning of the financial difficulties of the Spokane Bar- 
ber Supply Company, the defendant endeavored to acquire the 
trade-name in controversy. The employment of two of the former 
officers of the Spokane Barber Supply Company immediately fol- 
lowing bankruptcy of that corporation, and the almost immediate 
change of corporate name to “Gordon-Spokane Barber & Beauty 
Supply Company,” evince the deliberate purpose of defendant to 
acquire the trade-name. Not until July, 1931, could the bankrupt 
corporation’s name be adopted as the true name of another cor- 
poration. In August, 1931—plaintiff was excusably delayed from 
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July 1, 1931—when plaintiff attempted to file its amended articles 
changing its corporate name to the trade-name it had legally ac- 
quired and continuously used, it was discovered that for the purpose 
of unfairly competing with the plaintiff in its business, the defend- 
ant, on July 15, 1931, had adopted the trade-name as its corporate 
name. The failure of the plaintiff to register under an assumed 
name, and its lack of success in its attempts to change its corporate 
name to the trade-name it had lawfully acquired and continuously 
used for a number of years, afford no justification to the defendant 
to appropriate the trade-name of the plaintiff. By compliance, on 
July 15, 1931, with the statutory requirements for change of cor- 
porate name, the defendant did not acquire a priority of right to 
the use of the trade-name. A corporation may not thus unfairly 
compete with another in its business. A contrary holding would 
not only countenance a fraud, but would encourage a fraud on the 
person who has established a trade which he carries on under a 
given name, and a fraud on the public who trade with the person 
on the faith of the name. 


No man has a right to dress himself in colors or adopt and bear 
symbols to which he has no peculiar or exclusive right, and thereby 
personate another person for the purpose of inducing the public to sup- 
pose either that he is that person, or that he is connected with, or selling 
the manufacture of such other person while he is really selling his own. 
The Governor and Company of Adventurers, ete. v. Hudson Bay Fur Co. 
(D. C.) 33 F. (2d) 801, 802 [19 T.-M. Rep. 453]. 

Plaintiff and defendant were engaged in the same line of busi- 
ness. The name adopted and used by the defendant infringed upon 
the trade-name, to the use of which the plaintiff had priority of 
right. The judgment is affirmed on defendant’s appeal. On the 
appeal of the plaintiff, the judgment is reversed and the cause 
remanded with direction to the superior court to grant to plaintiff 
the relief for which it prays. 


Totman, Parker, Hotcoms, and MitcuHe.ut, JJ., concur. 
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CaLiFoRNIA PackiING CorRPoRATION v. SuN-Marp Raisin Growers 
OF CALIFORNIA 


United States Court of Customs and Patent Appeals 
April 17, 1933 






Trape-M arks—REGISTRATION—OWNERSHIP. 
Ownership is the indispensable element of the right of registration, 
where, therefore, ownership of a mark in the applicant is challenged 
in an opposition proceeding registration cannot be allowed without 
first determining that question. 
Trave-Marks—OpposiT1oN—ConstTRUCTION OF CONTRACT. 

It is well settled that the true sense of the words of an instrument 
is to be determined by the nature of the particular provision and by the 
context, rather than according to the strict grammatical construction. 

Trape-Marks—OpposiTioN—Errect or ContTrRAact. 

Where, in an opposition brought against the registration of the mark 
“Sun-Maid” as a trade-mark for certain food products by appellee, it 
appeared, by a contract made between the first user of the mark and 
appellee’s predecessor that the use of the mark was restricted to 
raisins or upon packages containing food products or confections “made 
wholly or in part from raisins,” held that appellee’s ownership of the 
mark was limited to the said products; and that accordingly it had 
no ownership of the mark with respect to the goods named in its appli- 
cation. The Commissioner’s decision was accordingly reversed and the 

oppositions sustained. 





On appeal from decisions of the Commissioner of Patents in 
three trade-mark opposition proceedings. Reversed. For the Com- 
missioner’s decision, see 21 T.-M. Rep. 343. 


William G. Henderson, of Washington, D. C., and Frank D. 
Madison, of San Francisco, Calif., for appellant. 

Edward S. Rogers, of Chicago, Il]., and Thomas L. Mead, Jr., 

of Washington, D. C., for appellee. 


Lznroot, J.: These are appeals from three decisions of the 
Commissioner of Patents, dismissing three notices of opposition 
filed by appellant to the applications of appellee for the registration 
of a composite mark comprising the pictorial representation of the 
sun and within its circle or circumference a picture of a young 
girl, the words “Sun-Maid” appearing below the representation of 
the sun and the girl. The decisions of the Commissioner granted 
the registrations applied for. 
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In appeal No. 3101, the mark sought to be registered, in addi- 
tion to the features above stated, has the feature of the representa- 
tion of a tray or basket filled with grapes, held by the girl. The 
applications were filed pursuant to the provisions of the Trade- 
Mark Act of February 20, 1905. 

The goods upon which the marks of appellee are used comprise 
various kinds of food products, not including raisins. 

It was stipulated by counsel for the respective parties that the 
three proceedings be tried and determined together on the same 
record in the Patent Office, and a stipulation has been filed in this 
court that the three appeals may be considered and decided by 
this court on one record. Therefore we will dispose of the three 
cases in a single opinion, the issues of law and of fact in all three 
appeals being substantially the same. 

Appellant in its notices of opposition alleged prior adoption 
and use of the trade-mark “Sun-Kist’” upon goods of the same 
descriptive properties as those upon which appellee uses its mark; 
that it had obtained a number of registrations of said mark, setting 
forth the numbers thereof; that the marks “Sun-Kist” and “Sun- 
Maid” so nearly resemble each other that, when used upon goods 
of the same descriptive properties, they are likely to cause confu- 
sion or mistake in the mind of the public, to the damage of appel- 
lant; that on June 15, 1915, appellant’s predecessor, The J. K. 
Armsby Company, brought suit in the United States District Court, 
Southern District of New York, against certain customers of appel- 
lee’s predecessor, California Associated Raisin Company, and also 
against that company, to enjoin the use of the trade-mark “Sun- 
Maid” on raisins, claiming that such use was an infringement of the 
trade-mark “Sun-Kist” belonging to plaintiff; that while said suit 
was pending, and in 1916, the said The J. K. Armsby Company 
sold and transferred to appellant all of the business, good-will 
and trade-marks of the former; that, following negotiations be- 
tween the parties to said suit, and prior to the dismissal thereof, 
the California Associated Raisin Company, one of the parties to 
said suit, entered into an agreement with appellant, said The J. K. 
Armsby Company, and others, under the terms of which it was 
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agreed that the said California Associated Raisin Company should 
thereafter have the right to use said trade-mark “‘Sun-Maid”’ only 
on packages containing raisins, or upon packages containing food 
products or confections made wholly or in part from raisins, and 
that said trade-mark, when so used, should also be accompanied 
by the name California Associated Raisin Company or the name 
Associated Warehouse Company as packer; that said contract fur- 
ther provided that if said California Associated Raisin Company 
should sell or assign said trade-mark or its right, title and interest 
therein, its assignees should likewise be limited in the use thereof; 
that nothing in the contract should be construed to require the 
said The J. K. Armsby Company or appellant to relinquish its use 
of the trade-mark ‘“‘Sun-Kist” in connection with the packing and 
sale of raisins or other food products; that said contract so entered 
into is in full force and effect, and that appellant and its predeces- 
sors have performed all of the conditions of said contract on their 
part, or on the part of any of them, to be performed; that on or 
about February 17, 1922, said California Associated Raisin Com- 
pany changed its name to Sun-Maid Raisin Growers, and that on 
or about November 8, 1923, said corporation, under the name of 
Sun-Maid Raisin Growers, assigned and transferred unto Sun-Maid 
Raisin Growers of California, the appellee herein, its entire right, 
title and interest in and to said trade-mark, together with the busi- 
ness and good-will thereof of said Sun-Maid Raisin Growers, in 
connection with which said trade-mark was then being used; that 
said Sun-Maid Raisin Growers of California acquired and now 
possesses the said trade-mark “Sun-Maid” as the use thereof was 
limited as provided by the terms of said contract of March 10, 
1917, and that said California Associated Raisin Company, or said 
Sun-Maid Raisin Growers, or said Sun-Maid Raisin Growers of 
California, appellee herein, has never acquired and never owned 
any greater right to the use of said trade-mark “Sun-Maid” than 
was agreed upon by the terms of said contract. 

Appellee in its answers to the notices of opposition denied that 
there was any deceptive resemblance between the marks “Sun- 
Kist” and “Sun-Maid,” and alleged that the trade-marks for which 
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it seeks registration were not acquired by assignment from the 
California Associated Raisin Company, but that applicant is the 
first user thereof, and its right thereto is based upon such adop- 
tion and use; that applicant had no knowledge of the alleged con- 
tract referred to in the notices of opposition until a few months 
before the filing of its applications, when an alleged copy thereof 
was furnished to applicant by opposer; that applicant was not a 
party to such contract and is not bound thereby. 
The answers also contain the following allegations: 


. . . On or about August 1, 1923, applicant purchased from Cali- 
fornia Associated Raisin Company certain of its assets which were not 
sold to California Raisin Growers Association, the Delaware corporation, 
including the good-will and trade-marks of California Associated Raisin 
Company, which assignment was followed by individual assignments of 
various trade-marks, which were duly recorded in the patent office. In 
1924 the California Associated Raisin Company went into voluntary bank- 
ruptcy and ceased to do business. 


The answers also challenged the construction put upon said 


contract by opposer. 

Both parties took testimony and the contract referred to in the 
pleadings was introduced in evidence. 

It is established that said contract was entered into between 
appellant and the California Associated Raisin Company on March 
10, 1917; that in 1922 the name of the corporation California 
Associated Raisin Company was legally changed to Sun-Maid 
Raisin Growers; that on August 1, 1923, said corporation, Sun- 
Maid Raisin Growers, as party of the first part, entered into a 
contract with appellee, as party of the second part, wherein and 
whereby, as stated in said contract, 


1. The first party does hereby sell, assign, transfer and set over unto 
the second party the business heretofore transacted by the first party 
of manufacturing, processing, warehousing, packing, shipping, marketing 
and selling raisins, together with the good-will of said business and the 
entire right and title in and to each and every trade-mark, trade-name, 
copyright and label employed or owned by the first party. 


Said contract further provided that the said first party would 
execute the instruments necessary to vest in appellee the rights 
therein provided to enable the same to be recorded. It further 
appears that on June 3, 1924, said corporation, Sun-Maid Raisin 
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Growers, was adjudged bankrupt and such proceedings were there- 
after had that the business, good-will and trade-marks of the bank- 
rupt, including the right, title and interest of the bankrupt in said 
trade-mark “Sun-Maid,”’ were, pursuant to said agreement of 
August 1, 1928, sold, transferred and set over to appellee, and 
appellee has ever since continued to carry on the raisin business 
and in connection therewith to use the trade-mark “Sun-Maid” so 
acquired by it; that appellee’s first use of the trade-mark “Sun- 
Maid” upon food products other than raisins began in 1923. It 
does not appear that the officers of appellee, at the time of acquir- 
ing said trade-mark “Sun-Maid” from said corporation Sun-Maid 
Raisin Growers, had any knowledge of the existence of said con- 
tract of March 10, 1917, and the testimony is that said original 
contract was not in the files of appellee. 

Both tribunals of the Patent Office held that the notices of 
opposition should be dismissed and the applications of appellee 
should be granted. The Examiner of Trade-Mark Interferences 
held that there was no confusing similarity between the marks 
of the parties and that said contract of March 10, 1917, was not 
a bar to registration. Upon appeal, the Commissioner of Patents 
affirmed the holding of the Examiner that there was no confusing 
similarity between the marks, but declined to pass upon the legal 
effect of said contract of March 10, 1917. In his decision he said: 


Each party has sought to construe this contract in its favor. It will 
be sufficient to here note that this contract, the construction of its terms, 
its effect as an estoppel and, in fact, any effect which it may have upon 
the instant proceedings, is not before this tribunal to determine. Skookum 
Packers Association vy. Pacific Northwest Canning Company, 403 O. G. 
515, C. C. P. A. The sole question here is whether the registration of the 


applicant’s mark would damage the opposer by reason of probable con- 
fusion in trade. 


We will first consider the matter relating to said contract of 
March 10, 1917, for if the Commissioner was in error in his hold- 
ing that said contract was not material to the question of regis- 
tration of appellee’s marks, and if we should also find that said 
contract bars appellee from asserting ownership of said marks 
used upon goods named in its applications, then the decision of 
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the Commissioner must be reversed and the oppositions sustained, 
rendering it unnecessary for us to consider the question of confus- 
ing similarity of the marks of the respective parties. 

The Commissioner erred in holding that the legal effect of said 
contract of March 10, 1917, could not be considered by him, and 
the case of Skookum Packers Association v. Pacific Northwest 
Canning Co., 18 C. C. P. A. (Patents) 792, 45 F. (2d) 912 [21 
T.-M. Rep. 50], does not support his ruling. In that case we held 
that “parties cannot, by their conduct or by any agreement, confer 
upon the Commissioner of Patents the power to do that which the 
law forbids.” No such question is involved in the case at bar. 
Here the question is whether the terms of a contract prevent 
appellee from securing a registration which the statute might 
otherwise permit. In other words, in the Skookum case we held 
that parties could not by their contract confer any right of regis- 
tration which the law forbids, while in the case at bar the question 
is whether appellee is estopped from securing the registrations 
which it seeks. 

The case of Hamilton Brown Shoe Co. v. The Sam B. Wolf 
Sons Co., 17 C. C. P. A. (Patents) 921, 89 F. (2d) 272 [20 T.-M. 
Rep. 201], is directly in point ; we there held that a contract entered 
into between the applicant and a predecessor of the opposer barred 
the applicant from asserting any right to register the mark applied 
for. 

Appellee’s counsel, however, argues that in that case a simple 
contract between the parties was involved. In his brief he states: 


(2) The Patent Office has no jurisdiction to decide controverted ques- 
tions of the law of contracts. 

The jurisdiction of the Patent Office is entirely statutory and certainly 
neither the Commissioner nor the Examiner of Interferences has been 
given authority to sit as a court to construe or apply agreements, the 
meaning of which and the parties to which are disputed. Perhaps in a 
case where there is an agreement between the parties before the Office 
defining their respective rights in the mark in issue and there is no dispute 
as to the terms of the agreement, its validity or who is bound by it, the 
Patent Office may take such a contract into consideration as it considers 
any other evidence before it. But where there is a dispute as to the 
interpretation of the contract or its legality or other matter of law, it is 
not the province of the Patent Office to sit as a court and decide the legal 








omc 


Se aI 2 pecan eee Sa 
erect - = See = 












































202 TWENTY-THREE TRADE-MARK REPORTER 


questions which might arise. The Office ought to, as it did in this case, 
keep itself within the four corners of the act and refrain from excursions. 


It is sufficient to say upon this point that, in passing upon 
questions within their jurisdiction, it is the duty of the Patent 
Office tribunals to apply legal and equitable principles in their 
determination. 

In the case of In re Barratt’s Appeal, 14 App. D. C. 255, it 
was stated, with respect to proceedings in the Patent Office, that 
they “are so nearly akin to judicial proceedings as to be most 
appropriately designated as quasi-judicial.” See also American 
Fruit Growers (Inc.) v. John Braadland, Ltd., 18 C. C. P. A. 
(Patents) 790, 45 F. (2d) 443 [20 T.-M. Rep. 135]. 

In an opposition proceeding, where ownership of a mark in 
the applicant is challenged, registration cannot be allowed without 
first determining that question. If an applicant has by contract 
divested himself of ownership of and the right to use a mark for 
which he makes application for registration, he is not the “owner’’ 
of the mark. Ownership is an indispensable element of the rights 
of registration under the first clause of Section 5 of the said trade- 
mark act. In re Bonide Chemical Co., Inc., 18 C. C. P. A. (Pat- 
ents) 909, 46 F. (2d) 703 [21 T.-M. Rep. 122]. 

It therefore is plain that it was the duty of the Commissioner 
of Patents, and it is our duty, to consider said contract of March 
10, 1917, for the purpose of determining whether appellee is the 
owner of the marks sought to be registered, as applied to the goods 
described in its applications. 

It is the contention of appellee, with respect to said contract, 
that: 

(1) Appellee was neither a party to said contract, nor is it the 
successor in business to the California Associated Raisin Company, 
one of the parties to said contract, and therefore is not bound by 
the obligations assumed by said California Associated Raisin Com- 
pany. 

(2) Even if said contract is binding upon appellee, it does not 
prevent appellee from using its trade-mark “Sun-Maid” on the 
goods covered by the applications here involved. 
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(3) If appellee’s mark “Sun-Maid” infringes appellant’s mark 
“Sun-Kist,” its continued use under said contract is a fraud upon 
the public which has been acquiesced in by appellant. 

Taking up first appellee’s contention that it is not bound by 
the terms of said contract, it is clear, and appellee admits, that 
appellee’s assignor of the trade-mark “Sun-Maid,’ as applied to 
raisins, was bound by the terms thereof, and the question is whether 
appellee, as assignee of the trade-mark “Sun-Maid,” applied to 
raisins, took the same subject to the conditions and limitations 
under which appellee’s assignor had the right to use such mark, 
even though appellee, when it acquired the mark, may not have 
known of such limitations and conditions. 

We think this question must be answered in the affirmative. 
The case of Waukesha Hygeia Mineral Springs Co. v. Hygeia 
Sparkling Distilled Water Co., 63 Fed. 438, is, we think, directly 
in point upon this branch of the case. It was there held that, 
guoting from the syllabus: 


Where two parties have been using similar trade-marks, a contract 
between them whereby one party is to use one form of the trade-mark 
in connection with certain words, and the other is to use another form 
of it in connection with other words, followed by the use of such trade- 
marks for several years in accordance with the terms of the contract, 
establishes the rights of the parties, and is binding upon their assigns and 
successors in business. (Italics ours.) 

In that case the facts were that two parties using the word 
“Hygeia” in connection with their trade-marks entered into a con- 
tract defining the respective rights of each to the use of said word, 
and the manner in which it might be used by the respective parties. 
One of the parties subsequently transferred its trade-mark to 
another, who used the mark in a different manner from that pro- 
vided in the contract. Such user alleged that he was a bona fide 
purchaser of the trade-mark without actual or constructive notice 
of the terms of said contract. In its opinion the court said, speak- 
ing of the rights of the assignee of the mark: 


The purchase was not of the character which protects the buyer from 
equities existing against the seller. . . . The defendant can assert no 
monopoly in the name “Hygeia” unless it can show right through the 
Smiths. No larger claim can be maintained than was possessed by the 
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source of title, and the right is subject to the same equities, abandonment, 
or estoppel which could be asserted against the vendor. 

While the particular question of the rights and obligations of 
an assignee of a trade-mark was not involved in the case of Hamil- 
ton Brown Shoe Co. v. Sam. B. Wolf Sons, supra, there was involved 
the question of the binding effect of a contract very similar to the 
contract here involved. In that case we quoted with approval the 
syllabus from said Hygeia case hereinbefore quoted. In the Hamil- 
ton Brown case, however, the applicant was not an assignee of a 
trade-mark, as here, but was a direct party to the contract. 

Appellee’s counsel in his very able briefs has cited no case 
directly in point upon the question here involved. The cases cited 
by him go to the point that an assignee is not bound to perform an 
affirmative, independent promise of the assignor unless he expressly 
or impliedly agreed to perform the same, or claims or accepts the 
benefits of a full performance of the contract. In the case at bar, 
there is not involved any obligations upon the part of appellee to 
perform any affirmative acts pursuant to the contract, but the ques- 
tion is whether the contract is binding upon it to resrain it from 
exercising or asserting rights which would exist but for such con- 
tract. 

We think the case of Pratt, et al. v. Wilcox Manufacturing Co., 
64 Fed. 589, is applicable in principle to the question before us. 
In that case it was held, quoting from the syllabus: 

A firm having the right to manufacture under a patent agreed with 
another firm, owning rival patents, that it would not interfere with the 
latter, and that each would protect the other against third parties. After- 
wards, the first-mentioned firm was merged in a corporation which suc- 
ceeded to all its rights under the patent. Held, that the corporation took 


those rights burdened with the limitations and obligations imposed by the 
contract. 


There is nothing in the opinion to indicate that the assignee 
corporation had notice of the contract. 

To a like effect as the case above cited is the case of Walliser 
§ Co. v. F. W. Maurer & Sons Co., 17 F. (2d) 122. 

If appellant should now charge in a proper forum that appellee's 
use of the mark “Sun-Maid” upon raisins is an infringement of 
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appellant’s mark “Sun-Kist’’ because deceptively similar to it, it 
would seem that said contract would be a complete defense to such 
a charge; in other words, appellant would be bound by the contract 
with respect to appellee’s right to use the mark “Sun-Maid’” upon 
raisins. It would seem inequitable to hold that appellee might 
reap the benefits of said contract but not assume any of its burdens. 

It is our opinion that appellee is bound by the terms of said 
contract, and if its assignor could not, under said contract, use 
the mark “Sun-Maid” upon the goods named in appellee’s applica- 
tions, then appellee may not do so because, under the contract, 
appellee is not the owner of the mark and was precluded from 
using the same as applied to such goods. 

Appellee, however, further contends that, even though said 
contract is binding upon it, the contract by its terms does not pre- 
vent appellee from using its “Sun-Maid” trade-mark on the goods 
covered by its pending applications. This contention is stated in 
the brief of its counsel as follows: 


The contract provides, among other things, that the party of the first 
part, The California Associated Raisin Company, “desires that its right 
to use the said trade-mark ‘Sun-Maid’ in connection with the packing 
and sale of raisins and food products or confections containing raisins 
shall be established as against said The J. K. Armsby Company, or its 
successors or any one claiming through or under them the right to use 
said trade-mark ‘Sun-Kist,’” and that the suit shall be dismissed upon 
the procurement “of an agreement on the part of said California Packing 
Corporation and The J. K. Armsby Company, that no claim shall be made 
hereafter that the trade-mark of the party of the first part, ‘Sun-Maid,’ 
when used in connection with the packing and sale of raisins and food 
products or confections containing raisins interferes with the trade-mark 
‘Sun-Kist,’” and The California Associated Raisin Company agrees that 
it “will use the said trade-mark ‘Sun-Maid’ only on packages containing 
raisins or on packages containing food products or confections made 
wholly or in part from raisins, and that said trade-mark when so used by 
the party of the first part shall always be accompanied by the name of 
the party of the first part, or the name ‘Associated Warehouse Company’ 
as packer.” 

Grammatically the phrase “containing raisins” in the connection “raisins 
and food products or confections containing raisins,” as used in this con- 
tract, qualifies the word “confections,” not the phrase “food products” 
and opposer has therefore agreed that it will not claim that the trade- 
mark “Sun-Maid,” “when used in connection with . . . . food products 

. interferes with the trade-mark ‘Sun-Kist.’” 


The construction contended for by appellee is, we think, clearly 
contrary to the intent of the parties as gathered from the entire 
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instrument. The language in the contract to be construed reads: 
“. . . . that it, the party of the first part [The California Asso- 
ciated Raisin Company], will use the said trade-mark ‘Sun-Maid’ 
only on packages containing raisins or on packages containing 
food products or confections made wholly or in part from raisins. 

Appellant’s counsel points out that, under appellee’s construc- 


tion, the words “raisins, or on packages containing’ are mere 


surplusage, for clearly raisins would be included if the language 


had read “only on packages containing food products.” 

The entire controversy in the suit in equity, out of which said 
contract grew, related to food products, the use of the mark “Sun- 
Maid” on raisins, and the use of the mark “Sun-Kist’’ on raisins 
and other dried fruits. Under appellee’s construction, the only 
restriction placed by the contract upon appellee was not to use its 
mark upon confections not containing raisins, while confections of 
any character were not in any way mentioned in said suit. 

While appellee relies upon rules of grammatical construction 
in construing the language of the contract above quoted, and cites 
the application of such a rule in the construction of a statute by 
the Supreme Court in the case of Bleistein v. Donaldson Litho- 
graphing Company, 188 U. S. 239, it is well established that the 
true sense of the words of a statute is to be determined by the 
nature of the particular provision and by the context, rather than 
according to strict grammatical construction. Ea parte Bellman, 
4 Cranch 75. 

We are clear that the true meaning of the language quoted from 
the contract, when considered in connection with the entire instru- 
ment, is that appellee’s assignor agreed to use its mark “Sun-Maid”’ 
only on raisins, food products containing raisins, or confections 
containing raisins. 

The next contention made by appellee is that if appellee’s mark 
infringes the mark of appellant, its continued use under said con- 
tract is a fraud upon the public which has been acquiesced in by 
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appellant, and therefore appellant may not maintain its opposition 
proceedings herein. 

With respect to this contention we would observe that the case 
of Hamilton Brown Shoe Co. v. Wolf Sons, supra, involved the 
validity of a contract very similar to the contract here considered. 
In litigation between the same parties, the Supreme Court had held 
that the marks “American Girl” and “American Lady” were con- 
fusingly similar when applied to shoes, and enjoined said Hamilton 
Brown Co. from further using said mark “American Lady’’ upon 
shoes. Thereafter the parties entered into a contract which per- 
mitted the said Hamilton Brown Co. to use the mark “American 
Lady” upon women’s shoes, with certain restrictions. We held that 
contract to be valid and binding in determining the rights of said 
Hamilton Brown Shoe Company in said mark, “American Lady.” 
Such also was the contract in Waukesha Hygeia Mineral Springs 
Co. v. Hygeia Sparkling Distilled Water Co., supra. However, 
even if appellee’s contention were correct, that if the marks of the 
parties are confusingly similar appellant has acquiesced in a fraud 
upon the public and hence cannot maintain its oppositions to appel- 
lee’s applications, it is sufficient to say that in such case the appli- 
cations of appellee should be rejected under the well-established 
rule that in trade-mark opposition proceedings the Patent Office 
tribunals may dispose of any question relating to the proposed 
registration that might properly arise in an eax parte case. Cali- 
fornia Cyanide Co. v. American Cyanamid Co., 17 C. C. P. A. 
(Patents) 1198, 40 F. (2d) 1003 [20 T.-M. Rep. 266]; California 
Canneries Co. v. Lush’us Products Co., 18 C. C. P. A. (Patents) 
1480, 49 F. (2d) 1044 [21 T.-M. Rep. 520]. 

We hold that, by reason of said contract, concerning which we 
find no fraud upon the public, appellee was restricted in its use 
of its mark “Sun-Maid” and may not assert ownership of the same 
as applied to the goods described in its pending applications. There- 
fore the oppositions of appellant should be sustained and the appli- 
cations of appellee should be rejected. 


The decisions of the Commissioner of Patents in the appeals 
before us are reversed. 
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Harvtan-Waxtuins Coat Corp. v. TRANSCONTINENTAL Oi1L Co. 
(Tue Ono O11 Company, assignee, substitute) 


United States Court of Customs and Patent Appeals 
Opposition No. 10,872 
April 17, 1933 


Trape-Marxs—OppositioN—Coat ann Furers—Goons or Same DEscRIPTIvE 
PROPERTIES. 

Held that coal, and carbon or water-white burning oils, refined and 
semi-refined petroleum, kerosene, gasolene, benzin and naphtha are 
goods of the same descriptive properties. 

Trapve-Marxks—OpposiTioN—PatTent Orrice CLAssiFICATION. 

In determining whether the goods of two opposing parties are of the 
same descriptive properties, held that the Patent Office classification 
of goods is not of controlling importance. 


Appeal from the decision of the Commissioner of Patents, main- 
taining a trade-mark opposition. Affirmed. For the Commissioner’s 
decision, see 21 T.-M. Rep. 570. 


Charles R. Allen, of Washington, D. C., for appellart. 
Sylvester J. Liddy, of New York City, and Harry E. Seidel, 


of Washington, D. C., for appellee. 


GraHam, P, J.: Appellant filed its application in the United 
States Patent Office for registration of a trade-mark claimed to be 
used by it since February 15, 1980, in connection with the sale of 
coal. The mark consists of the words: 

MARATHON COAL 
Best in the Long Run 

The word “coal” was disclaimed, except in connection with 
the mark. 

The appellee opposed the mark, claiming confusing similarity 
with a registered mark owned by it and used on goods of the same 
descriptive properties. This mark consists of a representation of 
a youth, running, with the words “Marathon Products” superim- 
posed, and with the slogan underneath: “Best in the Long Run,” 
which mark was duly registered on November 30, 1920, and was 
and is used in connection with the sale of “carbon or water-white 
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burning oils, refined and semi-refined petroleum, kerosene, gasolene, 
benzin, and naphtha, lubricating greases, and lubricating and illu- 
minating oils.” Other earlier registered marks are pleaded, but 
the same need not now be considered. 

The Commissioner affirmed the decision of the Examiner of 
Interferences sustaining the opposition and denied registration. 

The evidence of record shows quite clearly that the opposer 
and its predecessors in title have been using their registered mark 
in connection with the sale of fuel oil continuously since a date 
long prior to February 15, 1930. The record also establishes the 
facts that fuel oil and coal are sold in competition with each other, 
and, oftentimes, by the same dealers, and that fuel oil is semi- 
refined petroleum. 


It is not seriously contended that the marks are not confusingly 
similar, The only issue is upon whether the goods are of the same 
descriptive properties. 

We are clearly of opinion that they are. They are used for 
the same purposes, and are sold in competition with each other, 
by the same dealers, have, to a degree, the same origin, and are 


closely associated in the public mind. In such cases, it needs 
little argument to convince one that the prior owner and user of 
a registered trade-mark on one of these products should be pro- 
tected against registration of substantially the same mark, by a 
newcomer who sells the other product. 

The use of coal and oils as fuel is so near akin that we have 
said that devices for feeding the same, respectively, to furnaces, 
are goods of the same descriptive properties. Cross v. Williams 
Oil-O-Matic H. Corp., 18 C. C. P. A. (Patents) 1192, 48 F. (2d) 
659 [21 T.-M. Rep. 246]; Williams Oil-O-Matic H. Corp. v. Bliss, 
19 C. C. P. A. (Patents) 821, 54 F. (2d) 430 [22 T.-M. Rep. 22]. 

It is stated by appellant that the Patent Office, in its classifi- 
cation of various products, has placed gasolene and oils in “Class 
15, Oils and Greases” and coal in “Class 1, Raw and Partly Pre- 
pared Materials.”” From this fact it is argued that the court should 
follow this classification and hold that the goods are not of the 





210 TWENTY-THREE TRADE-MARK REPORTER 


same descriptive properties. In support of this contention, counsel 
for appellant relies upon two authorities, Cross v. Williams Oil-O- 
Matic H. Corp., supra, and Beech-Nut Co. v. Lorillard Co., 273 
U. S. 629 [17 T.-M. Rep. 159]. 

We are unable to see where this point was involved in the 
decision of the first case cited. The latter case originated in the 
United States District Court of the District of New Jersey. Beech- 
Nut Packing Co. v. P. Lorillard Co., 299 Fed. 834 [17 T.-M. Rep. 
159], was appealed to the Circuit Court of Appeals, Third Circuit, 
7 F. (2d) 967 [16 T.-M. Rep. 158], and finally was taken by the 
Supreme Court on writ of certiorari. The Patent Office classifica- 
tion is mentioned in the opinions filed in the two inferior courts, 
but only as a circumstance bearing upon the alleged similar descrip- 
tive properties of the articles involved, namely, food products on 
the one hand, and tobacco on the other. The Supreme Court does 
not discuss this question. Careful consideration of these cases leads 
to the conclusion that it was the general character of the goods 
involved, and the liability of confusion, rather than the Patent 
Office classification, that led to the judgment that the goods were 
not of the same descriptive properties. 

This court has never deemed the Patent Office classification of 
articles to be of controlling importance in the ascertainment of 
whether two articles are of the same descriptive properties. In 
fact, we have many times held to the contrary. Cluett, Peabody 
5 Co. v. Hartogensis, 17 C. C. P. A. (Patents) 1166, 41 F. (2d) 
94 [20 T.-M. Rep. 452]; Koter Co. v. McArthur, 18 C. C. P. A. 
(Patents) 787, 45 F. (2d) 256 [21 T.-M. Rep. 47]; Celanese Corp. 
of Am. v. Vanity Fair Silk Mills, 18 C. C. P. A. (Patents) 958, 
47 F. (2d) 373 [21 T.-M. Rep. 151]; Procter § Gamble Co. v. 
Prescott Co., 18 C. C. P. A. (Patents) 1438, 49 F. (2d) 959 [21 
T.-M. Rep. 314]; Gilbert Co. v. Gilbert Choc. Co., 18 C. C. P. A. 
(Patents) 1267, 48 F. (2d) 930 [21 T.-M. Rep. 266]. 

Each case involving the issue of goods of the same descriptive 
character must be settled on its own facts. There is no hard and 


fast rule which can be announced in such cases. In determining 
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the issue in such cases, we will consider, among other things, “the 
use, appearance, and structure of the articles, the similarity of the 
packages or containers in which, the place or places where, and 
the people to whom, they were sold.” Williams Oil-O-Matic Heat. 
Corp. v. Westinghouse Elec. §& Mfg. Co., 20 C. C. P. A. (Patents) 
——, 62 F. (2d) 878 [23 T.-M. Rep. 29]. 

We find no error in the decision of the Commissioner, and it 
is affirmed. 


Decisions OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Par-Ex” as a trade-mark for a medicinal prepara- 
tion for external use, namely, for treating athlete’s foot, muscular 
pains, etc., in view of the prior use and registration by opposer 
of the trade-marks “Rex,” “Rexall,” “Rex-Salvine,” “‘Rexillana,” 
“Rex-Mentho,” “Agarex,” and “Alco-Rex” upon a large number of 
medicinal preparations. 

In his decision, after pointing out that some of the goods upon 
which the opposer’s marks were used were for external applica- 
tion and that the opposer had used its marks continuously from 
a date long prior to a date claimed by the applicant, and stating 
that the goods of the two parties were obviously of the same de- 
scriptive properties and that the opposer had built up its business 
in connection with this considerable number of registered marks, 
all of which contained the notation “Rex,” the First Assistant 
Commissioner said: 

From time to time these trade-marks, following the adoption and use 
of the notation “Rex” alone, have been used. The applicant’s mark 
although hyphenated does include the opposer’s entire mark, “Rex,” and 
is particularly similar to “Agarex” and “Alco-Rex.” Bearing in mind the 
fact that purchasers do not usually have simultaneously before them the 
respective trade-marks ef rivals in business for comparison and also con- 
sidering that in oral communication the hyphen of the applicant’s mark 
would not be apparent, it would seem purchasers would be quite likely 


to think on seeing the applicant’s mark that the opposer had merely put 
out another mark built around this common notation “Rex.” Notwith- 


standing the claimed origin and significance of the applicant’s mark it is 
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believed that confusion of origin by the purchasing public would be quite 
probable if applicant’s goods under its mark appear in the same market 
with the goods of the opposer.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as trade-marks for motor lubricating oil, the notation “Quaker” 
with the letter “A” therebeneath, a mark consisting of the repre- 
sentation of a barrel surrounded by two concentric circles having 
therebetween the words “Quaker Oil Co.” and “Plainfield, Ind.,” 
the latter words being disclaimed, and the words “Quaker Pre- 
mium,” the latter word being disclaimed. It was also held that the 
registration which the registrant had obtained for the latter mark 
should be cancelled. 

The ground of the decision is that these marks are confusingly 
similar to the notation “Quaker State” used as a trade-mark for 
lubricating oils by the opposer and petitioner for cancellation, and 
that the applicant and registrant had established no date of use of 
its mark prior to the date established by the opposer. 

In his decision, the First Assistant Commissioner noted that the 
opposer had established the use of its mark since 1914 and that 
in a decision previously rendered it had been held beth by the 
Examiner of Interferences and the Commissioner that the applicant 
had established no earlier use, that the Commissioner had over- 
ruled the Examiner of Interferences in denying a petition to reopen 
and that, in accordance with the decision of the Commissioner, 
additional testimony had been taken by the applicant. 

He then stated that the applicant had presented testimony in 
addition to the testimony which it had been authorized to take and 
that this additional testimony had been stricken from the record 
by the Examiner of Interferences. 

With reference to the motion to strike he said: 


It is deemed clear the Examiner rightly decided this motion to strike. 
The granting of the motion to reopen was solely for the purpose of pre- 
senting the evidence accompanying and forming the basis for the motion 
and such testimony of witnesses as was necessary to prove the exhibits 
included. Not only had the applicant failed to obtain permission to take 
any additional testimony but no request therefor had even been filed. 


* United Drug Company v. International Medicinal Corporation, Opp. 
No. 11,725, 159 M. D. 36, March 9, 1933. 
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With reference to the new testimony, after stating that there 
appeared to be no good reason for repeating in detail the Examiner’s 
analysis of that testimony, he said: 


The difficulty with it all is that even granting the exhibits are genuine 
they fail when taken in connection with the testimony regarding them to 
show trade-mark use on the goods. No witness testifies that the goods 
referred to in any of these exhibits bore the trade-mark for which appli- 
cant seeks registration. ‘The witnesses were testifying as to what is 
alleged to have occurred some eighteen or more years previous. They 
state almost nothing about these exhibits. These papers do not show the 
trade-mark was on the goods sold. Sifting through this new evidence and 
what the witnesses state about the exhibits there is nothing upon which 
to base a holding that goods bearing the trade-mark in question were 
actually sold prior to July 31, 1914, when the opposer began using its 
mark, 

* * * 

The difficulty of proving activities and operations taking place so long 
ago is recognized; but the burden of proof rests upon the applicant- 
registrant, and it must be held this has not been sustained.’ 


Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for gelatinized corn 
flour, the notation ‘“Sta-Fresh.” 


The ground of the decision is that the notation is merely descrip- 
tive of the goods. 


In his decision, the First Assistant Commissioner said: 


A review of the case discloses that the goods manufactured by appli- 
cant will, due to applicant’s process, “retain a greater portion of moisture, 
which eventually will keep the bread fresh a longer period than where 
merely flour is utilized.” It is deemed clear enough the public would 
merely understand on seeing applicant’s mark upon its goods that the 
notation meant the product would stay fresh for a longer period than 
other products of like general character.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as trade-marks for soap, three marks consisting respectively 
of the Hebrew letters corresponding to the English letters K, S, R. 

The ground of the decision is that the evidence of non-use pre- 
sented on behalf of the opposer is sufficient to overcome the prima 


* Quaker State Oil Refining Co. v. Quaker Oil Co., Inc., Opp. Nos. 9,222 
and 9,223, and Canc. No. 1,955, 159 M. D. 38, 40 and 41, March 13, 1933. 
*Ex parte Chas. A. Krause Milling Co., 159 M. D. 41, March 13, 1933. 
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facie showing made by the applicant and that in the absence of 
any testimony on behalf of the applicant to show that the marks 
were used registration should be denied him. 

In his decision the First Assistant Commissioner pointed out 
that opposition is based on the use by I. Rokeach & Sons, Inc., of 
a corresponding mark for soap consisting of three Hebrew letters 
corresponding to the English letters K S R and standing, in the 
Hebrew language, for the word “Kosher.” 

With reference to the likelihood of similarity between any of 
the three marks of the applicant and opposer’s mark, the First 
Assistant Commissioner said, in the decision in opposition No. 
11,926: 

It is not deemed the fact applicant has simultaneously applied for the 
three registrations presents any different situation than if he had filed a 
single application for registration of only one of the opposer’s three letters. 
It is true there is a possibility of confusion based upon the adroit use of 
the three letters, each appearing on a different cake of soap, but no 
evidence of such possible use is in the record. 

It must be held the applicant’s mark as disclosed in each application 
when considered alone is not confusingly similar to the opposer’s mark. 
It would hardly seem the opposer is entitled to prevent others from using 
and registering as a trade-mark a letter upon a cake of soap merely 


because it is one of several letters used by the opposer to spell out a 
complete word. 


With reference to the lack of evidence of any use of the marks 
by the applicant, he said: 


The record of the opposer shows that very extensive and widespread 
search was made including inquiries at nearly 5,000 stores where goods of 
this character were to be found on sale to find the applicant’s goods on 
the market but without success. The applicant’s place of business is 
stated to be in New York. Inquiries at his place of business in New 
York City, at 350 stores in Brooklyn, 250 in Manhattan, and 500 stores 
in the Bronx failed to reveal any soap carrying the applicant’s mark on 
sale. B . 5 

Applicant has taken no testimony, and his applications in consequence 
make out merely a prima facie case of trade-mark use in interstate com- 
merce. It is believed the evidence submitted on behalf of opposer that 
no goods of the applicant bearing his mark was found on sale in any 
of the places investigated overcomes the prima facie showing of the appli- 
cant. In the absence of more satisfactory proof registration should be 
denied him on the ground it is not apparent he has used the mark on 
the goods in interstate commerce.‘ 


*Rokeach & Sons, Inc. v. Morris Wishnetsky, Opp. Nos. 11,926, 11,927 
and 11,928, 159 M. D. 42 and 44, March 20, 1933. 
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Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the notation “Loc liP’’ accompanied by 
the representation of a cross-section of a joint formed by locking 
the projecting lips from the respective edges of the conduit or parts 
to be locked by a longitudinally inserted strip, as a trade-mark for 
ceramic and cast iron conduits. 

The ground of the decision is that the mark is merely descrip- 
tive of the goods upon which it is used. 

In his decision, after stating that in the specimens filed the 
words “Side Joint” appear as indicating the character of the con- 
struction, the First Assistant Commissioner said: 


The Examiner deemed, and it is believed properly, the notation “Loc 
liP” would be interpreted by the public as meaning lock lip. The inclu- 
sion in the mark of the representation of a cross-section of a side joint 
having lips locked gives to the notation the specific meaning that the joint 
is made by locking the lips. 


He then, after stating that applicant had presented an instruc- 
tive brief discussing what are descriptive and what are suggestive 
marks and citing many instances of registrations of marks which it 
was argued were clearly descriptive as applicant’s were, said: 

‘ . yet it must be held the applicant’s mark is merely descriptive 
and registration in consequence barred by the statute.° 

Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the term “Insta-Matic’ as a trade-mark for gas stoves and 
ranges and igniter attachments and time and temperature controls 
for regulators for stoves and ranges and time and temperature 
controlled regulators therefor, respectively, in view of the prior 
adoption and use by opposer of the term “Dist-O-Matic” as a trade- 
mark for liquid fuel burning devices. 

The grounds of the decisions are that the goods of the respec- 
tive parties are of the same descriptive properties and the marks 
are confusingly similar. 

In his decision the First Assistant Commissioner noted that 
the opposer relied upon three marks, namely, “Oil-O-Matic’’ and 
“Dist-O-Matic,” for liquid fuel burning devices, and “Ice-O-Matic’’ 


*Ex parte The Ric-Wil Company, Serial No. 313,817, 159 M. D. 45, 
March 23, 1933. 
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for refrigerators, and stated that the mark “Dist-O-Matic” was 
more nearly like the mark of the applicant. 

After stating that it seemed clear enough that the liquid fuel 
burning devices of the opposer are automatically controlled and 
that its marks are built upon or constitute modifications of the 
word “automatic” and noting that applicants had sought to show 
by other registrations that the term “Matic” is publici juris, he 
said: 







































It would seem immaterial here whether the opposer was first to form 
the type of notation adopted by it as a trade-mark. The question arising 
is whether the applicant has approached so nearly the opposer’s marks, 
or any one of them, as to make it probable that there will be confusion 
or mistake in the mind of the public if applicant uses its mark upon its 
goods. 


He then noted that it appeared that the applicant had originally 
used the term “Insta-Flame”’ as a trade-mark for similar goods and 
that no reason was given why it had changed over to a mark having 
the particular terminology so widely used by the opposer. 

With respect to the marks, he said: 


Of the marks upon which the opposition is rested, it is deemed the 
one relied upon by the Examiner of Interferences, “Dist-O-Matic,” is 
most nearly like that of the applicant. Each of the two marks com- 
prises four syllables, both are identical as to the last two syllables, and the 
same letters appearing in the first syllables of both give to the marks when 
viewed in their entirety a similarity of appearance. 


With respect to the goods, he said: 


The goods of the respective parties must be deemed to belong to the 
same class, fluid-burning heating apparatus or devices. It is true the 
opposer’s heating devices are for indirectly heating the air in dwellings 
while the applicant’s liquid fuel-burning devices are mainly for heating 
food to cook it. Both kinds of goods include liquid fuel burners and 
devices for controlling them.* 





Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for sugar and sugar 
syrups, the notation “Snow Flake.” 

The ground of the decision is that the mark had been registered 
to other parties for goods of the same descriptive properties. 


* Williams Oil-O-Matic Heating Corp. v. Geo. D. Roper Corp., Opp. Nos. 
11,245 and 11,309, 159 M. D. 46 and 48, March 28, 1933. 
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In his decision, the First Assistant Commissioner noted that 
there had been a number of registrations of this term for a variety 
of food products including nougat bars and candy. 


Then, after noting applicant’s argument that the present case 


is distinguishable from certain decisions cited by the Examiner of 
Trade-Marks, he said: 


The many registrations previously issued for this same mark used upon 
the various articles of food were granted prior to the holdings of the 
Court of Customs and Patent Appeals in the Cheek-Neal Coffee Co. (395 
O. G. 10, 40 F. (2d) 106, 17 C. C. P. A. 1103) [20 T.-M. Rep. 274], and the 
Revere Sugar Refinery (409 O. G. 562, 48 F. (2d) 400, 18 C. C. P. A. 1121) 
[21 T.-M. Rep. 192], cases relied upon by the Examiner. 

Aside, however, from these rulings by the court, it is deemed clear 
enough the applicant should not be permitted registration in view of that 
granted September 25, 1906, No. 56,456, renewed, for the same mark used 
upon candy, as well as registration granted September 9, 1924, No. 189,069, 
for the mark used upon nougat bars." 


Goods of Different Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1925, as a trade-mark for canned strained vege- 


tables, a mark consisting of the representation of a child in the act 
of eating with a spoon and the word “Hygeia,’ notwithstanding 
that the term “Hygeia” had previously been registered for coffee 
and tea and for evaporated milk, and a mark including that word 
and the picture of a woman had been registered upon cornmeal, 
corn-starch, tapioca, and similar products. 

In his decision, the First Assistant Commissioner said: 


It would seem that the applicant’s mark, which includes the picture 
of the infant and to that extent is distinctive from the others, is used 
upon goods no more similar to those upon which the registered marks 
are used than the goods of those registered marks are similar to each 
other. In the absence of some evidence of probable confusion in trade 
or of damage to one of these previous registrants, it is not so clear that 
the applicant should be denied registration since its mark and its goods 
are specifically different.* 


‘Ex parte Suchar Process Corporation, Serial No. 311,707, 159 M. D. 
50, March 31, 1933. 


*Ex parte Hygeia Nursing Bottle Company, Inc., Serial No. 308,113, 
159 M. D. 35, March 9, 1933. 
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Opposition—W ithdrawal of Application 


Kinnan, F. A. C.: Held that, the applicant having filed a with- 
drawal of his application before the expiration of the time fixed 
for it to file an answer to a notice of opposition, the Examiner of 
Interferences should not have entered any decision in the case and 
remanded the case to him with directions to vacate his decision of 
May 10, 1932, and dismiss the opposition. 

In his decision, after noting the withdrawal of the application 
and that the Examiner of Interferences stated in a decision of 
March 21, 1932, that under the provisions of equity Rule 16, 
the notice of opposition would be taken pro confesso, and there- 
after denied a motion of the applicant to dismiss the opposition 
without prejudice and rendered a decision on May 10, 1932, dis- 
missing the opposition on the ground that the two marks were not 
confusingly similar, the First Assistant Commissioner said: 


The issue raised by the opposer and the only one before the Office for 
decision was whether the applicant was entitled to registration upon the 
application filed. At the date, May 10, 1932, of the decision of the Ex- 
aminer of Interferences there was no pending application before this Office 
for the registration of the mark as to which the opposition was filed. The 
applicant had by its own action finally decided adve-sely to it the issue 
raised by the opposition. The question whether “Kotex” and “Texcel” 
were confusingly similar had become a moot one, there being no defendant 
and but one party, the opposer, to the proceeding. It is thought under 
these circumstances the Examiner of Interferences should have dismissed 
the opposition without considering it upon its merits.’ 


*The Kotex Company v. Walgreen Company, Opp. No. 11,826, 156 M. 
D. 953, November 7, 1932. 
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GILLETTE Sarety Razor Company v. TRIANGLE MECHANICAL 
LABORATORIES CoRPORATION, and Jacos Hoitz and ABRAHAM 
L. Ho.tz (doing business as Jacosp Hotz) 


United States District Court, Eastern District of New York 


May 6, 1933 


Trape-Marks anp Unrai Competition—“GILteTre Biuesiapes” oN Razor 
Brapes—Coror As TraApe-Marx. 

Color itself is free and cannot per se be monopolized as a trade- 
mark. Nevertheless if color is proven a part of an intentional fraud, 
such fraud will be stopped, although even here it is not the use of a 
color, but the fraud perpetrated by such use that is enjoined. 

Trape-Marxs—“Seconpary Meaninc”—How EstasuisHep. 

The term “secondary meaning” arises in the associated product and 
its origin in the mind of the public and no specific length of time is 
required; nevertheless, such “secondary meaning” must be proved by 
fair preponderance of evidence. 

Unrair CompetiTion—DEeEceEPTION oF PUBLIC. 

In a suit to enjoin unfair competition, the law does not require that 
any particular person be shown to have been misled if the natural and 
probable result of the acts complained of would lead to such confusion. 

Unrair Competition—Cotor—“Bive Brapes’—Conrusinc SiMILariry— 
DECREE. 

Where, after plaintiff, long a manufacturer of razor blades under 
the name “Gillette,” began to put out a new make of razor blades of a 
blue color and sold in blue paper packages under the name “Blue Blades 
for Gillette Razors,” the adoption and use by defendants of the same 
blue color for their razor blades sold to the public in similar blue paper 
containers, without indication of origin, held unfair competition and 
the defendants were enjoined from making or selling any blue safety 
razor blades or in any other color in blue packages, unless such blades 
and packages were distinctly and conspicuously marked so as to show 
that such goods were made by the defendants and were not the product 
of the plaintiff. 


In equity. Action to restrain unfair competition in the use of 
color. Injunction granted. 


Nims & Verdi (Harry D. Nims, Wallace H. Martin, and M. L. 
Severn, of counsel), all of New York City, for plaintiff. 

Arthur G. Solomon, of New York City, for Holtz. 

Louis Soll (Morris Kirschstein, of counsel) both of New York 
City, for Triangle Mechanical Laboratories Corp. 
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Rosert Incu, J.: The plaintiff, a Delaware corporation, has 
sued the defendants alleging infringement on its United States 
trade-marks and of unfair competition. 

The defendants are a New York corporation which, for con- 
venience, will be hereafter referred to as the Triangle Corpora- 
tion, and two citizens of the State of New York, doing business 
under the trade-name of Jacob Holtz. 

Answers were duly interposed by these defendants and the 
issues raised have been duly tried. 

No question of jurisdiction has been raised nor can there be 
any such question in this case (Title 28, U. S. C., sec. 41, sec. 24 
of the Judical Code). 

Moreover, there is really one cause of action asserted but on 
different grounds, one of these being the violation of registered 
trade-marks (Hurn, etc. v. Oursler, et al., U. S., decided April 
17, 1933, No. 565, not yet reported). 

The relief asked for by plaintiff in its complaint is that the 
defendants be enjoined from using in their advertising and sale 
the term “Gillette,” “Gillette Type,” “Cillette Razor,’ “Blue 
Blades of Gillette Razors,’ “Blue Steel,’ or any similar term. 
From representing that defendants’ razor blades are “Blue Blades.” 
From manufacturing, selling and offering for sale safety razor 
blades of a “blue” color or which are placed in packages colored 
wholly or partially “blue,” or which are “blue” and use the name 
“Gillette.” From selling or offering for sale packages and blades 
dressed in “blue” such as “Navy Blue Blade,’ “Sapphire Real Blue 
Steel Blade,” “Good Year Blue Blade,’ “Uneeda Genuine ‘Blue’ 


Steel Blade.” From advertising, selling or offering for sale razor 
blades not of plaintiff's manufacture in combination with plaintiff's 
“Gillette” razor frames, without clearly indicating that the blades 
so sold are not made or sold by plaintiff. And, generally, from 
passing off, inducing or enabling others to sell or pass off any 
safety razor blades or razor frame not the plaintiff's as and for the 
plaintiff's product. 
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It will be seen at a glance that while plaintiff seeks in detail 
the above injunctive relief, in fact, that which plaintiff seeks is that 
the court stop the defendants from violating plaintiff’s trade-marks 
and from unfairly competing with plaintiff in the safety razor 
frame and “Blue” blade business in this country. 

A good deal of testimony has been taken. Much of it is not 
disputed. 

Briefly the facts are that the plaintiff, at that time a Maine 
corporation, about thirty years ago, entered the safety razor field. 
This was in 1901. A year or so later its product was identified by 
the name “Gillette.” A few years thereafter, by the additional 
“portrait and signature of King C. Gillette.” In 1917 the plain- 
tiff was incorporated, under the laws of the State of Delaware. It 
succeeded to the business. 

Plaintiff is possessed of the following trade-marks duly regis- 
tered in the United States Patent Office: No. 134,317, “Gillette.” 
This was first used in 1903, but was not registered until 1920. 
No. 56,921, “portrait and signature of King C. Gillette,’ registered 
1906. No. 70,856, “Gillette pierced by arrow, within a diamond,” 
registered 1908. No. 291,052, “combination of features with “blue 
color,” registered 1932. No. 294,217, “a combination of features 
including the words ‘blue blades’ with a disclaimer of the word 
‘blue’ except in association with the word ‘Gillette’ and with 
reservation of common law rights in the word ‘blue’ and ‘Blue 
Color’ indicated,” registered May 24, 1932. This had been used 
since October 27, 1931. 

There are other trade-marks registered elsewhere, but the above 
is sufficient to show both the facts of ownership and the nature of 
the trade-marks of plaintiff's claimed to have been here infringed. 

There is no proof here that the defendants or any of them 
used, in manufacture or sale, the trade-marks including the “por- 
trait or signature of King C. Gillette” or the trade-mark “Gillette” 
in manufacturing safety razors or safety razor blades. 

The controversy really arises from the use by the defendants 
of the words “Blue Blades” and the use of the “blue color” on its 
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packages containing safety razor blades and the use of the word 
“Gillette” by the individual defendants in the sale thereof. 

While due consideration of plaintiff's trade-marks must be given 
in view of its claim, the substantial issue arises from alleged unfair 
competition on the part of defendants. 

We may now, briefly, refer to certain other facts. 

The razor blades of plaintiff are the natural steel which, for con- 
venience, may be said to be “white.” Along in July, 1931, plain- 
tiff commenced an extensive advertising campaign which announced 
to the United States that plaintiff's razor blades were thereafter to 
be of a “blue” color and in a “blue” package. This blue color was 
at first obtained by the application of a blue lacquer to the white 
steel. Thereafter plaintiff changed this process, somewhat, at first 
oxidizing the steel blades, which in itself produced a blue color, 
and then applied the blue lacquer. By May, 1982, plaintiff's 
product was so produced extensively. On May 24, 1932, as has 
already been shown, it obtained the registration of its trade-mark 
for the “Gillette Blue Blade.” It disclaimed the word “blue” 
except in association with the word Gillette, but it reserved its 
rights to be protected from unfair compe.tion in connection with 
the words “blue” and “blue color.” 

Over a million dollars has been spent by plaintiff in the above 
extensive and unique form of advertising. 

It can safely be said that the evidence shows that the general 
public, due to this advertising, were urged to associate the razor 
blades of plaintiff with the term “blue blade.”’ 

At the same time, so far as I can discover from a careful ex- 
amination of the testimony and the exhibits, the “blue packages” of 
plaintiff’s razor blades and its razor blades, too, carried the identi- 
fying “portrait,” “signature” or name of “Gillette.” 

In other words many customers desiring plaintiff's product 
thereafter asked for “‘blue blades,” while others asked for “Gillette 
Blue Blades,” but nothing is shown to indicate that plaintiff had so 
established its said identification of name, etc., that every “blue 
blade” in the market would naturally be considered that of plain- 
tiff’s manufacture. 





GILLETTE RAZOR CO. V. TRIANGLE MECH. LAB. CORP. 223 


I find that both the words “blue” and blue color on packages, 
in connection with safety and other razor blades were known to 
some extent previous to the adoption of same by plaintiff. The 
oxidation of steel producing of blue color was a well-known process 
long before. The idea, however inaccurate, that “blue” steel was 
better than steel has long existed. 


Secondary meaning is “association,” nothing more. It exists only in the 
minds of those of the public who have seen or known or have heard of a 
brand of goods by some name or sign and have associated the two in their 
minds (Nim’s Unfair Competition, 3d ed., p. 105). 

The test of “secondary” meaning arises in the associated 
product and its origin in the mind of the public and no specific 
length of time is required. Nevertheless, such secondary meaning 
must be proved by a fair preponderance of evidence (Elgin v. 
Illinois, 179 U. S., 665; Herring v. Hall, 208 U. S., 554; Shredded 
Wheat v. Humphrey, 250 Fed., 960 [8 T.-M. Rep. 369]; Upjohn 
v. Merrell, 269 Fed. 209 [11 T.-M. Rep 87]). 

The following is applicable to the facts of this case: 


A merely distinctive term or the name of the person or place may have 
become associated with a particular kind of goods or the production of a 
particular manufacturer in such a way that mere attaching the word to 
an article of the same kind would amount to a misrepresentation as to 
the origin of the article. In such case, while the use of the word cannot 
be prohibited, it may be enjoined unless accompanied by such information 
and precautions as will unmistakably distinguish the article from the goods 
of the original manufacturer or vendor and will prevent deception of pur- 
chasers (De Long Co. v. Hump §c., Co., 297 Ill, 359). [11 T.-M. 
Rep. 239]. 

Confining ourselves solely to the question of the right to use the 
term of words “blue blades” or “blue,” it seems to be that plaintiff 
has no exclusive right to such term or word and has failed to prove 
by a fair preponderance of evidence such a public sanction of plain- 
tiff’s appropriation thereof as to justify a finding that the general 
public has thereby adopted same as the indicia of origin of all blue 
blades in plaintiff (Upjohn Co. v. W. S. Merrell, etc., 269 Fed. 209 
[11 T.-M. Rep. 87]). 


On the facts of this case, therefore, I do not find, in spite of 


the extensive advertising, that plaintiff has succeeded in securing 
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for itself such a “secondary” meaning of the word “blue” or “blue 
blade” as is now contended for by plaintiff. 

Accordingly, plaintiff must rely, it seems to me, for its protec- 
tion on its common-law rights, the right to have unfair competitors 
stopped from misleading the public. 

Here was an excellent razor blade, produced by a recognized 
manufacturer, with the widest sort of publicity, requiring the ex- 
penditure of a very large sum of money in advertising to the public 
its “new blue blade” and in a “blue package.’ It was a success. 

Very plainly, this was the alluring situation, in the summer of 
1931, opened to those manufacturers and sellers of “white” safety 
razor blades who might wish to unfairly and wrongly appropriate 
the good-will and the money of plaintiff, by confusing the mind of 
the public into believing that in buying the goods of such other 
manufacturers they were in fact buying the goods of plaintiff. 

Where the proof shows that the necessary and probable ten- 
dency of defendants’ conduct is to deceive the public the court of 
equity will intervene (Coty v. Parfums, 298 Fed. 865 [14 T.-M. 
Rep. 185]). 

The law does not require that any particular person be shown 
to have been duly misled, if the natural and probable result would 
lead to such confusion (Rice, etc., v. Vera Shoe Co., 290 Fed. 124 
[13 T.-M. Rep. 389]). 

In the present case we have ample evidence of actual confusion. 
Plaintiff produced more than fifty witnesses who so testified, and 
offered to produce many more. In fact actual confusion and decep- 
tion is not so easily obtained (Gehl v. Hebe, 276 Fed. 271 [12 
T.-M. Rep. 154]). That plaintiff has been able to produce so 
many witnesses indicates what confusion there really may be. 

One may not legally use means for the purpose and to the end 
of selling his goods as the goods of another and thus attract to him- 
self trade that would have flowed to that person (Pilsbury v. Pils- 
bury, 64 Fed. 841). 

Plainly plaintiff has no adequate remedy at law in such a situa- 
tion as is here indicated. 
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We may therefore turn to what these defendants have done. 

It will be recalled that plaintiff's “new blue blade’ first came 
on the market in July, 1931. It was followed by the first “blue” 
blade advertising in August, 1931. The first “blue blade package” 
was used in October, 1931. In January, 1932, plaintiff experi- 
mented with “oxidizing” the blade, and in April, 1932, combined 
the “oxidizing” with the “blue’’ lacquer. 

It is fair to say that by this time the market, as well as the 
general public, was well aware that the plaintiff was manufactur- 
ing and selling what was termed a “new” blade or a “new blue 
blade.” 

In August, 1932, the defendant Triangle brought into the 
market a “blue blade’ in a “blue package” without the slightest 
indication who manufactured it or where it came from. The 
package bore the title “Navy.”” So much for the corporate defen- 
dant. 

As to the individual defendants Jacob and Abraham Holtz, they 
likewise commenced on or about September, 1932, to very plainly 
unfairly compete with plaintiff. We might as well take up the 
case against these two individual defendants first. This unfair 
competition of theirs was accomplished by a “vending” scheme. 
This scheme or “racket” consisted of furnishing to a person what 
was termed a “deal” for a certain fixed price to be paid to Holtz. 
The “deal” consisted of “‘sets’”” composed of a combination of articles 
consisting of safety razor blades, a razor frame, shaving cream, etc. 
An important part of this scheme was a so-called coupon which was 
prepared by the person undoubtedly with the full knowledge of 
Holtz and in fact there is evidence that they had, in one instance, 
outlined the important part of this coupon. This coupon notified 
the citizens that they were about to obtain a great bargain (see 
plaintiff's exhibits 23 and 28) and that for a comparatively small 
sum of money such citizens could, by presenting the coupon at the 
specified place, such as a particular drug store, obtain the “set” 
combination, which if purchased in any other manner would cost 
very much more. 
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A large number of these coupons were thereupon distributed in 
the mail boxes and at the homes of the citizens in that particular 
vicinity and naturally caused interest and awakened the natural 
desire to obtain this bargain. 

Up to this point this selling campaign or scheme might be un- 
objectionable from the plaintiff’s standpoint were it not for the fol- 
lowing very important item. The citizens must be induced that 
there is a “bargain,” otherwise the whole plan falls flat, as was in- 
dicated by an instance testified to where this alleged bargain 
(omitting the name Gillette) did not attract. 

Accordingly these individual defendants led the citizen to be- 
lieve by the form of this coupon that by it could be obtained ten of 
the “new type blue blades” of plaintiff’s or five of such blades 
with one of plaintiff's razor frames at a greatly reduced price. 

I find this is so for the reason that while that direct statement 
is not made, the words “New Style Blue Blade” is so coupled with 
the word “Gillette” that, bearing in mind the extensive advertising 
of plaintiff of this new style blue blade, no one could read these 
coupons without reasonably being persuaded that it was plaintiff's 
product that could be had at this greatly reduced price. 

In fact, there is sufficient testimony in the record to indicate 
that this conclusion was the one arrived at by a large number of 
citizens. 

While this scheme was a subtle one, its fraud is plainly exposed 
when all the facts are considered. People bought these sets and 
then found that they had received razor blades manufactured by an 
unknown concern. Thus did the individual defendants steal the 
good-name of plaintiff and do irreparable damage to it, for no one 
can trace the widespread effect of such unfair competition and 
what in an individual case might be a trifling matter when multi- 
plied throughout this country becomes serious in character from the 
manufacturer’s standpoint. 

I am convinced that all the defendants deliberately and inten- 
tionally took part and made possible this unfair competition with 
plaintiff. 
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The supply of “blue blades” came from the defendant corpora- 
tion, the Triangle, although on occasions a different name was used 
on the package; wholly insufficient, however, to indicate to the cus- 
tomer any source of the razor blades unless it was the plaintiff. 

This brings us to the corporate defendant, the Triangle. 

This corporation is a manufacturer of razor blades. As late 
as April, 1932, this product was “white.” In August, 1932, shortly 
after plaintiff had come on the market with its “new blue blade,” 
this defendant changed the color of its razor blades from “white’’ 
to “blue.” This was done not by lacquer but by oxidizing. Never- 
theless, the change is significant. It likewise commenced to market 
its products in “blue packages.” It should be borne in mind that 
the plaintiff was already using a blue package. In September, 
1932, the Triangle began to sell its blue blades in a blue package 
to jobbers and retail dealers, among them being the defendants 
Holtz. Holtz had previously been selling “white” blades in a “red 
and black’”’ package, but now, as I have already indicated, they 
changed to the “blue” color package and the “blue blades” of the 
Triangle. Thus, the Triangle knowingly make it possible for 
Holtz to perfect their fraud upon the customer. 

If this combination between the Triangle and Holtz, for a part 
at least of the Triangle’s production, was all that there was to be 
decided there would be no difficulty in allowing plaintiff all the 
relief it asks. But it is not all. 


Plaintiff seeks to obtain something that has been unsuccessfully 


sought for by other large and important manufacturers in other 
fields. 


It seeks, because it has extensively advertised its products in 
the form of a certain “color” to monopolize that color for safety 
razor blades in the United States. This it cannot do. 

The Triangle, as well as other manfacturers, has the right to 
use “blue’’ or “red” in their colored razor blades. It has no right, 
however, to confuse the mind of the public with its razor blades 
with those of the plaintiff. 

To be sure, the public is considered to be rather careless in 
regard to such things, but nevertheless a certain amount of good 
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sense must reasonably be required of a citizen, and just because 
some concern, by means of large expenditure of money, makes 
more “blue” razor blades than some smaller yet reputable concern 
does not mean the citizen is thereby justified in believing that there- 
after all blue safety blades must be the product of the larger con- 
cern, otherwise if one large concern can take “blue,” another can 
take “red,” etc., and some concerns may take “white,” if that may 
be termed a color. 

A concern, however, must clearly identify its product by some- 
thing more distinctive and individual than a mere color. The plain- 
tiff has done this. It has used the word “Gillette” and it has used 
the “portrait and signature of Gillette.” 

Color itself is free. 

The doctrine of unfair competition cannot be successfully in- 
voked to abridge the freedom of trade competition Kawneer Co. v. 
McHugh, 51 Fed. (2d) 560-564 [21 T.-M. Rep. 598]; Viavi Co. v. 
Vimedin Co., 245 Fed. 289 [7 T.-M. Rep. 609]. It has been said 
by the Supreme Court: “That product, including the coloring 
matter, is free to all who can make it if no extrinsic deceiving ele- 
ment is present’? Coca-Cola Co. v. Koke Co., 254 U. S. 148-147 
[10 T.-M. Rep. 441]; Turner §& Seymour Co. v. A. & J. Mfg. Co., 
20 Fed. (2d) 298 [17 T.-M. Rep. 311]. 

“The essence of the wrong in unfair competition consists in the 
sale of the goods of one manufacturer or vendor for those of an- 
other, and if defendant so conducts its business as not to palm off 
its goods as those of complainant the action fails Howe Scale Co. 
v. Wyckoff, 198 U. S. 118-140. 

Nevertheless, while this general proposition is true as to mere 
color, if color is proven a part of intentional fraud, such fraud will 
be stopped. It is, however, not the use of a color but the fraud 
perpetrated by the intentional preparation of the color that is en- 
joined. 

Thus we find any number of instances, where such fraud has 
been stopped, cases in which the adoption of a color or combina- 
tion of colors has played an important part Coca-Cola v. Gay-Ola, 
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200 Fed. 722 [19 T.-M. Rep. 12]; Coca-Cola v. Koke Co., supra, 
S. 143-147; Am. Chain Co. v. Carr Chain Works, 141 Misc., N. Y., 
303; Yellow Taxi cases: Buffalo Yellow Tazi Cab Co. v. Baureis, 
220 N. Y. S. 243 [4 T.-M. Rep. 297]; Yellow Tazi Cab Co. v. 
Korpeck, 120 Misc., N. Y., 499 [13 T.-M. Rep. 282]; Tazi & 
Yellow Tazi v. Martin, 108 Atl. Rep. 763 [10 T.-M. Rep. 231]. 

In considering whether there is such intent to use the color, 
the fact that the color used is non-functional may be some evidence 
of such intent, as in such case there is no real reason for adopting 
it. Rushmore v. Badger, 198 Fed. 379; Wesson v. Galef, 286 Fed. 
621. 

Thus it is necessary for plaintiff, if an alleged unfair competitor 
is using a similar color, to prove use of that color as a part of the 
fraud shown by the unfair competition. When such intentional 
use is sufficiently shown directly or by fair inference, from proven 
facts, the court will prevent further unfair competition of this kind 
although a color is used. Plaintiff having proved such a prima facie 
case, the burden is then upon the defendant to show steps to avoid 
the confusion in the mind of the public. Plaintiff will succeed un- 
less the defendant can safeguard this result. Coca-Cola v. Gay-Ola, 
supra; American Chain Co. v. Carr Chain Works, supra. 

The mere fact that a competitor, so unfairly competing, finds it 
cheaper to use a color that is a part of the scheme is insufficient, 
Helmet v. Wrigley, 245 Fed. 824 [8 T.-M. Rep. 1], or that it 
was more durable, T'azi v. Martin, 91 N. J. E. Q. 13838. 

Plaintiff has shown sufficiently the intent of all of the defend- 
ants to unfairly compete by the manufacture, sale and use of 
“blue safety razor blades” without plain designation of origin. 

It is unnecessary to recapitulate the various acts of defendants, 
already briefly referred to in this opinion, except to say that when 
all are taken into consideration it is plain that what these defen- 
dants intentionally sought to do was to confuse the mind of the 


public as to the origin of “blue safety razor blades” in a “blue 
package.” 
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In other words, they intended to sell or make possible the sale 
of their goods for those of plaintiff. Such competition will be en- 
joined. And this is so whether defendant Triangle, partly inno- 
cently, resorted to “oxidation” rather than the more audacious plan 
of blue lacquer. 

The burden therefore rests upon the defendants, whether they 
are the manufacturers or sellers of these “blue blades,’ to safe- 
guard the plaintiff from the confusion which their conduct, up to 
the present time, has caused. 

What should have been done, if in good faith, was to have made 
it plain both on the razor blades and on the packages that this was 
a product of the Triangle and not of plaintiff. In fact, a manufac- 
turer who seeks to fairly compete with others would naturally en- 
deavor to build up its trade by making plain to a citizen that he is 
buying the product of that manufacturer and that it should not be 
confused with any other. That is what the plaintiff is doing, but 
these defendants have not proven any step necessary to show the 
court that their intentions are similar. 


The defendants, in addition to denying any infringement of 


trade-mark, primary or secondary, deny any proof of unfair com- 
petition, presumptive or actual, and ask permission to continue to 
manufacture and sell “blue oxidized blades” in “blue packages” 
and to merely describe the blades as “blue blades.” 

I find that the proof sufficiently indicates not only an intent to 
unfairly compete by the adoption of the blue color by the defen- 
dants, but that actual unfair competition has resulted by the failure 
of defendants to properly safeguard the plaintiff against the con- 
fusion, which has arisen from their fraud. 

This being so, plaintiff is entitled to a decree enjoining the de- 
fendant from further unfair competition of this sort. 

This does not mean, however, that the defendants cannot make 
for sale “blue safety razor blades,’ or those of any other color, in 
“blue packages,” or that of any other color, provided such razor 
blades and packages are distinctly and conspicuously marked, ad- 
vertised and sold so as to plainly show to a citizen that such 
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product is that of the defendants and is not in any way the product 
of plaintiff Coca-Cola Co. v. Gay-Ola Co., supra. This is itself no 
hardship on an honest manufacturer or seller. Let them stand on 
their own feet and seek to build up their own good-will. 

Decree in accordance with the above. Settle decree on notice. 


ScHERING & Guatz, INc. v. AMERICAN PHARMACEUTICAL Co., INc., 


ET AL. 
Court of Appeals of New York 
March 14, 1933 


‘Trape-Marks—“Anvusot”—Use or MIsLeapING STATEMENT. 

Held that a counterclaim based upon circulation by plaintiff among 
retail and wholesale druggists of the statement that plaintiff had 
exclusive right to the trade-mark “Anusol” was properly allowed. 

Unrair Competit1ion—Svurits—CounTERcLaiIM. 


In a suit to enjoin use of trade-mark “Anusol” by defendant, held 
that a counterclaim to restrain plaintiff for interfering with defendant's 
sales of said goods was properly interposed. 

In equity. Action for alleged unfair competition in the use of 
trade-mark. From the order of the Appellate Division reversing 
an order of the Special Term which denied plaintiff's motion, for 
an order dismissing defendant's four counter-claims and granting 
motion first and second, defendants appeal. Order of Appellate 
Division reversed and that of the Special Term affirmed. 


Albert T. Scharps and Louis Barnett, both of New York City, 
for appellant. 


Fritz V. Briesen, of New York City, for respondents. 
Seward Davis, of New York City, for the Chemical Founda- 
tion, Inc. amicus curiae. 


The first and second counterclaims involve the same facts, and 
state in substance that plaintiff circularized retail and wholesale 
druggists in the State of New York and elsewhere, in which cir- 
culars plaintiff falsely represented that it had the exclusive right 
to the name “Anusol Hemorrhoidal Suppositories” and “Anusol” 
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and threatened to sue any retail or wholesale druggist who con- 
tinued to purchase “Anusol Hemorrhoidal Suppositories” and other 
products from first or second defendants. 

By the third counterclaim, such defendants allege that the 
Chemical Foundation, Inc., is the owner of the trade-mark 
“Anusol,” such trade-mark having been taken over from an alien 
enemy by the Alien Property Custodian and by him transferred to 
the Chemical Foundation, Inc., pursuant to the Trading With the 
Enemy Act (50 USCA Appendix) ; that plaintiff's predecessor ap- 
plied for the registration of such name, which was denied by the 
Patent Office on the ground that it was the property of the Chemical 
Foundation; that the Chemical Foundation consented to the entry 
of a judgment canceling its rights in the name and the subsequent 
registration of such name by plaintiff; and that plaintiff's trade- 
mark registration was obtained by false and fradulent statements 
of material facts, and did not destroy the right of the defendant 
Chemical Foundation as exclusive owner of the names “Anusol” 
and ‘“‘Anusol Hemorrhoidal Suppositories” and the good-will of the 
business appurtenant thereto; and such counterclaim seeks a 
declaratory judgment on behalf of the American Pharmaceutical 
Company that the defendant Chemical Foundation, Inc., is the sole 
and exclusive owner of the “Anusol” trade-mark, and is trustee for 
the American public. 

The fourth counterclaim asserts that the Chemical Foundation, 
Inc., corruptly conspired with the plaintiff to clothe plaintiff with 
an apparently exclusive right to the trade-mark “Anusol,” and that, 
as a result of such agreement, the Chemical Foundation failed to 
grant a nonexclusive license applied for by defendants, and permit- 
ted plaintiff to obtain a registration in violation of the Chemical 
Foundation’s duty as trustee, and that by reason of such acts de- 
fendants suffered heavy damages; and the counterclaim demands 
some $20,000 as damages. 

The following questions were certified: 


1. Does the first counterclaim state facts sufficient to constitute a cause 
of action against the plaintiff? 
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2. Does the first counterclaim set forth a cause of action which may 
properly be interposed as a counterclaim in this suit? 

3. Does the second counterclaim state facts sufficient to constitute a 
cause of action against the plaintiff? 

4. Does the second counterclaim set forth a cause of action which may 
properly be interposed as a counterclaim in this suit? 

5. Does the third counterclaim state facts sufficient to constitute a cause 
of action for a declaratory judgment as prayed for? 

6. Does the third counterclaim set forth a cause of action for a declara- 
tory judgment which may properly be interposed in this case? 

7. Is the third counterclaim improperly interposed by reason of the 
matter pleaded in the Fifth separate defense of the defendants’ amended 
answer? 

8. Does the fourth counterclaim set forth facts sufficient to constitute 
a cause of action against the plaintiff and the impleaded defendant, The 
Chemical Foundation, Incorporated? 

9. Does the fourth counterclaim set forth a cause of action which may 
be properly interposed as a counterclaim in this suit? 

10. Is the Fourteenth defense sufficient in law? 

11. Is the Fifteenth defense sufficient in law? 


Per Curtam: In respect to the first and second counterclaims, 
we think that they set up sufficient facts to constitute causes of ac- 
tion to restrain acts of unfair competition; that they were properly 
interposed, notwithstanding the fact that they seek to restrain the 
plaintiff from interfering with its sales of “other products” than 
suppositories, since such interference is “connected with the sub- 
ject matter of the action.” In respect to the third and fourth 
counterclaims, they present facts which might properly call for 
declaratory judgments in respect to the question whether or not the 
interpleaded defendant held the trade-mark and trade-mark rights 
for the benefit of the public, so that neither the plaintiff nor the 
other defendants had exclusive rights to the use thereof. 

The order of Appellate Division should be reversed, and that of 
the Special Term affirmed with costs in this court and in the Ap- 
pellate Division. All of the questions certified are answered in the 
affirmative, except question 7, which is answered in the negative. 


Pounp, C. J., and Crane, Ketitoce, O’Brien, Husps, and 
Crovucn, JJ., concur. 

LeuMAN, J., dissents. 

Ordered accordingly. 
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ScHWANNECKE V. GENESEE Coat & Ice Co. 
Supreme Court of Michigan 
April 4, 1933 


‘Trape-Marks—Uwnrair Competition—Use or Simi~ar Corporate NamMe— 
“GENESEE.” 


The use of the word “Genesee” in defendant’s corporate name, 
Genesee Coal & Ice Company, after plaintiff had been for twenty-seven 
years engaged in the business of selling coal under the name of Genesee 
Coal Company, held unfair competition and was enjoined. 

Unrarr CompetTition—DEcePTiIon OF PvuBLIC. 

The later competitor has no right by imitative devices to beguile 
the public into buying his wares under the impression that they are 
buying those of a competitor. 


In equity. Action to restrain unfair competition in the use of 
a corporate name. Decree for plaintiff and defendant appeals. 
Affirmed. 

Wilson & Hoffman, of Flint, Mich., for appellant. 

Cook & Cook, of Saginaw, Mich., for appellee. 


Suarpe, J.: There seems to be no dispute about the facts in 
this case. The plaintiff for more than twenty-seven years has been 
engaged in the business of selling coal and other fuel in the City 
of Saginaw under the assumed name of “Genesee Coal Company.” 
The defendant, Genesee Coal & Ice Company, a corporation, was 
organized in 1929 under the laws of this State, with its principal 
place of business at the City of Flint, and was there engaged in 
the business indicated by its title. 

In the spring of 1932 the defendant secured property in the 
City of Saginaw, and constructed a plant thereon. The plaintiff, 
when informed that defendant proposed to conduct its business in 
Saginaw under its corporate name, notified it that he objected to 
its so doing. Defendant admits that by reason thereof it caused a 
certificate of its doing business under the assumed name of the 
“Genesee Ice & Fuel Company” to be filed in the office of the county 
clerk of the county of Saginaw, and thereafter conducted its busi- 
ness under that name. 
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On filing his bill, plaintiff moved for a temporary injunction 
restraining the defendant from the use of its corporate name or its 
assumed name in the conduct of its business in Saginaw. In its 
answer defendant denies that plaintiff is entitled to the relief 
sought. Some admissions were apparently made in open court and 
consent given that a final decision be rendered. The trial court 
said: 

The questions in this case are: Is the assumed name of defendant 
corporation so similar to that of plaintiff as to mislead the public; so 
similar, in fact, as to lead a person of ordinary intelligence to believe he 
was dealing with plaintiff; so similar in effect as to cause confusion, con- 
sequential in amount; and does the use of the name Genesee Ice & Fuel 


Company by the defendant result in unfair competition and loss to the 
plaintiff by reason thereof. 


The court determines these questions in the affirmative. 


The defendant certainly had the right to use the words “ice” 
and “‘fuel’’ in its assumed name. It thereby informed the people 
of the City of Saginaw and surrounding territory that it was en- 
gaged in the sale of these products, and it had the right to compete 
with the plaintiff in that business. 

The question here presented is whether the defendant by using 


the word “Genesee” in its assumed name thereby became engaged 
in unfair competition with plaintiff. It is a fact of which we may 
take judicial notice that many of the orders for coal would be given 
over the telephone, and if a person, who had been theretofore deal- 
ing with the plaintiff and knew that it had long been engaged in 
business as the “Genesee Coal Company,” desired to make such a 
purchase and consulted the directory for the purpose of doing so 
and found therein the name “Genesee Ice & Fuel Company,” he 
might well assume that in placing an order therefor he was dealing 
with the plaintiff. 


It is the words of a name which the eye first catches or rests upon 
which fix it in our minds. Grand Rapids Furniture Co. v. Grand Rapids 
Furniture Shops, 221 Mich. 548, 552, 191 N. W. 939, 941. 

If, as the defendant conceded, the use of its corporate name, 
“Genesee Coal & Ice Company,” was likely to be misleading and 
calculated to confuse the public, the change made to “Genesee Ice 
& Fuel Company” did not remove the similarity complained of. 
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There have been many cases in this and other courts in which a 
somewhat similar question was presented. They were reviewed 
at some length by Mr. Justice Steere in Clipper Belt Lacer Co. v. 
Detroit Belt Lacer Co., 223 Mich. 399, 194 N. W. 125, 128 [13 
T.-M. Rep. 356]. He quoted with approval the following: 


Unfair competition ordinarily consists in the simulation by one person, 
for the purpose of deceiving the public, of the name, symbols, or devices 
employed by a business rival, or the substitution of the goods or wares 
of one person for those of another, thus falsely inducing the purchase 
of his wares and thereby obtaining for himself the benefits properly belong- 
ing to his competitor. The rule is generally recognized that no one shall 
by imitation or unfair device induce the public to believe that the goods 
he offers for sale are the goods of another, and thereby appropriate to 
himself the value of the reputation which the other has acquired for his 
own product or merchandise. 26 R. C. L. p. 875. 

The fundamental rule has been that no man has a right to palm off his 
own goods as the goods of a rival trader, and “he cannot, therefore,” in 
the language of Lord Langdale in Perry v. Truefitt, 6 Beav. 66-73, “be 
allowed to use names, marks, letters, or other indicia, by which he may 
induce purchasers to believe that the goods which he is selling are the 
manufacture of another person.” Referring to the above, Lord Herschell, 
in Reddaway v. Banham (1896) App. Cas. 199-209, said: “It is, in my 
opinion, this fundamental rule which governs all cases.” 

“Irrespective of the technical question of trade-mark, the defendants 
have no right to dress their goods up in such manner as to deceive an 
intending purchaser, and induce him to believe he is buying those of the 
plaintiffs. Rival manufacturers may lawfully compete for the patronage 
of the public in the quality and price of their goods, in the beauty and 
tastefulness of their inclosed packages, in the extent of their advertising, 
and in the employment of agents, but they have no right, by imitative 
devices, to beguile the public into buying their wares under the impression 
they are buying those of their rivals.’ Nims on Unfair Competition (2d 
Ed.) p. 16; (3d Ed.) same page. 


In McLean v. Fleming, 96 U. S. 245, page 255, 24 L. Ed. 828, 
where the question of a trade-mark was involved, the court said: 
“Where the similarity ,is sufficient to convey a false impression to 
the public mind, and is of a character to mislead and deceive the 
ordinary purchaser in the exercise of ordinary care and caution in 
such matters, it is sufficient to give the injured party a right to 
redress, if he has been guilty of no laches.” 

In Coats v. Merrick Thread Co., 149 U. S. 562, 566, 13 S. Ct. 
966, 967, 37 L. Ed. 847, it was said: 


Rival manufacturers may lawfully compete for the patronage of the 
public in the quality and price of their goods, in the beauty and tasteful- 
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ness of their inclosed packages, in the extent of their advertising, and in 
the employment of agents, but they have no right, by imitative devices, 
to beguile the public into buying their wares under the impression they 
are buying those of their rivals. 

See, also, Furniture Co. v. Furniture Shops, supra, and Sweet 
Sixteen Shops v. Goodman, 243 Mich. 72, 219 N. W. 599 [18 
T.-M. Rep. 443]. 

In discussing a similar question in Good Housekeeping Shop v. 
Smitter, 254 Mich. 592, 596, 236 N. W. 872, 873 [21 T.-M. Rep. 
360], it was said: 


Each case is determined upon its own facts and relief is based upon 
the principles of common business integrity. 


We therefore refrain from citing or considering the many cases 


decided by this court in which a somewhat similar question was 
involved. We have here a plaintiff who has been engaged in the 
coal business on Genesee Street in the City of Saginaw for twenty- 
seven years. The defendant desires to compete with him therein, 
as it has a right to do. It conceded that the use of its corporate 
name would doubtless lead to confusion and result in unfair com- 
petition. It therefore assumed the name “Genesee Ice & Fuel Com- 
pany.” It needed not the word “Genesee” in its name to inform 
the people of the City of Saginaw and surrounding territory that 
it was engaged in the ice and fuel business. It seems apparent 
that its purpose and design in the use of this name was to secure 
to itself a part of the business theretofore enjoyed by the plaintiff, 
and, in the language above quoted, “they have no right, by imita- 
tive devices, to beguile the public into buying their wares under 
the impression they are buying those of their rivals.” 
The decree is affirmed, with costs to appellee. 


McDona tp, C. J., and Ciarkx, Potter, Nortu, Feap, Wiest, 
and Burzet, JJ., concur. 
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SELLERS v. McCormick, ET AL. 
Court of Chancery of Delaware 
April 5, 1933 


Trape-Names—Corporate Names—Osuication To Avorp ConrFrvusion. 

It is settled that although any individual may use his own name is 
his own business, yet he may not use it in such a way to lead to con- 
fusion beyond that which arises from the mere similarity of names. 

Trape-Marxks—McCormick Bros. 

Where defendants who, until they became insolvent, operated a 
trucking business in Wilmington, Delaware, and in New York City, 
under the name McCormick Bros., Inc., turned the control of said 
corporation over to a committee of creditors, but soon thereafter or- 
ganized the McCormick Transportation Company and began competing 
with complainant, who had been appointed receiver of the bankrupt 
corporation, held that they should be restrained from using advertise- 
ments, or the use of the address of the old corporation so as to give 
the impression that the new corporation is a continuation of the old. 


In equity. Action to restrain alleged unfair competition in the 
use of corporate name. Injunction granted. 


James R. Morford (of Marvel, Morford, Ward § Logan) of 
Wilmington, Del., for complainant. 

Harry K. Hoch, and Ayres J. Stockly (of Hastings, Stockly & 
Duffy), both of Wilmington, Del., for defendants. 


Injunction Bill. McCormick Bros., Inc., for which the com- 
plainant was appointed receiver on February 8, 1933, on the ground 


of insolvency, is a corporation which for several years prior to the 


receivership and since then under the management of the receiver, 
conducted a trucking and hauling business. It maintains two 
offices—one in Wilmington Delaware, at Third and Orange Streets, 
and another in New York City at No. 128 Hudson Street, the tele- 
phone number of which is and has been “Walker 5-4789.” The 
individual defendants are the owners of all the stock of the in- 
solvent. When the insolvency of the company became manifest, the 
individual defendants turned the control of their company over to a 
committee of their creditors, on August 8, 1932. The committee 
employed the McCormick Brothers as active managers of the busi- 
ness, said employment continuing until February 8, 1933, the day 





SELLERS V. MC CORMICK, ET AL. 239 


when a receiver was appointed, when the receiver discontinued the 
employment of the McCormicks. 

Before their discharge, viz., on January 20, 1933, the McCor- 
micks had organized another corporation, McCormick Transporta- 
tion Company, one of the defendants, their purpose in so doing 
being apparently to effect a reorganization of the business of their 
old company by transferring the assets of the latter to the former, 
with the creditors sharing in the stock ownership of the new com- 
pany on an agreed basis. Nothing came of that plan. 

When the McCormick Brothers were discharged by the receiver, 
they immediately started in business as competitors with the re- 
ceiver as operator of the old company, using the instrumentality of 
their recently formed corporation as their agency in that behalf. 

Advertisements appeared in the Wilmington papers announcing 
the opening of the “new home of McCormick Transportation Com- 
pany,’ thanking “our old customers for their continued patronage,” 
giving the address of 409 Orange Street as the address of the new 
company, and giving a “new” telephone number, which was of 
course different from the old company’s number. 


At the same time, letterheads of the old company were gotten 


out bearing the new company’s telephone number and shipping 


orders bearing the name of the new corporation were printed on its 
order containing the Wilmington and New York addresses and dis- 
playing the telephone numbers of the old company in each city. 
These letterheads and shipping orders are explained by the defend- 
ant as due to the error of the printers. When the alleged errors 
were noticed, the defendants immediately took steps to have other 
letterheads and shipping orders printed. These latter are now in 
use. They display the name of the new company, an address in 
Wilmington different from that of the old one, a New York address 
the same as the old company, viz., 128 Hudson Street, and new 
telephone numbers. The address at 128 Hudson Street, New York, 
the testimony shows, applies to several places of business in the 
same street block in New York, so that the defendants point out 
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that they are using an office at 128 Hudson Street just as truly as 
the complainant is. 

The complainant seeks a preliminary injunction restraining the 
defendants (1) from doing a competing business under the corpo- 
rate name of McCormick Transportation Company, (2) from in- 
ferentially advertising the new company as a continuer of the busi- 
ness of the old one, and (3) from using the New York address of 
128 Hudson Street as the office of McCormick Transportation Com- 
pany. 

Heard on bill, affidavits and oral testimony. 


Tue CHancetitor: The complainant makes a concession on his 
brief which obviates any necessity on my part of examining the 
authorities for the purpose of arriving at a conclusion touching the 
right of the defendants to conduct their business under the corpo- 
rate name of McCormick Transportation Company, notwithstand- 
ing the similarity which that name bears to the name of the com- 
pany for which the complainant is receiver. I shall accept the 
concession as compelled by the authorities, without myself looking 
into the grounds on which it rests. It is stated by the solicitor for 
the complainant as follows: 


We concede that if .... it were solely a question of the similarity of 
names and the similarity of business the court, under the great weight of 
American and English authorities, should not restrain the use of that name. 

But the complainant contends that even so, an injunction should 
issue. He relies on the principle that while an individual may make 
use of his own name in his own business, even though he comes in 
competition with another bearing the same name to the latter’s in- 
jury, yet he may not so use his own name in a manner or in accom- 


paniment with such artifices as will lead to confusion beyond that 


which arises from the mere similarity of names. In other words, 
granting the right to use the personal name, it is contended that the 
confusion which is inevitable therefrom may not be aggravated by 
artificial means. In this I think the complainant is correct. 
Meneely v. Meneely, 62 N. Y. 427, 20 Am. Rep. 489; Seligman v. 
Fenton, 286 Pa. 372, 133 A. 561, 47 A. L. R. 1186; 26 R. C. L. 
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855. Other authorities may be cited in great number to the same 
effect. 

Have then the defendants done anything which unnecessarily 
adds to the confusion which the mere similarity of names occasions? 
I think they have. The advertisements referred to in the statement 
of facts show that they gave the impression that the business con- 
ducted by them was but a continuation of the old one which they 
formerly conducted. The reference to our “new home,” to the 
“new telephone number” in Wilmington, and the thanking of “our 
old customers for their continued patronage” can have no effect 
other than to make the public believe that the trucking business 
conducted by McCormick Transportation Company is the same 
trucking business as was formerly conducted by McCormick Bros., 
Inc., especially when the old company’s address was displayed in 
the advertisements. A preliminary injunction should issue against 
such representation as that. 

The injunction should also restrain the defendants from con- 
ducting the New York end of their business at 128 Hudson Street. 
It does not appear to me to be fair for the defendants, in carrying 
their McCormick Transportation business to New York, to locate it 
at a place bearing the identical street number of the older 
McCormick concern doing the same sort of business. It matters 
not that 128 Hudson Street is designative of several buildings. 
Why should the defendants pick that address among all those ob- 
tainable in that large city as the situs for their business? To do 
so is a voluntary contribution to the confusion which should not be 
permitted. 

The preliminary injunction will issue to the extent indicated by 
the foregoing. 
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E. Grirritus Hugues, Inc. v. Feperat TrapE ComMIssion 
(63 F. [2a] 32) 


Court of Appeals of the District of Columbia 
January 30, 1933 


Trape-Marks—Feperat Trape Commission Act—Errect or ComMMISSION’s 
ReGuLations—Vatipity or Pusiic HEarRINGs. 

The Federal Trade Commission being authorized by the Act to 
adopt such rules not inconsistent with law as may be necessary to 
carry out the Act, such a regulation thus adopted, held to have the 
force of law, especially when the rule is one of long standing. A peti- 
tion to enjoin the Commission from making public a complaint and 
from taking any testimony in public, held to have been properly dis- 
missed. 

In equity. Appeal from the Supreme Court of the District of 
Columbia in an action against the Federal Trade Commission. 


From a decree dismissing the bill, plaintiff appeals. Affirmed. 


Albert E. Maves, of New York City and Elwood H. Seal, of 
Washington, D. C., for appellant. 

Robt. E. Healy, Martin A. Morrison and Harry D. Michael, all 
of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross, Van Orspet, Hirz, 
and Groner, Associate Justices. 

Groner, A. J.: This appeal challenges the right of the Federal 
Trade Commission to take testimony in an open or public session 
in a hearing on a complaint directed against the appellant charging 
it with false and fraudulent advertising and unfair trade methods 
in interstate commerce. 

The act of Congress creating the Federal Trade Commission 
and defining its powers and duties (Act September 26, 1914; 
USCA, title 15, § 41 et seq.) provides for the issuance of a ‘“‘com- 
plaint’’ against any person, partnership, or corporation (except 


banks and common carriers) using unfair methods of competition 


in commerce. The test is the public interest. The law provides 
for a hearing, the taking of testimony, and the filing of the same 
in the office of the Commission. 
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In the instant case the complaint issued and was duly served on 
appellant, and an answer thereto was duly filed. On the day set 
for the hearing appellant applied to the Supreme Court of the 
District of Columbia for an injunction restraining the Commission 
from making the complaint public and from taking any testimony 
in public and from making public the transcript of the testimony. 
The lower court dismissed the bill, and the matter is here on ap- 
peal. We think the action of the lower court was in all respects 
correct. 

A copy of the complaint issued by the Commission was filed as 
an exhibit in the proceedings below, and by recourse to it we ascer- 
tain that it recited in the first place that it was issued in the public 
interest; that it charged appellant was engaged in the sale in inter- 
state commerce of certain proprietary preparations known as 
“Kruschen Salts” and “Radox Bath Salts’; that the former of these 
preparations was advertised by appellant as a cure or remedy for 
obesity and the latter as a preparation relieving pain and having 
medicinal and therapeutic value and that it is imported from Eng- 


land and combines the properties of the world-famous medical spas. 
The complaint then went on to state that all of this advertising 
was untrue, because in fact the “Kruschen Salts” is no more than 


a purgative or laxative, and therefore not a cure or remedy for 
obesity, and that the “Radox Salts” has no material medicinal or 
therapeutic value and is not imported from England and does not 
combine the properties of the European medical spas; and it con- 
cludes that as a result of these misrepresentations the public is 
misled and deceived and appellant’s competitors prejudiced within 
the intent and meaning of section 5 of the act (15 USCA § 45). 

The bill filed in the lower court charges as the ground of injunc- 
tive relief that, because of the announcements in trade journals of 
the issuance by the Commission of its complaint, appellant’s busi- 
ness has been injured and that the taking of testimony in publie 
will aggravate and increase the injury, for all of which appellant 
has no adequate or complete remedy at law. 
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It will be at once noticed that there is no charge in the bill that 
the Commission is acting unfairly or arbitrarily or that the result 
of an open hearing will be to disclose trade secrets or the names 
of appellant’s customers, or any other detail of its business which, 
without regard to the final determination of the controversy, will 
result in serious injury to it. On the contrary, it is confined to the 
assertion that the Commission has no right to determine to hear 
evidence in public; that until its final determination its function 
is wholly inquisitorial, and is therefore necessarily secret. 

We find nothing in the act which will warrant this limitation on 
the Commission’s powers, or indeed anything which would indicate 
that this was the intention of Congress. The act distinctly provides 
that any person who may be interested in the question may make 
application, and may, upon good cause shown, be allowed by the 
Commission to intervene and appear in person or by counsel. This 
provision the Commission has construed to impose upon it the duty 
of public hearings, and in this we concur. 

More than twelve years ago the Commission adopted a rule 
that all hearings before it, or its examiners, on formal complaint 
should be public hearings, and another rule of later date that, after 
complaint issued, the papers in the case shall be open to the public 
for inspection under such rules and regulations as the secretary 
of the Commission may prescribe. Both rules are in line with the 
theory that a competitor has the right to intervene, and this in itself 
is inconsistent with the idea of secrecy. But, without regard to this, 
the Commission is authorized by the act to adopt such rules not 
inconsistent with law as may be necessary in carrying out the act; 
and we have uniformly held that a regulation adopted under these 
circumstances has the force of law, and much more is this true 
where the rule is one of long standing. In a number of other acts 
of Congress creating bodies similar to the Trade Commission, provi- 
sion is made that all proceedings shall be public. This is true in 
the case of the Interstate Commerce Commission and the Board of 
Tax Appeals and in proceedings before the deputy commissioner 
under the Longshoremen’s and Harbor Workers’ Compensation Act 
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(33 USCA § 901 et seq.) ; and it is argued on behalf of appellant 
that, because of these specific provisions and the omission of such 
in the act creating the Federal Trade Commission, Congress meant 
that proceedings before the latter body should be secret rather than 
public, but we think this view cannot be sustained. Doubtless Con- 
gress considered that there might be occasions when it would be 
unjust to a person or corporation proceeded against to require pub- 
lic hearings and left the decision in such cases to the board. Cer- 
tianly, the omission can be given no greater significance. 

Nor is it suggested in the bill for injunction that the proceeding 
is one not in the public interest, and it could not well be because, 
except in the case of fraud or arbitrary abuse of power, that ques- 
tion is foreclosed by the finding of the Commission. We have said 
before that one who engages in interstate commerce does so subject 
to the regulatory power of Congress. The test is whether the 
restrictive measures which Congress may adopt are reasonably 
adapted to secure the purposes and objects of regulation. To strike 
down unfair methods of competition or unfair practices on the 
public is the duty imposed on the Commission by Congress. The 
object of the act is to prevent public deception and to preserve free 
competition. To accomplish this, of course, Congress may not 
authorize the spoliation of private right by public authority, but 
there is no charge of this nature here, and such a charge could be 
much more readily made and sustained if the act had provided for 
secret or star-chamber proceedings. The rule of the board is 
therefore wholly consonant with the modern view of functions of 
government. The purpose underlying the constitutional guaranty 
of public trial in prosecutions for crime is to prevent abuses arising 
out of the avarice of unprincipled officials or the sale of justice or 
a conviction through illegal evidence. The rule requiring public 
hearings, whether in courts or bureaus, avoids these possibilities, 
and is to be approved. Doubtless on such a hearing as is here 
provided the Commission has discretion, on a showing that such a 
hearing would disclose trade secrets or other data in itself destruc- 
tive of the business under investigation, to do whatever is proper 
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and necessary to avoid these consequences, but where, as is here 
alleged, the possibility of loss is founded wholly on the public 
knowledge that an investigation has been ordered, no good reason 
exists or can be shown why the public hearing should not continue. 


Affirmed. 


Cornine Grass Works v. THomas E. Ropertson, CoMMISSIONER 
oF Patents 


Court of Appeals of the District of Columbia 
May 1, 19338 


‘Trape-MAarks—CaNCELLATION—J URISDICTION OF COMMISSIONER. 

Held that Section 13 of the Trade-Mark Act of February 20, 1905, 
which authorizes any person who deems himself injured by the registra- 
tion of a trade-mark at any time to apply to the Commissioner to 
cancel the registration, extends to a proceeding in the Patent Office for 
the cancellation of a registered mark by the owner of another regis- 
tered mark; and that Section 22 of the said Act, provides for an 
independent suit in equity. 

TrapE-MarKs—CaNCELLATION—APPEAL—“REx” AND “Pyrex” FoR GLAss- 
WARE. 

An appeal from a decree of the Supreme Court of the District of 
Columbia dismissing appellant’s bill to restrain the Commissioner from 
proceeding further with petitions to cancel the word “Pyrex,” registered 
by the appellant as a trade-mark on glassware, on the ground of peti- 
tioner’s registered trade-mark “Rex” for similar good, was dismissed 
and the decree affirmed. 


HE 
p 
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In equity. Action to restrain the Commissioner of Patents 
from cancelling a registered trade-mark. Appeal from a decree 
dismissing appellant’s bill. Affirmed. 


Vernon M. Dorsey and Allan F. Garner, both of Washington, 
D. C., and Edward S. Rogers, of New York City, for ap- 
pellant. 

T. A. Hostetler, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross, Van Orspet, Hirz, 
and Groner, Associate Justices. 


Ross, A. J.: This is an appeal from a decree in the Supreme 
Court of the District dismissing appellant’s bill to restrain the 
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Commissioner of Patents from proceeding further with the petitions 
of the Obear-Nester Glass Company for the cancellation of two of 
appellant’s registered trade-marks. 

On July 20, 1931, the Obear-Nester Glass Company, owner of 
registered trade-mark “Rex” for prescription bottles (No. 35303, 
October 23, 1900, and No. 231759, August 23, 1927), petitioned 
the Commissioner of Patents under Sec. 13 of the Trade-Mark Act 
(Act of February 20, 1905, ch. 592, 33 Stat. 724, U. S. C., Tit. 15, 
Sec. 93) to cancel appellant’s registered trade-mark “Pyrex” for 
glassware (No. 115846, March 13, 1917) and for nursing bottles 
(No. 190518, October 14, 1924), upon the ground of infringement. 

Appellant filed motions to dismiss the petitions for cancellation, 
contending that, interfering registered trade-marks being involved, 
the Obear-Nester Company should have proceeded under Sec. 22 
of the Trade-Mark Act (Sec. 102, Tit. 15, U.S. C.). The motions 
to dismiss were denied, and the bill herein was filed. 

Sec. 13 of the Trade-Mark Act authorizes “any person” who 
deems himself injured by the registration of a trade-mark “‘at any 
time” to apply to the Commissioner to cancel the registration. 

Sec. 22 of the Act provides “‘that whenever there are inter- 
fering registered trade-marks, any person interested in any one of 
them may have relief against the interfering registrant, and all 
persons interested under him, by suit in equity against the said 
registrant; and the court, on notice to adverse parties and other 
due proceedings had according to the course of equity, may adjudge 
and declare either of the registrations void in whole or in part, 
according to the interest of the parties in the trade-mark, and may 
order the certificates of registration to be delivered up to the Com- 
missioner of Patents for cancellation.” 

For twenty-seven years the Commissioner has under Sec. 13 
assumed jurisdiction of cancellation proceedings involving inter- 
fering registered trade-marks. The examiner of interferences in 
this case estimates that not less than 20 percent of the cancellation 
proceedings under Sec. 13 have involved interfering registered 
marks. While the Trade-Mark Act (Act of February 20, 1905, ch. 
592, 138 Stat. 724) has been before Congress on a number of 
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occasions, sections 13 and 22 have not been amended. This is 
indicative of an adoption by Congress of the construction placed 
upon those sections by the tribunals charged with their adminis- 
tration. Copper Queen Mining Co. v. Arizona Board, 206 U. S. 
475; United States v. Hermanos § Compania, 209 U. S. 337. 

In Baldwin Co. v. Robertson, 265 U. S. 168 [14 T.-M. Rep. 
399], it was held that under Sec. 9 of the Trade-Mark Act the 
registrant of a trade-mark who successfully resisted an application 
(under Sec. 13) to cancel before the Commissioner but who was 
defeated on his opponent’s appeal to this court might maintain a 
bill under Sec. 4915, R. S., to enjoin the Commissioner from can- 
celling the registration. Sec. 9, as amended, provides that if an 
applicant for a trade-mark, or a party to an interference as to a 
trade-mark, or a party who has filed opposition to the registration 
of a trade-mark, or party to an application for the cancellation of 
the registration of a trade-mark, is dissatisfied with the decision of 
the Commissioner, he may appeal to the United States Court of 
Customs and Patent Appeals, ete. 

It was contended (in the Baldwin Case) that Sec. 9 should not 
be held to authorize the use of a suit in equity for all of the four 
cases in which appeals were provided, because “by Sec. 22 of the 
same act there is a special provision for a remedy in equity where 
there are interfering registered trade-marks.’”’ The court rejected 
this contention, saying (265 U. S. at p. 181): 


An examination of Section 22 shows that it refers to an independent 
suit between claimants of trade-marks both of which have already been 
registered. The Commissioner is not a party to such litigation but is 
subject to the decree of the court after it is entered. . . . Section 9 of the 
Trade-Mark Act is wider than Section 22 in its scope. It includes one 
who applies for registration of an unregistered trade-mark which inter- 
feres with one already registered. 

The conclusion deducible from the language used is that Sec. 
9 embraces a Patent Office proceeding for the cancellation of the 
registration of a trade-mark under Sec. 13, notwithstanding inter- 
fering registered trade-marks are involved. 

We are clearly of the view that Sec. 13 authorizes a proceeding 
in the Patent Office for the cancellation of a registered mark by the 


owner of a registered mark, and that Sec. 22 provides for an in- 
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dependent equity suit. In other words, concurrent remedies are 
provided by the two sections; one in the Patent Office, the other in 
a court of equity. This interpretation gives force and effect to the 
plain words of the statue and is in harmony with Patent Office 
practice of twenty-seven years. 

Decree affirmed. 


Sutter Packinec Company v. PigGLty WiGGLy CorPoRATION 


United States Court of Customs and Patent Appeals 


May 22, 1933 


Trapve-Marxs—“Siices O’Goitp” ann “Sunset Goitp”—Conriictine Marks. 

The words “Slices O’Gold” used as a trade-mark for canned goods, 

held to be deceptively similar to the words “Sunset Gold” used as a 
trade-mark on butter. 

Appeal from a decision of the Commissioner of Patents in a 

trade-mark opposition. Affirmed. For the Commissioner’s decision 
see 21 T.-M. Rep. 640. 


Charles R. Allen, of Washington, D. C., and James M. Naylor, 
of San Francisco, Calif., for appellant. 
E. W. Bradford, of Washington, D. C., for appellee. 


GrauaM, P. J.: The petitioner, Sutter Packing Co., filed its 
application in the United States Patent Office on November 5, 1929, 
for registration of the trade-mark “Slices O’Gold,” used by it in 
connection with the sale of canned fruits. It alleged that it had 
been using said mark continuously since July 19, 1928, on said 
goods. 

The appellee, Piggy Wiggly Corporation, filed its opposition 
to said application, alleging, by its notice of opposition, that on 
March 6, 1923, it had obtained the registration of a trade-mark, 
“Sunset Gold,” for butter; that since that time it had expanded its 
business to include various other food products, including canned 
fruits, canned vegetables, canned milk, and many other products; 
and that it believed it would be damaged by the registration of 
the appellant’s mark “Slices O’Gold.” 
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Several witnesses were called and examined by the opposer. 
This testimony shows the use of opposer’s mark, “Sunset Gold,” 
not only on butter, but on canned fruits and vegetables, long prior 
to the use by appellant of its mark “Slices O’Gold.” 

The Examiner of Interferences sustained the opposition, which 
decision was affirmed by the Commissioner, and from the latter 
decision the appellant has brought the case here. The Commis- 
sioner held that the marks were confusingly similar; that the goods 
were of the same descriptive properties; and that any doubts should 
be resolved against the newcomer, the appellant. 

In this Court, the appellant admits that the respective goods of 
the parties are of the same descriptive properties, but claims that 
there is no confusing similarity of marks. The contention is also 
made that the burden was upon the opposer to prove confusion, and 
that it has failed to do so. The appellant further shows that on 
January 15, 1929, it registered, as a mark for canned fruits, “Sut- 
ter Slices O’Gold,” which it insists should have been taken into ac- 
count by the Patent Office tribunals in determining whether the 
marks “Sunset Gold’ and “Slices O’Gold”’ are confusingly similar. 

We agree with the Commissioner of Patents that the marks, 
when applied to goods of the same descriptive properties, are con- 
fusingly similar and that the registration of appellant’s mark should 
not be allowed. We cannot agree with the appellant that proof of 
actual confusion must be made in such cases, but confusion in such 
cases will be presumed. Such has been the force and effect of our 
decisions in similar cases, some of the more recent of which are 
Traub Mfg. Co. v. Harris & Co., 19 C. C. P. A. (Patents) 704, 53 
Fed. (2d) 418 [21 T.-M. Rep. 629]; The American Prod. Co. v. 
Teonard, 19 C. C. P. A. (Patents) 742, 53 Fed. (2d) 894 [22 T.-M. 
Rep. 64]; Hellman v. Oakford & Fahnestock, 19 C. C. P. A. 
(Patents) 816, 54 Fed. (2d) 423 [22 T.-M. Rep. 18]; Miller 
Becker Co. v. King of Clubs, 19 C. C. P. A. (Patents) 1024, 56 
Fed. (2d) 883 [20 T.-M. Rep. 494]; Derby Oil Co. v. White Star 
Refining Co., 62 Fed. (2d) 984 [23 T.-M. Rep. 97]. 

If there were any doubt about this proposition, it ought to be 
We said, in California Packing 


resolved against the newcomer. 











BARBER-COLMAN CO. V. OVERHEAD DOOR CORP. 


Corp. v. Tillman & Bendel, 17 C. C. P. A. (Patents) 1048, 40 Fed. 
(2d) 108 [20 T.-M. Rep. 238]: 

. . » « The doctrine of the subject of doubt emanates from and is 
prompted by the fact that the applicant has the whole world to select 
from and it is no hardship to require him to select a trade-mark which 
will eliminate the probability of confusion. 

We are unable to see wherein the appellant’s case is aided by 
his prior registration of “Sutter Slices O’Gold.”” Even conceding 
that this might be a material circumstance, the appellee’s use of its 
mark “Sunset Gold’’ on goods of the same descriptive properties, 
antedated, also, the registration of appellant’s latter named mark. 
It is quite apparent, however, to the court, that there is a con- 
siderable difference between the mark “Slices O’Gold” and “Sutter 
Slices O’Gold”’ and that there might well be a difference between 
said marks as to whether confusion in trade would result. That ques- 
tion, however, is not now before us, and the court expresses no 
opinion thereon, or as to the validity of the appellant’s said regis- 
tered mark “Sutter Slices O’Gold.” 

The decision of the Commissioner of Patents is affirmed. 


Barser-CoLtMAn Company v. OveERHEAD Door Corporation 
United States Court of Customs and Patent Appeals 
Cancellation No. 2168 
May 29, 1933 


Trape-Marks—“Over Heap Door” ror Garace Doors—Descriptive Tero. 
The words “Over Head Door,” used as a trade-mark for garage 
doors which on opening slide upward and assume a horizontal position 
overhead, held descriptive; and the Commissioner’s decision dismissing 

a petition for cancellation was reversed. 


On appeal from a decision of the Commissioner of Patents dis- 
missing a petition for cancellation. Reversed. For the Commis- 
sioner’s decision see 22 T.-M. Rep. 82. 


Lincoln B. Smith (Chindahl, Parker § Carlson), of Chicago, 
Ill., for appellant. 
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Otto F. Barthel, of Detroit, Mich. and Thomas L. Mead, Jr., of 
Washington, D. C., for appellee. 


Buanp, J.: This is an appeal from the decision of the Com- 
missioner of Patents, reversing a decision of the Examiner of 
Trade-Mark Interferences, and dismissing appellant’s petition for 
cancellation of appellee’s trade-mark registration, No. 250,386, 
issued December 11, 1928, of the words “Over Head Door,” which 
mark is registered for use on garage doors, the word “Door” being 
disclaimed. 

The door manufactured by both appellant and appellee is that 
character of garage door which consists of horizontal sections, 
hinged together, and sliding in grooves at each end upward and 
along the curved grooves and over the top of the door opening, so 
that the door, when opened, lies in a horizontal position overhead. 
The construction of the doors is substantially shown in the or- 
dinary roll top desk. 

In this court, appellant raises two issues: First, that the mark 
“Over Head Door” is merely descriptive of the goods to which 
it is applied; second, that appellee, at the time of registration did 


not show a trade-mark use of the term in interstate commerce prior 
to filing its application for registration—that appellee, at the time 
of registration, relied, for a showing of a trade-mark use, upon a 


label or plate which was merely the name and address of appellee 
corporation. 


Appellee contends that the second question cannot be raised 
here, since it formed no part of the ground for cancellation in ap- 
pellant’s petition and was raised for the first time before the ex- 
aminer of trade-mark interferences, and was not passed upon by 
the Commissioner. In view of our conclusions herein, it is not 
necessary for us to consider the second contention of the appellant. 
We will confine ourselves entirely to the question of the descriptive 
character of the mark. 

In this court there is no question raised as to appellant’s interest 
and its right to petition for cancellation. 

The registrant, appellee, has been engaged solely in the door 
business since 1921, and has used the term “Overhead Door” in con- 
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nection with its business from that date continuously thereafter, 
and in 1930, its sales aggregated at retail over one and a half 
million dollars, and during its use of the term as a trade-mark it 
claims to have spent one million dollars in advertising and sold 
approximately twenty million dollars worth of doors, has dis- 
tributed millions of pieces of advertising literature, has an organi- 
zation of 383 distributors in the United States and has distributors 
in foreign countries. 

The appellant, an Illinois corporation, manufactures a number 
of different articles, including garage doors of the same type as 
those of appellee. It advertises its doors by use of such expressions 
as being of the “overhead type,” “rolls back overhead,” “overhead 
—on the ceiling out of the way,” and “rolls overhead and out of 
the way.” It is shown that it began the manufacture 
of such doors and use of such terms in advertising some- 
time in 1930; that its use of the term “overhead” in describ- 
ing its merchandise has been objected to by appellee. Appellant 
states, and there is some evidence to support the statement, that 
objection is made to listing the name of appellant in telephone 
directories under the heading “Overhead Doors”; that the appellee 
in its advertisements repeats the statement that “there is but one 
‘Overhead’ Door,” and that that overhead door is manufactured and 
sold by appellee. 

The appellee contends that its registered mark is not merely 
descriptive of its garage doors but might be regarded as sugges- 
tive. It refers to the decision of this court in the case of Van Camp 
Sea Food Co. v. Alexander N. Stewart Organizations, 18 C. C. P. A. 
(Patents) 1415, 50 Fed. (2d) 976 [21 T.-M. Rep. 414], in which 
descriptive and suggestive trade-marks were discussed. It contends 
that the term “door” has two meanings, one relating to the opening 
and the other to the closure; that the term “Overhead Door,’ as 
applied to a door, is not descriptive, since, if referring to an open- 
ing overhead, it would not describe it for the reason that such over- 
head openings with closures are properly called hatches, scuttles, 
lids or trap doors; that the door, while serving as a door, is not 
overhead, and that the term, therefore, does not describe the mode 
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of operation or any characteristic of the article. Appellee claims to 
have originated the term and urges here that the record does not 
show that the word “overhead” was ever applied to a garage door, 
prior to its adoption by the appellee, and, in substance, that by 
reason of its extensive advertisement and great commercial success, 
its competitors are now flocking to the feast and enjoying an un- 
earned reward. 

The record shows that in three United States patents, the term 
“overhead” was used with relation to doors. In patent No. 756,609, 
to Erwood, concerning the door it is said: “which can open upward 
and be disposed of overhead.”” In patent No. 1,275,591, to Ogden, 
et al., it is stated that the door is “adapted to swing overhead in 
opening with a minimum floor clearance.” In patent No. 1,305,838 
to Shur, the door is described as ‘“‘an overhead, slidable openwork 
door.” 

Appellee contends, and the Commissioner of Patents seemed to 
regard this point as material, that prior to the date of adoption of 
the term by the appellee, doors of the character involved were not 
known by the name “overhead.” Appellee argues that the comma 
should be omitted between “overhead” and “slidable’’ in the last 
referred to patent, and that the term “overhead” modified “‘slid- 
able” rather than “door.” While appellee has not expressly con- 
tended that the record before us shows a secondary meaning for 
the term, its argument and its citation of certain authorities, which 
it deems controlling, would seem to suggest such a contention, in 
effect. 

It is clear to us that the term “overhead,” as applied to garage 
doors of the character involved, is descriptive within the prohibition 
of the registration statute involved. Webster’s New International 
Dictionary (1932) defines the adverb “overhead” as “above one’s 


head; aloft,’ and the adjective “overhead,” as “operating or 
situated above or overhead.” It is one of the features of this 
kind of door that when it is opened, it is overhead, and we have 
little sympathy with the fine distinctions urged here, which, if 
given controlling effect, would give to the alleged owner of said 
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term the presumptive exclusive right to use such term in connection 
with its dealing in this kind of door. 

If it were conceded that appellee was the first to use the adjec- 
tive “overhead,” as applied to this character of door, it would make 
little, if any, difference in the decision of this case. Such fact might 
be a proper consideration in determining the meaning the term sug- 
gests, and its applicability to the merchandise, but certainly it 
would not be controlling. If the term is descriptive of the mer- 
chandise, the public has a right to use it at any time, since it is 
well settled that such a term cannot be exclusively appropriated 
by anyone. 

As bearing upon the question of descriptiveness or suggestive- 
ness, and as supporting its position here, the appellee has cited and 
discussed the following cases, the subject-matter of which will be 
indicated with the citation: O’Rourke v. Central City Soap Co., 26 
Fed. 576 (“‘Anti-Washboard Soap” on soap); Stoughton v. Wood- 
ard, et al., 39 Fed. 902 (“Cough Cherries” on a cherry flavored 
confection, medicated for coughs and colds); Selchow v. Baker, 93 
N. Y. 59 (“Sliced Animals” applied to a game); Hiram Holt Co. 


v. Wadsworth, et al., 41 Fed. 34 (“‘Lightning” for hay knives) ; 
American Fiber Chamois Co. v. DeLee, et al., 67 Fed. 329 (“Fiber 


Chamois” on dress interlining); Wells & Richardson Co. v. Siegel, 


Cooper & Co., 106 Fed. 77 (“Celery Compound” for medicinal 
preparation); Welliams, et al. v. Mitchell, et al., 106 Fed. 168 
(“Carroms” for a board for playing games); Globe-Wernicke Co. 
v. Brown, et al., 121 Fed. 185 |‘‘Elastic” on sectional bookcases or 
filing cabinets); Nashville Syrup Co. v. Coca-Cola Co., 215 Fed. 
527 [3 T.-M. Rep. 28] (‘‘Coca-Cola” for a drink); Vogue Co. v. 
Brentano’s, et al., 261 Fed. 420 [9 T.-M. Rep. 498] (“Vogue”’ for 
a magazine); United Lace & Braid Mfg. Co. v. Barthels Mfg. Co., 
221 Fed. 456 [5 T.-M. Rep. 473] (“Beaded” on shoe lace tips) ; 
Orange Crush Co. v. California Crushed Fruit Co., 297 Fed. 892, 54 
App. D. C. 313 [14 T.-M. Rep. 228] (“Orange Crush” for a 
drink); and In re Irving Drew Co., 297 Fed. 889, 54 App. D. C. 
310 [14 T.-M. Rep. 225] (“Arch Rest” on boots, shoes and 
slippers). 
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We will not discuss the foregoing cases except to say that in 
each instance they are easily distinguishable from the case at bar. 
In most instances the trade-marks only suggested qualities or 
characteristics of the articles, and were in no sense descriptive of 
the same. For instance, “Arch Rest’ does not describe a shoe but 
is suggestive of something in connection with the arch of the foot. 
The mark in the Coca-Cola case, supra, was registered under the ten- 
year clause of the trade-mark act, and under said clause descrip- 
tiveness was not a bar to registration. In the “Celery Compound’’ 
case, supra, the court said: 


.... the facts here shown establish the contention that they (Celery 
Compound) have never been used in a strictly descriptive sense, but have 
acquired a secondary meaning. .. . 

It is stated by appellant that in that case the compound con- 
tained no celery as an ingredient. The opinion does not so state, 
but if in fact it was a celery compound or compound containing 
celery, and this was the only consideration in the case, it would 
be difficult to conclude that the term was not descriptive within the 
prohibited degree. 

It will not be necessary for us to consider all the numerous 
cases cited by appellant. Some of them, we think, are directly in 
point and will be briefly discussed. 

In Chicago Pneumatic Tool Co. v. The Black and Decker Mfg. 
Co., 17 C. C. P. A. (Patents) 962, 39 Fed. (2d) 684 [20 T.-M. 
Rep. 293], “Hicycle” as a trade-mark for electrically operated 
tools was regarded as offensively descriptive and the commis- 
sioner’s decision cancelling the trade-mark was affirmed. 

A case very much on all fours with the case at bar is In re 
Autographic Register Co., 17 C. C. P. A. (Patents) 1044, 39 Fed. 
(2d) 718 [20 T.-M. Rep. 277]. This court there held that the 
word “Autographic” as applied to manifold registers and parts and 
supplies for the same, was descriptive of the character or quality 
of the goods and pointed out that it was used by at least a dozen 
inventors to describe similar articles which had been patented. 

A case quite in point is Hercules Powder Co. v. Newton, 266 
Fed. 169 [10 T.-M. Rep. 198]. There, the Circuit Court of Ap- 
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peals for the Second Circuit had the question of the registrability 
of the trade-mark “Infallible’’ under consideration. It held that 
the term “merely descriptive” in the trade-mark act of 1905 meant 
“only descriptive,’ and that the trade-mark “Infallible’ was 
descriptive and, therefore, not registrable. The court there laid 
down the following test of descriptiveness: 


- Does the suggested trade-mark word or device, with the en- 
vironment proposed for it, convey by its primary meaning something which 
others may employ with equal truth and equal right for the same purpose? 


It cited numerous authorities where trade-marks were held 
invalid by reason of their descriptive character, and referred to 
other marks which were regarded as only suggestive and, therefore, 
valid. The court said: 


. . An explosive powder marked as “Hercules” would be suggestive, 
and no person other than its maker could with equal right and equal truth 
call his powder by that name or any derivative therefrom; but “Infallible” 
is merely descriptive, because it has no association with the Hercules Com- 
pany, other than that acquired by a long course of business nomenclature. 


As apropos to the issue at bar, the court further said: 


. It is also reasonably inferable from this record that plaintiff feels 
unjustly treated by refusal to register a word which it has exclusively and 
successfully used as a trade-mark for more than ten years, but not for 
that decade which alone secures protection under the ten-year clause of 
the present statute. We appreciate the hardship, and are quite aware of 
the international trade-mark difficulties which beset the path of the Ameri- 
can trader in foreign parts, who has not secured registration in his own 
country. But the remedy is with the Congress, and neither the Commis- 
sioner of Patents nor any court can change the accepted law on which the 
Trade-Mark Act of 1905 was built. 

It is not possible under the present act for a citizen to choose as his 
trade-mark something invalid by general law, use it without opposition 
long enough to make a showing of trade repute and commercial success, 
derive from that success “secondary meaning” for his mark, and then apply 
for registration. There is much to be said in favor of a registration law 
which would give legal and governmental sanction to any mark which it 
could be shown the public had accepted. Such a system would enable this 
plaintiff to prevail; but Congress must first create it. 


The decision of the Supreme Court of the United States in the 
case of Elgin National Watch Co. v. Illinois Watch Case Co., 179 
U. S. 665, is unusually pertinent to the facts at bar and the con- 
tentions of appellee. The court there held that words which were 
merely descriptive of the place where the articles were manufac- 
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tured could not be monopolized as a trade-mark and that the word 
“Elgin” was such a term, and that if it had acquired a secondary 
meaning in connection with its use, protection from imposition and 
fraud would be afforded by the courts, but that, notwithstanding 
this fact, its descriptive or geographic character rendered it un- 
registrable as a trade-mark. Applying the Elgin case to the con- 
tentions of appellee, if its word has acquired a secondary meaning, 
the remedy for unfair competition or perfidious dealing by those 
who seek to profit on appellee’s good-will may be afforded in juris- 
dictions other than this, but since the mark is descriptive of the 
goods, it should not have been registered. Congress, by the provi- 
sion for a cancellation proceeding in the trade-mark act of 1905. 
has provided a remedy for those who deem themselves injured by 
such a registration. 

Moreover, this record affords no application for the principle 
relating to secondary meaning announced in Le Blume Import Co. 
v. Coty, 293 Fed. 344, 353 [13 T.-M. Rep. 233]. In that case, the 
word “L’Origan” was held to mean, in the United States Coty’s, 
particular production and not the fragrance of a particular plant 


and flower. In that case the French word “L’Origan” had no 
significance in America except to point to the origin of the goods. 
We think the term “Overhead” describes a characteristic not only 
of appellee’s door, but of doors manufactured by appellant and 
others. Clearly, therefore, it designates more than origin. 

In Canal Company v. Clark, 13 Wall. 311, 323, the trade term 
“Lackawana Coal” was under consideration and the court said: 


. No one can claim protection for the exclusive use of a trade-mark 
or trade- -name which would practically give him a monopoly in the sale 
of any goods other than those produced or made by himself. If he could, 
the public would be injured rather than protected, for competition would 
be destroyed. Nor can a generic name, or a name merely descriptive of 
an article of trade, of its qualities, ingredients, or characteristics, be em- 
ployed as a trade-mark and the exclusive use of it be entitled to legal 
protection. ... 


In the instant case, irrespective of what rights appellee may 
have against those who by unfair methods attempt to palm off their 


goods as the goods of appellee, it seems clear that the registrant 
should not have the right to appropriate an adjective in common 





BARBER-COLMAN CO. V. OVERHEAD DOOR CORP. 259 


use, which in our minds is descriptive of appellee's garage doors, 
and by registration acquire the presumptive exclusive right to the 
use of the term in connection with the sale of such merchandise. 
The mere fact that it has made a great commercial success in 
using the term and that others are profiting by its expenditure of 
money and energy in familiarizing the public with the term, is no 
justification for a continuation of the registered status of the trade- 
mark involved. 

One phase of the argument before this court led to the conclu- 
sion that if the term was not descriptive of a garage door, it was 
misdescriptive and, therefore, deceptive under the following deci- 
sions: In re Bonide Chemical Co., 18 C. C. P. A. (Patents) 909; 
46 Fed. (2d) 703 [21 T.-M. Rep. 122]; In re Brunswick-Balke- 
Collender Co., 19 C. C. P. A. (Patents) 1055, 56 Fed. (2d) 890 
[22 T.-M. Rep. 215]; Re Excelsior Shoe Co., 40 App. D. C. 48 
[3 T.-M. Rep. 554]. We do not think it necessary to consider 
this phase of the case in view of our conclusions above. 

The Examiner of Trade-Mark Interferences properly sustained 
the petition for cancellation and properly recommended that the 
registration be cancelled, and the decision of the Commissioner of 
Patents is reversed. 


Lenroot, J., concurring: I concur in the opinion of the 
majority, but in my judgment it clearly overrules the case of In re 
Plymouth Motor Corporation, 18 C. C. P. A. (Patents) 838, 46 
Fed. (2d) 211 [21 T.-M. Rep. 157], which holds that if a geo- 
graphical term has a secondary meaning, it is more than merely 
geographical, and is therefore registrable. I dissented from the 
majority opinion is said Plymouth case, and I believe that the 


majority opinion in the case at bar should expressly overrule said 
case. 
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IN THE MATTER OF THE APPLICATION OF NORTHERN Paper MILLs 


United States Court of Customs and Patent Appeals 


Ser. No. 326,986 
May 29, 1933 


Trape-Marks—ReEcIistraTION—‘Gasa” For TorLteT Pa PE R—DESCRIPTIVE 
TERM. 
The word “Gasa” used as a trade-mark for toilet paper, held a 


descriptive term, meaning in Spanish “gauze” and, therefore, unregis- 
trable. 


Trape-Marks—REGIsTRATION—REGISTRABILITY OF ForEIGN Worps. 

It is well settled that a word taken from a well-known foreign 
language, which is itself descriptive of a product, will be so considered 
when it is attempted to be registered as a trade-mark for the same 
product. 

On appeal from a decision of the Commissioner of Patents re- 
fusing to register. Affirmed. For the Commissioner’s decision see 
22 T.-M. Rep. 458. 


James T. Newton, of Washington, D. C., for appellant. 
T. A. Hostetler, of Washington, D. C., for the Commissioner 
of Patents. 


Grauam, P. J.: The appellant filed its petition in the United 
States Patent Office for the registration of its trade-mark, “Gasa,” 
used as a trade-mark for toilet paper. The Examiner of trade- 
marks refused registration on the ground that the mark was either 
descriptive or misdescriptive. The Commissioner affirmed this deci- 
sion, and, thereafter, on an application for rehearing, reaffirmed his 
former decision. 

It is admitted, in argument, that the word “Gasa’”’ is a Spanish 
word meaning gauze. The word “gauze,” as it appears from the 
lexicographers, was so-called because it was presumed that the 
thin, slight, transparent fabric, to which the name has been, and is, 
applied, was originally produced in the City of Gasa—a city of 
Palestine. 

It was thought by the Commissioner that the word, as applied 
to toilet paper was descriptive of the supposed quality of the paper, 
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and was, therefore, descriptive as so applied. If it was not so 
descriptive, it was thought to be plainly misdescriptive. 

The appellant has brought the case here, and now contends that 
the word “Gasa,” being a word in a foreign language, is not neces- 
sarily descriptive in this country, where the English language is 
the language of the people. It further insists that the word cannot 
properly be held to be descriptive and is, at most, suggestive only. 

The question whether a word in a foreign language and not 
adopted into the English language can be held to be descriptive 
when used as a trade-mark in the United States, has not heretofore 
been before this court. However, we believe the rule has been well 
established by other courts, particularly the Court of Appeals of 
the District of Columbia, the predecessor of this court in its trade- 
mark jurisdiction, that a word taken from a well-known foreign 
modern language, which is, itself, descriptive of a product, will be 
so considered when it is attempted to be registered as a trade-mark 
in the United States for the same product. 

Counsel, in this case, have given us the benefit of extensive 
research along this line, and have cited numerous authorities on the 
subject. Some of these cases are as follows: 

In In re Hercules Powder Co., 46 App. D. C. 52 [7 T.-M. Rep. 
530], it was said: “A descriptive word in a foreign language, 
though meaningless to the public generally, would fall within the 
statute, since it is the real signification of the word or device, and 
not the idea which it may, or may not, convey to the general public, 
which brings it within the act.” 

In In re Bradford Dyeing Association, 46 App. D. C. 512 [9 
T.-M. Rep. 829], the French word “Eclatant” was held descriptive 
as a trade-mark for cotton piece goods. 

In In re Maclin-Zimmer-McGill Tobacco Co., 49 App. D. C. 
181, 262 Fed. 635 [10 T.-M. Rep. 93], the Spanish words “El 
Gallo” were held to be not registrable because the equivalent, “Our 
Rooster,’ and a picture of a rooster, had been registered as a 
trade-mark in the United States theretofore. 

McKesson & Robbins v. Phillips Chemical Co., 53 Fed. (2d) 
342, and ibid., 53 Fed. (2d) 1011 [22 T.-M. Rep. 1], held that 
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the Spanish words ““Leche-de-Magnesia” were descriptive, the word 
“leche” being the equivalent of the English word “milk.” 

The French word “thermogene,” meaning “caloric,” was held 
to be descriptive in Thermogene Co. v. Thermozine Co., 234 Fed. 
69 [6 T.-M. Rep. 247]. 

A foreign word used in the country of its origin, in a descriptive 
way, cannot be used as a trade-mark in this country. Coty v. 
LeBlume Import Co., 292 Fed. 264, 267 [13 T.-M. Rep. 233]. 

The Italian words, “Conserva Di Tomate,”’ were held descrip- 
tive of tomato preserves or paste, and were involved in Roncoroni v. 
Gross, 86 N. Y. Supp., 1112. 

The Italian word “Tipo,” meaning, in English, “type,” used as 
an adjective, was held to be descriptive, and, when used in con- 
nection with names of certain varieties of wines, was held to be 
not properly used as a trade-mark. Italian Swiss Colony v. Italian 
Vineyard Co., 158 Cal. 252, 110 Pac. Rep. 913. In the last named 
case, the court has collated a large number of similar words, and 
discussed their descriptive character. 

In Charles R. De Bevoise Co. v. H. §& Co., 69 N. J. E., 114, 
60 Atl. Rep. 407, the French word “brassiére”’ was held to be not 
subject to exclusive appropriation as a trade-mark. 

These cases are sufficiently illustrative of the point. There 
has been some doubt expressed by some courts as to whether a 
word taken from an obscure or comparatively unknown foreign 
language would be held to be descriptive when used as a trade- 
mark in the United States, but, so far as the cases go of which we 
are advised, no doubts have been expressed that a descriptive word, 
used in one of the modern languages of the principal nations of 
the world, cannot be properly registered as a trade-mark under the 
present laws of the United States on that subject. 

It has been said that the English equivalent of the word sought 
to be registered, namely, “gauze,” is not descriptive of toilet paper, 
but suggestive only. 

We cannot agree with this conclusion. It is not descriptive in 
every respect, perhaps, but to the ordinary mind it is at least 
descriptive of many of the qualities of the article upon which it is 
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used, assuming, of course, that it is not misdescriptive. This court 
has had numerous occasions to pass upon the question of what is, 
or is not, descriptive. Without going into detail about the matter, 
it is sufficient to cite a few of such cases: 

In Chicago Pneumatic Tool Co. v. The Black § Decker Mfg. 
Co., 17 C. C. P. A. (Patents) 962, 39 Fed. (2d) 684 [20 T.-M. 
Rep. 293], we held the word “Hicycle’” descriptive of portable 
power tools. 

In California Cyanide Co. v. American Cyanamid Co., 17 C. C. 
P. A. (Patents) 1198, 40 Fed. (2d) 1003 [20 T.-M. Rep. 447], 
we held the word “Calcyanide” to be descriptive of fumigants. 

United Shoe Mach. Corp. v. Compo Shoe Mach. Corp., 19 C. C. 
P. A. (Patents) 1009, 56 Fed. (2d) 292 [22 T.-M. Rep. 160], 
held the word “Compo,” as applied to shoe making machinery, to 
be descriptive. 

“Featherweight,” as applied to cement roof slabs, was held 
descriptive in In re Federal Cement Tile Co., 19 C. C. P. A. 
(Patents) 1205, 58 Fed. (2d) 457 [22 T.-M. Rep. 298]. 

“Copperweld,” as applied to electric cables, was held descrip- 
tive in In re Copperweld Steel Co., 20 C. C. P. A. (Patents) —, 
62 Fed. (2d) 363. 

We are of opinion the Commissioner reached the correct con- 
clusion, and his decision is affirmed. 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 


Descriptive Term 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for roofing comprising 
a fabric of fibrous base treated with waterproofing material, the 
notation, “Ever-Fast,” on the ground that the notation is merely 
descriptive of the goods. 


In his decision, after noting the statement in applicant’s brief 
that the roofing material is a bitumen-saturated felt base having the 
side which is exposed to the weather coated with crushed rock or 
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slate which may be of different colors and stating that the term is 
not deemed to be merely descriptive as indicating that when the 
roofing is in place it will not curl up and will make a water-tight 
roof, the First Assistant Commissioner said: 


The roofing material, especially when it is in the form of shingles, is 
given the colors as above noted. It is also stated that “in some cases the 
material is treated to alter the shade thereof” while the applicant con- 
tends, and an affidavit is submitted in support of such view, that the word 
“fast” has not been used in the trade in connection with the color of the 
goods, yet it is believed the applicant’s notation would mean that these 
colors of the goods are permanent and will not fade unduly under weather 
conditions. The word “fast” is widely used in connection with materials 
that are colored to indicate the permanency of the color. 

He then, after referring to a decision of the Court of Appeals 
of the District of Columbia, which held that evidence that several 
traders have not heard of the use of the mark by others does not 
prove in the least that it is not descriptive, said: 


It must be deemed therefore that the affidavit filed is not persuasive 
that purchasers would not understand the notation was descriptive of the 
permanency of the color of the goods.’ 


Non-Conflicting Marks 


Kinnan, F. A. C.: Held that applicant of New York, N. Y., 
is entitled to register the notation “ T. Z. L. B.” as a trade-mark 
for powder to relieve chafing and kindred physical discomfitures, 
notwithstanding the prior adoption, use and registration by op- 
poser of the notation “Z. B. T.” as a trade-mark for substantially 
the same goods. 

The ground of the decision is that the marks are not so similar 
that their contemporaneous use on the goods specified would be 
likely to cause confusion in trade. 

In his decision, after noting that the letters in question are 
initials of the components of the powder and that purchasers would 
readily recognize that the letters constituting applicant’s marks 
are such initials and that the order of arrangement of the letters is 
different in applicant’s mark from the arrangement in the opposer’s 


* Ex parte The Barrett Company, Serial No. 322,623, M. D. 51, April 12, 
1933. 
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mark and the number of letters in the two marks is different, the 
First Assistant Commissioner said: 


If the applicant had adopted the order of arrangement of the letters 
used by the opposer and had simply inserted or added the additional letter 
“L” it would then seem apparent the applicant had sought to profit by the 
opposer’s good-will. The order of the letters, however, in the applicant’s 
mark has been changed so that the first and last letters are different from 
the first and last letters of opposer’s mark. It would appear therefore 
that unless opposer is entitled to prevent any one from registering any 
group of letters indicating the nature of the ingredients of the powder so 
long as the group of letters includes somewhere the letters used by the 
opposer the applicant should be permitted registration. 

He then, after stating that the present case was not one where 
a late comer had sought to palm off its goods and take advantage 
of one long prior in the field, since the applicant had used its 
mark since 1924, which was prior to the time that opposer began 
to use the three letters alone, having previously used them in con- 
nection with the word “Crystal,” and citing certain decisions of 
the courts with reference to marks consisting of initial letters, said: 


Both parties, as shown by their exhibits, place their names and the 
description of the ingredients, represented by the initial letters of their 
marks, upon their cans. It is thought the probability of confusion is too 
remote to justify refusing the applicant registration.’ 


Non-descriptive Term 


Kinnan, F. A. C.: Held that Walgreen Co., of Chicago, IIl., 
had shown no ground which would justify cancellation of the regis- 
tration issued to Godefroy Manufacturing Company, under the Act 
of 1905, of the term “Peaudouce” as used upon skin creams. 

The petition for cancellation is based on the ground that the 
registered mark is descriptive of the goods and that petitioner is 
using on similar goods the notation “Peau-Doux.” 

In his decision the First Assistant Commissioner noted that in 
Opposition No. 9,878, which involved the same parties and in which 
the registrant here opposed the registration of the notation “‘Peau- 
Doux” it was held that the two marks were confusingly similar as 
applied to the respective goods, the decision of the Office being 


* The Crystal Chemical Co., Inc. v. The Manhattan Chemical Mfg. Co., 
Inc., Opp. No. 12,010, 159 M. D. 53, April 26, 1933. 
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affirmed by the Court of Customs and Patent Appeals, and that it 
was shown in that proceeding that the registrant began the use of 
its mark upon its goods about 1895 and had used it continuously 
since, whereas the petitioner here, the applicant in the opposition 
proceedings, did not adopt its mark until about 1926. 

He also noted that the notation “Peaudouce” is the feminine 
of the notation “Peau-Doux” and stated that petitioner apparently 
thought its notation was a good trade-mark until it was defeated in 
the opposition proceeding. 

He then said: 


The notations are from the French language and the first portion 
“Peau” has substantially no other meaning than that of skin, hide, or 
leather as applied to an animal, and peel or rind as applied to fruit, etc. 


And then, after quoting from the definitions of the words from 
the French-English dictionary, he said: 


Generally the registrant’s mark would be interpreted to mean soft skin 
when applied in that connection. However, it does also mean smooth or 
pliant skin. While the fact that this mark is from a foreign language is 
insufficient to relieve it from the charge of descriptiveness if it is merely 
descriptive, yet that fact taken in connection with the possible variations 
in its meaning seems to justify, especially in view of the registrant’s long 
and extensive use, resolving any doubt in favor of the registrant. It is 
believed the mark is not so clearly merely descriptive as to justify the 
cancellation of its registration.’ 


ERRATUM 


On page 171 of the May issue, the firm of Paxton & Seasongood 
were given as counsel for appellee, in the case of Kaeser & Blair, 
Inc. v. Merchants Association, Inc. This was an error, as said 
firm appeared as counsel for appellant, while Messrs. Toulmin & 
Toulmin appeared for the appellee. 


* Walgreen Co. v. Godefroy Manufacturing Company, Canc. No. 2,319, 
159 M. D. 31, March 1, 1933. 
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Hvurn ET AL. V. OvuRSLER ET AL. 
(53 S. R. 586) 


United States Supreme Court 
April 7, 1933 


Unrair Competition—Use or CopyrigHtep Matertrar—“THe Sprper” anp 
“Tue Evit Hovr.” 

Held that respondents did not compete unfairly with petitioner's 
copyright play, “The Evil Hour” in publicly producing a play called 
“The Spider.” 

Unrarr Competition—Diverse Criaims—Jvrispicrion oF Feperat Courts. 

Where the case at issue claimed both unfair competition and _ in- 
fringement, held that the trial court in disposing of the infringement on 
the merits, also disposed of the claim of unfair competition in respect 
to copyrighted play. The trial court, therefore, held in error in dis- 
missing the claim of unfair competition for want of jurisdiction. 


On writ of certiorari to the United States Circuit Court of Ap- 
peals for the Second Circuit. Decree dismissing the bill of com- 


plaint was affirmed and the plaintiffs bring certiorari. Decree 
modified in accordance with opinion, and, as modified, affirmed. 


Joseph Lorenz and Louis W. McKernan, both of New York 
City, for petitioners. 

Alan S. Hayes, of New York City, for respondent Oursler. 

Benjamin Pepper, of New York City, for respondents Lewis 
& Harris. 


Emily Holt, of New York City, for respondent Brentano. 


Mr. Justice SuTHERLAND delivered the opinion of the court. 

Petitioners brought this suit to enjoin respondents from publicly 
producing, presenting, or performing a play called “The Spider,” 
on the ground that it infringed a copyrighted play of petitioners, 


[Note.—The “Second Circuit Rule” that, however intimately claims of 
infringement and unfair competition may be related, Federal Courts are 
without power to consider claims of unfair competition, unless the parties 
are citizens of different states, is thus rejected. It, therefore, follows 
that hereafter when claims of patent, trade-mark or copyright infringe- 
ment and unfair competition rest upon identical or similar facts, the 
Federal Courts, “irrespective ‘of the citizenship of a party,” may retain 
and dispose of the claim of unfair competition, although the Federal 
grounds (infringement) fail of establishment. It appears, however, that 
the rule will not obtain where the Federal question (infringement) is 
“plainly wanting in substance.”] 





268 TWENTY-THREE TRADE-MARK REPORTER 


called “The Evil Hour.’’ There was also a prayer for damages 
and an accounting. The bill, as amended, alleged that “The Evil 
Hour’ had been composed by petitioners and duly copyrighted un- 
der the laws of the United States; that the play thereafter was 
revised, but the revision was uncopyrighted; that the play, both in 
its copyrighted and its revised uncopyrighted form, was submitted 
to certain of the respondents, who considered and discussed its 
production; that the feature of the play consisted in the representa- 
tion of a spiritualistic seance on the stage, with the audience taking 
part therein; that respondents were the owners of “The Spider,’ 
also copyrighted, but as originally produced containing no repre- 
sentation of a spiritualistic seance of any kind; that respondents, 
instead of producing petitioners’ play, altered their own by in- 
corporating therein the idea of a spiritualistic seance on the stage, 
and also certain incidental “business and effects’ and certain 
portions of “The Evil Hour”; that their action in that respect was 
a violation of the copyright laws of the United States, and also 
constituted “unfair business practices and unfair competition 
against the [petitioners].” The parties are citizens of the same 
state. 

The trial court, considering the claim of infringement on the 
merits, found that “The Spider” did not infringe in any way “The 
Evil Hour,” in contravention of the copyright law of the United 
States, and concluded that, in view thereof, the court was without 
jurisdiction to entertain the allegations in so far as they were 
based upon claims other than for a violation of the copyright law. 
A decree followed dismissing the bill. The Circuit Court of Ap- 
peals affirmed upon the authority of cases cited. 61 F. (2d) 1031. 

It is apparent from the language of the trial court that the 
claim of unfair competition in respect of the copyrighted play, as 
well as in respect of the uncopyrighted version, was rejected, not 
on the merits, but for lack of jurisdiction. In that view the decree 
of the court was assailed and defended here. 

One.—We consider the question first from the standpoint of the 
copyrighted play. While, as presently will appear, the claim of 
unfair competition is without merit and the dismissal must stand in 
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any event, it is important that, if the determination of the court 
was put upon the wrong ground, we should so declare, that it may 
not be followed as a precedent. 

The unfair competition in respect of the copyrighted play, ac- 
cording to the allegations, results from the same acts which con- 
stitute the infringement and is inseparable therefrom. The court 
below proceeded upon the theory that the allegations of the bill in 
respect of infringement presented a substantial federal question. 
Certainly, the question is not plainly unsubstantial; and the juris- 
diction of the federal court was rightly upheld. Disposal of the 
infringement, therefore, on the merits was proper; and the precise 
question for determination is whether the claim of unfair competi- 
tion was properly dismissed for lack of jurisdiction, or, likewise, 
should have been considered and disposed of on the merits. 

A multitude of cases in the lower federal courts have dealt with 
the question in its various phases and have reached different con- 
clusions. The opinions present a great variety of views and of 
differences. We shall not undertake to review these cases. A few 
out of many are mentioned in the footnote’ as illustrative of the 


* Some cases seem to hold that, however intimately the claims of unfair 
competition and infringement are related, the Federal Court is without 
power to consider the former. Planten v. Gedney ( C. C. A.) 224 F. 382, 
386 [5 T.-M. Rep. 382]; Recamier Mfg. Co. v. Harriet Hubbard Ayer, Inc. 
(D. C.) 59 F. (2d) 802, 806 [22 T.-M. Rep. 180]. This is what is some- 
times spoken of as the “second circuit rule,” and has been followed in a 
large number of cases. Other cases have denied jurisdiction on the ground 
that the two claims constitute separate causes of action, although in some 
the separateness ‘does not clearly appear. United States Expansion Bolt 
Co. v. H. G. Kroncke Hardware Co. (C. C. A.) 234 F. 868, 872-875 [7 T.-M. 
Rep. 221]. Compare Moore v. N. Y. Cotton Exchange, 270 U. S. 593, 607, 
et seq., 46 S. Ct. 367, 70 L. Ed. 750, 45 A. L. R. 1870; Dickinson Tire & 
Machine Co. v. Dickinson (C. C. A.) 29 F. (2d) 493. In Onondaga Indian 
Wigwam Co. v. Ka-Noo-No Indian Mfg. Co. (C. C.) 182 F. 832, the rule 
of the Siler Case, 213 U. S. 175, 29 S. Ct. 541, 53 L. Ed. 753, was definitely 
applied to a case where the acts of defendant were alleged as constituting 
an infringement of a patent and also unfair competition. Some courts 
have taken jurisdiction of unfair competition in infringement suits as an 
element constituting “aggravation of damages.” Ludwigs v. Payson Mfg. 
Co. (C. C. A.) 206 F. 60, 65; W. F. Burns Co. vy. Automatic Recording 
Safe Co. (C. C. A.) 241 F. 472, 486 [7 T.-M. Rep. 426]; Payton v. Ideal 
Jewelry Mfg. Co. (C. C. A.) 7 F. (2d) 113. Relief has been denied for 
unfair competition where the patent or trade-mark has been held valid 
but not infringed—Sprigg v. Fisher (D. C.) 222 F. 964; Detroit Showcase 








270 TWENTY-THREE TRADE-MARK REPORTER 


Co. v. Kawneer Mfg. Co. (C. C. A.) 250 F. 234, 240 [8 T.-M. Rep. 327]; 
Taylor v. Bostick (C. C. A.) 299 F. 232, while the contrary is stated with 
much force in Vogue Co. v. Vogue Hat Co. (C. CG. A.) 12 F. (2d) 991, 
992-995 [15 T.-M. Rep. 242]. One case, at least, seems to consider the 
question of retention of jurisdiction a matter of discretion. Mallinson vy. 
Ryan (D. C.) 242 F. 951, 953. 

confusion and as indicating the importance of attempting to 
formulate some rule on the subject. And to that end we first direct 
attention to certain decisions of this court which seem most nearly 
in point. 

In Stark Bros. Nurseries & Orchards Co. v. Stark, 255 U. S. 
50, 41 S. Ct. 221, 65 L. Ed. 496 [11 T.-M. Rep. 275], suit was 
brought for infringement of a trade-mark and unfair competition. 
The Circuit Court of Appeals limited damages to the date when 
notice was given of the registered mark, and refused to allow 
damages for earlier injuries. This court pointed out that the suit 
was for infringement of a registered trade-mark, not simply of a 
trade-mark, and that this was the scope of the federal jurisdiction. 
Agreeing with the lower court that the cause of action for the 
earlier damages lay outside the federal jurisdiction, this court as- 
sumed, though without deciding, that plaintiff “could recover for 
unfair competition that was inseparable from the statutory wrong, 


but it could not reach back and recover for earlier injuries to rights 
derived from a different source.” 


In that view, so far as the unfair competition alleged was thus 
inseparable from the statutory wrong, it would seem that a failure 
to establish the infringement would not have deprived the federal 
court of jurisdiction of the claim of unfair competition, but would 
have left that matter to be disposed of upon the merits. And that is 
the effect of the decision of this court in Moore v. New York Cotton 
Exchange, 270 U. S. 593, 607-610, 46 S. Ct. 367, 70 L. Ed. 750, 
45 A. L. R. 1370. In that case federal jurisdiction was invoked 
under the federal anti-trust laws. The answer set up a counter- 
claim non-federal in character, but arising out of the same transac- 
tion. This court held that, although the allegations of the bill were 
insufficient to make a case under the federal law, they were not 
plainly unsubstantial so as to deprive the federal court of jurisdic- 
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tion, and sustained a dismissal of the bill on the merits and not 
for the want of jurisdiction. Nevertheless, we held, under Equity 
Rule 30 (28 USCA § 723), that the counterclaim was so much a 
part of the case sought to be stated in the bill that the dismissal 
of the latter on the merits did not deprive the court of jurisdic- 
tion to dispose of the former on the merits. We think the question 
there and the one here, in principle, cannot be distinguished. That 
a statement of the particular counterclaim there was required by 
the rule is not material, since the federal jurisdiction can neither 
be extended nor abridged by a rule of court. 

As early as Osborn v. Bank of U. S., 9 Wheat. 738, 823, 6 L. 
Ed. 204, Chief Justice Marshall, speaking for the court, said: 


We think, then, that when a question to which the judicial power of 
the Union is extended by the constitution, forms an ingredient of the 
original cause, it is in the power of Congress to give the circuit courts 
jurisdiction of that cause, although other questions of fact or of law may 
be involved in it. 

In Siler v. Louisville & Nashville R. Co., 213 U. S. 175, 191, 
29 S. Ct. 451, 455, 53 L. Ed. 753, the bill sought to enjoin the en- 
forcement of an order made by the Railroad Commission of Ken- 
tucky fixing intrastate rates of transportation upon the railroad 
of the company. The validity of the order was assailed on the 
ground that the Kentucky statute under which the commission as- 
sumed to act was violative of the Federal Constitution in several 
particulars, and upon the further ground that such order was un- 
authorized by the state statute. This court held that the Circuit 
Court, having acquired jurisdiction by reason of the federal ques- 
tions involved, “had the right to decide all the questions in the case, 
even though it decided the federal questions adversely to the party 
raising them, or even if it omitted to decide them at all, but decided 
the case on local or state questions only.” 

Lincoln Gas §& Electric Light Co. v. Lincoln, 250 U. S. 256, 
39 S. Ct. 454, 63 L. Ed. 968, involved, among other things, the 
validity of an ordinance assessing an annual occupation tax upon 
gas companies in the city. The ordinance was attacked on the 
ground that it violated the due process and equal protection clauses 
of the Fourteenth Amendment, and also upon grounds of state law. 








272 TWENTY-THREE TRADE-MARK REPORTER 


The Federal District Court held that the ordinance violated the Con- 
stitution of Nebraska, and upon that ground granted a permanent 
injunction against its enforcement. This court, in disposing of the 
appeal, said (pages 264 of 250 U.S., 39 S. Ct. 454, 456): 

If the bill presented a substantial controversy under the 
Constitution of the United States, and the requisite amount was involved, 
the jurisdiction extended to the determination of all questions, including 
questions of state law, and irrespective of the disposition made of the 
federal questions. 

These decisions are illustrative of many cases where the rule 
has been stated and restated in substantially the same way. See 
Louisville & Nash. R. Co. v. Garrett, 231 U. S. 298, 303, 34 S. Ct. 
48, 58 L. Ed. 229; Ohio Tar Cases, 232 U. S. 576, 586, 587, 34 
S. Ct. 372, 58 L. Ed. 737; Greene v. Louisville & Interurban R. Co., 
244 U. S. 499, 508, 37 S. Ct. 673, 61 L. Ed. 1280, Ann. Cas. 
1917E, 88; Louisville §& Nash. R. Co. v. Greene, 244 U. S. 522, 
527, 37 S. Ct. 683, 61 L. Ed. 1291, Ann. Cas. 1917E, 97; Davis 
v. Wallace, 257 U. S. 478, 482, 42 S. Ct. 164, 66 L. Ed. 325; 
Sterling v. Constantin, 287 U. S. 378, 393, 394, 53 S. Ct. 190, 77 
L. Ed. —. 

Leschen & Sons Rope Co. v. Broderick § Bascom Rope Co., 
201 U. S. 166, 26 S. Ct. 425, 50 L. Ed. 710, is said to establish a 
different doctrine. In that case the plaintiff alleged that it owned 
a duly registered trade-mark which had been infringed by de- 
fendant. Upon demurrer the bill was dismissed on the ground 
that it disclosed that the trade-mark was not a lawful and valid 
trade-mark. This court sustained the dismissal for want of juris- 
diction, holding that the jurisdiction of the federal court depended 
entirely upon whether the registered trade-mark was valid. Hav- 
ing held that the lower court was without jurisdiction because of 
the invalidity of the trade-mark, the court further said that juris- 
diction of the case could not then be assumed as one wherein the 
defendant had made use of the device for the purpose of defraud- 
ing the plaintiff and palming off its goods as those of plaintiff's 
manufacture. 

Whether the court was right or wrong in denying jurisdiction 
to consider the claim of infringement, the ground of the decision 
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seems to be that such denial necessarily carried with it, also for 
lack of jurisdiction, any claim of unfair competition dependent 
upon the same facts. That is to say, if the court had no jurisdic- 
tion of the former claim, it followed that it had no jurisdiction of 
the latter. Whether the federal question averred by the bill was 
plainly unsubstantial was not considered. The court summarily 
disposed of the matter (page 172 of 201 U.S., 26 S. Ct. 425, 427) 
in a single sentence: “Our jurisdiction depends solely upon the 
question whether plaintiff has a registered trade-mark, valid under 
the act of Congress, and, for the reasons above given, we think it 
has not.” This is a broad statement, which, taken literally, applies 
whether the invalidity of the registry so appears on the face of the 
bill as to render the federal question plainly unsubstantial, or, the 
bill being sufficient to meet this test, such invalidity is otherwise 
disclosed. 

Elgin Nat. Watch Co. v. Illinois Watch Case Co., 179 U. S. 
665, 677, 21 S. Ct. 270, 275, 45 L. Ed. 365, goes no further than to 
recognize the same doctrine, the court simply saying: ‘Was it 
a lawfully registered trade-mark? If the absolute right to the 
word as a trade-mark belonged to appellant, then the Circuit Court 
[89 F. 487] had jurisdiction under the statute to award relief for 
infringement; but if it were not a lawfully registered trade-mark, 
then the Circuit Court of Appeals [94 F. 667] correctly held that 
jurisdiction could not be maintained.” 

We shall not attempt to harmonize the two cases last cited with 
the Siler and the other cases following it. It is not easy to do 
so unless on the ground that cases involving patents, trade-marks, 
and copyrights constitute an exception to the general rule stated 
in the Siler and other like cases. And accepting the view that this 
is the effect of the Leschen & Sons Rope and Elgin Nat. Watch 
Cases, supra, we are of opinion that such a distinction is altogether 
unsound. The Siler and like cases announce the rule broadly, with- 


out qualification; and we perceive no sufficient reason for the excep- 


tion suggested. It is stated in these decisions as a rule of general 
application, and we hold it to be such—as controlling in patent, 
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trade-mark, and copyright cases as it was in the cases where it is 
announced. 

But the rule does not go so far as to permit a federal court to 
assume jurisdiction of a separate and distinct non-federal cause of 
action because it is joined in the same complaint with a federal 
cause of action. The distinction to be observed is between a case 
where two distinct grounds in support of a single cause of action 
are alleged, one only of which presents a federal question, and a 
case where two separate and distinct causes of action are alleged, 
one only of which is federal in character. In the former, where the 
federal question averred is not plainly wanting in substance, the 
federal court, even though the federal ground be not established, 
may nevertheless retain and dispose of the case upon the non- 
federal ground; in the latter it may not do so upon the non-federal 
cause of action. 

The case at bar falls within the first category. The bill alleges 
the violation of a single right; namely, the right to protection of the 
copyrighted play. And it is this violation which constitutes the 
cause of action. Indeed, the claims of infringement and unfair 
competition so precisely rest upon identical facts as to be little 
more than the equivalent of different epithets to characterize the 
same group of circumstances. The primary relief sought is an in- 


junction to put an end to an essentially single wrong, however 


differently characterized, not to enjoin distinct wrongs constitut- 
ing the basis for independent causes of action. The applicable rule 
is stated, and authorities cited, in Baltimore 8S. S. Co. v. Phillips, 
274 U. S. 316, 47 S. Ct. 600, 71 L. Ed. 1069. “A cause of action 
does not consist of facts,” this court there said (pages 321 of 274 
U. S., 47 S. Ct. 600, 602), “but of the unlawful violation of a right 
which the facts show. The number and variety of the facts alleged 
do not establish more than one cause of action so long as their result, 
whether they be considered severally or in combination, is the viola- 
tion of but one right by a single legal wrong. . . . “The facts are 
merely the means, and not the end. They do not constitute the 
cause of action, but they show its existence by making the wrong 


> 99 
appear. 
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Thus tested, the claims of infringement and of unfair com- 
petition averred in the present bill of complaint are not separate 
causes of action, but different grounds asserted in support of the 
same cause of action. 

We do not mean by what has just been said to lay down a hard 
and fast test by which to determine in all situations what consti- 
tutes a cause of action. “A ‘cause of action’ may mean one thing for 
one purpose and something different for another,’ United States 
v. Memphis Cotton Oil Co., 287 U. S. —, 53 S. Ct. 278, 280, 77 
L. Ed. —, decided January 9, 1933; but, for the purpose of de- 
termining the bounds between state and federal jurisdiction, the 
meaning should be kept within the limits indicated. Compare 
Baltimore & O. S. W. R. Co. v. Carroll, 280 U. S. 491, 494, 495, 
50 S. Ct. 182, 74 L. Ed. 566, and cases cited. 

It is entirely plain that the holding of the trial court disposing 
of the claim of infringement on the merits also disposed of the 
claim of unfair competition in respect of the copyrighted play, 
since both depended upon the same allegations of wrongful ap- 
propriation of certain parts of, and conceptions embodied in, peti- 
tioners’ play. The finding of the court is comprehensive—‘That 
no version of the defendants’ play ‘The Spider’ infringed in any 
way, either with respect to plot, material, arrangement or sequence 
of events, or incidents, or otherwise, the plaintiffs’ copyrighted 
play.” This finding—not challenged here—contains every essential 
element necessary to justify the conclusion that there was likewise 
no unfair competition in respect of the copyrighted play, since it 
negatives the allegations of the bill made for the purpose of estab- 
lishing by the same facts an infringement of the copyrighted play 
and unfair competition in relation thereto. Upon this finding the 
court was right in dismissing the bill in so far as it set up a claim 
of unfair business practices and unfair competition; but was wrong 
in dismissing it for the want of jurisdiction. It should have been 
dismissed, as was the infringement claim, upon the merits. Since 
a decree to that effect must follow, upon this record, as a matter of 


course, no further proceedings in the District Court are necessary. 
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Accordingly, the decree will be modified in the respect suggested. 
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and as so modified, will be affirmed. 

Two.—During the pendency of the suit petitioners amended 
their bill so as to make its allegations apply to the uncopyrighted 
version of their play, namely, that the wrongful acts of respondents 
were in violation of the rights of petitioners and constituted unfair 
business practices and unfair competition with respect to that ver- 
sion as well as to the original. Since that claim did not rest upon 
any federal ground and was wholly independent of the claim of 
copyright infringement, the District Court was clearly right in 
dismissing it for want of jurisdiction. The bill as amended, al- 
though badly drawn, sets forth facts alleged to be in violation of 
two distinct rights, namely, the right to protection of the copy- 
righted play, and the right to the protection of the uncopyrighted 
play. From these averments two separate and distinct causes of 
action resulted, one arising under a law of the United States, and 
the other arising under general law. For reasons that have already 
been made manifest, the latter is entirely outside the federal juris- 
diction and subject to dismissal at any stage of the case. It is 
hardly necessary to say that a federal court is without the judicial 
power to entertain a cause of action not within its jurisdiction, 
merely because that cause of action has mistakenly been joined in 
the complaint with another which is within its jurisdiction. 

Decree modified in accordance with the foregoing opinion, and, 
as modified, affirmed. 


Mr. Justice Branpets and Mr. Justice Stone think the decree 
should be affirmed without modification. 
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IsrAEL CaiGan v. Puiisrico JoIntTLEss Firesrick ComPpaNy 
United States Circuit Court of Appeals, First Circuit 


May 24, 1933 


TrapE-Marks—FunctTion or Trape-Mark. 


The function of a trade-mark is simply to designate the goods as 
the product of a particular trader and to protect his good-will against 
the sale of another’s product as his. 


Unrair ComPpetTitT1Ion—“Puiisrico” on FiresraickK—Use or Trape-Mark BY 


Acent Arter Expiration or ConrTracr. 

Appellant held for nearly five years the New England agency for 
the sale of appellee’s firebrick lining sold under the trade-mark 
“Plibrico.” At the termination of the contract, appellant continued 
to sell his own brand of firebrick under the name “Flint Clay,” although 
it was shown that in twelve instances he filled orders for firebrick 
with appellee’s “Plibrico” product, but plainly identified the same, both 
on his invoices and labels. Held that the decree of the lower court 
enjoining appellant from committing the acts complained of was in 
error and the decision was, accordingly, reversed. 


In equity. Action for alleged unfair competition in the use of 


a trade-mark. Appeal from the United States District Court, Dis- 
trict of Massachusetts. Reversed. 


Israel Caigan, of Boston, Mass., pro se. 
John M. Raymond and Palmer, Dodge, Barstow & Wilkins, all 
of Boston, Mass., for appellee. 


Before Brinauam, WiLson and ANpErsoN, JJ. 


Anperson, J.: On July 22, 1929, the appellee, an Illinois 


_ corporation, brought this suit for unfair competition against Caigan, 
/ a citizen of Massachusetts. The appellant answered, and filed a 


cross-bill. The trial was in open court, in November, 1930, fol- 
lowed by an opinion, containing findings, on December 9, 1930, 


_ and a final decree for the plaintiff on May 15, 1931. In the court’s 
| opinion he ordered the cross-bill dismissed, but the record shows 


; 
| 


no decree and no appeal thereon. It follows that the arguments 
on both sides of the cross-bill are without foundation; that the 


, sole question before this court is as to the validity of the decree for 


the plaintiff. Defendant (not a lawyer) tried and argued his 


/own case, 
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The business in question is that of selling fireclay to line boiler 
furnaces. Furnaces are sometimes lined with firebrick set in water, 
and sometimes with fireclay which, when used, is sufficiently moist 
to be workable and adherent and is then referred to as pliable in 
distinction from brick linings. The plaintiff is one of numerous 
concerns manufacturing and selling this material. It began busi- 
ness as early as 1914 under the name of Pliable Fire Brick Com- 
pany, which, in 1924, was changed to Plibrico Jointless Firebrick 
Company. ‘“Plibrico” is a coined word, registered by the plaintiff 
in the United States Patent Office, as its trade-mark. The plain- 
tiffs business is widely extended; its sales amount to about 
$1,250,000 a year. 

In 1916, the defendant, Israel Caigan, after four years experi- 
ence in heating and engineer work, went into business for himself 
at 110 State Street, Boston, in heating, power plant and mechanical 
equipment, adopting the trade-name “‘Caigan Engineering Equip- 
ment Company.” In 1918, he added the sale of pliable firebrick 
material to his other lines. He has also carried on the business of 
repairing boilers, etc., sometimes employing three to five brick 
masons and their helpers in this boiler brick repair work. In July, 
1925, he moved to 162 Tyler Street, Boston. 

He purchased his pliable firebrick material from two of the 
plaintiff's competitors, until, in April, 1920, he arranged with the 
plaintiff for the exclusive right to sell plaintiff’s product “Plibrico.” 
in the New England States, agreeing, on his part, to handle no 
other pliable firebrick material. This arrangement continued until 
November 8, 1925, when on sixty days notice and after much fric 
tion, it was terminated by the plaintiff. Thereafter litigation arose 
between the parties, marked by much ill-feeling—with charges and 
counter-charges of slander and libel, and generally of unfair deal- 
ing—on both sides. We make no assessment of the comparative 
merits and demerits of the parties in these unseemly quarrels; but 
we must have a care not to become a party thereto by sustaining a 
frivolous or unsupported charge. 


The record is singularly lacking in any evidence dealing with 
the merits of the various outputs of this pretty common combina- 
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tion apparently of clay and cement. We find nothing to indicate 
that “Plibrico” had, or was recognized in the trade as having, any 
peculiar or unusual quality for lining boilers, over that of other 
makes of the same sort of stuff. Such good-will as attached to the 
name was grounded on advertising and pushing it on the trade. 

For about five and a half years Caigan, under the name of 
“Caigan Engineering Equipment Company,” sold “Plibrico.” How 
far any good-will that accrued in the course of this trade attached 
to the substance manufactured by the plaintiff, and how far it 
attached to Caigan doing business under the name of the Caigan 
Engineering Equipment Company, is left entirely uncertain. 
“Plibrico” is only the name attached to the plaintiff's output of a 
fairly common, unpatented material, manufactured by numerous 
concerns. 

Plaintiff's right was limited to its trade-mark. But as pointed 
out by Mr. Justice Pitney in United Drug Co. v. Rectanus Co., 
248 U. S. 90 [9 T.-M. Rep. 1], a trade-mark is not “a right in 
gross or at large, like a statutory copyright or a patent for an in- 
vention, to either of which, in truth, it has little or no analogy. 
Canal Co. v. Clark, 13 Wall. 311, 322; McLean v. Fleming, 96 
U.S. 245, 254. There is no such thing as property in a trade-mark 
except as a right appurtenant to an established business or trade 
in connection with which the mark is employed. The law of trade- 
marks is but a part of the broader law of unfair competition; the 
right to a particular mark grows out of its use, not its mere adop- 
tion; its function is simply to designate the goods as the product of 
a particular trader and to protect his good-will against the sale of 
another’s product as his; and it is not the subject of property 
except in connection with an existing business. Hanover Milling 
Co. v. Metcalf, 240 U. S. 403, 412-414 [6 T.-M. Rep. 149].” 
Cf. Ammon & Person v. Narragansett Dairy Co., 262 Fed. 880 
(10 T.-M. Rep. 191]. See also In re Jaysee Corset Co., 201 Fed. 
779 [1 T.-M. Rep. 315]. The good-will created by defendant's 
sale of “Plibrico”’ for five and a half years was obviously divided, 
in undetermined and undeterminable proportions, between Caigan 


(doing business under the name of Caigan Engineering Equipment 
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Co.) and “Plibrico.” The termination of plaintiff's relations with 
Caigan left him in full ownership of the good-will attaching to his 
name, place of business and telephone numbers. The tendency of 
customers to continue pre-existing business relations, to call the 
same telephone and to go to the same office—when wanting the same 
sort of substance, belonged to Caigan. The desire of customers 
to obtain “Plibrico,’ because of a possibly assumed special merit 
of “Plibrico” belonged to the plaintiff; it may also have created 
some good-will by advertising. 

After the termination of the defendant’s agency for New Eng- 
land, the plaintiff put six other agents into this field; and took 
Caigan’s former office at 110 State Street; but as the court below 
found, “‘seems not to have given any widespread notice that Caigan 
had ceased to represent it.” Caigan proceeded in the same general 
line of business, buying his pliable fireclay linings from another 
producer. He also had on hand a few drums containing “Plibrico.” 
He received certain orders for “Plibrico’’ addressed to him under the 
name he had used while the plaintiff’s representative. He filled 


these orders with “Plibrico” so long as his supply lasted. In not 
more than twelve cases, shortly after the termination of his rela- 
tions with the plaintiff, he filled these orders by shipping his 
pliable flint clay products. On this point the court said: 


In the years immediately following his separation from the plaintiff, 
he received from time to time orders for “Plibrico” from persons who 
supposed that he was still selling it. These orders he filled with his own 
product called “Flint Clay.” He billed it in that name. If any objection 
was made by the buyer, he explained that it was not “Plibrico,” but was 
as good or better. It is not easy to prove a course of business of this sort, 
but from the instances which the plaintiff has been able to establish I have 
no doubt that the facts are as above stated, and that Caigan’s regular 
course of business, after separating from the plaintiff, was to endeavor 
to fill all orders for “Plibrico” which came to him with “Flint Clay” and 
not to mention the difference unless it was called to his attention by the 
purchaser; and I so find. 


The court’s apparent finding of a “course ot business’ of sub- 
stituting “Flint Clay” for “Plibrico,’ whenever orders came to 
defendant for “Plibrico,”’ is clearly wrong. The overwhelming 


weight of evidence is to the contrary. The defendant took great 
pains to advertise his “Pliable Flint Clay” product in every prac- 
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ticable way. In November, 1925, after terminating his relations 
with the plaintiff, he started mailing each month to 4,200 (later 
increased to 4,500) concerns, cards and other advertising matter 
for his ““Pliable Flint Clay,’ with a return postal card attached. 
Before the trial, some five years later, he had sent out 270,000 
such advertisements. He testified without contradiction that, dur- 
ing the same period, he had travelled 145,000 miles, leaving his 
“Flint Clay” literature with every prospect called upon. His 
advertising of “Flint Clay” is plain and distinctive. So also is the 
marking on the defendant’s container. Plaintiff's drum, painted 
bright red, has stenciled on it in white, “Plibrico reg. U. S. Pat. 
Off. Jointless Furnace Lining Plibrico Jointless Firebrick Co. 
Chicago S. T. C. Method of Packing Patented July 22, 1924." The 
defendant’s drum is of reddish brown color, and has on it in white, 
““Flintelay’ Pliable Fire Brick Co., Boston, Mass.” with mallet, 
hatchet and trowel at its foot. 

This case of alleged unfair competition comes down to a very 
narrow question. Defendant had an absolute right to sell the same 
general kind of product as “Plibrico,” using the same name under 
which he had carried on his business both before and during the 
period of his representation of the plaintiff. The only evidence of 
palming off is that in not more than twelve cases, on orders ad- 
dressed to the Caigan Engineering Equipment Company, and call- 
ing for “Plibrico,” the defendant, without oral or written explana- 
tion, furnished his ‘Flint Clay Pliable Firebrick’’ product, making 
the shipments in a drum plainly so marked, and invoicing the 
shipments as “Flint Clay.” This plainly was not a palming off 
within the meaning of the law. So to hold requires a finding that 
the customers were justifiably deceived in accepting and using 
“Flint Clay Pliable Firebrick’’ instead of ‘“Plibrico,’ in the face 
of the fact that, when received, the containers and the invoices both 
showed that the orders were not filled by “Plibrico.” We cannot 
assume that these recipients were morons or that they did not act 
with ordinary care to see that they got what they really wanted. 
“A court of equity will not interfere, when ordinary attention by 
the purchaser of the article would enable him at once to discriminate 
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the one from the other.” By the court in McLean v. Fleming, 96 
U. S. 245. Compare Monro v. Tousey, 129 N. Y. 38; Columbia 
Mill Co. v. Alcorn, 150 U. S. 460. It was fair competition that 
plaintiff sought to enjoin. Compare Flagg Mfg. Co. v. Holway, 
178 Mass. 83. 

The markings on the drums and the invoices were at least 
constructive notice of the substitution. Boyd v. Buffalo Steam 
Roller Co., 149 N. Y. S. 1050, 1052, 87 Mise. Rep. 20; Kansas 
Moline Plow Co. v. Sherman, 41 Pac. 623, 625, 626; Baltimore v. 
Whittington, 27 Atl. 984, 985, 78 Md. 23a. 

The case is bare of the essential element of any device or 
designation used by the defendant for the purpose of palming off 
his goods for those of the plaintiff. Compare Rocky Mountain 
Bell Tel. Co. v. Utah Ind. Tel. Co., 8 L. R. A. n. s. 1153, 88 Pac. 
26. Caigan had sold during the five years 7,000 drums of “Flint 
Clay” pliable fire material for over $110,000; on these twelve cases 
of substitution, involving $180, he made a profit of $42. The case 
might well have been dismissed as de minimis, even if these few 
cases had been shown to be cases of actual palming off. 

We turn now to the essential parts of the decree. There is no 
evidence whatever to support paragraphs 1 and 3, which read as 
follows: 


1. That the defendant Caigan be and he hereby is permanently enjoined 
from representing in any manner that he is the sales representative of 
or has any connection with the plaintiff, or is selling its product known 
as “Plibrico.” 

3. That the defendant Caigan be and he hereby is permanently en- 
joined from representing in any way that the plaintiff has ceased to do 
business or has ceased to manufacture “Plibrico.” 


Paragraph 4, which reads as follows: 


4. That the defendant Caigan be and he hereby is permanently en- 
joined from using any cut of a drum of plastic firebrick with tools ar- 
ranged about the bottom of the same to advertise any product or service 
which competes with the product or service of the plaintiff; except that 
the defendant Caigan may use such advertising containing such cuts as 
he now has on hand, 


has, since the argument in this court, been waived by plaintiff's 
counsel, 


Paragraph 2, which reads as follows: 
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2. That the defendant Caigan be and he hereby is permanently en- 
joined from acting upon any orders addressed to the plaintiff, or its 
representatives, otherwise than by forwarding the same to the plaintiff, 
and from filling any orders calling for the prdouct of the plaintiff known 

j as “Plibrico” with any material other than “Plibrico,” 
is, as to the first part, entirely unsupported by the evidence. The 
last part, enjoining the defendant from filling orders for “Plibrico” 
with any other material, cuts off defendant from his plain right to 
persuade, directly or indirectly, the customer to take his “Flint 
Clay” output instead of “Plibrico.” It overlooks the absence of 
. the essential element of deception in the substitution of a differently 
named substance, performing the same function; it prevents de- 
fendant from using his portion of the good-will created during his 
five and a half years of selling the plaintiff’s product. 

On the whole, we are of the opinion that the plaintiff makes 
out no case of unfair competition by its former New England agent, 
and that the case must be reversed with costs. Compare Flagg 
Mfg. Co. v. Holway, 178 Mass. 83; Hildreth v. McDonald, 164 
Mass. 16. 

The decree of the District Court is reversed and the case is 
remanded to that court for further proceedings not inconsistent 
with this opinion; the appellant recovers costs in both courts. 


CHESEBROUGH MANUFACTURING CompPpaNy, CoNSOLIDATED v. Davip 
GREENBERG AND SAMUEL RirF, Co-PartNners (doing business 
under the firm name and style of Unirep PHarmaceutTicat Co.) 


United States District Court, Eastern District of New York 
May 26, 1933 


‘TRApE-Marks—INFRINGEMENT—"VASELINE” ON PETROLEUM JELLY. 

After plaintiff and its predecessors had adopted and widely 
used on their petroleum jelly a certain trade-mark, which consisted of 
the word “Vaseline,” which mark had been duly registered in the 
Patent Office, defendant, held guilty of infringement in selling, offer- 
ing for sale and passing off on customers as plaintiffs petroleum jelly, 
jelly not of plaintiff's manufacture, but bearing the word “Vaseline.” 

Unrar Competition—Use or Deceptive LaBe-s. 
The use by defendant on petroleum jelly not manufactured by 
plaintiff of blue labels with white lettering and of blue caps or seals 
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on the containers, all being deceptively similar to plaintiff's style and 
color of label and container, held unfair competition. 
TrapE-Mark INFRINGEMENT—UNFaiR ComPETITION—Svuits—DaMacEs. 

In the case at issue, plaintiff held entitled to recover from de- 
fendants the sum of one thousand dollars, together with costs of the 
suit, in lieu of an accounting. 

In equity. Action for trade-mark infringement and unfair 


competition. Decree for plaintiff. Final decree. 


Wm. Wallace White, Wallace White, and Hugh Morris, all of 
New York City, for plaintiff. 
Lewis Nadel, of New York City, for defendants. 


Gatston, D. J.: This cause came on to be heard at this term, 
and was argued by counsel; and thereupon, upon consideration 
thereof, it was ordered, adjudged and decreed, as follows, viz.: 

1. That plaintiff is engaged in the manufacture and sale 
throughout the United States and in foreign countries generally, of 
petroleum jelly and products thereof, and is the successor to and 
owner of the business founded by Robert A. Chesebrough in the 
City of New York in or about the year 1865. 


2. That plaintiff is the owner of the following trade-mark 
registrations, duly issued by the United States Patent Office, all of 
which are good and valid in law, namely: 


WROE  o6ceditiew aa uns No. *44,790 dated July 25, 1905 

Blue Seal *45,188 “ August 8, 1905 

Vaseline 140,345 March 15, 1921 

Blue Seal Cap 161,098 November 7, 1922 

Blue Seal Cap 283,824 June 9, 1931 

Carton 284,672 July 7, 1931 

Blue Label 286,262 August 25, 1931 

3. That plaintiff has long made it a practice to put up and 
market large quantities of its white petroleum jelly in bottles 
bearing blue labels with white lettering, including the trade-mark 
“Vaseline,” the name of the product “White Petroleum Jelly,” a 
statement of the purposes for which the product is intended, and 
the name and location of the manufacturer; that such bottles are 
provided with metal screw caps so designed as to give the effect of 
a blue seal; that the trade-marks “Blue Seal’ and “Vaseline’’ are 


* Renewed. 
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displayed on said caps or seals; that the color scheme and get-up 
of the bottles comprising a blue label with white lettering on the 
side of the bottle and blue cap or seal have come to be recognized 
as the distinctive get-up identifying the white petroleum jelly of 
the plaintiff; that these bottles are sometimes sold unwrapped as 
described above, and sometimes packed in cartons; that said car- 
tons are of ordinary pasteboard having in blue ink on each of the 
four sides a panel enclosing printed matter, and on the top a 
representation of a blue seal; that the trade-marks “Blue Seal” and 
“Vaseline” are displayed on such blue seal; and that the get-up 
and color scheme of said cartons have come to be recognized as 
identifying the white petroleum jelly of the plaintiff. 

4. That the defendants have offered for sale as ‘“‘Vaseline,” 
sold, as “Vaseline,” and passed off upon customers as and for 
“Vaseline” petroleum jelly, other petroleum jelly not of plaintiff's 
manufacture, packed in bottles of substantially the same size and 
shape as plaintiff's bottles bearing blue labels with white lettering 
thereon and blue metal screw caps or seals, said label having dis- 
played thereon the word “Vaseline” and said bottles being packed 
in cartons of ordinary pasteboard having in blue ink on each of the 
four sides a panel enclosing printed matter, and the word “Vaseline” 
appearing on three of the four sides of said carton as well as on the 
top thereof; and that such petroleum jelly so packed has been 
placed on the market, and offered and sold to the public as and for 
“Vaseline” petroleum jelly. 

5. That the defendants, subsequent to, and in violation of, a 
preliminary injunction issued out of this court, offered for sale, 
sold, and passed off upon customers or caused to be offered for sale, 
sold and passed off upon customers as and for plaintiff's petroleum 
jelly, other petroleum jelly, not of plaintiff's manufacture, packed 
in bottles which in turn were packed in cartons of ordinary paste- 
board having in blue ink on each of the four sides a panel enclosing 
printed matter, and having displayed on two of the sides of said 
carton as well as on the top thereof representations of a blue seal. 

6. That the offering for sale and selling by defendants of 

petroleum jelly marked “Vaseline” as described in paragraph 4 of 
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this Decree has been and is an infringement upon the said exclu- 
sive rights in and to said trade-mark “Vaseline” and upon plain- 
tiffs rights in the registrations thereof Nos. 44,790 and 140,345 
aforesaid. 

7. That the offering for sale and selling by defendants of 
petroleum jelly in bottles having blue caps or seals as described in 
paragraph 4 of this decree has been and is an infringement upon 
the said exclusive rights in and to said blue seal trade-mark and 
upon plaintiff's rights in the registrations thereof Nos. 45,138, 
161,098 and 283,824 aforesaid. 

8. That the offering for sale and selling by defendants of 
petroleum jelly in bottles having blue labels with white lettering 
thereon as described in paragraph 4 of this decree has been and 
is an infringement upon the said exclusive rights in and to said 
blue label trade-mark, and upon plaintiff's rights in its registration 
thereof, No. 286,262 aforesaid. 

9. That the offering for sale and selling by defendants of 
petroleum jelly in cartons displaying a blue seal representation as 
described in paragraph 5 of this decree is an infringement upon 
the said exclusive rights in and to said blue seal trade-mark and 
upon plaintiff's rights in the registrations thereof Nos. 45,138, 
161.098 and 283,824 aforesaid. 

10. That the offering for sale and selling by defendants of 
petroleum jelly packed in cartons aforesaid has been and is an 
infringement upon the said exclusive rights in and to said carton 
trade-mark, and upon plaintiff's rights in its registration thereof 
No. 284,672 aforesaid. 

11. That the selling by defendants of petroleum jelly in bottles 
having blue labels with white lettering thereon and blue caps or 
seals, and the selling by defendants of same in ordinary pasteboard 
cartons having substantially plaintiff's panel arrangement in blue 
ink on the sides thereof is likely to result in defendants’ product 
being mistaken for plaintiff's product by persons intending to pur- 


chase plaintiff's product, designedly enables dealers to pass off the 
product of defendants as that of plaintiff, and constitutes unfair 
competition with the plaintiff. 
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12. That an injunction issue out of and under the seal of this 
court perpetually enjoining and restraining the said defendants, 
jointly and severally, their agents, servants, employees, and all 
those claiming or holding through or under the defendants, or 
either of them, from offering for sale, selling, putting out, passing 
off, or taking any part in, or in anywise contributing to, the sale 
of any petroleum jelly not by or for the plaintiff made, under the 
name or mark “Vaseline’’ or under any other name, mark or 
representation, imitating or simulating the trade-mark “Vaseline,” 
or the trade-mark “Blue Seal,” or in any bottles or packages bear- 
ing blue labels with or without white lettering thereon, or blue 
caps or seals with or without white lettering thereon, or includ- 
ing cartons having panel or panels and printed matter similar to 
that of plaintiff's cartons, whether or not printed in blue ink, or in 
any other manner imitating plaintiff's carton; and from selling or 
passing off petroleum jelly not by or for the plaintiff made, how- 
ever marked or packed, as and for “Vaseline.” 

13. That the plaintiff in lieu of an accounting recover from the 
defendants, David Greenberg and Samuel Riff, copartners doing 
business under the firm name and style of United Pharmaceutical 
Co. the sum of one thousand dollars and that the plaintiff recover 
of the defendants the sum of $32.90 costs as taxed by the Clerk 
of the Court amounting in all to the sum of $1,032.90, and have 
judgment and execution therefor. 


GENERAL BakiNnG Co. v. Grocers’ Bakine Co. 
(3 F. Supp. 146) 


United States District Court, Western District of Kentucky 


February 8, 1933 


TrapE-Marks—INFRINGEMENT—‘VitTaAMIN D” Usep Wirth 
“Honey-Krust” on Breap. 

Plaintiff, which had for many years put out bread under the words 
“Bond Bread” and representations of a bond, began in 1931 to manu- 
facture the said bread under a patent whereby “Vitamin D” was in- 
corporated in the bread, and to sell the same as “Sunshine Vitamin D 
Bond Bread.” Defendant, which had been putting out bread under 


“Bonn,” AND 
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the trade-mark “Honey-Krust” and ornamental features consisting of 
a sun device, began also in the fall of 1931 to put out similar bread 
which it designated as “Honey-Krust Vitamin D Bread.” In an action 
to restrain defendant from the use of the words “Vitamin D” on its 
bread, held there was no infringement, as plaintiff did not appropriate 
the exclusive right to advertise or market bread under the designation 
“Vitamin D,” particularly as such had not acquired a secondary mean- 
ing identifying its bread. 
Unrair Competit1ion—UseE or Stmitar CONTAINERS. 

The use by defendant on its bread of wrappers consisting of oiled 
paper whereon appeared a zigzag blue ribbon and French ovals, having 
a red center and a white border, together with representations of a sun 
having a yellow center and rays emanating therefrom, held not to be 
deceptively similar to plaintiff's wrapper, which consisted essentially 
of white oiled paper with representations of a bond appearing thereon, 
inasmuch as the respective wrappers were not so similar as to deceive 
even the most casual purchaser. 


In equity. Action for alleged trade-mark infringement and 


unfair competition. Injunction denied. 


Crawford, Middleton, Milner § Seelbach, of Louisville, Ky., 
and F. P. Warfield and T. R. V. Fike, both of New York 
City, for plaintiff. 

Garnett 5 Van Winkle, and W. W. Wyatt, all of Louisville, 
Ky., and Howard S. Neiman, of New York City, for de- 
fendant. 


Dawson, D. J.: This is a suit for alleged infringement of 
trade-mark and for unfair competition, the plaintiff being a citizen 
of the State of New York and the defendant a citizen and resident 
of the Western District of Kentucky. The cause is before me on 
motion for a temporary injunction. 

Both the plaintiff and defendant for many years have been 
engaged in the baking and marketing of bread. The plaintiff has 
many plants located in nineteen different states, including one at 
Louisville, Ky., while the defendant has a plant at Louisville, Ky., 
one at Lexington, Ky., and owns or controls plants at Johnson 
City, Tenn., New Albany, Ind., and Bedford, Ind. 

Prior to May, 1931, the plaintiff for many years had sold a 
bread which it called “Bond Bread,’ which name, together with 
certain distinctive and identifying insignia, was at an early date 
in its business adopted by the plaintiff as its trade-mark. For many 
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years prior to May, 1931, plaintiff had been wrapping its bread in 
a white oil paper which had impressed upon it representations of 
a bond with the words “Bond Bread” and other words printed 
within the borders of these representations, and around the edge of 
the paper smaller representations of a bond, with the word “Bond” 
printed thereon. 

During a considerable portion of this same time the defendant 
was advertising and marketing a bread known as ‘“‘Honey-Krust.”’ 
In 1921 the defendant commenced the marketing of its “Honey- 
Krust” bread in oil paper, with the trade-name “Honey-Krust”’ 
printed in large letters on the wrapper, and also certain other 
insignia not necessary here to mention. From time to time there 
were some changes made in the oil wrapper, but always in con- 
nection with its trade-name of “Honey-Krust.” In 1928 the 
defendant adopted an oil wrapper which, in addition to the words 
“Honey-Krust,” had on it a rather large French oval, with the 
words “Honey-Krust” in large letters running through the middle 
of the oval and a border of small French ovals. The bread mar- 
keted under this wrapper had honey as one of its ingredients. The 
defendant, during this period of time, was advertising and market- 
ing not only a bread claimed to contain honey, but also one which 
had no such ingredient in it, and in February, 1930, it adopted 
as a design for the wrapper in which its bread not containing honey 
was marketed an oil paper with a Z-shaped blue ribbon running 
through the center of the wrapper, with a large gold seal between 
each angle of the ribbon with the words “Gold Seal” across the 
face thereof, and with a border composed of a narrow zigzag blue 
ribbon, with a small gold seal at each point of the ribbon with the 
words “Gold Seal Bread” and “Made by Honey-Krust Bakers’”’ 
alternating on these small gold seals. 

In February, 1931, the plaintiff, by contract with National 
Foods, Limited, the licensee of Wisconsin Alumni Research Foun- 
dation, secured the exclusive right to incorporate in bread and 
breadstuffs throughout the United States vitamin D obtained under 
Steembock patent, No. 1,680,818, owned by said Wisconsin Alumni 
Research Foundation, and the first bread containing this element 
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was produced and marketed from its Boston, Mass., plant on 
March 16, 1931, and from then until October 12, 1931, plaintiff 
was engaged in making, advertising, and selling such bread from 
various other plants owned by it. On May 9, 1931, plaintiff 
adopted as the wrapper for this bread an oil paper with the same 
insignia thereon as it had theretofore used in marketing its ““Bond’”’ 
bread, with the addition of the representation of a large sun, hav- 
ing a yellow center, with a grayish band surrounding the yellow 
center and staggered red rays radiating therefrom, the yellow 
center bearing the words, “This bread brings you the extra Sun- 
shine Vitamin D you need,” and printed on the band surrounding 
the yellow center the words, “Licensed by the Wisconsin Alumni 
Research Foundation under Steembock Patent No. 1,680,818.” 
The wrapper also had a representation of small suns, with vellow 
centers and staggered red rays radiating therefrom between each 
of the small representations of bonds appearing on the border of 
the wrapper. The plaintiff, from the time it commenced to market 
its “Vitamin D Bond Bread,” conducted an extensive and expen- 
sive campaign, advertising its product under the name of ‘“Sun- 
shine Vitamin D Bond Bread,” the first advertising in Louisville 
appearing on October 5, 1931. The bread was first put out in 
Louisville from its Louisville plant on October 12, 1931. 

On August 25, 1931, the defendant entered into an agreement 
with National Oil Products Company, licensee of University 
Patents, Inc., the owner of Theodore F. Zucker Patent No. 
1,678,454, by which it was given the right to incorporate in bread 
made, sold, and distributed from its Louisville, Ky., Johnson City, 
Tenn., New Albany, Ind., Bedford, Ind., and Lexington, Ky., 
plants vitamin D obtained under said Zucker Patent. University 
Patents, Inc., is owned and controlled by Columbia University. 
It is apparent from the record that since the latter part of 1929 the 
defendant had been investigating the feasibility of incorporating 
vitamin D in the bread made and marketed by it. On October 6, 
1931, it placed upon the market, bread produced by it at its Louis- 
ville, Ky., plant as a licensee under the Zucker patent. This bread 


was marketed in a wrapper which was a combination of its Honey 
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Krust wrapper and the Gold Seal wrapper heretofore referred to, 
with certain additions thereto. This wrapper retained the zigzag 
blue ribbon effect used on its Gold Seal wrapper and the French 
ovals used on the “Honey Krust’’ wrapper. The large French ovals 
had a center of red with a narrow border of white merging into a 
wider border of blue, with the words “Vitamin D” printed in white, 
with blue shading appearing near the top of the red center, and the 
word “Loaf” similarly printed near the bottom, and between the 
two the words “Honey Krust” printed in blue, with white shading. 
Alternating on the border of the paper were a small circle and a 
small French oval, each having a yellow center and red circum- 
ference, the circles having printed therein the words “Vitamin D” 
and the French ovals the words “Honey Krust.” The wrapper also 
contained the representation of a large sun with a yellow center 
and red circumference, with broad yellow rays radiating therefrom, 
and within these yellow rays narrow staggered red rays. The 
center of the suns appearing to the left of the blue ribbon in the 
middle of the wrapper contained these words, “The Vitamin D 
contained herein was produced under U. S. Patent Number 
1,678,454, developed in the laboratories of and controlled by Colum- 
bia University.” The large suns to the right of the blue ribbon 
contained in the center these words, “Contains the Sunshine Vita- 
min ‘D.’”” Defendant engaged in a more or less extensive adver- 
tisement of its vitamin D bread, advertising it as “Vitamin D 
Honey-Krust Loaf,” and as bread containing the “Sunshine Vita- 
min D.” 

A careful consideration of all the evidence in this case, and 
indulging the presumption that the court knows what is common 
knowledge, leads me to the conclusion that the plaintiff is not en- 
titled to appropriate as its exclusive property in the marketing 
and advertising of bread the words “Sunshine Vitamin D.’’ It is 
generally known and understood that vitamin D has the same effect 
upon animal life, including human beings, as the ultraviolet rays 
of the sun. Such has been the understanding from the writings 
of scientists almost from the date of the discovery of this vitamin, 
and the evidence in this case I think abundantly establishes this 
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fact. I think the record in this case justifies the conclusion that 
the terms “Sunshine Vitamin,” “Vitamin D,’ and “Sunshine Vita- 
min D” are interchangeable terms, commonly used to designate 
vitamin D. Such being the case, the words “Sunshine Vitamin D” 
are not capable of being appropriated by any one as a trade-mark 
in connection with his product, any more than the words “Vitamin 
D” are capable of being so appropriated. I do not think the plain- 
tiff could successfully maintain that by advertising its product as 
“Vitamin D Bond Bread,” it could prevent the defendant from ad- 
vertising its product as “Vitamin D Honey-Krust Loaf.” In each 
instance, assuming that each of the products contained vitamin D, 
the use of the words “Vitamin D” in connection with the trade- 
name of its bread would be merely descriptive of the bread. It 
would merely indicate that the bread contained vitamin D. 
Similarly, the advertisement of plaintiff's product as “Sunshine 
Vitamin D Bond Bread” merely indicates that the “Bond Bread” 
put out by it contains vitamin D. As it is apparent that the plain- 
tiff cannot appropriate unto itself the exclusive right to market 
bread containing vitamin D, I think it necessarily follows that it 
cannot appropriate unto itself the exclusive right to advertise its 
bread as containing that element. 

Neither do I think the proof in this case sustains plaintiff's con- 
tention that the words “Sunshine Vitamin D” have acquired any 
such secondary meaning as that it can be said, when used in con- 
nection with bread, that the public understands that they refer to 
and mean plaintiff's bread. As I understand the law, in order for 
words not otherwise capable of being appropriated as a trade-mark 
to acquire a secondary meaning to the extent that the claimant is 
entitled to protection in their use, they must be so associated in 
the mind of the ordinary buying public with the claimant’s product 
as that they mean to such buying public the claimant’s product, and 
no other. I think the proof in this case falls far short of meeting 
this test. 

It only remains to determine if defendant has been guilty of 
unfair trade competition in the wrapper used by it to market its 
“Vitamin D Honey-Krust Bread” and in its advertising of this 
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product. In this connection I think it must be conceded that the 
plaintiff cannot claim an exclusive right to the use of a representa- 
tion of the sun on its wrappers and in its other adyertising. It can 
complain only if the defendant has intentionally used wrappers and 
advertising so similar to plaintiff's wrappers and advertising as to 
mislead the ordinary and casual buying public into buying the de- 
fendant’s product in the belief that the plaintiff's product is being 
purchased. In an unfair competition case the intent of the de- 
fendant to mislead is a necessary element, although, of course, 
where the imitation by the defendant is so slavish that the inevitable 
consequence is deception, the intent will be presumed. So far as 
the wrappers are concerned, I recognize the rule that the similarity 
is not to be determined by placing the wrappers side by side and 
comparing the two. I think the test to be applied is whether the 
defendant’s wrapper, when seen and casually examined by the 
ordinary purchaser, is sufficiently like the mental picture and recol- 
lection such a purchaser would have of the plaintiff's wrapper as 
to mislead him into the belief that he is purchasing plaintiff's goods. 
This question, in my judgment, must be answered against the plain- 
tiff. It seems to me that the two wrappers have no real similarity 
whatever, except the representations of the sun on each, and there 
is very little similarity even in these representations. The pre- 
dominant features of the plaintiff's wrapper are the representa- 
tions of a bond and the words “Bond Bread,” while the predominant 


_ features of the defendant’s wrapper are the blue ribbon and the 


large French oval, and the words ““Honey-Krust.”’ The color of the 
paper used in the plaintiff's wrapper is white, while the large 
vellow rays on the defendant’s wrapper give to it a general yel- 
lowish cast. It seem to me that a person familiar with the plain- 
tiff's wrapper would have impressed upon his mind that it was 
white paper covered with numerous representations of a bond and 


with the words “Bond Bread” appearing in numerous places there- 


on, none of which appear on the defendant’s wrapper. I cannot 
see how it can be said that even the most casual purchaser of de- 
fendant’s bread, inclosed in its wrapper, would be misled by the 
wrapper into the belief that he is purchasing plaintiff's bread. 
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Much is made of the similarity of defendant's advertising to that 
used by the plaintiff; but when it is borne in mind that each of the 
parties was intent upon advertising its bread as containing the 
recently discovered element vitamin D, there remains very little 
support for plaintiff's contention that the similarity grew out of 
defendant’s desire to reap the benefit of plaintiff’s advertising. 
The words used by each are what one would naturally expect to 
find in the advertisement of a merchant proclaiming that his product 
contains this element so vital to the physical well-being of man. 

Plaintiff's contention that the use by the defendant of the radio, 
newspapers, and letters to advertise its product is evidence of 
defendant’s general plan to copy its method of advertising, deserves 
but little consideration. In using these mediums of building up a 
market for its product, defendant was following a general practice 
of the advertising world, upon which the plaintiff certainly can 
claim no monopoly. 

For the reasons stated, the temporary injunction must be denied. 


Mary Garpen v. Parrumerie Rigaup, INc. 
New York Supreme Court 
April 20, 1933 


Trape-Marks—Personat Names—“Mary Garpen’—License to Use— 
REvocaBILITY. 

Plaintiff, in 1909 licensed the defendant’s predecessor to use her 
name and portrait as a trade-mark for a perfume, known as “Parfum 
Mary Garden.” Held that under the law of the State of New York a 
gratuitous license to use name and portrait is revocable at any time, 
even though action has been taken thereon. The defendant was, ac- 
cordingly, restrained from further use of plaintiffs name and portrait, 
except that it was permitted to sell any perfumes already on hand or 
in process of manufacture with the said trade-mark. 


In equity. Action to enjoin use of personal name as trade- 
mark. Judgment for plaintiff. 


Green & Hurd, (F. B. Hamlin, of counsel), and Robert S. 
Allyn, all of New York City, for plaintiff. 
Mock & Blum, of New York City, for defendant. 
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Scumuck, J.: Aggrieved and irritated by the lavish use of 


her name and picture, the plaintiff invokes Sections 50 and 51 of 
the Civil Rights Law. She insists that her protest be judically 
heeded and the defendant restrained from advertising its wares 
through her as the medium of capturing public favor and patronage. 
Inspecting the law, the following observations seems appropriate. 
The right of privacy is not only recognized, but by Section 50 sought 
to be protected. The relief an offended individual may have is 
clearly defined by Section 51. A study of these provisions has led 
the courts to declare as absolute, the right of any living person to 
enjoin the use of name, portrait or picture for advertising or trade 
purposes unless written consent so to do is first obtained. Plain- 
tiff’s denial of consent, in view of the communications subscribed 
by her and the long period of time defendant to her knowledge used 
her name and picture, is difficult to accredit. In 1909 plaintiff 
unquestionably permitted Doctor Mason, who gallantly presented 
her with samples of the perfume with which he desired to connect 
her name, her beauty and her popularity, to designate the product 
as “Parfum Mary Garden.” No other inference can be drawn 
from the writing signed by her and which reads, “I am pleased to 
give you herewith permission to use my name and portrait in con- 
nection with the perfume which you have originated known as the 
perfume Mary Garden.” Nor can belief be extended to the claim 
that the import of this document was unknown to her and never 
intended to allow the defendant’s predecessor this privilege. Not 
only did she maintain silence for more than twenty (20) years 
while Rigaud made use of her name and portrait, but entranced 
perchance by the seductiveness of the aroma of the perfume she 
indulged herself in poetic flight by writing Doctor Mason, “How 
could I object to anything so charming. And thanks a million 
times for the bottles already received.” Of all the objections 
raised by plaintiff only one is worthy of judical consideration. 
But that one is sufficient for the maintenance of this action and 
entitles her to the relief sought. Out of the stupendous array of 
objections the one that permission to use name and portrait is 
revokable stands out with force. It is the well-settled law of this 
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state that a gratuitous license—and that is the best that can be said 
of the permission granted by plaintiff—to use name and portrait, 
is revokable at any time even though action has been taken upon it. 
The court cannot lend itself to defendant’s claim that having trade- 
marked the articles and invested considerable money to popularize 
it no revocation is possible. It may well be that by revocation 
serious impairment of business results. But that is a danger and 
risk assumed in accepting a consent unlimited as to time and against 
which, in the beginning, guard could easily be had. 

Regardless of plaintiff's reason for her refusal to continue 
permission to use her name, and even admitting that her reason is 
ulterior and mercenary, it cannot be denied that her name and her 
portrait are her own during life solely at her disposal. She, 
therefore, cannot be gainsaid in her refusal and defendant must be 
restrained. However, whatever wares have been manufactured by 
the defendant or are in the process of manufacture may be purveyed 
by the defendant, but no new perfume or other toilet accessory may 
be produced as Mary Garden perfume or perfumed with parfum 
Mary Garden. Judgment for plaintiff. Submit findings accord- 
ingly. No costs. 


Martin H. Situ Co. v. AMERICAN PHARMACEUTICAL Co. ET AL. 


New York Supreme Court—Special Term 


‘TrapE-Marks—INFRINGEMENT—“Ercor” ano “Apion” —Generic Terms. 
Plaintiff, a drug manufacturer, held not entitled to restrain defen- 
dants from using the words “Ergot” and “Apiol” as the name of the 
drugs known as such to the trade, inasmuch as both names are generic 
and descriptive terms. The complaint was, accordingly, dismissed. 


In equity. Action for alleged trade-mark infringement. Bill 
dismissed. 


Munn, Anderson, Stanley, Foster & Liddy, (George Gordon 
Battle, of counsel), all of New York City, for plaintiff. 
Louis Barnett, (Nathan Burkan and Morris Kirschstein, of 


counsel), all of New York City, for defendants. 
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Carew, J.: The names “ergot” and “apiol’’ of drugs and the 
combination of them, “ergot-apiol,’” are the common property of 
the world. The plaintiff by coining the word “ergoapiol’” as the 
name of its product voluntarily incurred the risk and possibility 
of confusion. It cannot forbid others the use of the combination 
/ “Ergot-apiol.” The plaintiff's boxes, wrappers, labels and insert 

nests for safe packing have never been constant in form, style, 

colors, tints, printing or legends. They have quite recently ap- 

proximated the already adopted wrappers, etc., of the defendant, 
; not, however, as yet to the point of confusion or misleading anyone 
i at all interested in obtaining the plaintiff's product. Both as to 





















: trade-mark and wrappers, etc., plaintiff cannot justly complain. 
‘ Volenti non fit injuria. There has been no fraud, misleading con- 
i 

| fusion, deceit, damage nor injury. The only competition the plain- 


tiff has to fear is that the defendant’s article sells to druggists for 
$3 per dozen while the plaintiff’s sells for $14 per dozen and the 
druggists naturally push the defendant’s article when they can, 
even to any substitution which might be found. Judgment for the 
defendants dismissing the complaint on the merits, with costs. 
Submit findings and decree accordingly. 


GRAVES ET AL. Vv. WHITEMAN 
(263 N. Y. S. 592) 


New York Supreme Court, Albany County 


March, 1933 

















Trape-Marks—PERSON AL 
ING. 

A person’s right to a distinct designation may be established under 
the doctrine of secondary meaning and he may through user become 
entitled to protection against infringement, especially when such use 
by another leads to unfair competition. Where, therefore, plaintiff, 
an orchestra leader, had become known in several states as “King Jazz” 

and had conducted his business thereunder, the subsequent adoption 
and use by the defendant of the name “King Jazz and His Orchestra, 
Incorporated,” held sufficient ground for maintaining suit for unfair 
competition, and defendant’s motion to dismiss was denied. 


APPELLATIONS—“Ki1nG JAzz’—SECONDARY MEAN- 
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In equity. Action for unfair competition in the use of an as- 
sumed trade-name. On defendant’s motion to dismiss the com- 
plaint. Motion denied. 


Louis F. O’Neill, (John DeGraff, of counsel), both of Albany, 
N. Y., for plaintiffs. 
Gilbert & Gilbert, of New York City, for defendant. 


Scuenck, J.; The defendant moves for judgment dismissing 
the complaint herein on the ground that it does not state facts 
sufficient to constitute a cause of action. While the motion is made 
on the complaint and answer, only the complaint may be considered, 
and all of the material allegations therein contained must be con- 
sidered admitted and taken as true, and every reasonable inference 
to be drawn therefrom must be resolved in favor of the pleading. 
Denials contained in the answer or statements contained in affidavits 
cannot be here considered, hence the determination of the issue 
raised is confined to the sufficiency of plaintiff's allegations as set 
forth in his complaint. What the evidence in a trial may show or 
what the allegations set forth in papers submitted on a former 
motion for a temporary injunction may indicate, has no bearing on 
the issue here submitted, and the fact that the plaintiff failed to 
establish his right to injunctive relief is not an adjudication of the 
merits of the alleged cause of action. The complaint alleges that 
the plaintiff is a professional musician, an orchestra leader; that 
some time years ago he became locally known as the leading ex- 
ponent of jazz music, and in 1915 the name “King Jazz’ was ap- 
plied to him and about that time adopted by him; that since 1915 
he has conducted his business exclusively under the names “King 
Jazz,” “King Jazz and His Orchestras,” ‘““King Jazz Himself and 
His Orchestras,” and “King of Jazz and His Orchestras’’; that he 
has played musical engagements under such designations in various 
states, including New York, Massachusetts, New Hampshire, Con- 
necticut and Vermont. 

That in 1924, he was incorporated in the State of New York 
under the name of “King Jazz and His Orchestras, Inc.,’ and 
thereafter by publicity and advertising exploited the name of “King 
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Jazz” and “King Jazz and His Orchestras,’ and thereby built an 
exclusive and valuable good-will in connection with such names and 
business; that since 1915 in the exploitation of these names and his 
business, he has played at radio stations for electrical transcrip- 
tions and has had engagements in the states heretofore mentioned, 
and in addition in the states of Ohio and Pennsylvania, and in 
Canada; that by the use of these names the plaintiff has become 
known to the musical profession and public, and that these names 
thereby acquired a meaning distinctive to the plaintiff and his 
orchestras. 

Plaintiff further alleges in his complaint that the defendant 
herein since 1930 has appropriated and advertised himself and his 
orchestras under the name of “King Jazz,’ and particularly so 
throughout the territory in which the plaintiff has appeared; that 
such use by the defendant has misled and deceived the public and 
in substance created a competition against the plaintiff with the 
alleged result that the plaintiff’s good-will and business reputation 
had been injured and damaged thereby. The complaint seeks a 
judgment of injunction and damages. 

A person’s right to a distinct designation may be established 
under the doctrine of secondary meaning, and he may through user 
become entitled to protection against infringements, especially when 
such use by another results in unfair competition. Kayser & Co. 
v. Italian Silk Underwear Co., 160 App. Div. 607, 146 N. Y. S. 
22 [3 T.-M. Rep. 405]; Fishel & Sons v. Distinctive Jewelry Co., 
196 App. Div. 779, 188 N. Y. S. 633 [11 T.-M. Rep. 360]; Al- 
bany Packing Co. v. Crispo, 227 App. Div. 591, 237 N. Y. S. 614, 
affirmed 253 N. Y. 607, 171 N. E. 803 [19 T.-M. Rep. 512]. The 
existence or the extent of the right, if any, thus acquired, depends 
upon the proof of facts which plaintiff must establish upon the trial. 
The decisions of our courts indicate the character of the evidence 
necessary to sustain such a cause of action, and it is not necessary 
here to refer to the elements of proof essential for the plaintiff to 
make out his case. I do hold, however, that proof of the allegations 


contained in the complaint may establish a cause of action and that 
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the issue presented on this motion cannot be disposed of on the 
theory that there will be a failure of such proof. 
Order may be entered denying the motion, with $10 costs. 


Bayvuk Ciaears, Inc. v. FIne 
(163 A. 799) 


Court of Chancery of New Jersey 
January 12, 1933 


Trape-Marks anp Unrair Competition—Deceptive LABEL. 
Where a name or label is adopted as the means of poaching upon 
the business of another, the use of such name or label will be enjoined. 
Trape-Marks anp Unrair ComPetition—“PHILADELPHIA” FOR CIGARS. 
Plaintiff had for many years put out a handmade cigar under the 
trade-name “Philadelphia,” which word it had favorably identified to 
the public with such cigars. The cigars were sold in boxes bearing the 
word “Bayuk” Philadelphia Handmade Cigars and retailed at ten 
cents. In 1930 the defendant, having bought from its owners the right 
and exclusive use of the words “Philadelphia Seal,’ began to put out 
cigars bearing these words, shown in connection with the word “Hand- 
made,” although the cigars were not handmade nor made in Philadel- 
phia. Held that defendant’s label was deceptively similar to plaintiff's 
and the use of the word “Philadelphia” on the former’s label was, ac- 
cordingly, enjoined. 


In equity. Action to enjoin unfair competition in the use of a 
trade-mark and label. Injunction granted. 


McCarter & English, (A. F. Egner), all of Newark, N. J., for 
complainant. 


Philip J. Schotland, of Newark, N. J., for defendant. 


Backes, V. C.: The Bayuk Company built its reputation on 
its ““Philadelphia’”’ handmade cigar. It spent millions in putting 
the brand on the market, and its clientele among the slaves to the 
weed is extensive. To them, to paraphrase, “the brand is a smoke”’; 
it touches the indefinable. Smokers understand. 

The defendant is, and for many years has been, a jobber in 
cheap cigars, having them made and packed by different manufac- 
turers and labelled under various trade-names assumed by him 
from time to time; the latest being “Philadelphia Seal’”’ handmade 
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cigar. This label, on cigar boxes and cigar bands, in package, was 
designed to resemble the label on the complainant’s boxes of cigars 
and to mislead consumers. Juxtaposed, the knowing and careful 
buyer would have no difficulty in distinguishing the packages, for 
at the top of the respective labels is “Bayuk’ and “Sidsons.”’ 
Separated, the imitation is not apparent to the casual and unwary, 
who, after smoking the defendant’s inferior brand, lays his disap- 
pointment to decadence of his favorite cigar, and the complainant 
loses caste and its trade a customer; so is the history. 

The defendant planned the raid on the complainant’s trade in 
1930. The word “Philadelphia” being the symbol of the com- 
plaint’s trade-mark and the cigars being commonly known as 
“Phillies,” the defendant’s first step was to search for a cigar trade- 
mark bearing the word “Philadelphia” to serve as a decoy as well 
as a shield. Sidney J. Freeman & Son, New York cigar brokers, 
owned a number, among them “Philadelphia Seal,’ which, on labels 
used by them, bore not the slightest resemblance to that of the com- 
plainant’s. The defendant purchased the right to the exclusive 
use of the trade-mark for a period of five years, and forthwith 
transformed the label into a garb with most of the raiments of the 
complainant’s label, giving “Philadelphia” the prominence in form 
and location like the complainant’s, adding “Sidson’” at the top 
and “Hand Made” beneath “Philadelphia Seal.” The defendant’s 
cigars are not made in Philadelphia, they are not handmade, and 
“Philadelphia” was selected solely with the ulterior purpose, later 
accomplished, of exploiting the complainant’s business. 

The defendant is frank enough with his trade—the dealers— 
pointing out to them that his brand is “Sidson’s Philadelphia Seal” 
handmade cigars, but with a cunning reserve that they have it in 
their power to palm off his cigars to the consumers as the com- 
plainant’s goods, and with knowledge that it is being done. The 
incentive to the unscrupulous dealers is the price of $35 per 
thousand cigars which they retail to the public at 10 cents a piece, 
as against the complainant’s cigar, for which they must pay $75 per 
thousand. The trick is turned by the defendant packing a 5-cent 


cigar in a 10-cent marked box resembling the complainant’s package 
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even to the location of the complainant’s 10-cent price legend on the 
upper left-hand corner of the label. The smoker is fooled. To 
further the means of deception, the defendant overpays the govern- 
ment tax, paying tax on a 10-cent cigar instead of the 5-cent cigar 
revenue, and he certifies the false tax in burnt letters on the box, 
as required by federal regulations, in imitation of the complainant's 
package, and, of course, to keep out of the toils of the revenue 
department. That his cigar is of the 5-cent variety is not disputed. 

Not only are the established circumstances convincing of 
fraudulent purpose, but there is incrimination in the defendant’s 
boast to some of his dealers that Bayuk had offered him $50,000 
to quit. 

The case made against the defendant is one of intentional imita- 
tion to deceive the consumer, thereby to profit at the expense of 
the complainant, and, in circumstances where a name or a label is 
adopted as a means of poaching upon the business of another, the 
use of the name or label will be enjoined. Our Court of Appeals 
has laid down the rule of law in International Silver Co. v. Rogers 
Corporation, 67 N. J. Eq. 646, 60 A. 187, 110 Am. St. Rep. 506, 
3 Ann, Cas. 804. 

The defendant’s argument that he should not be enjoined be- 
cause his label bears the name “Sidson” over the more conspicuous 
name “Philadelphia” as prominently as the name “Bayuk’’ in the 
same position on the complainant’s label is answered in the case 
cited, quoting Justice Bradley, in Celluloid Manufacturing Co. v. 
Cellonite Manufacturing Co. (C. C.) 32 F. 94, 97. “Similarity, 
not identity, is the usual recourse where one party seeks to benefit 
himself by the good name of another.” The imposed-upon should 
not suffer from the buyer’s lack of nice discrimination. And it is 
also answered in the quotation from Baker v. Baker (C. C. A.) 115 
F. 297, 299: “If the name had been selected unnecessarily. or for 
the purpose of illegitimate competition with the complainant, we 
should not hesitate to enjoin its use... .” 


The contention that other cigar manufacturers and jobbers use 
the name “Philadelphia” as part of their trade-marks, and that the 
complainant has not an exclusive right to it, is met by the fact that 
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the others are not simulating the complainant’s label, and it is also 
answered by the quotation in the cited case from Clark Thread Co. 
v. Armitage (C. C. A.) 74 F. 936, 943: “It does not follow, how- 
ever, because the complainant is not exclusively entitled to use the 
words ‘Clark Spool Cotton,’ that therefore it cannot rightfully 
enjoin a person who is fraudulently making use of its label. The 
litigation in regard to the Rogers trade-mark * * * showed that 
three distinct corporations were entitled to use the name ‘Rogers’ 
upon their goods, but it was never supposed by a court that either 
injured owner had not a right to suppress the use of the trade-name 
by a fraudulent competitor, or that it was an adequate defense that 
there were other owners whose use was not fraudulent.” 

The complainant has turned to machine made cigars; it also 
makes handmade cigars. The labels are the same except on the 
former “Hand Made” is omitted and ‘Phillies’ in small type is 
superimposed in the center of “Philadelphia.” The picture is 
maintained to carry the attention of the complainant's customer. 
The minor changes furnish no objection to the right to relief. 

The defendant will be enjoined from the use of the word 
“Philadelphia” on his label. 


BENJAMIN H. WEISBERG AND OTHERS V. BENJAMIN BLIss AND 


ANOTHER 
(229 App. Div. 236) 


New York Supreme Court, Appellate Division, First Department 
May 2, 1930 


TrapeE-NamMes—UnNrair CompetTitrion—‘B. Buiss Co., Ixc.’—Use or NAME 
In VIOLATION oF CONTRACT. 

The use by defendants of the name “B. Bliss,” after signing an 
agreement whereby they bound themselves not to engage in a competing 
business under said name, held to be violation of contract. The judg- 
ment of the Supreme Court dismissing the complaint was, accordingly, 
reversed, 

Unram Competition—Suirs—DamaGes—AccountTIne. 

In the case at issue, although plaintiffs did not attempt to prove 
damages, a reference was directed, inasmuch as the violation proven 
might have resulted in damages to the plaintiffs. 


TWENTY-THREE TRADE-MARK REPORTER 


Julius B. Sheftel, of counsel (J. Seymour Solomon), both of 
New York City, for appellants. 

Morris L. Levine, of counsel (Jacob Weinberger), both of New 
York City, for respondents. 


O’Mattey, J.: In January, 1928, the plaintiff B. Bliss Co., 
Inc., was engaged in the legging business in New York City. A 
dispute concerning the management of the corporation had resulted 
in a proceeding in the Supreme Court for its dissolution. The dif- 
ferences between all the parties concerned were compromised by an 
agreement which is the basis of this suit. 

In this agreement the plaintiffs Weisberg were the parties of 
the first part; the defendants and two others, parties of the second 
part; and the plaintiff B. Bliss Co., Inc., party of the third part. 
It was provided that the differences were to be compromised and 
settled by the sale of the shareholdings of the parties of the second 
part to the parties of the first part, and that a substantial part of 
the purchase price was for the good-will and name of the Bliss 
Company and that the purchase of said good-will and name was of 
the essence of the agreement. The purchase price was fixed in the 
sum of $6,000 over and above the book value of the shareholdings 
of the parties of the second part. 

This action is particularly predicated upon paragraph 10 of the 
agreement, in which, so far as material, the parties of the second 
part covenanted not to use or cause to be used the four names of 
B. Bliss Co., Inc., Benjamin Bliss, Bliss, or I. Goldberg, in con- 
nection with a firm or concern engaged in any legging business in 
which the parties of the second part are directly or indirectly in- 
terested; in connection with any business, making or selling a 
commodity sold as leggings as a part of a set; in connection with 


advertising of leggings or of a commodity sold with leggings as a 


part of a set; not to advertise any legging business under any one 
or more of said names, or to advertise any business making or sell- 
ing a commodity sold with leggings; not to use said four names in 


connection with the selling, retailing, jobbing or manufacturing of 


any product of any firm, partnership or corporation engaged in 





n 


scotia Alans 





BENJAMIN WEISBERG V. BENJAMIN BLISS 305 


the sale of leggings produced by a firm employing the parties of the 
second part or with which any of them might be associated, or 
which might be associated, or which might be engaged in the sale. 
of a commodity sold with leggings as a part of a set; not to cir- 
cularize or advertise the severance by any of the parties of the 
second part of their relationship with B. Bliss Co., Inc., not to 
disclose their identities except by personal business card or or- 
dinary business stationery or correspondence; not to circularize or 
advertise any personal card of any of the parties of the second part 
showing his connection with a firm whose name is one of the four 
stated; not to have any printing on personal cards which would 
show the former connection of any of the parties of the second part 
with B. Bliss Co., Inc.; nor procure a legging business to be done 
at 44 West Twenty-eighth Street, New York City, or any other 
address in which the B. Bliss Co., Inc., should have established it- 
self. 
Paragraph 10 further provided as follows: 


It is the intention of the parties hereto, by the terms of this agreement, 
to give to the parties of the first part an unconditional right and interest 
to the good-will and name of B. Bliss Co., Inc. ... and, it being difficult 
and/or impossible to ascertain what damages might accrue to the parties 
of the first part and the party of the third part by reason of such breach 
or violation of any one or more of the covenants contained in this para- 
graph, it is expressly understood and agreed that should such violation or 
breach occur, the guilty party or parties of the second part shall be jointly 
and severally liable to the parties of the first part and the party of the third 
part in the sum of $6,000 as liquidated damages in addition to such in- 
junctive relief as the parties of the first and third parts may be entitled. 
Nothing herein contained, however, shall be construed to prevent any one 
or more of the parties of the second part to engage in the legging busi- 
ness, provided, nevertheless, none of the covenants herein are in any way 
violated or breached. 


Due to technical difficulties of proof, the plaintiffs failed in 
establishing certain violations of this agreement on the part of the 
defendants. We are of opinion, however, that the proof was suf- 
ficient to find a violation in three particulars. 

Shortly after the execution of the agreement the defendants en- 
tered the employ of the Broadway Legging Corporation, engaged 
in the manufacture and sale of leggings at 30 West Twenty-sixth 
Street, New York City, in which they and a relative own 50 per- 
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cent of the stock. On the ground floor in front of the building 
there was placed a sign of the Broadway Legging Corporation, 
manufacturers of leggings. At the right end of this sign, but 
forming a part thereof, was a legend reading, “B. Bliss Children’s 
Wind Breakers,” the most prominent part of which was “‘B. Bliss.” 
On a sign appearing on the entrance door to the offices of the Broad- 
way Legging Corporation on the sixth floor there appeared the 
sign “Broadway Legging Corp.” and underneath it there appeared 
“B. Bliss.” It further appears that under date of May 18, 1928, 
the Broadway Legging Corporation sent out a circular letter to 
the trade, at the top of which appeared the words “B. Bliss, Pres.” 

In these three instances the defendants were guilty of violating 
the restrictive terms of the agreement in question. Particularly 
is this so when it is remembered that, unlike the usual restrictive 
covenants, these defendants were permitted to engage in a compet- 
ing legging business. The restrictive covenants, therefore, should 
be the more faithfully performed by the defendants. The essence 
of the agreement was that the good-will of B. Bliss Co., Inc., was 
to be acquired and retained by the plaintiffs. Accordingly, it was 
most important that the name “B. Bliss” be not in any way used by 
these defendants, nor the use thereof by any other party coun- 
tenanced by them. 


While the first two violations set forth have apparently been 
discontinued since the institution of this suit, it does not clearly 
appear that the trade letters similar to the one above detailed have 
been withdrawn from circulation. If any event, in the circum- 
stances disclosed, we are of opinion that an injunction should have 
issued. 


The provision in the paragraph of the agreement quoted with 
respect to liquidated damages in the amount of $6,000 in the event 
of any violation or breach of any one or more of the covenants 
therein contained may not here be enforced. The essence of the 
agreement concerned itself with the good-will of the Bliss Com- 
pany. Some of its covenants do not appear to have such relation 
to the essence of the agreement as to lead to the conclusion that 
a violation of any single one would result in damages in the amount 
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of $6,000. Particularly is this so when the $6,000 is equal to the 
sum paid by these plaintiffs over and above the value of the share- 
holdings of the other parties. This case is, therefore, to be dis- 
tinguished from J. & H. Garage, Inc. v. Flow Corporation (225 
App. Div. 65; affd. 251 N. Y. 553). There the sum stipulated as 
liquidated damages was for a violation not of any single one of the 
covenants, but only in the event of two contingencies, either or both 
of which were clearly important. 

It is further to be noted that upon the trial here no actual 
damage was sought to be proved by the plaintiffs. As it is possible 
but not probable that the violations might have resulted in damage 
to the plaintiffs, they may have a reference in this respect, if they 
so desire, such reference to be directed in the order to be settled 
herein. It follows that the judgment appealed from should be 
reversed with costs, and that a judgment should be entered in 
favor of plaintiffs in conformity herewith, with costs. 


Dow una, P. J., Fincnu, McAvoy and Martin, J. J., concur. 


Lewis W. GILLeTTe v. GILLETTE SAFETY Razor CoMPANyY 
United States Court of Customs and Patent Appeals 
June 5, 1933 


Trape-M arxs—Opposition—“GILLETTE” 1N Brock Type With a _ Scro.t1, 
AND “GILLETTE” Prercep By Arrow—ConrFuicTinG Trape-Marks. 

A trade-mark consisting of the name “Gillette” printed in plain 
block type on a scroll extending across the capital letter “G,” held to 
be confusingly similar to other trade-marks, each consisting in part of 
the word “Gillette,” the marks all being used on shaving accessories. 

TrapE-Marks—PersonaL Names—Ricut To Use. 

The fact that anyone has a right to make a bona fide use of his 
own name in his business, also that the name of an individual under cer- 
tain conditions can be registered as a trade-mark, does not entitle him 
to registration if the said name is identical with a registered or known 
trade-mark owned and in use by another and appropriated to mer- 
chandise of the same descriptive properties. 


On appeal from the decision of the Commissioner of Patents 
in an opposition proceeding. Affirmed. For the Commissioner’s 
decision see 21 T.-M. Rep. 273. 
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William H. Parmelee, of Pittsburgh, Pa., for appellant. 
Herbert W. Kenway, of Boston, Mass., for appellee. 


Hartrietp, J.: This is an appeal in a trade-mark opposition 
proceeding from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences sustaining the 
notice of opposition of appellee, and holding that appellant was 
not entitled to the registration of a composite trade-mark, for use 
on shaving cream, comprising the word “Gillette” printed in plain 
block type on a scroll extending across a capital letter “G,’”’ together 
with the words “shaving” and “cream” which appear on the letter 
“G,” the former above, and the latter below, the word “Gillette.” 


‘ 


The words “shaving,” “cream,” and “Gillette” have been disclaimed 
by appellant, apart from the mark as shown. 

In its notice of opposition, appellee alleged ownership and regis- 
tration of the following trade-marks: The word “Gillette” pierced 
by an arrow appearing on a black diamond, used on shaving brushes, 
shaving soap, in the form of sticks, and razors and razor blades, 
registered, respectively, September 1, 1908, Registration No. 
70,428, renewed, September 29, 1908, Registration No. 70,758, 
renewed, and October 13, 1908, Registration No. 70,856, renewed; 
a picture of King C. Gillette, together with a facsimile signature 
of King C. Gillette, used on razors and razor blades, registered 
October 23, 1906, Registration No. 56,921, renewed; and the word 
“Gillette,” for use on safety razors and safety razor blades, regis- 
tered August 24, 1920, Registration No. 134,317. It was further 
alleged that the mark of appellant was confusingly similar to each 
of those of appellee, and that, therefore, appellee would be damaged 
by the registration of appellant’s mark. 

The case was submitted to the tribunals of the Patent Office 
upon an agreed statement of facts. It appears therefrom that the 
word “Gillette” is the surname of appellant Lewis W. Gillette; 
that appellant first used his alleged trade-mark on shaving cream 
on June 10, 1929; that his shaving cream is sold in collapsible soft- 
metal tubes “covered with alternate red, white and blue diagonal 
stripes, except for two blue and one white panel’’; that the tubes 
containing the shaving cream are enclosed in rectangular paste- 





Se 


Lae ent BN TNE NE 


heated sale sy 





LEWIS GILLETTE V. GILLETTE SAFETY RAZOR CO. 309 


board cartons marked substantially the same as the tubes, and 
that the name “ ‘Gillette’ is a common surname of persons living 
in various cities and is also geographical in that it is the name of 
several cities and/or towns in the United States.” It further ap- 
pears therefrom that appellee has been selling shaving sticks under 
the name “Gillette Shaving Stick,” and under its trade-mark, Regis- 
tration No. 70,758, since 1908; that it has sold large quantities of 
those articles throughout the United States; that it has also sold 
large quantities of its other products, such as shaving brushes, 
safety razors, and safety razor blades, under its registered trade- 
marks. 

The tribunals of the Patent Office concurred in holding that the 
marks were used on goods of the same descriptive properties; that 
they were confusingly similar; and that, therefore, appellant was 
not entitled to register his mark. 

It is conceded by counsel for appellant that the goods of the 
respective parties possess the same descriptive properties. He 
contends, however, “that every individual has the right to use his 
own name in connection with his business so long as it is a bona fide 
use of his name and so long as the use is such as to clearly designate 
origin of the goods with him and is not intended to deceive the 
public”; and that appellant’s mark is displayed in an arbitrary and 
fanciful way, and is entirely dissimilar to any of appellee’s marks. 

Although the name of an individual may be registered as a 
trade-mark, if it is “written, printed, impressed, or woven in some 
particular or distinctive manner,” it, nevertheless, is not entitled to 
registration if it is identical with “a registered or known trade- 
mark owned and in use by another and appropriated to merchandise 
of the same descriptive properties,’ or if it so nearly resembles 
“a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties 
as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers.” Section 5 of the Trade-Mark 
Act of February 20, 1905; The J. B. Williams Co. v. Ernest W. 
Williams, 18 C. C. P. A. (Patents) 1133, 48 F. (2d) 398 [21 
T.-M. Rep. 188]; George H. Ruth Candy Co. (Inc.) v. The Cur- 
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tiss Candy Co., 18 C. C. P. A. (Patents) 1471, 49 F. (2d) 1033 
[21 T.-M. Rep. 319]. 

We are unable to agree with counsel for appellant, that appel- 
lant’s trade-mark, used, as it is, on goods of the same descriptive 
properties, is not confusingly similar to the trade-marks of appellee, 
which have been extensively used throughout the United States 
since long prior to the first use by appellant of his mark. The 
dominant feature of each of the involved marks is the word “‘Gil- 
lette,’” and it would seem to be obvious that, considering the marks 
as a whole, the use by appellant of his alleged trade-mark on 
shaving cream would be likely to cause confusion in the mind of 
the purchasing public as to the origin of his product. 

The statute was intended to prevent, not to promote, confusion 
and deceit, and, in our opinion, the registration of appellant’s mark 
would be in plain violation of its terms. We think the involved 
issues are controlled by our decisions in the cases of The J. B. 
Williams Co. v. Ernest W. Williams, and George H. Ruth Candy 
Co. (Inc.) v. The Curtiss Candy Co., supra. Nor does the fact 


that appellant has disclaimed the words “Gillettee,’ “shaving,” 


’ 


and “cream,” apart from the mark as shown, alter the situation. 
Walgreen Co. v. Godefroy Manufacturing Co., 19 C. C. P. A. 
(Patents) 1150, 58 F. (2d) 457 [22 T.-M. Rep. 271]. 

For the reasons stated, the decision of the Commissioner of 


Patents is affirmed. 
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Hart Corporation or America v. D. L. Davis Corporation 
United States District Court, District of Connecticut 
June 28, 1933 


Trape-Marks AND TrapE-NAMES AND Unrair CompetTitTion—SurRNAMES— 
“Dosss” on Hats—Fravuputent Use. 

Defendant’s use in the distribution of its headwear of the name 
“Wm. H. Dobbs,” who is not a part of defendant’s organization and 
has not acquired a reputation in hat trade, but whose name closely 
resembles trade-name “Dobbs,” long used by plaintiff and thoroughly 
established as indicating plaintiff's products, gives rise to inference of 
fraud, to which defendant’s subordination of its own name to that of 
William H. Dobbs contributed. 

Trape-Marks AND TrapE-NAmMEs AND Unrair Competition—Svurrs—De- 
FENSE—PRECAUTIONS TO PreveNT ConFusION NOT A DEFENSE 
Wuere Conrusion HAS RESULTED. 

Precautions, even if taken in good faith by defendant and associates 
to prevent confusion between plaintiff's products marked “Dobbs” and 
defendant’s products marked “Wm. H. Dobbs,” held no defense where 
confusion has resulted. 

Trape-Marks anp Trape-NAames anp Unrair Competition—Prorer Names 
—License To Use—Wuewn INVALID. 

A man who has no business and whose name has only a nuisance 
value to owner of a similar trade-name cannot validly license another 
to use his name, made valuable as a trade-name by the proprietor 
thereof, in competition with such proprietor. 

Trape-Marks AND TrapE-Names anp Unrair CompetTiT1on—Prorer NAMES 
—Suitrs—InsuncrTion. 

Since surname “Dobbs” has, by plaintiff's advertising and other 
efforts, acquired a secondary meaning and become associated in public 
mind as a purely impersonal symbol of plaintiff's headgear, the use of 
name “Wm. H. Dobbs” by defendant which was found to deceive 
and confuse public to plaintiff's damage was enjoined. William H. 
Dobbs would have right to manufacture and sell hats under his name 
so long as such use does not cause confusion. 

Trape-Marks AND TrapE-Names AND Unrarr Competition—SurnNamMEs— 
License to Use—INvauipiry—Form or Decree. 

Such rights as William H. Dobbs had to use his name in the hat 
business, held wholly personal to him and not transferable. An injunc- 
tion should, therefore, issue against the defendant wholly restraining 
it from all use whatsoever of the name “Dobbs,” on any hats which it 
manufactures or sells or offers for sale, or on the containers thereof or 
in advertising same or otherwise in connection with its operations in 
the manufacture, distribution and sale of hats. 


In equity. Action for unfair competition in the use of a sur- 
name. Injunction granted. 
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Parmelee § Thompson, by Henry F. Parmelee, of New Haven, 
Conn., and Briesen § Schrenk, by Hans v. Briesen and Karl 
Pohl, all of New York City, for complainant. 


Lind, Shlivek, Marks & Brin, by Maz Shlivek, all of New York 


City, and Cummings & Lockwood, of Stamford, Conn., for 
defendant. 


Findings of Fact 


The facts of this case I find to be these: 


1. That the plaintiff, Hat Corporation of America, was incorporated 
under the laws of the State of Delaware, in 1932, and has an office in the 
City of New York and a factory in the City of Norwalk, County of Fair- 
field and State of Connecticut. 

2. That the defendant, D. L. Davis Corporation, was incorporated 
under the laws of the State of Connecticut, in the year 1931, and has its 
principal place of business in the City of Norwalk, County of Fairfield 
and State of Connecticut. 

3. That the plaintiff, Hat Corporation of America, and its predecessors 
in business, have for over thirty years last past been engaged in the 
business of manufacturing and selling headwear and other articles of 
wearing apparel, dress accessories and furnishings for men, women and 
children, and that it is a manufacturer of high-grade hats which it dis- 
tributes throughout the United States and many foreign countries. 

4. That in the year 1908, Dobbs & Company, a corporation, one of the 
plaintiff’s predecessors in business, was duly organized under the laws of 
the State of New York. 

5. That H. DeWitt Dobbs, who had had large experience in the retail 
sale of hats, upon the organization of Dobbs & Company, became its presi- 
dent, which position he occupied until his death in 1926; that during the 
period of his association he was active in its corporate management though 
the Crofut & Knapp Co., a corporation engaged largely in the manufacture 
of hats, was at all times the majority stockholder of said Dobbs & Com- 
pany; and that the name “Dobbs” was adopted by Dobbs & Company in 
1908 for use in the facilitation of the marketing of its products, by im- 
printing and affixture upon the products, in advertising them, and generally 
in connection with their merchandising and distribution, both in the 
United States and several foreign countries. 

6. That said Dobbs & Company until June 12, 1931, was continuously 
engaged in the sale and distribution of high-grade headwear and wearing 
apparel of consistent quality of material and style for men, women and 
children, in connection with which it used the name “Dobbs” as above, and 
spent upwards of three million dollars for advertising the name “Dobbs” to 
the public through newspapers, magazines, trade publications and similar 
advertising media, and that additional millions were spent in introducing 
the products bearing the name “Dobbs” through traveling salesmen, 
furnishing high-class retail stores with costly appointments, distributing 
advertising matter for use in retail stores and by other methods. 








lly 


sly 
ing 
and 
and 
to 
ilar 
ing 
en, 


ing 








et Fk ta EY 


HAT CORP. OF AMER. V. D. L. DAVIS CORP. 313 


7. That the business of selling merchandise bearing the said name 
grew and increased until it assumed very large and substantial proportions. 
The wholesale value of such merchandise sold during the period from 
1908 to 1930 being approximately $28,000,000 and the retail value being 
substantially greater. 

8. That the name “Dobbs” came long prior to June 12, 1931, to identify 
in the minds of the trade and of the purchasing public only merchandise 
emanating from Dobbs & Company; since its adoption in 1908 it has 
generally been acknowledged and accepted by the trade and by the pur- 
chasing public throughout the United States and several foreign countries 
as identifying the products of said Dobbs & Company and its successors, 
and has come to have a value far in excess of $3,000 in connection with 
the sale, distribution and merchandising of men’s and women’s headgear 
and wearing apparel because associated in the mind of the purchasing 
public with products of excellent material and style. 

9. That in 1931, the Crofut & Knapp Company and in 1932—and 
prior to the bringing of the complaint herein—the plaintiff herein acquired 
the good-will of Dobbs & Company, including its right to the use of the 
name “Dobbs,” and thereupon continued and does now continue to manu- 
facture and sell to the public, through its subsidiaries throughout the 
United States and elsewhere, headgear and other articles of wearing ap- 
parel, and furnishings for men, women and children, under the said trade- 
mark “Dobbs” in the same manner as the said business had been conducted 
by said Dobbs & Company; that the trade and the public generally have 
continued to identify and call for the plaintiff's products to which the 
name “Dobbs” is applied, by said name alone. 

10. That Wm. H. Dobbs was born in 1901, the son of H. DeWitt 
Dobbs, the first president of Dobbs & Company. When a schoolboy, dur- 
ing vacations, he worked in the retail store of Dobbs & Company. In 
1918 he served as an enlisted man in the navy. He then worked for a 
year in the Dobbs & Company store. He then worked for several months 
in the production of oil in Texas. Thereafter, for a six months’ period, 
he resumed his employment with Dobbs & Company as a salesman in their 
store and also acted as inspector and repairman in a straw-hat factory. 
Then he worked some nine months with the Ward Baking Company as an 
outside salesman. Then for some eight months he was without gainful 
occupation. He then opened a lunch wagon in New York City which he 
operated for six months. Next, after further vacation, he was employed 
by the Knox Hat Company’s retail store in New York City as an inside 
salesman of men’s hats, overcoats, and neckwear, for some six months. 
In 1926, after his father’s death, he returned to Dobbs & Company’s retail 
store in New York City where he was in charge of the overcoat depart- 
ment for some six months. He was then transferred to the Dobbs & Com- 
pany Madison Avenue store with the title of manager, his duties being to 
act as salesman, to help trim the windows and keep clerical records, and 
make out reports pertaining to that store. After six months or so, in 
the fall of 1928, he was transferred to another Dobbs & Company store as 
assistant to the merchandise manager and manager of the hat department, 
to whose duties he succeeded in June, 1930. These duties consisted in the 
employment and supervision of salesmen and in buying for the men’s hat 
department. Since, however, substantially all the hats were “bought” from 
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the parent company of Dobbs & Company, the task of “buying” such items 
lacked the responsibility attaching to one who buys in the compctitive 
market and did not involve the experience of such a buyer. In this posi- 
tion he derived a salary of about $4,200 per annum. This employment 
ended with the bankruptcy of Dobbs & Company in May, 1931, but Wm. 
H. Dobbs continued in the employ of the receiver in bankruptcy until the 
following July. 

11. That in July, 1931, within a week of his leaving the bankrupt 
Dobbs & Company, he organized the corporation of Wm. H. Dobbs, Inc., 
under the laws of New York, contributing $1,250 out of the total capital 
of $3,700, the remainder of the capital being furnished by one Bert Pope, 
who for some time had been employed by the plaintiff's predecessor in 
business. Of this company Wm. H. Dobbs was president and Bert Pope 
secretary. This corporation opened and operated a haberdashery store 
uptown in New York City, in which it sold hats bought from manufacturers 
in New York City and elsewhere. 

12. That on or before January, 1932, and ever since there has been in 
existence a New York corporation known as Bert Pope, Inc. Of this 
corporation, Bert Pope has at all times been president, owning 51 percent 
of its stock, and Wm. H. Dobbs, secretary, owning 49 percent of its stock. 

13. That in March, 1932, Wm. H. Dobbs, Inc., and Bert Pope, Inc., 
entered into a tripartite agreement with the defendant, in evidence as 
“Exhibit R,” whereby it was provided that Wm. H. Dobbs, Inc. should 
“grant” to Bert Pope, Inc. the “exclusive right, privilege and license to 
use the name ‘Wm. H. Dobbs’ as a trade-mark on men’s and women’s 
wearing apparel, that Wm. H. Dobbs, Inc. ‘grants’ to the defendant 
“the exclusive right, privilege and license to use the name ‘Wm. H. Dobbs’ 
as a trade-name and trade-mark to be used on felt hats for men to be 
manufactured, sold and distributed by the defendant ‘throughout the entire 
United States and all the foreign countries of the world.” In return 
for the foregoing grants, the defendant on its part agreed to pay Bert 
Pope, Inc., a 3 percent “royalty” upon “its paid for gross sales” under 
the Wm. H. Dobbs trade-name; and Bert Pope, Inc., on its part, agreed to 
“use its best efforts .... to appoint and designate high-class retail ... . 
stores .... in the United States and abroad for the distribution of ‘Wm. 
H. Dobbs’ merchandise, charging such commissions for the sale of ‘Wm. 
H. Dobbs’ merchandise made through its efforts as it (Bert Pope, Inc.) 
‘may deem fit and proper’ and further agreed that all royalties received 
from the sale of Wm. H. Dobbs merchandise in excess of $10,000 annually, 
it would distribute one-third to Wm. H. Dobbs individually, one-third to 
Bert Pope individually, retaining the remaining third of such excess (ap- 
parently in addition to the first $10,000 received on account of royalties) 
‘for the expenses of the general conduct of his (sic) business as sales 
agent.” The term of this contract was for twenty-five years, renewable 
at the option of the defendant or Bert Pope, Inc. And it was provided 
that if during its term the defendant should become bankrupt, the contract 
should become void; that if Bert Pope, Inc., should discontinue business the 
defendant might, nevertheless, continue in its use of the trade-name, paying 
the stipulated royalties to Wm. H. Dobbs, Inc., instead of Bert Pope, Inc.; 
and that if Wm. H. Dobbs, Inc., should become bankrupt the royalties 
otherwise payable to it should become payable to Wm. H. Dobbs in- 
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dividually. And in the event that both Wm. H. Dobbs, Inc., and Bert 
Pope, Inc., should dissolve and/or discontinue business, it was expressly 
provided that the defendant might continue to use the name Wm. H. 
Dobbs in manufacturing and distributing, retaining out of the stipulated 
3 percent royalties $10,000 for the maintenance of a New York office, the 
excess above $10,000 to be paid by it to Wm. H. Dobbs and Bert Pope in- 
dividually in equal shares. And it was expressly stipulated that if Wm. 
H. Dobbs, Inc., should become bankrupt, “its successors and assigns shall 
have no right to use the name ‘Wm. H. Dobbs.’” 

14. That on July 16, 1932, Wm. H. Dobbs, Inc., was adjudicated a 
bankrupt and in the August following at public sale the receiver in bank- 
ruptcy sold its tangible assets for $1,000, and the receiver’s right, title and 
interest in the trade-name “Wm. H. Dobbs” for $150 to one Frucht, whose 
name does not appear again in these proceedings. 

15. That since the execution of “Exhibit R,” the defendant has manu- 
factured “Wm. H. Dobbs” hats which have been distributed to the public 
through the trade in accordance with the following practice: Bert Pope, 
or Bert Pope, Inc., “hires” and instructs salesmen. The salesmen are em- 
ployed on a straight commission basis. The salesmen’s records, however, 
are kept by the defendant and the defendant pays their commissions, and 
deducts the amount thus paid from the “royalties” to Bert Pope, Inc., by 
the agreement, Exhibit R. The customers obtained by these salesmen are 
billed directly by the defendant. The defendant designs its product in the 
first instance, but Bert Pope, Inc., “approves” the design. 

16. That of the hats so distributed, the men’s hats are conspicuously 
marked either on the outside of the sweat-band or on the lining of the 
crown with the facsimile signature of Wm. H. Dobbs, surmounted by his 
crest, and upon the inside of the felt underneath the sweat-band is pasted 
a size-tag marked with the defendant’s name. 

17. That after bringing of this complaint, and two months before trial, 
the defendant began the manufacture and distribution of ladies’ hats un- 
der the name of Wm. H. Dobbs. These hats were designed by Wm. H. 
Dobbs, without any prior experience whatever in the design of women’s 
hats. He purchased certain blocks and after two weeks of collaboration 
at the defendant’s factory, the product was put on the market under the 
Wm. H. Dobbs name through substantially the same channels as have been 
described above in connection with the distribution of men’s hats manu- 
factured by the defendant. These hats have carried the facsimile signa- 
ture “Wm. H. Dobbs” imprinted on the outside of the sweat-band and the 
defendant’s name appears nowhere on the product. 

18. That the Wm. H. Dobbs hats are distributed in plain white boxes 
upon which is printed the Wm. H. Dobbs facsimile signature, surmounted 
by his crest. These boxes bear no resemblance to any box now or formerly 
used by the plaintiff or any of its predecessors and are the source of no 
confusion except in so far as the name Dobbs appears thereon. 

19. That the salesmen’s cards, invoices and stationery used in the dis- 
tribution of said hats bear the letterhead of the defendant surmounted by 
the notation “Sole Manufacturers of Wm. H. Dobbs Hats.” 

20. That the defendant’s customers for Wm. H. Dobbs hats are largely 
retailers, many of whom advertise the product under the name “Wm. H. 
Dobbs.” 
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21. That the Wm. H. Dobbs merchandise, distributed as aforesaid, has 
been confused in substantial measure by the purchasing public, and on rare 
occasions by retailers, with the plaintiff’s products merchandised under 
the name “Dobbs.” 

22. That said confusion on the part of the public between plaintiff's 
product and the defendant’s is principally caused by two factors, first 
by the presence of the name “Dobbs,” prefixed though it be by initials 
“Wm. H.,” on the hats themselves, and second by the practice fostered by 
the defendant and its associates and followed by their salesmen and re- 
tailers to designate the product as “Wm. H. Dobbs hats.” Other factors 
contribute to the confusion, such as the use by the defendant of the 
stationery described in paragraph 19 above; also the advertising of the 
defendant’s product in that some of it subordinates in size the intials 
“Wm. H.” to the name of Dobbs, and much of it conveys the impression 
to an ordinary purchaser that the product sold under the name of Wm. H. 
Dobbs is the plaintiff's product which the purchaser has known by the 
name “Dobbs” alone. 

23. That the defendant and those associated with it have made some 
effort to avoid such confusion by instructing salesmen and retailers to 
refer to the product always as “Wm. H. Dobbs hats,” never as “Dobbs 
hats.” But the salesmen and retailers have had no general instructions to 
explain that there are two Dobbs on the hat market, or before effecting 
sales of Wm. H. Dobbs hats to ascertain whether the purchaser has in 
mind the plaintiff's product and understands that there is a difference 
between it and the defendant’s product. 

24. That the effect of the defendant’s instructions and the resulting 
practice and advertising is that the information conveyed to the ultimate 
purchaser generally is literally true with respect to the identity of the 
product but nevertheless serves to convey a misrepresentation in that the 
ordinary purchaser is led thereby to believe that the defendant’s product 
is the same as the plaintiff's product which he has been habituated to 
identify by the name “Dobbs” alone. 

25. That it will be impossible to avoid the confusion in the public 
mind which has resulted between the plaintiffs product and the defendant’s 
if the name “Dobbs” is used on the product, whether prefixed by initials, 
abbreviations, or given names, or suffixed by any practicable explanation 
as to its identity; nor can such confusion be avoided if the name “Dobbs,” 
prefixed or suffixed, is used as the designation or part of the designation 
of the defendant’s product in advertising it, or in the dealings with cus- 
tomers, wholesale or retail. 

26. That in some cases, retailers dealing in the Wm. H. Dobbs hats 
have palmed them off as the plaintiff's product, without authority, however, 
from the defendant. The defendant, however, in supplying such retailers 
with hats marked “Wm. H. Dobbs” knew or ought to have known of the 
danger of such misrepresentations on the part of said retailers. 

27. That while Wm. H. Dobbs, Inc., was in business as above set forth, 
it had acquired no established clientele or good-will, and when it purported 
to grant to the defendant and Bert Pope, Inc., the right to use the name 
“Wm. H. Dobbs,” the name, apart from its value as a nuisance to the plain- 
tiff, had no value for trade purposes. 

28. That such use as the defendant has made of the name of Wm. H. 
Dobbs has been with the full consent and acquiescence of Wm. H. Dobbs. 
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29. That the experience contacts of Wm. H. Dobbs in the hat trade 
were never such as to invest his name with value as a proper means of 
identification of any merchandise with the manufacture or distribution of 
which he was in any way connected; and the only commercial value in his 
name arose from the likelihood that it would lead the purchasing public to 
mistake the product which it ostensibly identified with the plaintiff's 
product known to the public under the name of “Dobbs” alone. 

30. That the defendant’s president is a hat-maker of great experience 
in the business, and the defendant’s business in the manufacture and dis- 
tribution of Wm. H. Dobbs hats has grown until it constitutes 95 percent 
of the defendant’s total business, and 90 percent of the total business of 
Bert Pope, Inc. 

31. That the defendant’s conduct in manufacturing and distributing 
hats under the name of Wm. H. Dobbs, all as above set forth, was a fraud 
upon the public and a source of damage to the plaintiff in that it operated 
to deprive the plaintiff of sales and to diminish and dilute the value of its 
good-will, especially in so far as its good-will had been built up and de- 
pended upon its use of the name “Dobbs” as above set forth. 

32. That in 1931 the plaintiff knew of the organization and operation 
of Wm. H. Dobbs, Ine. The activity of this corporation had no practical 
effect upon the plaintiff's business before its association with the defendant 
beginning with the execution of the agreement, “Exhibit R.” In April, 
1932, the plaintiff notified Wm. H. Dobbs, Inc., that its conduct was operat- 
ing to confuse the public to the plaintiff's hurt. Thereafter the defendant 
and its associates gradually extended their activities in the distribution of 
Wm. H. Dobbs hats and in September and October, 1932, the expansion 
was substantially expanded, continuing till November 29, 1932, when 
subpoena issued on plaintiff's complaint herein. 


Upon the foregoing facts I come to the following conclusions of 
law: 


1. That this court has jurisdiction over the controversy by reason of 
the diversity of citizenship of the parties. 

2. That through its use by the plaintiff and its predecessors, the name 
“Dobbs” had acquired a secondary meaning to the purchasing public long 
before the defendant or Wm. H. Dobbs began the use of the name “Wm. 
H. Dobbs” for trade purposes. 

3. That neither “Exhibit R” nor the subsequent consent and ac- 
quiescence of Wm. H. Dobbs was valid or sufficient in law to invest the 
defendant with any right whatsoever, as against the plaintiff, to use the 
name of Wm. H. Dobbs or any name of which “Dobbs” is a part, as a 
means of identification, ostensible or otherwise, of its product or in con- 
nection with its manufacture and distribution. 

4. That even Wm. H. Dobbs himself, as against the plaintiff, had no 
right to use the name “Dobbs,” whether or not prefixed by his own initials 
or given names or suffixed by distinguishing explanations, by marking or 
imprinting the same upon hats, either for men or women, or upon the hat- 
boxes containing such hats, or as the designation or part of the designa- 
tion of hats of his own manufacture or distribution; and that, irrespective 
of the validity and effectiveness of any license or authority from Wm. H. 
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Dobbs or any company with which he may have been associated, the de- 
fendant, as against the plaintiff, could acquire by agreement or consent, 
whether express or implied, no right from or through Wm. d. Dobbs 
which said Dobbs did not himself have. 

5. That the defendant’s conduct in using the name of Wm. H. Dobbs 
upon its product and in connection with its distribution, as against the 
plaintiff, constituted unfair competition and has injured the plaintiff. 

6. That the plaintiff is not guilty of laches precluding it from the main- 
tenance of this suit. 

7. That the plaintiff is entitled to an injunction against the defendant 
restraining the continuance of said tort and to an adjudication of its 
damages resulting therefrom. 


Hincks, D. J.: Although I have separately stated the facts 
of this case and my controlling conclusions, the importance of the 
case, and even more the importance of the principles of law in- 
volved seem to me to justify a fuller discussion. 

The first glimpse of the facts discloses that Wm. H. Dobbs has 
no part in the corporate organization of the defendant. Yet the 
defendant is distributing its product under his name. Such use 
by the defendant of the name of one not a part of its organization, 
in view of its close similarity to the name “Dobbs,” so long used 
by the plaintiff and its predecessors and so thoroughly established 
as indicating the plaintiff's product, clearly gives rise to an in- 
ference of fraud. This inference must stand unless rebutted or 
explained. In an apparent effort to offset this inference, the defen- 
dant has introduced much evidence to show that precautions were 
taken, not only by itself but also by Wm. H. Dobbs and Bert Pope, 
Inc., to prevent confusion amongst the purchasing public between 
the plaintiff's product under the name “Dobbs” and the defendant’s 
product under the name “Wm. H. Dobbs.” But since on the 
evidence it is clear that confusion has resulted, irrespective of the 
bona fides of these efforts (which the plaintiff disputes), these facts 
at most attest an effort to minimize the damages resulting from the 
tort, and standing alone do not constitute a defense to the plain- 
tiff’s right of action, at least against the defendant herein. 

Nor do the other facts exonerate the defendant from this im- 
putation of fraud. On the contrary, the evidence furnishes clear 
and convincing confirmation of that imputation. It is wholly clear 
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that Wm. H. Dobbs personally had never acquired any particular 
reputation in the hat trade in New York City, to which his activities 
up to the time of his association with the defendant had been almost 
wholly confined; outside of New York he was wholly unknown. 
The fact that the defendant, whose president had had a long ex- 
perience in the hat business, was ready to split its earnings with 
Wm. H. Dobbs, either directly or indirectly through interposed 
corporations, can only be attributed to a desire to acquire the name 
for its propensity to mislead and confuse the public to the defen- 
dant’s gain and the plaintiff’s hurt. There is nothing here to show 
that the name had any legitimate “residual advantage” to Wm. H. 
Dobbs, within the meaning of the opinion in Waterman Co. v. 
Modern Pen Co., 235 U. S. 88 [5 T.-M. Rep. 1]. 

The form of the relations between Wm. H. Dobbs and the de- 
fendant and their subsequent history serve but to confirm this con- 
clusion. The interposition of Bert Pope, Inc., a corporation in 
which, to be sure, Wm. H. Dobbs had a stock interest, as the “‘dis- 
tributor” of the defendant’s product, cannot disguise the fact that 
the defendant itself under the name Wm. H. Dobbs sold the hats 
which it manufactured. To be sure, Bert Pope hired and directed 
the salesmen; he may have “approved” the design of the product. 
But Bert Pope, Inc., including Wm. H. Dobbs, its officer and em- 
ployee, did nothing in connection with the distribution of the 
product that is not ordinarly performed by a sales manager of the 
manufacturer. That the defendant manufacturer had a right to 
employ Bert Pope, Inc., and Wm. H. Dobbs to assist in its sales, 
I have no doubt. That it could compensate them for their services 
on a contingent basis I have no doubt. But all this the defendant 
could do and can still do without poaching on the plaintiff's good- 
will. 

The fraudulent character of the defendant’s conduct is further 
manifested by the calculated deliberation with which it subordinated 
its own name in the merchandising of its product to the name which 
it had attempted to hire. Instead of emphasizing its product as its 
own, it has consistently and deliberately designated it, and en- 








320 TWENTY-THREE TRADE-MARK REPORTER 


couraged others to designate it, by the name of Wm. H. Dobbs alone. 
On the women’s hats of its manufacture, it has imprinted the Wm. 
H. Dobbs facsimile on the sweat-band; its own name nowhere ap- 
pears on the product. On the men’s hats, the Wm. H. Dobbs name 
and crest are conspicuously printed on the sweat-band or lining, and 
its own name is relegated to a paper size-label pasted to the felt 
beneath the sweat-band. The hat-boxes, though they bear no 
resemblance to those of the plaintiff or its predecessors, are con- 
spicuously marked with the Wm. H. Dobbs name and crest; the 
defendant’s name nowhere appears thereon. The defendant’s 
shipping labels, salesmen’s cards, invoices and stationery, to be 
sure, show the defendant’s name. But such papers are not normally 
seen by the ultimate consumer. And even these papers stress the 
legend “Sole Manufacturers of Wm. H. Dobbs Hats.” And in the 
advertising of the product, most of which is done by the defen- 
dant’s retailers but with the defendant’s acquiescence, the defen- 
dant’s name is wholly absent. The conclusion is irresistible that 
the use of the name by the defendant was an act deliberately in- 
tended to enable the defendant to reap the plaintiff's harvest by 
indirect imposition upon the purchasing public. 

And so the defendant in its answer seeks to justify the use of 
the name under a claim of right derived from the contract in evi- 
dence as “Exhibit R.” 

It may be noted at the outset that “Exhibit R” purports to 
license the defendant to use the name “Wm. H. Dobbs” in the 
manufacture only of men’s felt hats. It contains no authority to 
use the name in connection with ladies’ hats. The defense of a 
special license is therefore at most a defense pro tanto. However 
that may be, it is apparent that the defendant’s use of the name is 
with the full consent of Wm. H. Dobbs, and it makes no difference 
for present purposes whether the license upon which the defendant 
relies for its justification is a special license such as set forth in 
“Exhibit R” or a license implied from the underlying facts. 

In any event, this license, according to the plaintiff, is at most 
an attempted assignment of a trade-name in gross, and such an 
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assignment, plaintiff contends, is illegal and ineffective. The plain- 
tiff cites many cases in support of this contention but makes no 
effort to reconcile the doctrine of these cases with the remark of 
Justice Holmes in Waterman Co. v. Modern Pen Co., supra, at 
page 96, where it was said: 


While it very well may be true that the transfer of a name without a 
business is not enough to entitle the transferee to prevent others from 
using it, it still is a license that may be sufficient to put the licensee on the 
footing of the licensor as against the plaintiff. 

Does this mean that any man who has no business, but who 
happens to have a name which others have made valuable as a 
trade-name, may license another to use the name in competition 
with the proprietor of a trade-name? I think not. Such a holding, 
impliedly authorizing one to capitalize the nuisance value of his 
name, would be an invitation to blackmail and deception. 

The language quoted must rather be given such scope as the 
underlying facts require, and the opinion on its face shows that 
the learned Justice had before him the case of “a man who for 
years had been trying to do business,” “who has established him- 
self in the business,” and who assigns to a partnership of which he 
becomes a member—at least to the extent that “he had pecuniary 
reasons for wishing to see it succeed”—‘“his name and whatever 
good-will he has.” By such an assignment, it was said, the trans- 
feree derived the immunity which the transferor enjoyed as against 
a plaintiff of the same family name who was first in the field of 
competition. 

This decision, I think does not reach the facts of the case at 
bar, and so its authority cannot sustain the validity of the purported 
license here. For at the time of the attempted transfer, the only 
pecuniary value of this name to Wm. H. Dobbs or any one else was 
its nuisance value. Nor did Wm. H. Dobbs, like Waterman, couple 
the assignment of his trade-name with the transfer of his business 
and its good-will. Cf. Kidd v. Johnson, 100 U. S. 617. 

But it is not necessary to base my decision upon the sole ground 
of the invalidity of the attempted license of the name. For even 
if the license were held valid, under the Waterman case it would 
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pass only such immunity as the licensor theretofore enjoyed. And 
I am satisfied that at the time the “license” was given, the licensor, 
Wm. H. Dobbs, as against the plaintiff, had no right himself to 
use his name as the defendant herein has subsequently used it. 
Thus by the license the defendant, as against the plaintiff, acquired 
exactly nothing. 

This conclusion depends upon the limitations which attach to a 
man’s right to use his own name in his own business, a subject upon 
which there is much uncertainty in the law. 

One of the earliest cases on this point in England seems to have 
been that of Burgess v. Burgess, 3 De.G. M. & G. 896, decided in 
1853. There the bill and affidavits in support thereof show that the 
plaintiff's predecessor had first adopted the name of “Burgess’s 
Essence of Anchovies’ long prior to its use by the defendant, and 
that large quantities of the product had been sold by the plaintiff 
and his predecessor under a label which to a certain extent the 
defendant had imitated. But the published report of the case, at 
least, does not show any allegation or evidence that the plaintiff's 
name had acquired a secondary meaning with the public, or that 
the public had been in fact confused or deceived as a result of the 
defendant’s product. Yet portions of the defendant’s shop sign and 
label which were calculated to mislead, were finally enjoined, but 
the Court of Appeals declined to enjoin all use of the defendant’s 
name in connection with the sale of his product because, in essence, 
such use of the name did not serve to mislead the public. And that 
this was the gist of the holding was emphasized in the case of 
Massam v. Thorley’s Cattle Food Co., 14 Ch. Div. 748. 

But then came the case of Turton v. Turton, 42 Ch. Div. 128 
(1888). There the plaintiff corporation, Thos. Turton & Sons, 
and its predecessors had been in the steel business in Sheffield for 
upwards of forty years. The defendant, John Turton, had been en- 
gaged in a similar business, also in Sheffield, only a mile away from 
the plaintiff's works, first under his own name, then under the 
partnership name of Turton & Lawton, and then under the firm 


name of John Turton & Company, in all for some twenty years. 
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Apparently, in this litigation it was conceded that his right to the 
business under the name John Turton & Company had been estab- 
lished beyond restraint. But at that stage he took into his partner- 
ship two sons, and changed the firm name to John Turton & Sons. 
That name the plaintiff sought unsuccessfully to enjoin. Lord 
Justice Esher, Master of Rolls, said, a man “may rightly use his 
own name.” And again, “He is doing what he has an absolute 
right by the law of England to do.” And so the case is frequently 
cited for the proposition that a man has an absolute right to use his 
name in business, even though its use result in the deception of the 
public to the hurt of a plaintiff who had earlier established the 
name with a secondary meaning. But a careful analysis of the 
several opinions on the appeal will leave one in considerable doubt 
as to whether such was the essence of the decision. For Esher, 
L. J., in an effort to bring his opinion into harmony with that of 
Burgess v. Burgess, emphasized the fact that the defendant Turton 
in the use of his name made no false representation. According to 
Lord Esher, the defendant, who it must be remembered had already 
established his right to use the name Turton in one firm name, had, 
by changing from Turton & Company to Turton & Sons, merely 
announced to the trade, as he properly might, that he had taken his 
sons into partnership. It is quite consistent, even with Lord 
Esher’s opinion, that if there had been evidence showing that the 
change had the effect of a false representation to the public, the 
decision might have been otherwise. And that the decision was 
predicated upon a complete absence of actual confusion on the 
part of the purchasing public, even more clearly appears in the 
opinion of the other Justices who participated in the appeal. There, 
unlike the case at bar, the defendant was not marking its name on 
its product and engaging in extensive advertising. And there was 
no evidence whatever tending to show that the course of business 
of the parties was such that any misunderstanding on the part of 
the customers could not and would not promptly be rectified. At 
most, the plaintiff was subjected to the possibility of inconsequential 
inconvenience, but to no real damage. 
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In short, I am unable to find any English case that refuses 
relief to a plaintiff whose name has been so established in the trade 
that its mere application to the product of a newcomer in the busi- 
ness of the same name will operate to confuse and deceive the public 
to the plaintiff's damage. 

In the United States the courts have frequently used general 
language to the effect that a man has an absolute right to the use 
of his own name. See Handler v. Pickett, 30 Col. L. R. 196, et seq. 
But a careful reading of such cases will disclose that often the 
language used is broader than the facts require, and that the cases 
were ones in which confusion could effectively be averted if the 
newcomer were required only to qualify his use of the name by 
prefix, suffix or explanation. Some of the earlier cases, such as 
Meneely v. Meneely, 62 N. Y. 427, failed to recognize that the mere 
use of the name, even though the use were literally truthful, might 
convey a false impression to the public. But more recently in such 
a case the same court has sustained an injunction wholly precluding 
the use of the surname on the product. Westphal v. Westphal, 215 
N. Y. Supp. 4, affirmed 243 N. Y. 639 [16 T.-M. Rep. 139]. 

The extent to which a man may be precluded from the use of his 
name on account of its prior use by another, has never been clearly 
defined by the Supreme Court. In the case of Howe Scale Co. v. 
Wyckoff, Seamans & Benedict, 198 U. S. 118, the court declined to 
enjoin the use of the name “Remington” in combination with the 
corporate name of “Remington-Sholes.” In commenting upon the 
plaintiff’s claim that the defendant’s trade-name had been adopted 
because of a family reputation in the typewriter business, the court 
said: “That does not in itself justify the assumption that their 
purpose was to confuse their machines with the complainant’s; or 
that the use of that name was in itself calculated to deceive.” An 
analysis of the case will disclose that the decision was predicated 
upon what the court there deemed to be the fact of the case, namely, 
that the use of the name in question was not “in itself calculated to 
deceive.” Any doubt on this point, however, is resolved by the 
opinion in the Waterman case, where it was said with particular 
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reference to the Howe Scale case: “But, whatever generality of 
expression there may have been in the earlier cases, it now is 
established when the use of his own name upon his goods by a later 
competitor will and does lead the public to understand that those 
goods are the product of a concern already established and well- 
known under that name, and when the profit of the confusion is 
known to and, if that be material, is intended by the later man, the 
law will require him to take reasonable precautions to prevent the 
mistake.” How far one may be required to go to prevent such mis- 
takes, that Court did not indicate. 

The case of Herring-Hall-Marvin Safe Co. v. Hall’s Safe Co., 
208 U. S. 554, also requires analysis. There the trial court en- 
joined the newcomer from “carrying on a safe and vault business in 
the name of ‘Hall Safe & Lock Company,’ or any name of which 
the name ‘Hall’ is a part, and from marking their safes with any 
name of which the name ‘Hall’ is a part, or from advertising, or 
from offering for sale safes or vaults as ‘Hall’s Safe,’ or by any 
name of which the name ‘Hall’ is a part, etc., etc.” This injunction 
was sustained by the Circuit Court of Appeals for the Seventh 
Circuit (143 Fed. 231) on the ground that the newcomer there in- 
volved was by contract estopped from the use of the family name in 
the business and on this ground expressly distinguished the case 
from that of the Howe Scale Company. And while the Court of 
Appeals also found in the Hall case deception and confusion, which 
was absent in the Howe case, the statement of facts shows only that 
the confusion was such as resulted from misleading signs used by 
the newcomer and its agents. Quite clearly, the factual situation 
was such as not to warrant the conclusion that the use of the name 
“Hall” on the safes or in advertising would necessarily operate to 
confuse and deceive. In the Supreme Court, the decree below was 
reversed because of error in finding the defendants estopped by 
contract from the use of their name. The right of the newcomer 
to use the name “Hall” in its corporate name was not involved in 
the appeal, because theretofore it had “accepted a decree forbidding 
it to go on under the above name.”” And the court, notwithstanding 
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the reversal of the decree below as too broad, concluded by the ob- 
servation that “the confusion produced—through his use of signs 
and advertisements calculated—to mislead—must be stopped.” But, 
under the facts, it was felt that an injunction “against using any 
name, mark or advertisement indicating that’ “the newcomer is 
the successor of the original company or that its goods are the 
product of that company or its successors, or interfering with the 
good-will bought from him” would sufficiently protect the plaintiff. 

But where the plaintiff's name is so associated with its product 
that the use of a surname on the defendant’s goods will deceive 
the ordinary purchaser, such use of the name will be wholly en- 
joined, even as against a corporate defendant deriving the name 
from one of its incorporators and stockholders. Westphal v. West- 
phal, supra; De Nobili Cigar Co. v. Nobile Cigar Co., 56 Fed. 
(2nd) 824 [22 T.-M. Rep. 136]; Vick Medicine Co. v. Vick Chemi- 
cal Co., 11 Fed. (2nd) 33 [16 T.-M. Rep 67]; Garrett v. Garrett 
§ Co., 78 Fed. 472. See also L. Martin Co. v. Martin & Wilckes 
Co., 71 Atl. 409, affirmed 72 Atl. 294. And the Waterman case 
holds that, in measuring the rights of a defendant to the use of its 
name, there is no valid distinction between corporations and in- 
dividuals. 

In the case of Jergens Co. v. Bonded Products Corp., 21 Fed. 
(2nd) 419 [17 T.-M. Rep. 363], it was recognized that even the 
use of his proper name by one might operate as a misrepresentation 
that his goods were those of another. It was also stated that “if 
any relief is to be given against unfair trading, it should be such 
as will be effective.” But under the precise facts there involved 
the court, apparently upon a finding that confusion would in fact be 
thereby avoided, limited the injunction so as to allow the defendant 
to show the proper name on the side (but not the top) of the wrap- 
per, but wholly prohibited the defendant from the use of the proper 
name as a part of the title or designation under which its product 
was marketed. Chickering v. Chickering § Sons, 215 Fed. 490 
[4 T.-M. Rep. 279], and Royal Baking Powder Co. v. Royal, 122 
Fed. 337, also are cases in which limitations on the use of the 
name were found sufficient without its complete expurgation. 
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The facts of the case at bar are such that Wm. H. Dobbs him- 
self could not use the name Dobbs in the marking of hats publicly 
offered for sale or in advertising hats for sale, without deceiving 
and confusing the public to the plaintiff's damage. That such 
deceit and damage have resulted from his operations as heretofore 
conducted in conjunction with Bert Pope, Inc., and the defendant, 
is only too clear on the evidence. More doubtful, perhaps, is the 
task of determining now whether any explanatory suffix to the 
name, such as “not connected with the original Dobbs,” would 
suffice to avoid the confusion. 

The efficacy of such prefixes obviously is affected by psychologi- 
cal considerations, a surer understanding of which is much to be 
desired. The field seems not to have been yet cultivated by the 
scientific psychologist. Cf. Isaac on Traffic in Trade-Symbols, 
44 Harv. L. R. 1210. But surely a reading of the long and wide- 
spread litigation that has grown out of the use of such names as 
“Baker” and “Rogers” (for a convenient review of which see 
Nims on Trade-Marks, pages 125 et seq.) leads one to question 
the efficacy of such limitations. And, obviously, half-way limita- 
tions are inadequate to prevent confusion, propagate litigation, 
devastating uncertainty in business and a cynical reaction to the 
administration of law. Such results cannot be justified by a false 
tenderness for the rights of the individual. To be sure, he is en- 
titled to protection in all proper use of his name, but not to a use 
which, though true to the few fully informed, is false to the many 
who are only partially informed. 

Since the only purpose of an explanatory suffix is to prevent 
confusion between the impressions conveyed by the defendant’s 
use of the name and those conveyed by the plaintiff’s use of the 
name, the efficacy of such a suffix will largely depend upon the 
connotations which the public has become habituated to attach to 
the plaintiff’s use of the name. Since this name has acquired its 
secondary meaning largely by advertising, that fact and the con- 
tent of such advertising will indicate the association of ideas which 
attaches in the public mind to the name. The evidence shows that 
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the plaintiff's advertising has emphasized the surname only. It is 
a fair inference that the public has long since forgotten, if it ever 
knew, DeWitt Dobbs, the man, and Dobbs & Co., the plaintiff's 
predecessor of which he was the president. The surname alone 
remains in the public mind as an identification mark about which 
cluster associated ideas, such as quality and style in headgear. The 
name has become a purely impersonal symbol. It no longer signi- 
fies anything as to the place of manufacture, or the personal 
identity of the manufacturer. 

This, the evidence fairly indicates, is the meaning of “Dobbs” 
to the public. Precisely the same images are evoked by the sight 
or sound of “Wm. H. Dobbs,” and the effect is no different if fol- 
lowed by such a phrase as “not connected with the original Dobbs.” 
For the eye of the purchaser, long taught to identify the product 
by the name Dobbs alone, promptly registers the identity as com- 
plete upon catching the surname without noticing and pondering 
the significance of initials or suffix. And even the occasional pur- 
chaser who notices the suffix is not enlightened. For one who has 
known of one Dobbs only, suddenly confronted with the sugges- 
tion that there are in existence varieties of the species, is not in- 
formed which Dobbs is “his” Dobbs. Confusion is created by the 
very explanation intended to avert confusion. The purchaser 
whose impressions have been gradually acquired through continu- 
ous advertising cannot himself mentally locate the origin of his 
impressions as to time or place. And it is not to be expected that a 
hat clerk who chances to wait on him can accurately trace his im- 
pressions. 

And so here, I conclude, Wm. H. Dobbs was precluded 
by the combination of the public interest and the plaintiff's right 
from using even his own name on the product or in advertising or 
elsewhere as the designation or as a part of the designation of the 
product. This conclusion has equal application to the use of the 
name on the hat box. For the public knows the product 
by the name, not by the box. Subject to these limitations, however, 
he had the right to manufacture and sell hats under his own name. 
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He could lease or buy factories or stores, he could hire help, and 
could carry on a thousand other incidents of business under his 
own name, without causing any confusion. 

Such limitations of the right as I have indicated above, nowa- 
days involve no real hardship, for a corporate franchise now is 
easily within the reach of all. Nor, nowadays, does the adoption 
of a trade-name other than the family name involve the reproach 
of doing business under false colors nor, in the usual case, impede 
the development of a legitimate good-will. That this is so is in- 
dicated by the general run of names of newly organized corpora- 
tions. In an age when by corporate activity, mass production and 
national distribution, the truly personal element has been so largely 
squeezed out of business, there is naturally less legitimate pecuniary 
value in a family name. Any other name is as valuable and as 
available for all legitimate purposes. Formerly, before the age of 
advertising, when good-will in business was slowly developed from 
personal contacts, the situation may have been otherwise. 

But in advertising hats of his manufacture or distribution, more 
delicate questions arise. ‘There is a reasonably clear distinction 
between “display” advertising and “reading matter.” In general, 
the name used in connection with display advertising, where it is 
seen principally by casual observers, will, under the facts of this 
case, produce confusion. If used in matter of a recitative or in- 
formative set-up, its tendency to confuse can only be determined on 
a full consideration of all the facts. The question would involve 
the substantial accuracy of the reading matter, both literally and 
as the purchasing public would interpret it. 

Now, obviously, a court cannot pass upon the misleading pro- 
pensities of advertising matter not yet formulated. And especially 
since the fairness of the impression conveyed by advertising de- 
pends on such delicate factors as stress of voice, emphasis and 
arrangement of type, as well as subject-matter, it is not prac- 
ticable to lay down any rule more definite than that the advertising 
matter must be truthful, both in fact and in the impression con- 


veyed, in view of the existing background. Any injunction, there- 
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fore, which would issue on the facts of this case against Wm. H. 
Dobbs if he were a party, should wholly enjoin all use of the word 
“Dobbs” on the product and its containers, and in the designation 
of the product, and should further prevent use of the name in ad- 
vertising any product so as to cause confusion between the product 
of Wm. H. Dobbs and of the plaintiff, or otherwise to mislead the 
public to the plaintiff's hurt. Such a decree would, I think, be 
effective to prevent such a spread of litigation as attended the use 
of the Baker name, for example. And if by the generality of the 
provisions last above set forth, uncertainty should result, at least it 
would be such as could promptly be settled by application of the 
one party to amend the decree so as to authorize the use of a specific 
advertisement, or by the other party on a motion for contempt. 
Indeed, quite possibly many such details could be satisfactorily 
settled by conference in chambers without the need for formal 
motion and ruling. 

And further, as against Wm. H. Dobbs, any injunction to which 
the plaintiff would be entitled, would need to be carefully restricted 
in its scope to the territory in which the plaintiff had clearly proved 
the currency of its name in its secondary meaning. 

Such then, as I see it, are the mutual rights and liabilities be- 
tween Wm. H. Dobbs and the plaintiff. If I felt that these rights 
of Wm. H. Dobbs were transferable by “Exhibit R,” or otherwise, 
I should grant an injunction against the defendant transferee along 
the lines indicated above. But, holding as I have above indicated, 
that under the particular facts as shown in this case, such rights 
as Wm. H. Dobbs had were wholly personal to him, and transfer- 
able neither to the defendant nor any one else, I hold that an in- 
junction may issue against this defendant, without the limitations to 
which Wm. H. Dobbs would be entitled, wholly restraining it from 
all use whatsoever of the name “Dobbs,” whether prefixed by 
initials or given names, or suffixed by explanations, either imprinted 
on any hats which it manufactures or sells or offers for sale, or on 
the containers thereof, or in advertising the same or otherwise in 
connection with its operations in the manufacture, distribution and 


sale of hats. 
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I should perhaps make it plain that my reason for attempting 
to define the rights of Wm. H. Dobbs, notwithstanding my holding 
that his rights were not transferable, was to facilitate a final set- 
tlement of this troublesome and important litigation by a single 
appeal—in case my own efforts prove unavailing to compose the 
peace between the parties. 

The plaintiff is entitled to a decree, with costs, providing for 
the ascertainment of damages, and an injunction which, in the 
absence of defendant’s consent as to form, may be settled in cham- 
bers in New Haven on five days’ notice, or otherwise by agreement. 
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Nationa. Icy-O-Beveraces, Inc. v. Davis, ev aL. (WILLIAMS 


. O1t-O-Matic Heatina Corporation, Intervener) 
i (3 F. Supp. 251) 


United States District Court, District of Maryland 
July 25, 1932 


Trape-Marxs—RecisTraTion—ErFreEcr. 

The registration of a trade-mark can give no greater rights than 

‘ are acquired by common law. Registration, therefore, confers no rights 

. and limits none but is a mere procedural advantage, depending upon 

common law ownership. 

Trape-Marks—INFrinceEMENT—“Icy-O” ann “Icy-O-Matic” on RernicEr- 
ATING Devices—Non-ConFLicTinc Marks. 

The word “Icy-O-Matic,” held not to be confusingly similar to the 
word “Icy-O,” the former being used on automatic refrigerators and 
the latter on portable containers for cooling soft drinks, inasmuch as 
any confusing resemblance between the respective marks is obviated 
by the use of the termination “O-Matic” in defendant’s mark. 


In equity. Action for alleged trade-mark infringement. Bill 
dismissed. 


George Ross Veazey, Wm. H. Price, Jr., and Ambler H. Moss, 
all of Baltimore, Md., for plaintiff. 

George L. Wilkinson and Langdon Moore, both of Chicago, IIl., 
and John E. Cross, of Baltimore, Md., for defendants. 
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WituiaM C. Coteman, D. J.: This is a suit for trade-mark in- 
fringement; the question being whether the plaintiff's registered 
trade-mark “Icy-O” is infringed by the defendants’ registered 
trade-name ‘“Ice-O-Matic.” 

The plaintiff company is a dealer in so-called dispensing 
refrigerator cabinets, which are portable containers used by dis- 
pensers of soft drinks for the purpose of keeping them cool, while 
affording a handy method of offering them to the trade. The device 
does not itself manufacture ice. The Williams Oil-O-Matic Heat- 
ing Corporation was permitted to intervene as a party defendant 
upon a showing that it manufactures the device, and was the real 
owner of the trade-mark used thereon, of which the plaintiff 
complains. This device, an electrical refrigerating apparatus made 
in various sizes for household, hotel, and similar use, is a means 
whereby foodstuffs, liquids, etc., are cooled and preserved by means 
of ice automatically made in the apparatus; that is, one of the 
many modern forms of electrically operated refrigerating units. 

It appears that the use of the word “Icy-O” preceded the use 
of the word “Ice-O-Matic’; that is, the former was first used 
in 1923 and the latter in 1928. On the other hand, the word 
“Oil-O-Matic” was used as early as 1921 by the defendants or 
their predecessors. While, therefore, in point of time, plaintiff's 
trade-mark has precedence over defendants’ specific mark here in 
controversy, this is not true with respect to the use of the suffix 
“O-Matic.” It further appears that the intervener, Williams Oil- 
O-Matic Heating Corporation, has been using for more than ten 
years past the trade-mark “Oil-O-Matic” on oil burner apparatus 
which it manufactures and sells for heating purposes. Also it 
appears that the suffix “O-Matic” has become generally identified 
with this company’s products through its extensive use of. the trade- 
marks ‘“‘Oil-O-Matic,” ‘‘Dist-O-Matic,” and “Ice-O-Matic” on its 
products, and through widespread advertising of its products so 
identified, with the result that the use of the word “Ice-O-Matic,” 
as applied to refrigerating apparatus, is recognized by the pur- 
chasing public as identifying it as this company’s product. 
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Plaintiff contends that the defendants have not and cannot 
acquire a proprietary right in the name “Oil-O-Matic,” that it is 
merely the composite of the common word “oil” and the suffix 
“matic,” which cannot be said to have acquired a secondary mean- 
ing, and that its own trade-name “Icy-O,” being not a mere de- 
scriptive, but a fanciful or coined word, is so closely simulated 
by the word “Ice-O-Matic” that by sound, appearance, and the 
thought suggested, the latter is calculated to confuse and to deceive 
the public. 

With this we cannot agree. It is axiomatic that the registry of 
a trade-mark can give no greater rights than that mark may have 
acquired at common law. In short, registration confers no rights 
and limits none, but is a mere procedural advantage, depending 
upon common-law ownership. United Drug Co. v. Theodore Rec- 
tanus Co., 248 U. S. 90, 39 S. Ct. 48, 63 L. Ed. 141 [9 T.-M. 
Rep. 1]. On the other hand, it is equally well settled that one 
article need not directly compete with another in order to infringe. 
See Finchley, Inc. v. Finchly Co., (D. C.) 40 F. (2d) 736 [19 
T.-M. Rep. 406], and cases cited. But the test of infringement 
is a reasonable test, and we do not find from any angle such 
similarity between the two names as is calculated to confuse or 
deceive the public. The only direct similarity lies between the 
use of the common noun “ice” by the defendants and the adjective 
“icy” by the plaintiff, followed in each instance by the vowel “‘o” 
between hyphens. Whatever may be the acquisitive rights of the 
defendants in the common suffix “matic,” or “o-matic’”—a ques- 
tion which we need not decide—this suffix so definitely distinguishes 
the name as a whole as to refute any but a very strained argument 
that it is likely to be confused with plaintiff’s name in any real sense, 


for the suffix of itself at once suggests the common word “auto- 
matic,” derived from the Greek “autos,” mean “self,” and a root 
probably meaning “to move”; that is to say, something that is 
self-acting, self-regulating, mechanical, a suggestion totally lacking 
in the word “Icy-O.” 
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For the aforegoing reason alone, the bill of complaint must be 
dismissed, and it becomes unnecessary to consider the numerous 
other questions presented. 


GILLETTE Sarety Razor Company v. TRIANGLE MECHANICAL 
LaporaTorigs CorP., ET AL. 


United States District Court, Eastern District of New York 
June 28, 1933 


Unram CompetrT1ion—Use or Cotor—InsuncTrion—Form or Decree. 

In an action to restrain the use by defendants of the color blue and 
the designation “Blue Blades” on safety razor blades, defendants were 
not precluded from using either the word “blue,” or the color blue when 
not so used as to deceive purchasers and facilitate substitution of their 
blades for plaintiff's. 

In equity. Final decree in action for unfair competition. For 


the opinion, see 23 T.-M. Rep. 219. 


Nims & Verdi (Harry D. Nims, Wallace H. Martin, and M. L. 
Severn, of counsel), all of New York City, for plaintiff. 
Louis Soll (Morris Kirschstein, of counsel), both of New York 
City, for Triangle Mechanical Laboratories Corporation. 


Rosert A. Incn, D. J.: This cause came on to be heard at this 
term of this Court and was argued by counsel and thereupon, upon 
consideration thereof, it is ordered, adjudged and decreed: 

That the defendant, Triangle Mechanical Laboratories Corp., 
its officers, agents, servants and employees, and the defendants, 
Jacob Holtz and Abraham L. Holtz, and their agents, servants 
and employees, and all persons holding by, through or under each 
and all of said defendants, be and the same are each and all per- 


petually enjoined and restrained: 

(a) From using, authorizing the use of, or knowingly selling 
razor blades to others who use, the coupon, a copy of which is 
attached below, or any coupon colorably similar thereto, or other 
coupon, advertisement or other selling device calculated to cause 
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| Waluable Discount Coupon - Worth $1.46 


NOTICE TO AUTHORIZED DISTRIBUTOR 
In accordance with our agreement you are authorized to de- 
liver one complete deluxe shaving set on presentation of this 
coupon, signed and 49c 
SPECIAL OFFER 


10 New Style Blue Blades for Gillette Type Razor Value $1.00 All 
1 High Grade Tube of Saving Cream . . Value .35 for 


1 Instant Blade Sharpener ....... Value .50 
1 Styptic Pencil (Indispensable in Shaving) . Value .10 49c 
Total Value g | 1S) 5 
- & This Coupon 


No more than two sets to a customer & = Limited Supply 


This set includes ] ()/new style Blue Blades for Gillette Type Razor 


Good Friday, November 11th, from 6 P. M. & all day Sat. Nov. 12th 


razor blades not of plaintiff’s manufacture to be passed off as and 
for plaintiff’s blades. 

(b) From using, authorizing others to use, or knowingly selling 
razor blades to others who use, the word “blue” and the word 
“blade” in juxtaposition provided, however, that defendants are 
not hereby precluded from otherwise using the word “blue” to 
describe their blades as colored blue or oxidized blue in a manner 
not calculated to cause such blades to be passed off under the dis- 
tinctive term “Blue Blades.” 

(c) The defendants may sell blades and packages colored 
blue, but are enjoined from placing or causing to be placed in the 
hands of retail dealers, jobbers or others blue safety razor blades 
so packed as to reasonably suggest or facilitate a substitution as 
and for Gillette Blue Blades and likely to be in the hands of such 
dealers and others an instrument of fraud on the plaintiff or which 
are colorable imitations of the package of plaintiff. Both the 
packages and blades must bear the full name of the manufacturer 
in letters readily discernible by the public and as large as the 
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blade and the package reasonably may permit, bearing in mind 
that the purpose of the same is to prevent the public from thinking 
that they are getting plaintiff's product and to prevent them from 
being known or designated or substituted or passed off as and for 
plaintiff’s product. 

(d) From any use of the name Gillette in connection with the 
sale of double-edge safety razor blades. 


(e) From passing off, or inducing or enabling others to pass 
off, any merchandise not the plaintiff's product as and for plain- 
tiff’s product and from any other acts calculated to cause pur- 
Ai chasers to believe that defendants’ merchandise is the merchandise 
| of the plaintiff, and from otherwise in any manner whatever un- 
fairly competing with the plaintiff; and it is further ordered, ad- 
judged and decreed: 

That the plaintiff have judgment for costs against the defend- 
ants for the sum of $623.70/100 as taxed by the clerk of this 
1 Court, and that the plaintiff have execution therefor. Half to be 
paid by each defendant. 


= 


Coca-Cota Co. v. Brown 
(60 F. (2d) 319) 


United States District Court, Middle District of Pennsylvania 
July 19, 1932 


Unram Competition—“Coca-Cora”—“Passinc Orr”’—InsuncrTion. 
The sale by defendant of a syrup not of plaintiff's manufacture 
when “Coca-Cola” was called for, held unfair competition, and a perma- 
nent injunction was granted. 


In equity. Suit for unfair competition. Decree for plaintiff. 


Harold Hirsch & Marion Smith and Frank Troutman, all of 
Atlanta, Ga., and Knapp, O’Malley, Hill § Harris, of Scran- 
ton, Pa., for plaintiff. 

J. Julius Levy and Frank J. McDonnell, both of Scranton, Pa., 
for defendant. 


Watson, D. J.: This is a suit for an injunction for unfair 
trade practice and for an accounting. 
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COCA-COLA CO. V. BROWN 


The court finds the following facts: 

1. Plaintiff is engaged in the manufacture and sale of a syrup 
and beverage made therefrom, under the trade-mark “Coca-Cola.” 

2. Continuously from the year 1886 down to the present time, 
the plaintiff and its predecessors in business have, to the exclusion 
of all other persons, used the name “Coca-Cola,” as a trade-mark 
distinguishing its product from the product of all other manufac- 
turers, and plaintiff is now using said trade-mark. The name 
“Coca-Cola” was new and distinctive at the time of its adoption 
in or about 1886, and designates origin of the product of the plain- 
tiff, and for many years has been universally recognized by the 
public as indicating exclusively the plaintiff's product; the name 
has become and is so associated with the plaintiff's product that 
it means a single thing coming from a single source, well known 
to the community, and any person using said name intends and 
expects to receive the product of the plaintiff. 

3. Plaintiff and its predecessors, by the expenditure of a total 
of more than $35,000,000 in advertising its product Coca-Cola, 
and by proper manufacturing methods, have established a valuable 
reputation therefor. The value of plaintiff's good-will and business 
represented hereby is in excess of $100,000,000. 

4. Plaintiff sells its product in bulk to be dispensed as Coca- 
Cola over the soda fountain, and every package shipped by plain- 
tiff has the name “Coca-Cola” thereon. 

5. In the manufacture of its said syrup, plaintiff has at all 
times colored same by the use of caramel, which imparts to the 
syrup a distinctive color, and is used solely for that end and pur- 
pose, and is a decorative feature of the syrup and not structural ; 
and the drink is, in part, necessarily recognized and distinguished 
by said color. It is impossible for anyone desiring to purchase 
Coca-Cola to ascertain from a mere inspection, whether or not the 
article offered is genuine Coca-Cola or an imitation, provided the 
general appearance of the product as to color and consistency is 
similar to Coca-Cola. 

6. Defendant is the proprietor of a soda fountain at his store at 
No. 401 North Washington Avenue, Scranton, Pa. 
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7. Defendant received at his store Coca-Cola syrup in original, 
unopened, and sealed packages through plaintiff’s authorized dis- 
tributor, Scranton Tobacco Company, as shipped by the plaintiff 
from its factory in Baltimore. 

8. Several samples of liquid in response to calls for Coca-Cola 
were purchased at defendant’s store by agents of the plaintiff com- 
pany on different dates. 

9. Samples taken from defendant’s store on calls for Coca- 
Cola when analyzed, showed that the ingredients were not in the 
same percentage as to the whole as found in Coca-Cola syrup as 
manufactured by plaintiff. 

10. The defendant, on calls for Coca-Cola, sold to some asking 
for Coca-Cola a product which was not Coca-Cola as manufac- 
tured by the plaintiff. 

In Coca-Cola v. Brown §& Allen, (D. C.) 274 F. 481, 482 [13 
T.-M. Rep. 198], the court said: 


He may also sweeten it by adding sugar, if that is desired by his 
customer, or he may similarly add anything else the customer desires. He 
may even develop a peculiar and popular mixture, which may make his 
“Coca-Colas” known and sought as such. But can he, with no claim 
made to the public of a distinctive mixture, and relying solely on the 
reputation of “Coca-Cola” as developed by the maker, deceptively dilute 
and cheapen it for the additional profit to be thus made? Such conduct 
is immediately a fraud on the purchasing public. It is also a fraud of 
which the maker may complain, because it tends to disrupt that connection 
between him and the purchasing public, built up at large expense and 
through a long time, which the law recognizes and protects as a good-will, 
indirect and intangible though the connection be. 

There seems to be nothing in the way of defendants selling weak 
“Coca-Colas,” or sweet ones, if they will; but it ought to be openly done. 
The syrup drawn in the customer’s presence on his call for “Coca-Cola” 
ought to be the unadulterated article. That it is such is the fair intend- 
ment of the transaction. The customer understands the syrup drawn to 
be what he calls for. What is afterwards added by way of dilution or 
spiking he sees, and is not deceived by it. If defendants should put one- 
half quantity in the glass, instead of half strength, in serving “Coca-Cola,” 
it would be at once seen. The conclusion is inescapable that the dilution 
was made before the syrup was drawn, and concealed as to consistency and 
color by sugar and caramel, in order to deceive the purchaser as to its 
strength, and not in order to make weak or sweet “Coca-Colas.” Against 
the continuance of this practice petitioner is entitled to protection. If it 
is not done to deceive, defendants can have no objection to stopping it. 
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In Elgin National Watch Company v. Illinois Watch Case Com- 


pany, 179 U.S. 665, 21 S. Ct. 270, 274, 45 L. Ed. 365, it was held 
that: 


have acquired, and the public is entitled to the means of distinguishing 
between those and other goods; and protection is accorded against unfair 
dealing, whether there be a technical trade-mark or not. The essence of 


the wrong consists in the sale of the goods of one manufacturer or vender 


: 
‘ The manufacturer of particular goods is entitled to the reputation they 
for those of another. 


Conclusions of Law 


ployees, constituted an unfair practice, for which the plaintiff is 
entitled to equitable relief. 
2. The plaintiff is entitled to a permanent injunction, as prayed 
for in the bill of complaint, and to an accounting. 

Now, July 19, 1932, the defendant, his agents, employees, 
servants, and representatives, are enjoined and restrained from 
drawing from the fountain or other container, for the purpose of 
mixture and sale of Coca-Cola, any syrup other than the unaltered 
and unadulterated syrup made by plaintiff and known as Coca- 
Cola; and it is further ordered that a decree be entered in favor 
of the plaintiff for such damages as plaintiff is entitled to, and 


reference will be made to a master to take an accounting as to the 
damages. 


: 
| 
) 1. The actions of the defendant, his agents, servants, and em- 
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Hecut Company v. ROsENBERG, ET AL. 
(166 A. R. 440) 


Court of Appeals of Maryland 
May 26, 1933 


TrapeE-Marks aND Uwnrarir CoMmPpeTITION—PrRosaBILITY OF CONFUSION 
REQUIRED. 

In a suit for alleged unfair confusion, no injunction can issue upon 
the ground of mere priority in the use of name or device without any 
reference to actual confusion in the minds of customers. 

TrapE-Marks AND Trape-NAames—“THe Hus” anv Device or Samr— 
Store Names—ABsENCE OF CONFUSION. 
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The complainant had for over thirty years maintained in Baltimore 
a store for wearing apparel and other articles under the name “The 
Hub,” used in connection with a picture of the hub of a wheel, its 
business extending to the City of Westminster and throughout the 
territory adjacent to Baltimore. In 1932 defendants leased a one-room 
store in Westminster for the sale of clothing and shoes, for which they 
adopted the name and sign “The Hub.” Held that, inasmuch as the 
word “hub” and the device of a hub were in use as store names in 
several other Maryland towns, and as there was no evidence or likeli- 
hood of confusion between the two stores, complainant was not entitled 
to an injunction. 
In equity. Suit to restrain alleged unfair competition in the use 
of a store name. From a decree dismissing the bill, complainant 


appeals. Affirmed. 


H. Ralph Cover, of Westminster, Md. (Lee S. Meyer, of Bal- 
timore, Md., on the brief), for appellant. 

Grace R. Gerber Silverberg, of Baltimore, Md., and John Wood, 
Jr., of Westminster, Md., for appellees. 


Argued before Bonn, C. J., and Pattison, Urner, ADKINS, 
Orrutt, Diggers, and Parke, JJ. 


Bonn, C. J.: The suit is one in equity seeking an injunction 
against alleged unfair competition in the use of a trade-name and 
device; and the complainant appeals from a dismissal of its bill of 
complaint. 

The Hecht Company, formerly a partnership, and since 1918 
a corporation, has for over thirty years maintained in Baltimore 
City a store for the sale of wearing apparel, and to a lesser extent, 
upon occasion, other articles, in a large establishment which began 
at the corner of Baltimore and Charles Streets, and has since been 
extended until it occupies the whole Charles Street face of the block 
between Baltimore and Fayette Streets, with fronts on both of the 
latter streets; and its building is in part nine stories in height, 
and in part seven. The value of its building and equipment is 
estimated at $1,750,000. It is one of the most conspicuous and 
widely known of retail stores in Baltimore, and naturally has the 
custom of much of the population in what may be called the Bal- 
timore metropolitan area, or area of retail trade with the city. 
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During the whole period of its existence it has used as the name of 
the store, “The Hub’; and has displayed this name on signs and 
in its advertising, and in connection with the name has displayed a 
picture of a hub of a wheel in a horizontal position between the 
words of the name. And in the territory through which it extends 
its trade it is known as “The Hub.” Its business in the counties 
of the state extends to Westminster and elsewhere, as well as in 
neighboring states to some extent. In Westminster, which is thirty 
miles from Baltimore, and has a population of about 14,400, it 
had at the time of suit 500 customers represented in charge ac- 
counts on its books, and in the preceding year had made 300 deliv- 
eries in the town and in the vicinity. The number of cash pur- 
chasers and others not represented on the books is not known. It 
spent large sums of money advertising under the name and sign 
of “The Hub” in Baltimore newspapers which circulate in the 
Westminster neighborhood. The name and sign are not registered 
trade-marks of the store, but have been used altogether as the name 
and sign of the store; the name of the Hecht Company, or that of 
its predecessor partnership, not being used publicly at all. 

The defendants, in March of the year 1932, bought a lease of 
a small store of one room on Main Street in Westminster, for sale 
of clothing and shoes, and also adopted the name and sign of a 
hub. A large vertical sign held out from the second story, left by 
the previous tenant, bears the word “Shoes,” in large letters, and 
has now had painted on a smaller scale, at the top and the bottom, 
the name and sign of a hub, the pictorial hub being indistinguishable 
in design from that used by the complainant; and valances hanging 
inside the two show windows bear the words, “The Hub.” The 
store has been advertised in Westminster newspapers only, in all 
but one instance as “The Hub of Good Values’; that one instance 
having been due to a printer’s error. Checks of the firm have 
borne the name and device on the margins. The range of the de- 
fendants’ custom has been comparatively small, and local, confined 
to Westminster and a few surrounding miles; it is, in short, a small 
country town store. 
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Testimony taken shows that there has been no effort on the 
part of the defendants to pass off their goods or their store as 
those of the large Baltimore store, and no pretension to connection 
of any kind with that store. On buying the lease, they put across 
the outside of the store, in large letters, a sign declaring that they 
had bought the lease; and in circulars distributed about the town 
and county they sought trade as the successors to the previous 
tenant. The design of the hub placed on the permanent vertical 
sign appears to have been selected by the painter, and drawings 
used in the newspaper advertising are stated to have been procured 
by the printer, from what he calls “stock cuts.” Many witnesses 
have testified that in the minds of local customers there has been 
no confusion in fact of this store with the Baltimore establishment ; 
a number have said that they regarded it only as the store in which 
the partnership had succeeded to the previous tenant. One witness 
testified to an inquiry whether the Westminster store was a branch 
of the Baltimore Hub. It appeared, further, that the name had 
been used for local stores in five or six other Maryland towns, and 
in two of nearby Pennsylvania towns. 

Upon the ground of mere priority in use of the name and de- 
vice, without any reference to actual confusion in the minds of 
possible customers, no injunction could be asked for. Nims, Un- 
fair Competition and Trade-Marks (3d Ed.) 52; Bagby v. Rivers, 
87 Md. 400, 428, 40 A. 171, 40 L. R. A. 682, 67 Am. St. Rep. 357; 
Afro-American Owls v. Talbot, 128 Md. 465, 472, 91 A. 570. The 
question raised, therefore, is one of probability of confusion. And 
when we come to consider the probabilities, we seem to be con- 
fronted at once by the outstanding fact that in the comparative 
sizes of the two stores, their comparative importance, characters, 
and locations, there is such differentiation as to render confusion 
hardly conceivable. They may be said to operate in different 
spheres. Without any evidence, it would be difficult for a court to 
suppose that people in or about Westminster dealing with the small 
one-room store there, might think they were dealing with “The 
Hub” in Baltimore, or with a branch of it. And when to that dif- 
ficulty is added the strong evidence produced here that there was 
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in fact no confusion of the two establishments, and there was ap- 
parently no likelihood of confusion under present circumstances, 
we think the lack of ground for the issue of the injunction prayed 
is made manifest. Of course, there is an obvious danger of con- 
fusion in the use of the same name and insignia for two establish- 
ments, and under other facts and circumstances it might give rise 
to a right to an injunction; and the court expresses no opinion as to 
a possible ground of complaint in respect to the store at Westminster 
or a store anywhere else, using the name or device under different 
circumstances. But an injunction cannot issue to restrain a wrong 
not proved to have occurred, and seeming not likely to occur, as 
in this instance. Afro-American Owls v. Talbot, supra; Adams v. 
Michael, 88 Md. 123, 126, 17 Am. Rep. 516; Witthaus v. Braun, 
44 Md. 808, 22 Am. Rep. 44; Warren Mfg. Co. v. Baltimore, 119 
Md. 188, 222, 86 A. 502; Pope v. Clark, 122 Md. 1, 89 A. 387; 
Salisbury v. Camden Sewer Co., 185 Md. 563, 572, 109 A. 333. 
Decree affirmed, with costs. 


DEcIsIONs OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to the 
registration of the notation “Pinetrine” as a trade-mark for ab- 
rasive, detergent, and polishing materials, in view of the prior 
adoption and use by opposer of the mark “Billy B. Van’s Pine 
Tree Soap” upon soap prior to the applicant’s use thereon, although 
the applicant had established use of its mark upon a liniment prior 
to the use by the opposer. 

The First Assistant Commissioner, after stating the facts as 
to the relative dates of the two parties, said: 


It is not apparent, however, that the applicant, who has not established 
use of its mark upon soap until some years after opposer entered the field, 
is entitled to expand its business under the mark “Pinetrine” to include 
soap so long after opposer was using its mark upon soap. 


*Pine Tree Products Company v. The Pinetrine Company, Inc., Opp. 
No. 11,949, 159 M. D. 70, June 1, 1933. 
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Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Yeasties” as a trade-mark for cereal foods treated 
with yeast in view of the prior adoption and use by the predecessor 
of opposer of the term “Wheaties” as a trade-mark for cereal goods 
products and the continuous use by such predecessor and the op- 
poser. 

The ground of the decision is that the goods are of the same 
descriptive properties and that the marks as applied thereto are 
confusingly similar. 

In his decision, after noting that the opposer had built up a 
large business and that doubt, therefore, if any, must be resolved 
against the newcomer, the First Assistant Commissioner said: 


The goods of both parties are substantially the same, cereal foods, that 
of the applicant being described as yeast treated. Since the opposer is 
admittedly long prior in the adoption and use of its mark, the sole question 
here for consideration is the similarity of the marks. 

The goods are of the character sold in the same class of stores, to much 
the same class of people, housewives, servants, children, and are frequently 
ordered over the telephone. It is deemed that the marks are so similar 
when viewed in their entirety in appearance, sound and spelling as to sup- 
port a holding of probable confusion in trade. The applicant is thought 
to have approached too nearly the opposer’s mark.” 

Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Lady Alice” as a trade-mark for canned fruits, 
canned berries, canned vegetables and canned fish, in view of the 
prior adoption and use by the predecessor of opposer and the 
continuous use by it and that corporation of the mark “Alice” on 
canned pork and beans and vegetable products. Opposer also 
alleged ownership of registration No. 81,508, by William H. Dyer 
for the mark “Alice,” used upon canned pork and beans. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as used thereon confusingly 
similar. It is further held that applicant is barred from registra- 
tion by certain registrations of the term “Alice” for a variety of 
goods. 

In his decision, with reference to the question of the transfer 
of the trade-mark from the original adopter to the opposer, the 


2 General Mills, Inc. v. Yeasties Products, Inc., Opp. No. 11,947, 159 
M. D. 71, June 9, 1933. 
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First Assistant Commissioner, after stating that the earliest date 
established by applicant for the use of the mark “Lady Alice” on 
coffee was 1919, and on canned fruits and vegetables was 1922, 
stated that the Dyer Packing Corporation was organized about 
1912 by William H. Dyer, used the mark “Alice” upon pork and 
beans and tomato catsup and the Dyer Company continued its 
business until 1921 when it went into the hands of the receiver; 
that the treasurer of the corporation was Claude E. Gregg who 
subsequently purchased the business, that there were various 
changes in business names of the companies carrying on the busi- 
ness and finally he became the president of the opposer corpora- 
tion; that Gregg is shown to have purchased the plant and equip- 
ment of the Dyer Packing Company in 1923 and that since that 
time various vegetables have been packed and marketed under the 
trade-mark “Alice.” 
He then said: 


The applicant has vigorously denied the claim of opposer that it is 
the successor of the Dyer Packing Company. Not only was this issue not 
raised in the answer, but the evidence submitted on behalf of opposer is 
deemed to support its contention that it is entitled to be held the owner of 
the renewed registration No. 81,058 and that it succeeded to the business 
of that company. It must be considered that whatever value resided in the 
trade-mark and presumably very small good-will when Gregg purchased 
the assets from the receiver were obtained by him for they were obtained 
by no one else and he and the companies he formed thereafter continued 
to use the mark upon this general class of canned goods. 


With reference to prior registrations of the word “Alice” to 
which attention had been called by the applicant, he said: 


The Examiner of Interferences did not regard these prior registrations 
as relevant to the issue of the instant proceeding but did consider that 
certain of them, apart from opposer’s record, constitute a bar to the regis- 
tration for which the applicant has applied. Registrations numbered 
96,395, 103,084, 119,440, 133,936, 148,295, 183,366 and 241,875 were the ones 
relied upon by the Examiner. It is considered that there is no error in 
this conclusion.® 


Kinnan, F. A. C.: Held that applicant was not entitled, as 


the assignee of United Biscuit & Specialty Co. Inc., to register as 


3 Vincennes Packing Corp. v. Piggly Wiggly Corp., Opp. No. 11,271, 
159 M. D. 72, June 12, 1933. 
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a trade-mark for dog food, a mark comprising the notation 
“T-Bone” placed within a somewhat T-shaped outline of the goods 
and the words “Dog-Food,” the latter being disclaimed, in view of 
the prior adoption and use by the opposer of the words “Milk 
Bone” placed within the outline of the goods, which are fashioned 
in the shape of a bone, for the same goods. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 

In his decision the First Assistant Commissioner noted that the 
opposer sets up ownership of registration No. 228,605 for a mark 
consisting of the outline of a bone as a trade-mark for animal bis- 
cuits. He further noted that while ownership of registration No. 
72,501, which has been renewed, was not pleaded, evidence had been 
submitted on behalf of the opposer to show that it was the owner 
of that registration, which comprises the words “Milk Bone’ within 
the outline of a bone together with the word “Maltoid,” as a trade- 
mark for dog biscuits. 

He further held that the opposer had clearly proven priority 
of adoption and use of its mark. With reference to the use of 
the term “Bone,” he said: 


It seems clear enough that the trade has come to know and call for 
biscuits of this type by this name “Bone.” The opposer patterns the bis- 
cuit after the shape of one well-known kind of meat bone while the ap- 
plicant patterns his biscuit after the shape of another well-known kind of 
meat bone, the T-bone. In view of the foregoing it would seem more 
than probable that those familiar with the opposer’s goods and accus- 
tomed to purchasing them under the name “Milk-Bone” would, on seeing 
the applicant’s goods and noting they differ but slightly in shape from 
those of the opposer and bear the name “T-Bone,” be confused both as to 
the goods as well as their origin. . . . If it be held, as seems proper in 
view of the evidence, that the public has long been accustomed to designate 
opposer’s goods by the name “Bone” the applicant’s mark which merely 
indicates that the bone is T-shaped is only descriptive of the shape of the 
biscuit. It would appear the Examiner’s conclusion that the applicant is 
not entitled to registration because of the descriptiveness of his mark is 
sound, 


He then further said: 


Aside from the question of ownership of registrations No. 72,501 and 
No. 228,605, the applicant is not regarded as entitled to the registration 
applied for in view of these prior registrations.* 


* National Biscuit Co. v. United Biscuit & Specialty Co., Inc., Opp. No. 
11,836, 159 M. D. 74, June 15, 1933. 
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Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter as a trade-mark for sherbets and water ices, the notation 
“Eskimo Pop” (the word “Pop” being disclaimed), in view of the 
prior adoption and use by the opposer of a picture representing 
the figure of a man clothed in Eskimo garb as a trade-mark upon 
soft drinks, pop, soda, etc. 


The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 
With reference to the goods, after referring to the definition of 


the word “Pop” as given by a certain dictionary, the First Assistant 
Commissioner said: 


Aside from this definition the actual goods upon which the applicant 
uses its mark are deemed to belong to the same class and possess the same 


descriptive properties as the goods upon which the opposer uses its mark 
as recited in its registrations. 


With reference to the similarity of the marks, he said: 


As to the equivalency of the pictorial representation of an Eskimo and 
the word “Eskimo,” it may be noted that to the extent that confusion 
would be probable they are deemed the equivalent in the instant case. 
The practice of using trade-marks is of very ancient origin and at such 
earlier times when few people knew how to read, pictures and symbols 
were very extensively used for trade-marks to convey the idea of owner- 
ship or origin of goods. In modern times, when a large percentage of 
the people can read, pictures and symbols are less widely used and words 
alone or in connection with pictures are more commonly employed. Both 
forms, words and pictures, are still relied upon to convey the information 
of origin and ownership.® 


Disclaimer 


Kinnan, F. A. C.: Held that Electrolux Servel Corporation, 
of New York, N. Y., is not entitled to register, under the Act 
of 1905, as a trade-mark for refrigerators, refrigerator parts, etc., 
the word “Electrolux” accompanied by the representation of a gas 
flame and the words “Freezes By Heat” unless and until a dis- 
claimer was entered of the last three words. 


5 Clicquot Club Company v. Eskimo Pie Corporation, Opp. No. 12,123, 
159 M. D. 81, June 28, 1933. 
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In his decision after stating that, according to applicant’s litera- 
ture, ammonia gas is driven off from the water by means of heat 
and after certain other results have been obtained the ammonia 
gas is again driven off by heat and absorbed by the water, which 
operation is repeated, the First Assistant Commissioner said: 


It is deemed unnecessary to enter into any further discussion of the 
operation of the applicant’s type of refrigerator to which the mark is to 
be applied. The applicant has urged the view that the mark is to be 
applied to various products manufactured and sold by applicant only a 
part of which are designed to use heat in a refrigerating or freezing 
operation. Obviously, this is immaterial since the application includes 
refrigerators which are properly characterized by the words “Freezes By 
Heat.” ¢ 


Estoppel 


Krinnan, F. A. C.: Held that Continental Oil Company, of 
Ponca City, Okla., is not entitled to register, under the Act of 1905, 
as a trade-mark for lubricating oil and grease, the notation “Germ 
Processed,” in view of a disclaimer filed in connection with and as 
a condition precedent to obtaining registration No. 283,697. 

In his decision the First Assistant Commissioner said: 


The cases of Beckwith v. Commissioner of Patents, 274 O. G. 613 [10 
T.-M. Rep. 255], Warner-Patterson Company v. Malcomb, 397 O. G. 170 
[20 T.-M. Rep. 187], and Fashion Park Associates, Inc. v. J ohnson- 
Stephens & Shinkle Shoe Company, 156 M. D. 645 [21 T.-M. Rep. 537], 
relied upon by the Examiner, are deemed determinative adversely of ap- 
plicant’s right to registration. It is considered clear enough the applicant 
is now estopped to assert any right to registration of the instant notation. 
The matter of registration is statutory, and this office can not determine 
what may be the applicant’s common law rights.” 


Grade Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the word “Hostess” as a trade-mark for refrigerators and parts 


thereof in view of the use by opposer of that term as indicating a 


grade of refrigerator manufactured by it. 


6 Ex parte Electrolux Servel Corp., Serial No. 296,054, 159 M. D. 80, 
June 23, 1933. 

7 Ex parte Continental Oil Company, Serial No. 327,728, 159 M. D. 76, 
June 19, 1933. 
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In his decision, after stating that the applicant, upon denial 
of a motion to dismiss, had failed to file an answer and requested 


that the case be set for hearing upon the record, the First Assistant 
Commissioner said: 


Under the foregoing conditions, as is well understood, the facts well 
pleaded in the notice of opposition must be accepted as true so far as the 
instant proceeding is concerned. 


He then discussed the allegations of the notice of opposition as 
to the use by opposer of the term “Hostess” and said: 


The opposer has not established trade-mark use of the notation 
“Hostess.” That this is immaterial or unnecessary in order to sustain the 
claim of damage is well enough settled. 

It is thought the issue here raised is limited to the question whether 
damage, if the applied for registration is granted, can be held established 


or probable by reason of the opposer’s use of the notation as a grade or 
model mark. 


Then, after stating that a grade mark is not a trade-mark be- 
cause it is used in a descriptive sense, he said: 


The question is reduced to whether, under these conditions, the opposer 
would be damaged by the registration of that mark by another for use 
upon identically the same kind of goods. In most of the previously ad- 
judicated cases relied upon by the opposer the notation had been used by 
it upon the goods. 


And then after referring to the case of Electro Steel Company, 
Successor of Hammacher Delius § Co. v. Lindenberg Steel Com- 
pany, 215 O. G. 977, 43 App. D. C. 270 [5 T.-M. Rep. 295], he 
said: 


It is evident in consequence that the use by the petitioner of the nota- 
tion “Electro” has been only to the extent that opposer, in the instant 
case, has established use of the notation “Hostess.” , 

Bearing in mind the rule that where there is doubt it must be resolved 
against the newcomer, it is believed there is such a probability of confusion 
in trade that the applicant should not be granted registration.® 


Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to regis- 
ter the notation “Wasson’s Lady Fair” as a trade-mark for cotton 
and linen sheets and pillow cases and certain other specified textile 


8 Servel, Inc. v. John Wood Manufacturing Company, Opp. No. 12,320, 
159 M. D. 83, June 28, 1933. 
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materials, notwithstanding the prior adoption and use by the op- 
poser of the mark “Lady Treat’ upon certain goods which are 
identical with some of those upon which the applicant used its 
mark, 

The ground of the decision is that while the goods are identical, 
the marks are not confusingly similar. 

In his decision, after noting that the only feature common to 
the two marks is the word “Lady,” the First Assistant Commis- 
sioner said: 


There is a total dissimilarity between the word “Fair” in applicant’s 
mark and the word “Treat” in opposer’s mark, as well as the name “Was- 
son’s” in the former’s mark and the picture of the upper part of a woman 
in colonial costume in the latter’s mark. These differences are worthy 
of note and would probably be observed and readily recognized by pur- 


chasers. 

Then, after citing decisions of the Court of Customs and Pat- 
ent Appeals and of the Supreme Court of the United States, in one 
of the latter of which it was said, “The judgment of the eye upon 
two marks is more satisfactory than evidence from any other 
source,” he said: 


Applying the doctrine of these cases to the case at bar, it is believed 


that the differences between the two marks very much outweigh their 
similarities and that confusion in trade is quite improbable.® 


® Kresge Department Store Corporation v. H. P. Wasson and Company, 
Opp. No. 12,242, 159 M. D. 77, June 22, 1933. 
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KANE v. Roxy THEATRES CORPORATION 
CoNTINENTAL Bank & Trust Co. or New York v. Roxy THEATRES 
CORPORATION, ET AL. 

(65 F. [2d] 324) 

United States Circuit Court of Appeals, Second Circuit 
May 15, 1933 


Unrarr Competition—“Roxy’—Name or THEATRES—EXTENT or LACENSE. 
Appellee, Samuel L. Rothafel, long well known to the theatre-going 
and radio public as “Roxy,” by a contract permitting appellee, Roxy 
Theatres Corporation, to use the name “Roxy” as the designation of a 
theatre operated by them and directed by said Rothafel, held not to 
have intended by such contract to deprive said corporation of the use 
of such name during the payment of the consideration stipulated therein, 
and where the public was not defrauded. 
Unrarr Competition—“Roxy”’—-Use or Name By Competinc THEATRE. 
Where appellant had identified the word “Roxy” to the public as 
the name of its theatre, the use of said name by another on a nearby 
theatre where licensor, Rothafel, was employed, held unfair competition 
and was enjoined. 


Unram Competition—‘Roxy”’—Use or NAME ON THEATRE—INJUNCTION— 
Manner or Use to Avorw Conrvusion. 

A company operating a theatre which employed appellee, Rothafel, 
known as “Roxy,” may advertise such employment but must do so in 
such a way as to avoid confusing its theatres with that with which the 
name “Roxy” had formerly been identified. 

In equity. Separate proceedings to restrain alleged unfair 
competition in the use of the name “Roxy” as the name of a 
theatre. From an order restraining the receiver of the Roxy 
Theatres Corporation and denying relief against the appellee, the 


Radio-Keith-Orpheum Corporation, receiver, appeals. Reversed. 


Proskauer, Rose & Paskus (Alfred L. Rose and Alfred Appel, 
of counsel), all of New York City, for appellant. 

Cravath, De Gersdorff, Swaine §& Wood (Frederick H. Wood, 
Bruce Bromley, and Stuart N. Updike, of counsel), all of 
New York City, for Irving Trust Co., as receiver of appellee, 
Radio-Keith-Orpheum Corporation. 

Joseph A. Schaines, of New York City, for appellee, Samuel L. 
Rothafel. 


Before Manton, Swan, and AveGustrus N. Hann, Circuit 
Judges. 
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Manton, C. J.: The order appealed from in this consolidated 
cause denied the receiver's application for an injunction restraining 
the Radio-Keith-Orpheum Corporation (hereafter referred to as 
R. K. O.) from using the name “Roxy,” but granted a petition, 
filed by R. K. O., which sought relief against the receiver for the 
Roxy Theatres Corporation to the extent of permanently enjoining 
and restraining the corporation and its receiver from using the 
name “Roxy” or any simulation or variation thereof, as the name 
or any part of the name of its theatre at Seventh Avenue between 
Fiftieth and Fifty-first Streets, borough of Manhattan, city of 
New York, or any other theatre, except that it or its receiver may 
use the corporate name of the appellant in or in connection with 
any theatre owned or operated by it, provided said corporate name, 
as so used, is not displayed conspicuously either within or without 
the theatre. It forbade the use of the name “Roxy,” “Roxy’s 
Gang,” “Roxy’s Program,’ or “Rothafel’s Program” in connec- 
tion with its motion picture, musical, or dance presentations or 
entertainment or in connection with radio broadcasts, either within 
or without the theatre, and forbade advertising within or without 
the theatre using the name of Rothafel or Roxy in connection with 
the operation of the theatre. 

Samuel L. Rothafel obtained, under the nickname of Roxy, a 
valuable reputation in the entertainment business. On June 26, 
1925, he, with others, organized the Roxy Theatres Corporation, 
and became its president and a director. A site was purchased at 
Fiftieth Street and Seventh Avenue in New York City, upon which 
a theatre was built having a seating capacity of 6,000. It was 
called the Roxy Theatre. On May 15, 1928, the trade-mark 
“Roxy” was granted to the corporation on an application filed 
August 31, 1927. This application was signed by Rothafel as 
president of the corporation. He became the manager and con- 


ducted the business of the corporation under a contract of employ- 
ment dated July 31, 1925. The name “Roxy” has continuously 


been used in the operation of the theatre, and a large business has 
been established. The name was conspicuously displayed on large 
signs, permanently placed on three sides of the building, and widely 
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advertised in the daily newspapers throughout the metropolitan dis- 
trict. It was also widely advertised by broadcasting over the radio. 
In financing the building there were issued $4,250,000 of first 
mortgage bonds; $2,500,000 of second mortgage notes, which, 
together with the stock, bore the title of the Roxy Theatre. The 
name had become strongly identified with and advertised in con- 
nection with this theatre. 

The employment contract provided that Rothafel would render 
services to the corporation as the director of the motion picture 
theatre “about to be constructed . . . . and to be designed and 
known as the Roxy Theatre,” at $2,000 a week plus 10 percent 
of the net profits. An option was granted to the corporation for 
an extension of the contract for five years. The contract provided: 


If for any reason whatsoever, whether by limitation of time or other- 
wise, this contract shall terminate, the Corporation agrees that it shall not 
have the right to continue to use the name of “Roxy” as part of the name 
of said theatre, except that if it shall continue such use of the name, it 
shall pay for the privilege and license of using such name, a sum equal to 
10 percent (10%) of the net profits derived by the Corporation from the 
said theatre, the building and the operation thereof, computed as in this 
contract provided to be paid ... . as provided in subdivisions (b) (c) 
and (d) of Article 4 hereof, such payments and accounts to continue for 
so long a time, without limitation whatsoever, as the name “Roxy” shall be 
used as part of the name of said theatre. ... 8. Rothafel hereby grants 
to the Corporation the right, during the term hereof, to use his name and 
the name “Roxy” and the name “Roxy’s Gang” and “Roxy’s Program,” 
and “Rothafel’s Program” in connection with the business and operation 
of said theatre and said building, and also to use his portrait and physical 
likeness in connection therewith as well. 


Rothafel continued employment under the 1925 contract until 
January 29, 1931, when a contract was made which provided that 
for the consideration of the sum of $5 and “of the mutual rescission 
to the extent herein provided,’ the employment was cancelled and 


terminated March 29, 1931. It provided for the exchange of 
releases and stated: 


Third. Rothafel hereby permits Corporation to continue the use of the 
name “Roxy” on the theatre . ... for the period between March 29, 1931 
and September 11, 1932, but no longer. Rothafel waives his right to 
compensation for said use provided: (a) that the Corporation beginning 
with September 12, 1932 forever discontinues the use of said name “Roxy” 
on the theatre, or in connection with its musical presentations, or in its 
corporate name, or in any manner or connection whatsoever. (b) That 
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the Corporation on or before September 11, 1932, amends its corporate 
charter by deleting the word “Roxy” from its corporate name. . . . In 
the event of a breach by Corporation of any of the foregoing requirements, 
Rothafel shall be entitled to compensation for said use, in accordance with 
the provisions in this respect contained in the contract annexed hereto as 
Schedule A (employment contract), but said compensation for any elapsed 
period shall be payable within ten (10) days after demand therefor by 
Rothafel, and Rothafel shall also be entitled to enforce any other rights 
and remedies against the Corporation that he may have, both in law and in 
equity, by reason of said breach. 

On March 30, 1981, Rothafel entered into a contract of em- 
ployment with R. K. O. and therein granted the use of the name 
“Roxy” for its new theatre at Forty-ninth Street and Sixth Avenue, 
two blocks from the established Roxy Theatre; the name appear- 
ing in large electric signs and announced by advertisement. Both 
houses attract the same public, producing substantially the same 
form of entertainment. 

Rothafel’s contract of employment with the appellant grants 
the privilege and licenses the use of the name “Roxy.” Para- 
graph 6 provides an exception and payment to Rothafel if the 
appellant should continue the use of the name “Roxy” after he 
left his association with it. The exception is not a provision for 
liquidated damages. It is a license to continue on condition that 
payment be made as provided in the contract. Paragraph 8 does 
not contradict this. It deals with the privilege of using the names 


“Rothafel” or “Roxy” in connection with the operation of the 


theatre. Such an operation might indicate Rothafel personally 
was connected with it. When he left his association or the corpo- 
ration’s employment, such right ceased, but the good-will and use of 
the trade-name applied to the theatre and could be continued after 


he left the corporation provided payment was made pursuant to 
paragraph 6. Booth v. Jarrett §& Palmer, 52 How. Prac. 169. This 
contract provided that Rothafel was to be continuously paid for the 
use of the name “Roxy” for so long a time, without limitation 
whatsoever, as the name “Roxy” shall be used as part of the name 
of said theatre. If the theatre was not to use the name “Roxy” 
after the contract had terminated, it was meaningless to provide 


for compensation for Rothafel as it did. We think it was within 
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the contemplation of the parties that the appellant would continue 
to use the name “Roxy” after the termination of the contract of 
employment. The contract has no clause which would grant in- 
junctive relief on behalf of Rothafel in the event that the corpora- 
tion should discontinue the use of the name “Roxy,” and there is 
no negative covenant which forbids its use. But article 10 of the 
contract contains a negative covenant and provides for injunctive 
relief in favor of the corporation. Article 8, we think, should be 
construed so as not to take from the corporation the right to use 
its corporate name. Amer. Steel Foundries v. Robertson, 269 
U. S. 872, 46 S. Ct. 160, 70 L. Ed. 317 [18 T.-M. Rep. 289]; 
Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 89 N. E. 490, 
27 L. R. A. 42, 43 Am. St. Rep. 769; Holmes, Booth §& Haydens v. 
Holmes, Booth & Atwood Mfg. Co., 37 Conn. 278, 9 Am. Rep. 324. 

The outstanding purpose of the contract of January 29, 1931, 
was to discontinue the Rothafel employment, but the rescission 
of his employment did not deprive the corporation of the right to 
use the name “Roxy.” Holding, as we do, that the employment 
contract was the only source of the corporation’s rights, the proper 
construction of the termination contract forces the conclusion that 
the parties did not intend entirely to rescind all the terms of the 
employment contract and affirmatively to deprive the corporation 
of its good-will and its corporate name. The contract provides for 
the rescission of the first contract only “to the extent provided.” 
This is part of the consideration, and it presents the question of 
what part of the employment contract of July 31, 1925, was left 
unrescinded. There continued the obligation to pay for the use of 
the name “Roxy” on the theatre, as provided in article 6 of the 
agreement of July 31, 1925, for it remained unrescinded. The 
corporation’s right existed to continue the use of the name on the 
theatre and to pay for such use. If the corporation discontinued 
the use of the name “Roxy” and amended its corporate charter by 
deleting the word “Roxy” from its corporate name, it was promised 
to have free use of the name “Roxy” for the period between 
March 29, 1931, and September 11, 1932, but no longer. Article 3, 
upon which the appellee relied for the terms of cancellation, pro- 
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vides only that, in the event of a breach by the corporation of any 
of the requirements there mentioned, Rothafel would be entitled 
to compensation for such use in accordance with the provisions in 
this respect contained in the employment contract. But there was 
no promise in this agreement on the part of the corporation to 
discontinue the use of the name “Roxy.” The proper interpreta- 
tion of article 3 permitted the corporation to use the name “Roxy” 
free of charge for the limited period therein mentioned. The con- 
tract’s purpose was to accelerate the expiration date of the employ- 
ment agreement which Rothafel had with the corporation, and in 
return for that Rothafel permitted the corporation to use the name 
free of any liability to him to pay the contingent percentage, con- 
ditioned upon the performance of certain acts mentioned in article 3 
by the corporation. 

It is true the directors authorized the officers to execute an 
agreement to amend the first contract so that it would terminate 
on March 29, 1981, but this resolution did not authorize can- 
cellation completely by amendment, but only that the personal 
obligations should end on March 29, 1931, and the corporation for 
a time be relieved of the condition of paying compensation for the 
exercise of its license to use the name “Roxy” on the theatre. If 
the contract went further, it was without authority of the board 
of directors. The first paragraph provides that the executory 
rights shall cease as if March 29, 1931 had been the date of expira- 
tion originally provided. There is no express relinquishment of the 
license, and none may be implied, for the implication of negative 
covenants is not favored. Macloon v. Vitagraph, Inc., 30 F. (2d) 
634 (C. C. A. 2). Moreover, a release and the destruction of an 
important trade-name and good-will of the corporation which cost 
very considerable sums must plainly appear. Commerce Trust Co. 
of Baltimore v. Chandler, 295 F. 241 (C. C. A. 1); Matter of 
Timmis, 200 N. Y. 177, 98 N. E. 522. We think the intention was 
otherwise. The parties apparently recognized that the corporation 
might not discontinue the use of the name “Roxy” or change its 
corporate name. Failure to do either, the parties said in article 3, 
revived the obligation to pay compensation as provided in the old 
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contract, except that payment could be accelerated by Rothafel’s 
demand. 

We think it was not intended to end the license by this contract. 
The intention of the parties must be found within the language of 
the contract, and much of the testimony taken before the master 
was irrelevant. The right to the injunction must be found in the 
Under the circumstances, the use of the name 
“Roxy” by the appellant in its theatre and advertising was not a 
fraud upon the public. Booth v. Jarrett § Palmer, supra. 

We think the appellant was entitled to some of the relief it 
prayed for. The name “Roxy” had become associated with the 
business of the appellant, and its use by the appellee on its nearby 
theatre should be prohibited. The right to use the name granted to 
the corporation is a license. 


written contract. 


The continued use of the corporate 
name must be protected. American Steel Foundries v. Robertson, 
269 U. S. 372, 46 S. Ct. 160, 70 L. Ed. 317 [18 T.-M. Rep. 289]. 
Whatever rights the appellee may have in the name “Roxy” neces- 
sarily are subject to the prior rights of the appellant. They may 
not use the name “Roxy” on a competing theatre. Holmes, Booth 
§ Haydens v. Holmes, Booth §& Atwood Mfg. Corp., 37 Conn. 278, 
9 Am. Rep. 324; Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 
39 N. E. 490, 27 L. R. A. 42, 43 Am. St. Rep. 769. It would be 
unfair competition to do so. It cannot do indirectly that which it 
could not do directly. The appropriation of the name “Roxy” by 
the appellee is equivalent to an appropriation of the corporate title 
of the appellant under the circumstances, and equity will enjoin 
such unfair appropriation of good-will. De Nobili Cigar Co. v. 
Nobile Cigar Co., 56 F. (2d) 324 (C. C. A.) [22 T.-M. Rep. 136]; 
Dobbs & Co. v. Cobbs Haberdasher, Inc., 226 App. Div. 372, 235 
N. Y. S. 422 [19 T.-M. Rep. 298]. 

The injunctive relief granted to the appellant will be limited to 
restraining the use of the name “Roxy” to designate the theatre 
which is in competition with the appellants. The appellee is not 
restrained from advertising its employment of “Rothafel’” or 
“Roxy,” but it must do so in a manner which will avoid confusing 
its theatre with that of the appellant. 
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Jurisdiction is sustained for this suit is ancillary to the main 
suit. Hume v. City of New York, 255 F. 488 (C. C. A. 2). 
Decree reversed. 


Aveustus N. Hann, C. J. (dissenting): I agree with the rest 
of the court that the contract of employment entered into between 
the Roxy Theatres Corporation and Samuel L. Rothafel on July 31, 
1925, was the sole basis of the former’s right to use the name 
“Roxy” for its theatre. But I do not think that the contract of 
January 29, 1931, can reasonably be construed to have only the 
limited operation which the opinion of the court attributes to it. 

The agreement of January 29, 1931, provides in part: 


For and in consideration of the sum of five dollars ($5.00) by each of 
the parties to the other in hand paid, receipt whereof is hereby mutually 
acknowledged, and of the mutual rescission to the extent herein provided 
of the agreement hereinafter referred to as Schedule A, and of the mutual 
covenants herein contained, the parties agree as follows: 

First: The agreement between Corporation and Rothafel, dated July 
31, 1925, a copy of which is annexed hereto as Schedule A, and made a 
part hereof, shall, on March 29, 1931, be cancelled and terminated, and 
the rights of both parties thereunder, insofar as they are still executory, 
shall cease after said date, as if said March 29, 1931 had been the date 
of expiration originally provided for herein. 

Second: The parties agree to deliver, and each acknowledges receipt 
of a general release executed and delivered simultaneously herewith, 
running from each to the other, from all claims and things to and includ- 
ing the date hereof, except the obligations of this agreement, and any 
compensation and profits that may be due and owing by the Corporation 
to Rothafel, under the agreement Schedule A. 

Third: Rothafel hereby permits Corporation to continue the use of the 
name “Roxy” on the theatre located on the northeast corner of Fiftieth 
Street and Seventh Avenue, in the Borough of Manhattan, City, County 
and State of New York, for the period between March 29, 1931, and 
September 11, 1932, but no longer. Rothafel waives his right to compensa- 
tion for said use provided: 

(a) That the Corporation, beginning with September 12, 1932, forever 
discontinues the use of said name “Roxy” on the theatre, or in connection 
with its musical presentations, or in its corporate name, or in any manner 
or connection whatsoever. . 

In the event of a breach by Corporation of any of the foregoing re- 
quirements, Rothafel shall be entitled to compensation for said use, in 
accordance with the provisions in this respect contained in the contract 
annexed hereto, as Schedule A, but said compensation for any elapsed 
period shall be payable within ten (10) days after demand therefor by 
Rothafel, and Rothafel shall also be entitled to enforce any other rights 
and remedies against the Corporation that he may have, both in law and 
in equity, by reason of said breach. 
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This contract is drawn, as it says, to rescind the contract of 
employment “to the extent herein provided.”” What the precise 
extent of the rescission is appears from the first clause of the agree- 
ment, which provides that the rights of both parties under the 
contract of employment are terminated “insofar as they are still 
executory.” The force of this clause is strengthened by the pro- 
vision in the second clause whereby the parties grant each other 
releases from all obligations except those which arise out of the 
contract of cancellation itself, and matured debts of the corpora- 
tion to Rothafel for services already rendered by him. The third 
clause embodies the affirmative rights and obligations created by 
the contract of cancellation itself, which are that Rothafel grants 
the corporation free use of the name “Roxy” for a fixed period, on 
condition that the latter abides by the cancellation contract and 
ceases to exercise its rights under the terminated contract of 
employment. Following this clause there is a sentence expressing 
the rights which shall accrue to Rothafel in the event that the cor- 
poration fails to fulfill these requirements. 

It is perfectly true that the contract nowhere contains any 
direct statement of a covenant by the corporation to discontinue 
calling its theatre the “Roxy.” Insofar as construction of this 
contract is concerned, the nub of the appellant’s argument is that, 
in the absence of any such express negative covenant, the appellant 
is entitled to continue using the name “Roxy,” provided that it 
pays the “compensation” stipulated in the sentence following the 
third clause. Macloon v. Vitagraph, (C. C. A.) 80 F. (2d) 684, is 
relied upon as establishing that this court will not, in general, infer 
a negative covenant where none is expressed. That principle I 
think in no way affects the present case. Its application is to cases 
where one party seeks to restrain another from doing acts which, 
apart from any contract, the latter would have a perfect right to 
do, and where the contract itself contains no express agreement by 
the latter to refrain from such acts. But here all members of the 
court are agreed that the appellant has no right, independent of 
these contracts, to use the name “Roxy,” and that “the employ- 
ment contract was the only source of the corporation’s rights” in 
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Jurisdiction is sustained for this suit is ancillary to the main 
suit. Hume v. City of New York, 255 F. 488 (C. C. A. 2). 
Decree reversed. 


Aveustus N. Hanp, C. J. (dissenting): I agree with the rest 
of the court that the contract of employment entered into between 
the Roxy Theatres Corporation and Samuel L. Rothafel on July 31, 
1925, was the sole basis of the former’s right to use the name 
“Roxy” for its theatre. But I do not think that the contract of 
January 29, 1931, can reasonably be construed to have only the 
limited operation which the opinion of the court attributes to it. 

The agreement of January 29, 1931, provides in part: 


For and in consideration of the sum of five dollars ($5.00) by each of 
the parties to the other in hand paid, receipt whereof is hereby mutually 
acknowledged, and of the mutual rescission to the extent herein provided 
of the agreement hereinafter referred to as Schedule A, and of the mutual 
covenants herein contained, the parties agree as follows: 

First: The agreement between Corporation and Rothafel, dated July 
31, 1925, a copy of which is annexed hereto as Schedule A, and made a 
part hereof, shall, on March 29, 1931, be cancelled and terminated, and 
the rights of both parties thereunder, insofar as they are still executory, 
shall cease after said date, as if said March 29, 1931 had been the date 
of expiration originally provided for herein. 

Second: The parties agree to deliver, and each acknowledges receipt 
of a general release executed and delivered simultaneously herewith, 
running from each to the other, from all claims and things to and includ- 
ing the date hereof, except the obligations of this agreement, and any 
compensation and profits that may be due and owing by the Corporation 
to Rothafel, under the agreement Schedule A. 

Third: Rothafel hereby permits Corporation to continue the use of the 
name “Roxy” on the theatre located on the northeast corner of Fiftieth 
Street and Seventh Avenue, in the Borough of Manhattan, City, County 
and State of New York, for the period between March 29, 1931, and 
September 11, 1932, but no longer. Rothafel waives his right to compensa- 
tion for said use provided: 

(a) That the Corporation, beginning with September 12, 1932, forever 
discontinues the use of said name “Roxy” on the theatre, or in connection 
with its musical presentations, or in its corporate name, or in any manner 
or connection whatsoever... . 

In the event of a breach by Corporation of any of the foregoing re- 
quirements, Rothafel shall be entitled to compensation for said use, in 
accordance with the provisions in this respect contained in the contract 
annexed hereto, as Schedule A, but said compensation for any elapsed 
period shall be payable within ten (10) days after demand therefor by 
Rothafel, and Rothafel shall also be entitled to enforce any other rights 
and remedies against the Corporation that he may have, both in law and 
in equity, by reason of said breach. 
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This contract is drawn, as it says, to rescind the contract of 
employment “to the extent herein provided.” What the precise 
extent of the rescission is appears from the first clause of the agree- 
ment, which provides that the rights of both parties under the 
contract of employment are terminated “insofar as they are still 
executory.” The force of this clause is strengthened by the pro- 
vision in the second clause whereby the parties grant each other 
releases from all obligations except those which arise out of the 
contract of cancellation itself, and matured debts of the corpora- 
tion to Rothafel for services already rendered by him. The third 
clause embodies the affirmative rights and obligations created by 
the contract of cancellation itself, which are that Rothafel grants 
the corporation free use of the name “Roxy” for a fixed period, on 
condition that the latter abides by the cancellation contract and 
ceases to exercise its rights under the terminated contract of 
employment. Following this clause there is a sentence expressing 
the rights which shall accrue to Rothafel in the event that the cor- 
poration fails to fulfill these requirements. 

It is perfectly true that the contract nowhere contains any 
direct statement of a covenant by the corporation to discontinue 
calling its theatre the “Roxy.” Insofar as construction of this 
contract is concerned, the nub of the appellant’s argument is that, 
in the absence of any such express negative covenant, the appellant 
is entitled to continue using the name “Roxy,” provided that it 
pays the “compensation” stipulated in the sentence following the 
third clause. Macloon v. Vitagraph, (C. C. A.) 30 F. (2d) 684, is 
relied upon as establishing that this court will not, in general, infer 
a negative covenant where none is expressed. That principle I 
think in no way affects the present case. Its application is to cases 
where one party seeks to restrain another from doing acts which, 
apart from any contract, the latter would have a perfect right to 


do, and where the contract itself contains no express agreement by 
the latter to refrain from such acts. But here all members of the 
court are agreed that the appellant has no right, independent of 
these contracts, to use the name “Roxy,” and that “the employ- 
ment contract was the only source of the corporation’s rights” in 
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this particular. The right of the corporation to continue to use, 
and the duty of Rothafel to continue to allow the corporation to 
use, the name “Roxy” were executory rights and obligations under 
the contract of 1925, even though these particular rights and obliga- 
tions might persist beyond the period of Rothafel’s actual employ- 
ment. By the first clause of the agreement of 1931 those rights 
and obligations were terminated. How, then, was there any occa- 
sion for expressing, or is there now any necessity for implying, 
an express negative covenant by the corporation to refrain from 
doing what it no longer has any shadow of a right to do? 

The third clause in no way militates against this conclusion. 
It gives the appellant the right to continue to use the name for a 
fixed period. But that this is a right which arises not from any 
continuation of the earlier contract, but purely from the contract 
of 1931 itself, is clear not only from the provisions of the second 
clause already referred to, but by the very language of the grant: 
“Rothafel hereby permits, . . . .,” etc. Furthermore, the contract 
of 1931 permits use of Rothafel’s name during a period subsequent 
to the termination of the contract of 1925. 

The final sentence (immediately preceding the witness clause) 
expressly recognizes the contractual duty of the corporation to 
abide by the contract of cancellation which terminates its rights 
under the earlier contract. This sentence imposes a new duty on 
the corporation in the event of a “breach” by it of any of the re- 
quirements listed under the third clause. The mere fact that a 
part of the contract of 1925 is incorporated by reference in no way 
suggests that this is the sole right which Rothafel has in the event 
of a breach; indeed, the contrary expressly appears at the end of 
the sentence where Rothafel reserves “any other rights and remedies 
against the corporation that he may have, both in law and in equity, 
by reason of said “breach.”’ 

In view of the foregoing circumstances, I think that the Dis- 
trict Judge correctly held that “the cancellation contract of Janu- 
ary 27, 1931, wholly terminated the right of the defendant to call 
its theatre the Roxy—save only, as specified in the cancellation 
contract itself, for the period from March 29, 1931, to Septem- 
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ber 11, 1932.” And I think, as he does, that “it would be twisting 
words out of their ordinary sense to construe paragraphs 1 and 3 
of the cancellation contract or the contract in its entirety in any 
other way.” 

I do not find the appellant’s argument that the contract, so 
construed, is ultra vires because not authorized by the board of 
directors convincing. The resolution passed by the board au- 
thorized the officers of the corporation “‘to execute on behalf of 
this corporation an agreement with Mr. S. L. Rothafel amending 
the present agreement with Mr. Rothafel, so that the same shall 
terminate on March 29, 1931, and neither party shall be under any 
obligation to the other thereafter, with the right of this corporation 
to use the name ‘Roxy’ in connection with the theatre up to and 
including September 11, 1932, without any compensation to Mr. 
Rothafel therefor. . . .”’ 

I am unable to appreciate how the officers could be authorized 
to “terminate” the contract on March 29, 1931, so that “neither 
party shall be under any obligation to the other’ and still be without 
authority to cancel and rescind the contract as of that date. How 
can either party cease to “be under any obligations to the other 
thereafter” unless the contract is wholly terminated? Certainly 
the obligation Rothafel was under to permit the use of his name, 
and the duty of the corporation to pay for that use, were personal 
obligations. How could the corporation acquire the right to free 
use of Rothafel’s name for a fixed period without surrendering the 
right to continue using his name, the termination of which right 
all parties knew Rothafel to be bargaining for? The contract of 
1931 seems to me to be carefully drawn within the limits authorized 
by the board of directors. 

Nor do I think there is any merit in the appellant’s contention 
that ‘this contract as construed by the court below is ultra vires 
under section 20 of the New York Stock Corporation Law (Consol. 
Laws, c. 59). That section states that: 


A stock corporation .... with the consent of the holders of record of 
two-thirds of its outstanding shares entitled to vote thereon may sell and 
convey its property, rights, privileges and franchises, or any interest 
therein or any part thereof. . . . Before such sale or conveyance shall be 
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made such consent shall be obtained at a meeting of the stockholders 
called pursuant to section forty-five. 

Despite the categorical language of this statute, it is well settled 
that it does not apply to transactions in the ordinary course of busi- 
ness of a corporation. Epstein v. Gosseen, 285 App. Div. 33, 256 
N. Y. S. 49; see Matter of Timmis, 200 N. Y. 177, at pages 181, 
182, 98 N. E. 522. Certainly a theatre is acting in the regular 
course of its business when it contracts for the services of theatrical 
producers and acquires and disposes of the right to use the names 
and good-will of such persons. Insofar as section 20 requires a vote 
of stockholders, it was designed to cover cases where a sale con- 
stitutes a “practical dissolution’ of a corporation, or where the 
sale “changes the character of the business of the vendor corpora- 
tion.” See Matter of Fulton, 257 N. Y. 487, at pages 492, 494, 178 
N. E. 766, 768, 79 A. L. R. 608. A change in the theatre’s name 
will neither constitute a dissolution of the appellant corporation 
nor radically alter the nature of its business. 

For the foregoing reasons I think that the order of the District 
Court was correct and should be affirmed. 


O-Cepar Company v. F. W. WootwortH Co. ann Mipway 
CHEMICAL Co. 


United States Circuit Court of Appeals, Seventh Circuit 


July 26, 1933 


Trape-Mark INFRINGEMENT—“QO-CEpAR” AND “CEDARINE’—Not INFRINGED 
BY “Cepar O11” anp “RaAprant Cepar Ort.” 

The words “Cedar Oil” and “Radiant Cedar Oil,” held not to in- 
fringe the trade-marks “O-Cedar” and “Cedarine,” all the marks being 
used on furniture polish. 

Trapve-Marks—“O-Cepar” anv “CEDARINE”—VALIDITY. 

The words “O-Cedar” and “Cedarine,”’ held valid trade-marks as 

applied to furniture polish. 
Trape-MarKks—INFRINGEMENT—SviIts—ConseNT DecreE—Errect. 

In the absence of fraud, a decree of a court having jurisdiction of 
the subject-matter rendered by consent of the parties is as binding and 
conclusive as if the suit had been an adversary one. Where, therefore, 
the court found the use by appellee Woolworth Company of the words 
“Cedar Oil Polish” to infringe appellant’s trade-marks “O-Cedar” 








74 @ sme” 






































: 




























O-CEDAR CO. V. 





F. W. WOOLWORTH CoO. 363 





and “Cedarine,” said appellee could not, in a later action for infringe- 
ment, withdraw from the position thus taken. 
Unrair Competirion—“Cepar Porish”—Use or Deceptive Trape-NameEs. 
The sale by appellee Woolworth Company of furniture polish 
under the names “Cedar Oil” and “Radiant Cedar Oil Polish,” held to 
be unfair competition as against the plaintiff, which had adopted and 
popularized the trade-marks “O-Cedar” and “Cedarine” on such 
products, particularly as cedar oil was not an essential ingredient of 
appellee’s polish thus sold, and the use of the word “Cedar” in con- 
nection therewith was found to deceive purchasers. 
In equity. Appeal from the District Court of the United 
States for the Northern District of Illinois, Eastern Division, dis- 


missing the complaint. Reversed in part. 


Joseph B. Lawler, Milton T. Miller and George L. Wilkinson, 
all of Chicago, Ill., for plaintiff. 

Henry B. Floyd, of Chicago, Ill, for F. W. Woolworth Co. 

Ednyfed H. Williams and William B. Lankton, both of Chicago. 
Ill., for Midway Chemical Co. 


Before AtscHULER, Evans, AND Sparks, Circuit Judges. 


Evans, C. J.: This appeal is from an order dismissing, after 
trial, the complaint of appellant which sought an injunction against 
use by appellees of labels alleged to infringe appellant’s trade- 
marks and also to prevent certain alleged unfair trade practices, 
and for damages because of such practices, and for an accounting 
of profits arising out of the infringement of the trade-marks. 

Appellant’s registered trade-marks were ‘“O-Cedar” and 
“Cedarine.”” ‘O-Cedar” was registered in the Patent Office, August 
18, 1914, for floor polish, and as to brooms and brushes, on July 
2, 1912. It was registered in Illinois, January 15, 1914. Appel- 
lant’s trade-mark “Cedarine” was registered in the Patent Office, 
June 7, 1887; reregistered on August 22, 1905; and again regis- 
tered in the Patent Office on February 19, 1924. Appellant, on 
February 7, 1908, acquired from the owner of the trade-mark 
“O-Cedar” the right to use the name which had become established 
in trade, and, at the same time, the good-will of the owner. 

Appellant charged that appellee, Midway Chemical Company, 
infringed the trade-marks ‘““O-Cedar” and “Cedarine” by marketing 
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its product under the name “Radiant Cedar Oil Polish’ and other 
phrases of which the words “cedar” and “oil’’ form a component 
part and have simulated labels and containers for the purposes of 
deceiving the public into believing that they are “O-Cedar” 
products. Midway’s product was sold in stores operated by ap- 
pellee Woolworth Company. 

Appellant expended over five million dollars advertising the 
trade-marks “O-Cedar” and “Cedarine.” It contends that, as a 
result of its extensive campaign of advertising and the wide sale 
of its polish, the public has identified its polish with the word 
“cedar.” Neither oil of cedar leaf nor of cedar wood are of utility 
in polishes. Less than 2 percent of the polish is cedar oil, and its 
use is limited to imparting an odor or perfume to the product and 
destroying the otherwise objectionable odor of the polish. 

Woolworth Company denies unfair competition by the sale of 
an article bearing labels allegedly infringing upon trade-marks 
“O-Cedar” and “Cedarine,” and asserts the right to use the term 
“cedar” upon its labels when it is used in polish. It asserts that 
cedar oil when used in polish has valuable qualities. It also claims 
that appellant entered the court with unclean hands in that it has 
deceived the public into believing that a substantial part of the 
contents of its polish is cedar oil, whereas it only contains from one 
to two percent of the ingredient. 

Appellee, Midway Chemical Company, also denies infringe- 
ment of the appellant’s trade-marks, as well as all the other 
material allegations of the complaint. 

Some years prior to this suit, a distributor of appellant’s goods 
was sued by the Cedarine Company and lost the suit (235 Fed. 
230). Appellant thereupon acquired by purchase from Cedarine 
Company the trade-mark ‘“Cedarine.”’ 

On December 9, 1925, a consent decree was entered in a suit 
between the Channel Chemical Company (now O-Cedar Company, 
appellant), plaintiff, and F. W. Woolworth Company and the Visco 
Chemical Company, defendants, wherein it was stipulated that the 
following labels might be used: 
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Material portions of the decree read as follows: 


In consideration of the foregoing, it is by consent hereby Ordered, Ad- 
judged and Decreed, that: 



























































































































































366 TWENTY-THREE TRADE-MARK REPORTER 


First: The plaintiff is the owner of the trade-mark “O-Cedar” for 
furniture and similar polishes, and of the Certificate of Registration 
thereof, No. 99,142 dated August 18, 1914, both of which are good and 
valid in law. 


Second: The present label of defendants (Exhibit B, attached to the 
Bill of Complaint herein) infringes plaintiff’s said trade-mark and con- 
stitutes unfair competition in trade. 

Third: The modified label of the defendant The Visco Chemical 
Products Company attached hereto does not infringe the plaintiff’s trade- 
mark and does not constitute unfair competition in trade. 

Fourth: The defendants and all customers of the defendant The 
Visco Chemical Products Company are enjoined from the use of the 
present label of The Visco Chemical Products Company, from and after 
six (6) months from the date hereof. 

Fifth: The matter of an accounting of profits and damages having 
been adjusted, the defendants are released from the same. 

Sixth: Each party shall pay its own costs. 

The District Court found for appellees on all the controverted 
issues. 

Four questions are presented on the appeal: (a) The validity 
of the trade-marks; (b) the infringements of the said trade-marks 
by the use of the words “cedar oil varnish,” etc.; (c) the effect of 
the decree entered in the suit brought by appellant against F. W. 
Woolworth Co., et al.; and (d) the alleged unfair trade practices. 

(a) Without extended discussion or giving lengthy reasons for 
reaching our conclusion, we will merely say that we accept as cor- 
rect the holding of the court in Allen v. Walker § Gibson, 235 Fed. 
230 [6 T.-M. Rep. 496]. In other words, both trade-marks are 
valid. 

(b) As to infringement, our conclusion is that “Cedar Oil 
Polish” and “Radiant Cedar Oil Polish” are not, under the cir- 
cumstances, disclosed by the evidence in this case, infringements 
of the trade-marks “O-Cedar” and “Cedarine.” A recognition of 
the validity of the trade-marks does not give appellant a monopoly 
of the word “cedar.” Appellant cannot stress the prefix syllable 
“O” or the suffix syllable “ine” in order to secure a recognition of 
the validity of its trade-marks and then ignore them and their limit- 
ing effect when approaching the issue of infringement. 

(c) The decree in the suit brought by appellant against appel- 
lee Woolworth Company disposed of certain questions as to them 


with finality. The issues thus litigated are as between the parties 
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not subject to modification through new and different litigation. 
Warner v. Tennessee Products Corp., 57 F. (2d) 642 (C. C. A. 6); 
Roberts Cone Mfg. Co. v. Bruckman, 266 F. 986 (C. C. A. 8); 
Wilson v. Haber Bros., 275 F. 346 (C. C. A. 2); Shell v. J. C. 
Turner Lumber Co., 285 F. 356 (C. C. A. 2); Utah Power § Light 
Co. v. United States, 42 F. (2d) 304 (Ct. Claims) ; Warford Corp. 
v. Bryan Screw Mach. Co., 44 F. (2d) 713 (C. C. A. 6); Wooster 
v. Thornton, 26 F. 274; Thompson v. Mazwell, 95 U. S. 391; 
Woods Bros. Const. Co. v. Yankton County, 54 F. (2d) 304 
(C. C. A. 8); Ruling Case Law, “Judgments,” Sec. 90; Freeman 
on Judgment, (1925 ed.) Secs. 663, 664, 1350; Walker on Patents, 
Sec. 518. 

Two of the issues thus settled were the validity of the trade- 
marks “O-Cedar” and ‘“‘Cedarine” and their infringement by Wool- 
worth. Likewise it was settled that certain practices indulged in 
by Woolworth were unfair and their continuance enjoined. Equally 
clear, we think, was it settled that Woolworth might not use the 
words “cedar oil” as modifying the word “polish.” 

The scope of a decree of this character embodying an agree- 
ment of the parties is involved in some doubt, because of lack of 
identity of the descriptive words used. Generally speaking, it may 
be said that as between parties sui juris and in the absence of fraud, 
a decree of a court having jurisdiction of the subject-matter ren- 
dered by consent of the parties, though without any ascertainment 
by the court of the truth of the facts averred, is as binding and con- 
clusive between parties and their privies as if the suit had been an 
adversary one. So construing the decree in the previous litigation 
between appellant and appellee Woolworth, we cannot escape the 
conclusion that the court found the use of the words “cedar oil”’ 
as modifying “polish” to be an infringement of plaintiff's trade- 
marks and also that they constituted unfair trade practices. From 
the position by it taken and the decree entered thereon, appellee 
Woolworth Company cannot now withdraw. 

In determining whether appellees were guilty of unfair methods 
of trade in manufacturing and marketing polish under the name of 
“Radiant Cedar Oil Polish,’ it becomes necessary to go further 
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than to ascertain whether the trade-names have been infringed. 
For words used to describe a competitor's product may not infringe 
a trade-mark and yet may constitute unfair methods of trade. 
Whether appellees stepped outside of the legitimate methods of 
competition necessitates an examination of the evidence, and judicial 
precedents, are of little help. 

That appellant acquired no exclusive right to use the words 
“cedar” or “cedar oil” as applied to polish must be readily con- 
ceded. Equally clear was appellees’ right to impart to its polish 
a desirable odor. In other words, both manufacturers were free to 
use cedar oil, either as a material ingredient in the polish or to 
perfume the same. Nevertheless, appellees’ right to use the words 
“cedar oil’ must be recognized as somewhat limited in the light of 
competitor's existing business. Ignoring for the moment the trade- 
marks “O-Cedar” and “Cedarine” and viewing this case merely as 
one of unfair competition to be approached as all unfair competi- 
tion cases must be, we find that the substance of the charge is 
directed to the alleged effort of appellees to secure appellant’s trade 
by deceiving the public into the belief that appellees’ products were 
in fact appellant’s products. 

All rights, personal as well as commercial, are more or less 
relative. They are all, under certain circumstances and conditions, 
subject to limitations. Appellees’ right to use the words “cedar 
oil” and to use the word “cedar” in describing its polish is, for 
example, subject to the limitation that the word “cedar” should not 
be printed upon labels in such form as to deceive the users into 
the belief that it was appellant’s product which they were buying. 
This is not a limitation upon the use of the word “cedar’’ as such. 
It is a limitation upon appellees’ right to sell their goods by means 
which naturally deceive the purchaser into the belief that he is 
buying appellant’s goods. 

The evidence in the case indicates that customers were in the 
habit of calling for appellant’s product under the names of 
“O-Cedar Polish,” “Cedar Polish,” “O-Cedar Oil,’ “Cedar Oil,’ 
“Cedar Oil Polish,” and “Oil of Cedar Polish.” 
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Cedar oil as such is an inconsequential ingredient in a polish. 
It serves no useful purpose in the polish. Assuming as we do that 
appellees were within their rights in adopting the same odor for 
the same purpose, the evidence shows they went further. They 
chose to give to the name of their product that which would sug- 
gest “O-Cedar” and “Cedar-ine,’ the trade-marks of appellant, 
when as a matter of fact, it was not distinctive or an essential part 


of the product they were marketing. They cannot with sincerity 
and candor assert that their polish was a cedar oil polish. Not 
being so, why did they adopt this name? To say it was fancy or 
chance is hardly plausible. To accept the contention that they had 
no thought of invading appellant’s well established and widely 
advertised business requires us to overtax our credulity. 

This conclusion is confirmed by the action of Woolworth in 
repudiating its agreement and in violating the decree of the court 
entered upon its consent. It is difficult to attribute any reason for 
Woolworth’s action other than that a profitable business was de- 
rived only through the use of a sales dress and display which made 
possible the sale of polish to a public which believed it was pur- 
chasing appellant’s product. The evidence amply sustains a find- 
ing of confusion resulting from appellees’ practices and that con- 
sumers mistakenly purchased polish which they believed to be ap- 
pellant’s make. 

Little need be said respecting the contention that appellant en- 
tered court with unclean hands. Its trade-marks and trade-names 
were applied to mops, dusters, sprays, auto polish, etc., as well as 
to furniture polish. When it entered the field cedar was either 
not used at all or only to a very limited extent to perfume polish. 
Its label avoids any suggestion that cedar oil is a substantial in- 
gredient of its polish. 

The decree is reversed, with directions to proceed further in 
accordance with this opinion. 
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Van Camp Sea Foop Co., Inc. v. Conn-Hopkins, a corporation, 
Westgate Sea Propucts Company, WesTERN LITHOGRAPH 
Company, Strewart-Curtis Packers, INnc., sued as 
ALEXANDER B. StewarD ORGANIZATION, a corporation, 
HatFHILt Packine Corporation 


United States Circuit Court of Appeals, Ninth Circuit of California 
March 14, 1932 


Trave-Marks—INFRINGEMENT—“CHICKEN OF THE Sea”—DescRIPTIVE AND 
GEOGRAPHICAL TERM. 

The expression “Chicken of the Sea,” held descriptive when applied 
to canned tuna fish, inasmuch as it indicates the young or tender fish. 
The phrase, “of the Sea” is, moreover, geographical. 

Unrai Competirion—Use or Simirar Trape-Mark—Owmiussion or CrLaim. 

In the single action herein involving diversity of citizenship where 
the court had jurisdiction of complaint for unfair competition, the 
omission of such claim in the specifications did not warrant the courts 
passing upon the question. 


In equity. Appeal from the District Court of the United 
States, Southern District of California, in actions for trade-mark 
infringement and unfair competition. Bills dismissed and com- 
plainant appeals. Affirmed. For decisions in related cases, see 
T.-M. Rep., vol. 19, p. 189; vol. 20, p. 34; vol. 21, pp. 261, 414. 


John H. Miller and A. W. Boyken, both of San Francisco, Cal., 
Albert J. Fihe, of Chicago, Ill., and N. D. Thomas, of San 
Francisco, Cal., for appellant. 

William S. Graham, of San Francisco, Cal., for all appellees, 
except Cohn-Hopkins. Harry L. Cohn, of Long Beach, 
Cal., for appellee Cohn-Hopkins. 


Before Wirtsur and SawrTe.ie, Circuit Judges, and 
McCormick, District Judge. 


Wivsur, C. J.: These several actions were brought to enjoin 
the infringement of appellant’s trade-mark “Chicken of the Sea” 
as applied to young tuna fish canned by it, and to secure damages 
for such infringement. By stipulation they were consolidated for 
purposes of convenience. 
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Registration of this trade-mark was granted to the White Star 
Canning Company, appellant’s predecessor in interest in May, 
1914, application therefore having been filed in December, 1913. 
This trade-mark was before this court in Van Camp Sea Food, Inc. 
v. Westgate Sea Products Co., 28 F. (2d) 957 [19 T.-M. Rep. 189]. 
We there held that “Breast-O’-Chicken” did not infringe the trade- 
mark ‘‘Chicken of the Sea’ for the reason that the word “chicken” 
the only word common to both, was descriptive and not subject 
of appropriation by way of trade-mark. We expressly declined 
to pass upon the validity of the trade-mark “Chicken of the Sea,” 
taken in its entirety. 

Since that decision the matter has been twice presented to the 
Court of Customs and Patent Appeals. In the first instance the 


present appellant was opposing the registration of the trade-mark 


“Breast-O’-Chicken” by one of the appellees in this proceeding. 


The court declined to register the proposed trade-mark ‘‘Breast- 
O’-Chicken” for the reason that the use of such trade-mark would 
tend to confuse in the mind of the public the product of the appel- 
lee with the product of the appellant packed under the registered 
trade-mark “Chicken of the Sea.” (Van Camp Sea Food Co., Inc. 
v. Westgate Sea Products Co., 48 F. [2d] 950) [21 T.-M. Rep. 
261.] 

Later, another of the appellees in this action attempted to 
register ‘““White Chicken” as a trade-mark for canned tuna and the 
application was rejected upon appeal to the Court of Customs and 
Patent Appeals for the same reason that registration was refused 
for “Breast-O’-Chicken.” (Van Camp, etc. v. A. B. Stewart 
Organizations, 50 F. [2d] 976 [21 T.-M. Rep. 414].) In this 
decision the Court of Customs and Patent Appeals considered the 
opinion of this court in 28 F. (2d) 957, but nevertheless held the 
entire trade-mark “Chicken of the Sea” not to be descriptive and 
therefore that it was properly registered as a trade-mark. 

These cases did not involve the question of appellant’s right 
to the exclusive use of the phrase “Chicken of the Sea” as a trade- 
mark. The Court of Customs and Patent Appeals recognized that 
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it had no jurisdiction to decide that question. (Van Camp, ete. v. 
A. B. Stewart Organizations, supra.) 

The trial court, in the cases at bar, held that appellant’s trade- 
mark was not a valid trade-mark, relying therefore upon our 
decision in 28 F. (2d) 957. If we follow our former decision it 
is difficult to avoid the conclusion reached by the trial court in this 
case. The basis of the decision in 28 F. (2d) 957 was that the 
word “Chicken’’ was descriptive of the product packed, and in 
effect that “Chicken” as applied to tuna indicated “young tuna”’ or 
“tender tuna” and is no more subject to appropriation than the 
word “young” or the word “tender.” The phrase “of the sea” as 
applied to fish caught in the sea, is also descriptive. The expres- 
sion “Chicken of the Sea tuna” would simply mean “young tuna 
caught in the sea,” a purely descriptive title and is not at all a 
fanciful or arbitrary designation or mark, so that the entire phrase 
is no more subject to appropriation than is the word “chicken,” 
which we have already held could not be monopolized by trade- 
mark. Furthermore, it is well settled that a geographical designa- 
tion is not subject to appropriation as a trade-mark and the phrase 
“of the sea” is clearly of that nature. It indicates the place from 
which the product comes and to that extent is descriptive in the 
same sense that any geographical term is descriptive. It is 
peculiarly so as applied to a product coming from the sea. 

It appears from the testimony in the cases at bar that the 
phrase “Chicken of the Sea’ is descriptive in a sense not mentioned 
or considered in our former decision. The evidence in the cases at 
bar showed that young tuna, such as is packed under the various 
brands now under consideration, looks and tastes like chicken and 
that the phrase “Chicken of the Sea’’ was commonly used in the 
tuna canning industry at San Pedro, California, where the fish 
are packed, as early as 1907 or 1908, six years before appellant's 
predecessor registered the trade-mark “Chicken of the Sea.” W. B. 
Ambrose, president of the Westgate Sea Products Company, one of 
the defendants, testified that he had been connected with the in- 
dustry on the Pacific Coast since 1909 and had been packing tuna 
since 1912; that he first heard of the term “Chicken of the Sea” in 
1908 or 1909. 
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It is a term that has been very, very common in the tuna business. 
As far as I have been able to ascertain, it was a slogan started by A. P. 
Halfhill in connection with Sig Seaman, of Seaman Brothers, New York. 
He used the phrase “Chicken of the Sea” in the Southern California Fish 
Company from the time it was organized in 1909. It was used to sell 
tuna by. It was a very high sounding phrase and adopted by everybody 
in the tuna business as a generic term. The words “Chicken of the Sea” 
have been used always, as far as my recollection goes, in the tuna business 
to designate tuna. It started first as “White Meat Tuna,” but it tastes 
so much like chicken it has become a common expression to call tuna 
“Chicken of the Sea.” They never used it on a label, or as a trade-mark. 
They never did use it on a label. It was a generic term used in the 
trade generally. 

August Haurin, Jr., assistant sales manager for Stewart-Curtis 
Packers, Inc., testified in part as follows: 


We came to adopt “White Chicken” as a brand name as follows: Prior 
to 1927 we had only one label which used the word “white” being “White 
Banner,” and we adopted a new fancy pack of tuna, and it was then 
decided to get a more characteristic label, something that would bear out 
the resemblance between white tuna meat and barnyard chicken, and 
“White Chicken” was designed for that reason. 

Harry J. Halfhill testified that he was an officer of the Half- 
hill Packing Company, one of the defendants; that he had been 
connected with the fish canning industry in Southern California 
since 1909 and was a director of the Southern California Fish Com- 
pany; that he had heard the term “Chicken of the Sea” used in 
connection with tuna other than that manufactured and packed by 
the Van Camp Sea Food Company as early as 1907; that his father 
was recognized as the father of the tuna industry; that in 1907 they 
canned about 600 cases of albacore or white-meat tuna; that his 
father went East and called on the trade in the principal markets ; 
and when he returned from that selling trip the witness began to 
hear the expression “‘chicken of the sea”; that the phrase was used 
not as a label but as a sort of slogan; that it was used by his com- 
pany in sales talks and was referred to as “chicken of the sea’; 
that it was known as “chicken of the sea” until the White Star Can- 
nery adopted it as a slogan or trade-mark; that he thought the 
trade had become accustomed to hearing the term “chicken of the 
sea” as a generic term for tuna; that the Southern California Fish 
Company never used the slogan “Chicken of the Sea” from an 
advertising standpoint, but it is mentioned and talked of as 
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“Chicken of the Sea.’ There is no testimony to contradict this 
evidence. Mr. Frank Van Camp, president of the appellant 
corporation, testified that he had not known of the use of the word 
“chicken” as a trade-mark in connection with tuna fish until it was 
adopted by his company’s predecessor as a trade-mark. This 
testimony is negative. He first became acquainted with the fish 
canning business in California in 1914 which was after the trade- 
mark in question had been registered by appellant’s predecessor in 
interest. It thus appears that canned young tuna looks and tastes 
like chicken and no doubt it is an endeavor to capitalize this fact 
which has resulted in the use of the word chicken in the various 
trade-marks under consideration in this case. We have here 
“Chicken of the Sea,” “Breast-O’-Chicken,” “White Chicken” and 
“Better-than-Chicken.” In all these phrases we have the word 
“chicken” which, in our previous decision, we held was descriptive 
because it indicated young and tender fish, but it further appears 
from the evidence in this case that there is an even stronger reason 
for concluding that the word is descriptive because the product is 
not only young and tender but also looks and tastes like chicken. 
The evidence of the general use of the words “chicken” and “chicken 
of the sea” as applied to canned young tuna evidently impressed 
the trial judge who referred to this additional evidence in the 
following finding: 

That the United States Circuit Court of Appeals, for the Ninth Cir- 
cuit, determined in the case of Van Camp Sea Food Co. v. Westgate Sea 
Products Co., 28 F. (2d) 957, that the word “Chicken” when used in 
connection with fish was descriptive of the goods; that there was additional 
evidence to the same effect introduced before this court at the trial of this 
cause; that the goods on which the alleged registered trade-mark of plain- 
tiff is used are canned fish, which is a product of the sea. 

It was conceded on the argument, as it must be, that if the 
phrase “Chicken of the Sea” was generally used in the canning 
industry to describe young tuna, it could not be monopolized by 
one in the canning industry by adopting it as a trade-mark. 

We do not base our conclusion upon the prior use of the term 
in the industry, but upon the proposition that the term “chicken of 
the sea” as applied to young tuna is descriptive of the product 
and therefore is not subject to registration as a trade-mark and 
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that use of that phrase in the trade previous to its adoption by the 
appellant merely indicates the appropriateness of the descriptive 
phrase as applied to canned tuna. That descriptive names cannot 
be monopolized in a trade-mark is too well settled to require discus- 
sion. The principle is announced in our former decision, 28 F. 
(2d) 957, and is stated at length in Standard Paint Co. v. Trinidad 
Asphalt Mfg. Co., 220 U. S. 446 [1 T.-M. Rep. 10]; and Estate of 
P. D. Beckwith, Inc. v. Commissioner of Patents 252 U. S. 538 
[10 T.-M. Rep. 255]. 

In each of the cases now under consideration the appellant not 
only alleges infringement of trade-mark, but also alleges unfair 
competition. Jurisdiction in every case but one is predicated upon 
infringement of trade-mark, there being no diversity of citizenship 
and our decision that the trade-mark is invalid precludes further 
consideration of the question of unfair competition for lack of juris- 
diction. Jell-Well Desert Co. v. Jell-X-Cell Co., 22 F. (2d) 522 
(C. C. A. 9) [18 T.-M. Rep. 110]. In the case in which Stewart 
Curtis Packers, Inc. is the appellee there is diversity of citizenship 
and the trial court had jurisdiction to consider the question of un- 
fair competition independent of the validity of appellant’s trade- 
mark. Apparently, the question was not strongly pressed in the 
trial court and is not here. The appellant has not included in its 
specification of errors the ruling of the trial court as to the matter 
of unfair competition, as required by Rule 24 of this court, and we 
therefore refrain from passing on the question. 

Decrees affirmed. 


W. G. Rearpon Laporartories, INc. v. B. & B. Exterminators, 


INC., ET AL. 
(3 F. Supp. 467) 


United States District Court, District of Maryland 
May 15, 1933 
‘Trape-Marxs—OrfFice. 


The office of a trade-mark is to point out distinctively the origin or 
ownership of an article to which it is affixed. 
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Trave-Marks—Use or Descriptive Term as Trape-Mark—Va.iniry. 

Words commonly used as identifying the class, grade, style or quality 
of an article cannot be exclusively used as trade-marks. 

Trape-Marxks—“Movuse Seep” anp “Rat Seep”—Descriptive Terms. 

The words “Rat Seed” and “Mouse Seed,” as applied to rodent 
exterminators, held to be descriptive of the goods, and hence not valid 
trade-marks. 

Trape-Marks—ComBINaTION oF Two Descriptive Worps—“Movuse Seep.” 

The combining by plaintiffs, of the words “Mouse” and “Seed” did 
not entitle them to the exclusive right to use the combination as a trade- 
mark on the ground that the same was fanciful and arbitrary as ap- 
plied to mouse poison. 

Trape-Marks—SeEconpary MEANING. 

Although a descriptive trade-mark or name will be protected if it 
has acquired a secondary meaning, evidence in the instant case, held 
not to prove that the words “Mouse Seed” had acquired a secondary 
meaning as identifying plaintiff's goods. 

Unrar Competition—UseE or Sim1ILar ConTAINERS. 

The use by defendant of a package for its rodent poison, similar in 
size, shape, color and general appearance to that used by plaintiff on 
its competing product, held unfair competition and was enjoined. 

Unrair Competition—Svuits—DaMacEs. 

In a suit for unfair competition where there was no substantial 
evidence that customers had been deceived, held that plaintiff was not 
entitled to an accounting of profits. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Judgment for plaintiffs in part. 


Thomas W. Y. Clark, of Baltimore, Md., and Howson & How- 
son, of New York City, for plaintiff. 

Robert E. Kanode, of Baltimore, Md., and R. Clyde Cruit, of 
Washington, D. C., for defendants. 


Cuesnvut, D. J.: In this case the plaintiff seeks to enjoin the 
defendant from the use of the allegedly valid trade-marks “Mouse 
Seed” and “Rat Seed” as applied to exterminators for rats and 
mice; and also against unfair competition by the defendant in the 
sale of these products. 

A preliminary injunction was sought and after hearing denied. 
At that time an opinion was filed which outlined the issues in the 
case and concluded that on the affidavits of the respective parties 
the situation was not sufficiently clear to be made the basis of a 
preliminary injunction. Since then there has been a final hearing 
with full proof on both sides. 





ial 
ot 


= 


of 


es 


ng 


ire Oa na nw wl 


REARDON LAB., INC. V. B. & B. EXTERMINATORS, INC. 377 


The important and controlling facts developed by the testimony 
are as follows: Mice and rat poisons have been in common use 
for many years in various forms, including biscuits, powders and 
poisoned grains, the last named especially having been in use for 
forty years or more. The form of mouse and rat poison involved 
in this case consists of poisoned grains. The plaintiff uses a 
yellow canary seed, and the defendant, a mixture of whole and 
broken grains, mostly of wheat, oats and barley with a pinkish 
color. Many years ago poisoned grains in bulk used for the 
extermination of field mice and other rodents attacking fruit trees 
(at least in one section of the country, western Maryland and 
Virginia) were referred to as “Mouse Seed,” but this expression 
seems not to have been known to or used by those dealing with 
the subjects in the Department of Agriculture, and there seems 
to be no literature upon the subject in which the term ‘‘Mouse 
Seed” has been generally applied to these poisoned grains. The 
first use of the word combination ‘““Mouse Seed’”’ in the sale of 
poisoned grains for the extermination of mice in houses and build- 
ings, seems to have been by one Green of Providence, R. I., who, 
in or before 1903, commenced the manufacture and sale for such 
purposes of a poisoned grain which was sold at reail to the ultimate 
consumer in a small white box bearing the label ““Green’s Original 
Mouse Seed’ (the expression obviously implying a considerable 
prior use of the term “Mouse Seed” either generally or specially). 
Some time later and prior to 1920, Green sold this business to one 
Burke, also of Providence, who continued the same form of market- 
ing the product, but also placing his own name on the boxes. In 
1920 one Hagedorn, of Brooklyn, N. Y., became one of Burke’s 
customers and thereafter for some year or two, sold the product 
in boxes similar to those used, first, by Green, and second, Burke, 
but under the name of “Marvel Mouse Seed.” During this time 
Hagedorn purchased the poisoned seeds in bulk from Burke. On 
January 22, 1923, Hagedorn bought out Burke’s business entirely 
and continued the sale of the article under the name of “Marvel 
Mouse Seed.” 
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In 1925, W. G. Reardon (now president and owner of the 
plaintiff corporation) advertised for a business connection. Hage- 
dorn answered the advertisement and negotiations ensued for the 
purchase by Reardon of Hagedorn’s business, Reardon being much 
attracted by the expression “mouse seed” as applied to a rodent 
poison, having never had any prior connection with the subject 
matter. Before purchasing the business he consulted a patent 
attorney to ascertain whether he could register the term “Mouse 
Seed” as a trade-mark in the United States Patent Office if he 
purchased the business, and learned that previously one Theodore 
Meyer, of Philadelphia, had in 1923 registered the term “Mouseed”’ 
for the same general article, claiming use since 1910 (but with 
sales only in Philadelphia, as shown by the testimony). There- 
upon Reardon negotiated with Meyer and for the sum of $100 and 
a very small royalty, obtained from him a so-called license agree- 
ment to use the trade-mark ‘““Mouseed,” save in Philadelphia, Wash- 
ington and Atlantic City. Reardon, not being then advised that 
he could obtain no rights in a trade-mark whether registered or 
not except in connection with the business to which it applied, and 
incorrectly believing that he had thus acquired rights superior to 
Hagedorn in the use of the term ““Mouseed” as a poison for rodents, 
discontinued negotiations with Hagedorn and promptly began the 
manufacture and sale from Port Chester, N. Y., of a poisoned 
grain for mice which he prepared and put up for sale through 
retail dealers in boxes substantially identical in size, shape, color 
and lettering as those used by Hagedorn, with the exception that 
Reardon did not use the word “Marvel” in connection with “Mouse 
Seed,” and substituted on the picture of the mouse prominently 
displayed on the cover of the boxes the letters “R.L.” instead of 
“M.M.S.,” which were used by Hagedorn. About the same time 
Reardon incorporated his business. Reardon obtained from Pease 
Laboratories in New York and used an entirely different formula 
for the poisoning of the grain than that used by Meyer or Hage- 
dorn and his predecessors. The form and style in which the Rear- 
don product was marked was an obvious imitation of Hagedorn’s 
package, but Reardon seeks to defend his appropriation of such 
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rights, if any, as Hagedorn had on the ground that he felt he 
had better legal right to use the term “Mouse Seed,” and anyhow, 
sooner or later he expected to buy out Hagedorn’s business. Never- 
theless, he says that he restricted his sales to the neighboring ter- 
ritory of Connecticut where he understood Hagedorn was not 
marketing his product, although Hagedorn’s deposition was to the 
effect that he had sold his product in Connecticut, New Hampshire, 
New Jersey and New York. Nevertheless, Hagedorn took no legal 
action against Reardon, and on March 26, 1927, Reardon bought 
out the whole of Hagedorn’s business and rights for $5,000 and 
continued to market his product in the same form, gradually ex- 
tending the territorial area. On June 30, 1980, Meyer having 
died, Reardon purchased from his estate for $1,000 all his right 
to the trade-mark “Mouseed,’ United States Registration No. 
169,600, which was assigned to him, Reardon still apparently being 
under the impression that he could acquire a trade-mark without 
the business to which it pertained. The agreement nominally in- 
cluded the particular business, but in fact Meyer’s estate continued 
the sale of his same product under another name, and Reardon 
made no change in his own product. 

In 1926 and 1927, Reardon began to market his products, both 
“Mouse Seed” and “Rat Seed,” in addition to the small white 
package referred to, in a larger one-pound package in the form 
of a cylinder with yellow label on the sides and with green tops 
and bottoms. The product has been sold in Baltimore since 1926 
or 1927 in both forms. In 1927 and 1928 the plaintiff nationally 
advertised its products as “Mouse Seed,” spending about $25,000 
in all in so doing; and its aggregate annual gross sales are about 
$25,000 in amount. 

By virtue of national advertising the plaintiff's form of rodent 
poison has acquired a prominent, if not dominant, position in the 
retail market, but for many years there have also been numerous 
competing products of the same general character, in the form of 
poisoned grains of one kind or another, called variously “Sanaseed,” 
“Rat Corn,” “Sweeney’s Poisoned Wheat,” “Extermorat,’ “Baer’s 


Wheat,” etc. The testimony of the witness Stover is to the effect 
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that in very numerous specific instances retail dealers, in several 
different states, when asked if they carried any mouse seed, pro- 
duced indifferently or indiscriminately any one or several of these 
separate preparations in the form of poisoned grains, although 
probably a majority of the retail dealers, by virtue of the plaintiff's 
national advertising, are more familiar with the plaintiff's product 
and would produce it when mouse seed is called for. A number 
of retail dealers who testified in the case, principally representative 
Baltimore druggists, most of whom handle only the plaintiff's prod- 
uct, associated the term “Mouse Seed” with the plaintiff’s product 
alone. 

The extent to which the plaintiff’s product has become identi- 
fied in the retail trade under the terms “Mouse Seed” and “Rat 
Seed” does not very satisfactorily appear from the testimony. To 
some extent the testimony is contradictory and conflicting but 
considering it all, I think the plaintiff has failed to establish that 
the terms ‘““Mouse Seed” and ‘Rat Seed,” if not valid trade-marks, 
have acquired a secondary meaning which identifies the product 
as the manufacture of the plaintiff alone. 

The defendant’s business was incorporated in 1929, succeeding 
the Baltimore firm of Barham and Bowersox, one of the partners 
being the individual defendant in this case named Henry L. Bar- 
ham. The latter had been acquainted with poisoned grains for 
rodent exterminators for many years and was familiar with the sale 
of the product in bulk for the extermination of field mice and other 
rodents and knew that in some sections it was popularly called 
“Mouse Seed,” and also knew of the product of various manufac- 
turers sold to the retail trade, but did not learn of the plaintiff's 
article sold under the name of “Mouse Seed” until some time in 
1928 when his attention was called to it by a distributor of the 
plaintiff's products in Baltimore. In February of 1930, some 
months at least before the defendant put out its product under the 
name of “B. & B. Mouse Seed”’ for retail sales, the defendant sold 
a considerable quantity of poisoned seeds in bulk to the Park Board 
of Baltimore, it being described on the written sales ticket as 


“Mouse Seed.”” Some months later the defendant decided to market 
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| a poisoned grain for retail distribution and, as Mr. Barham frankly 
stated, looked over various competing products, including particu- 
larly the plaintiff's small package (but not being familiar until 


much later with plaintiff's larger package) for the purpose, as 
' he said, of meeting the competition. Thereupon the defendant 
designed the cartons, both the small size and the larger one-pound 
, size complained of by the plaintiff in this case, for the purpose of 

competing with the plaintiff, and the defendant’s product has 
since then acquired a substantial distribution in the trade in Mary- 


land and some other nearby states, the gross annual sales being 
between $5,000 and $10,000. There is a marked similarity in the 
shape and size (and method of packing in the outside container) 
between the plaintiff's and defendant’s small packages, respec- 
tively. And there is also a considerable similarity in the wording 
and arrangement of the wording on the two packages. The plain- 
tiff’s package as first exposed to the eye of the purchaser reads: 


MOUSE SEED 
( Mouseed ) 


Reg. U. S. Pat. Off. 
and Foreign Countries 


KILLS MICE 


—followed by a picture of a recumbent mouse in black with con- 
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spicuous capital letters “R. L.”’ in white, thereon, followed in turn 


r . ; 
; ; by the wording: 
Clean 
Ready for use, no bait, no muss 
S I . 
‘ | with a circular form of seal in colors, underneath which is 
. Price 25c 
C > P 
The defendant’s small package on the front of the carton in 
C . . e . . 
i similar location to that of the plaintiff, has the following printed 
1 matter: 


B. & B. 
Mouse Seed 


Kills Mice, Rats & Ground Moles 
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—followed by a picture of a mouse looking up, in turn followed 
by the wording: 
Ready for Use, No Preparation Required 


No Dirt 
Price 25c 


On the top and bottom of the (two-ounce) carton both packages 
have the word “Poison’’; on the back of each are printed directions 
which, however, themselves are not very similar. On the same sides 
of each carton there is the printed matter beginning with the word 
“Caution” followed by a finer print and the whole similarly spaced 
and conveying about the same message to the purchaser, followed 
by the names and factory place of the parties, respectively. And 
also on the corresponding other sides of both cartons there is printed 
matter headed “Antidote” and giving directions therefor. The 
conspicuous difference to the eye between the two packages con- 
sists principally in color, the plaintiff's package being white and 
the defendant’s orange. When the respective cartons are opened, 
however, there is an obvious difference in appearance as already 
noted between the plaintiff's and the defendant’s products. 

Since the institution of this suit the defendant has changed the 
wording on the face of its smaller carton by substituting for 
“B. & B.” in the first line as above quoted, the mark “Black Eagle”’ 
which it has adopted as a trade-brand, the reason for the change 
as stated by the defendant’s officers being that a prominent Chicago 
firm or corporation which has widely sold somewhat related prod- 
ucts under the name of “B. & B.” courteously requested the dis- 
continuance of “B. & B.” on the defendant’s products of this class. 

With respect to the larger cartons of the parties containing one 
pound of the products, the size and general appearance also bear a 
marked similarity. Both are in cylindrical form and each has on 
the sides a yellow label with mostly black printed matter, and 
both have green tops and bottoms. 

The testimony does not affirmatively prove intentional and con- 
scious thought on the part of the defendant in the adoption of 
its form of packages other than is to be inferred from the mere 
fact of similarity. And there is no substantial testimony to show 
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any intentional “‘passing off” of the defendant’s goods for those 
of the plaintiff. Obviously, jobbers and wholesale dealers who buy 
in quantity from the respective parties are not deceived and there 
is no real evidence in the case to show that retailers are deceived. 
In one or two minor instances a retailer seems to have ordered 
“Mouse Seed” from a jobber without designating the particular 
make, and received some make other than the plaintiff's, possibly 
the defendant’s. But there is no positive evidence that ultimate 
consumers have been or are in fact now being deceived other than 
is inferable from the circumstances and possibilities of the case. 

In the last few years a number of different manufacturers have 
sold their products under the name of ““Mouse Seed” or used that 
expression on their packages. In two such cases the plaintiff has 
successfully enjoined, in one there apparently being no contest, 
and in the other (W. G. Reardon Laboratories v. Miller, 146 Misc. 
508, 261 N. Y. S. 594) preliminary injunction having been granted 
after what is said to have been a brief oral hearing, followed by 
the submission of one or more briefs, and the contest thereafter 
abandoned by the defendant. 

The suit in this case was not brought until November 12, 1932, 
after the defendant had been marketing its product about two years, 
but nevertheless, as the plaintiff says, promptly after the first notice 
of the defendant’s product. 

The individual defendants, Barham and Stover, were the chief 
officers and stockholders of the defendant at the time of the bring- 
ing of the suit and actively participated in the marketing of the 
defendant’s product. Since then the defendant Barham has sold 
his stock and retired from the defendant corporation and is now 
engaged in a similar business in competition. He has no present 
financial interest of any kind, directly or indirectly, in the defend- 
ant’s business or this particular suit. 

On these facts my conclusion of law is that the plaintiff is not 
entitled to a valid trade-mark in the words “Mouse Seed” or “Rat 
Seed”; but that on the ground of unfair competition the plaintiff 
is entitled to an injunction against undue similarity in the form, 
shape, size and general appearance of the defendant’s packages. 
The reasons for these conclusions will be briefly stated. 
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As to the Trade-Marks 


The function of a trade-mark is to denote origin or ownership 
of the goods to which it is applied. It confers no monopoly right 
in the manufacture or sale of the goods themselves without the 
mark. And as every one is entitled to fairly describe the goods 
which he makes or sells, it necessarily follows that a valid trade- 
mark must be susceptible of exclusive use by the particular maker 
or vendor of the goods, and, therefore, a merely descriptive mark 
or name for the goods cannot be valid. Warner & Co. v. Eli Lilly 
& Co., 265 U. S. 526, 528, 44 S. Ct. 615, 68 L. Ed. 1161 [14 T.-M. 
Rep. 247]; Beckwith’s Estate, Inc. v. Commissioner of Patents, 
252 U. S. 588, 554, 40 S. Ct. 414, 64 L. Ed. 705 [10 T.-M. Rep. 
255]; Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 254 F. 
553 (C. C. A. 4) [9 T.-M. Rep. 123]; Autoline Oil Co. v. Indian 
Refining Co., 3 F. (2d) 457 [15 T.-M. Rep. 191] (D. C. Md., 
Soper, J.); Nims on Unfair Competition and Trade-Marks, (3d 
Ed.) § 201. The mark, if descriptive, will not be valid even though 
it is not exhaustively descriptive, if reasonably indicative of the 
general nature or character of the article. Trinidad Asphalt Mfg. 
Co. v. Standard Paint Co., (C. C. A.) 168 F. 977, affirmed 220 
U. S. 446, 81 S. Ct. 456, 55 L. Ed. 586 [1 T.-M. Rep. 10]; 
Rumford Chemical Works v. Muth, (D. C. Md.) 85 F. 524, 527, 
1 L. R. A. 44; 88 Cyc. 711. But there is this limitation on the 
rule—if the words are merely suggestive of the character of the 
goods or the properties which the owner of the mark wishes the 
public to attribute to them, and not merely descriptive, then the 
mark will be good; for instance, “Holeproof Hosiery” (Holeproof 
Hosiery Co. v. Wallach Bros., [C. C. A.] 172 F. 859 [2 T.-M. 
Rep. 153]) and “Elastic Bookcases” (Globe-Wernicke Co. v. 
Brown, [C. C.] 121 F. 185). See, also, Van Camp Sea Food Co., 
Inc. v. Alexander B. Stewart Organizations, 50 F. (2d) 976 (Cust. 
& Pat. App.) [21 T.-M. Rep. 414]; but compare Van Camp Sea 
Food Co., Inc. v. Cohn-Hopkins, 56 F. (2d) 797 (C. C. A. 9) (see 
page 370, ante). 
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The term “Mouse Seed’’ is attacked as descriptive only and 
defended as suggestive only. Entirely apart from the goods to 
which it is applied it may carry no certain and precise meaning, 
but the validity of a trade-mark must be considered not in the 
abstract, but in the concrete application to the goods to which it is 
applied. And as mice and rats are generally regarded as pests 
there can, I think, be no reasonable doubt that the term “Mouse 
Seed” as applied to a rodent exterminator is at once indicative that 
the article so referred to is a poison seed of some character to 
attract and be eaten by mice and rats as a food. It is thus a term 
which is fairly descriptive of the general character of the article. 
The plaintiff contends that the wood “seed” is properly descrip- 
tive only of something that has germinating force or character and 
that in collocation with the word “mouse” it suggests a food to 
nourish or raise mice rather than a poison to exterminate them. 
The evidence offered in support of this idea seems to come from 
persons who are obviously inclined to whimsicality, but, conceding 
that it is seriously intended, we would still have a situation where 
the suggestion implied is one not consistent with the properties 
of the thing sold but, on the contrary, of properties which it does 
not possess. And it would seem that the suggestion, if strong 
enough, would be misleading to the public and, therefore, defeat 
itself as tending to establish a valid mark. See Nashville Syrup 
Co. v. Coca-Cola Co., (C. C. A.) 215 F. 527, 580, Ann. Cas. 1915B, 
358 [4 T.-M. Rep. 323]. 

Plaintiff’s counsel necessarily admits that both words “mouse” 
and “seed” are common English words in ordinary use but con- 
tends that their combination or collocation as applied to the 
subject matter is fanciful and arbitrary. But I think not more 
so than the expressions “bird seed,” “bird sand,” “fly paper” or 
“moth balls.” The case of Barrett Chemical Co. v. Stern, 176 
N. Y. 27, 68 N. E. 65, 66, dealt with a very similar word com- 
bination where the plaintiff unsuccessfully endeavored to establish 
“Roachsault” as a trade-mark for a preparation for destroying 
roaches and other insects. The defendant called its product “Roach 
Salt.” In denying relief to the plaintiff on the ground that its 
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mark was not valid, the court aptly summarized the applicable 
law as follows: 


The question, therefore, is whether the plaintiff has such an exclusive 
proprietary right to the use of a common English word, or a combination 
of such words, as to entitle him to debar all others from the use of the 
same in the absence of fraud or intent to deceive. The word “roach” can 
be used as descriptive of the common insect whose life is sought to be 
destroyed by the use of the article, and so the word “salt” may be used, 
since it is a word in common use to describe chemical preparations and an 
article for the preparation of food. The two words may be united and 
used as one word to describe a salt to be used for the purpose of destroy- 
ing roaches. Where a common word is adopted or placed upon a com- 
mercial article for the purpose of identifying its class, grade, style, or 
quality, or for any purpose other than a reference to or indication of its 
ownership, it cannot be sustained as a valid trade-mark. Words of this 
character correctly describing the purpose to which the article is to be 
put cannot be exclusively used as trade-marks. Columbia Mill Co. v. 
Alcorn, 150 U. S. 460, 14 S. Ct. 151, 37 L. Ed. 1144; Cooke & Cobb Co. v. 
Miller, 169 N. Y. 475, 62 N. E. 582. The office of a trade-mark is to 
point out distinctively the origin or ownership of the article to which it is 
affixed, and no sign or form of words can be appropriated as a valid trade- 
mark, which from the fact conveyed by its primary meaning, others may 
employ with equal truth, and with equal right, for the same purpose. Elgin 
National Watch Company v. Illinois Watch-Case Company, 179 U. S. 665, 
21 S. Ct. 270, 45 L. Ed. 365. The sole question in the case is whether the 
plaintiff has a technical trade-mark that has been invaded by the act of 
the defendant. Both parties are engaged in the same business and both 
have made use of a common word to describe the character, quality, and 
use of an article for destroying insect life. The fact that the plaintiff 
made use of the word before the defendant did not give him the exclusive 
right to it since it was merely descriptive of the article. There is no 
allegation or finding that any fraud was intended or committed, or that 
the defendant by the use of the word palmed off his goods to the public 
as the goods of the plaintiff. The case, in its legal aspect, is practically the 
same as if each party had labeled his goods “Roach Poison,” instead of 
“Roach Salt.” They are all common descriptive words indicating to the 
purchaser of the article that it was a powder or preparation for destroying 
roaches or other insects; and when the two labels are compared with 
respect to size, color, character, and advertising caption, descriptive of 
the thing to which it is attached, they are so dissimilar that it is scarcely 
possible that any observer possessing reasonable intelligence who wanted 
to procure the plaintiff's goods would be likely to be deceived or mistake 
the defendant’s article for that of the plaintiff. 


And I think the history of the use of the expression “Mouse 
Seed,” as it appears in the above findings of fact, quite strongly 
tends to negative the idea that the term by itself was seriously 
considered a valid trade-mark by the plaintiff's predecessors in 
title. Although the plaintiff’s bill of complaint sets up a claim 
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based both on common-law trade-mark acquired by the plaintiff in 
succession to Green, Burke and Hagedorn, and also in succession 
to Meyer as a registered mark, nevertheless at the hearing plain- 
tiff’s counsel necessarily abandoned any monopolistic claim in the 
mark through agreement with or assignment from Meyer, because 
it is‘the thoroughly well-established law of trade-marks that they 
may not be validly assigned apart from the business to which 
they relate; 15 U. S. C. A. § 90; Bulte v. Iglehart Bros., 187 F. 
492 (C. C. A. 7); Witthaus v. Braun, 44 Md. 303, 22 Am. Rep. 44; 
President Suspender Co. v. Macwilliam, (D. C. N. Y.) 238 F. 433, 
affirmed (C. C. A.) 238 F. 159 [7 T.-M. Rep. 108], certiorari 
denied 248 U. S. 686, 37 S. Ct. 899, 61 L. Ed. 941; Standard 
Brewery Co of Baltimore City v. Interboro Brewery Co., 229 F. 
543 (C. C. A. 2) [6 T.-M. Rep. 203], certiorari dismissed on mo- 
tion for petitioner, 246 U. S. 677, 38 S. Ct. 315, 62 L. Ed. 934; 
Nims on Unfair Competition and Trade-Marks, § 22. This aban- 
donment of the federal mark did not destroy the jurisdiction of the 
court as the parties are of diverse citizenship. Coca-Cola Co. v. 
Old Dominion Beverage Corp., 271 F. 600 (C. C. A. 4) [11 T.-M. 
Rep. 128]. 

Green was the first to use “Mouse Seed’ for retail package 
sales and he termed the article “Green’s Original Mouse Seed,” 
thus implying at least other uses of the expression. Burke con- 
tinued the same use but Hagedorn, selling for a while contempo- 
raneously with Burke (apparently in different territory), used the 
phrase ““Marvel Mouse Seed.’ At the same time, but apparently 
limited to sales in Philadelphia, Meyer was using the name 
“Mouseed” as applied to poisoned unhulled oats. When Reardon 
obtained a so-called license from Meyer he regarded his rights 
as superior to Hagedorn, so notified the latter and proceeded to 
sell the product under the name of “Mouse Seed” in disregard 
and defiance of Hagedorn’s right, if any, which Reardon now claims. 
Furthermore, the wording on Reardon’s packages gives notice of 
registration of ‘““Mouseed” in the United States Patent Office and 
foreign countries. It is noticeable that the only foreign country 
in which registration was made by Reardon is in Canada where 
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the name is registered in conjunction with the figure of a mouse 
bearing the capital letters “R. L.’’; and the plaintiff has likewise 
registered its mark in the same form in Maryland and possibly 
other states. These facts at least raise a serious doubt as to 
whether the parties (other than Meyer) really considered the term 
mouse seed as itself constituting a technical trade-mark. During 
most of the ten years from 1920 to 1930, there was clearly no 
exclusive use of the term ‘Mouse Seed” by any one of the parties 
named. If Hagedorn in succession to Green and Burke really had 
a valid common-law trade-mark in mouse seed, then Reardon was 
clearly violating it by his contemporaneous use of the term unless 
such use can be defended on the theory that they were operating 
in different fields. See Hanover Star Milling Co. v. Metcalf, 240 
U. S. 408, 36 S. Ct. 357, 60 L. Ed. 713 [6 T.-M. Rep. 149]; 
United Drug Co. v. Theodore Rectanus Co., 248 U. S. 90, 39 S. Ct. 
48, 68 L. Ed. 141 [9 T.-M. Rep. 1]; Chapin-Sacks v. Hendler 
Creamery Co., 254 F. 553 (C. C. A. 4) [6 T.-M. Rep. 319]. But 
under Hagedorn’s deposition it is at least very doubtful that they 
were not overlapping. And the explanation that both Reardon 
and Hagedorn anticipated that the former would ultimately buy 
out the latter is not very convincing. The point here is not that 
Reardon’s infringement of Hagedorn’s mark, if valid, would excuse 
the defendant under existing conditions (Potter-Wrightington, Inc. 
v. Ward Baking Co., 288 F. 597, 603 [D. C. Mass.], affirmed 298 
F. 398, 401 [C. C. A. 1] [14 T.-M. Rep. 253]); but that the 
conduct of the plaintiff and its predecessors is highly suggestive 
of their real understanding that “Mouse Seed” did not by itself 
constitute a valid common-law trade-mark. 

It is also the well-known trade-mark law as stated in 38 Cyc. 
p. 699, that: “Words, names and marks already known and in 
general and common use in the trade cannot be subsequently appro- 
priated by any one as an exclusive trade-mark.” See, also, Burton 
v. Stratton, (C. C.) 12 F. 696, 700; O’Rourke v. Central City Soap 
Co., 26 F. 576 (C. C. E. D. Mich.). 

Not only is the particular history of the use of this mark sug- 
gestive of the probability that the term “Mouse Seed” was gen- 
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erally used in the trade but also there is positive testimony in this 
case that many years ago in at least one section of the country, 
poisoned grains in bulk form used to exterminate mice and other 
rodents were popularly referred to as “mouse seed,” and in the 
retail package trade there is testimony that numerous retail dealers 
when asked for ‘““Mouse Seed” produced indifferently various sepa- 
rate preparations of poisoned grains. This testimony, it is true, 
comes principally from the witnesses, Barham and Stover, who 
are the individual defendants in the case, and plaintiff's counsel 
urges that it should not be accepted by reason of their interest in 
the case and because, as it is argued, it is opposed to the other 
testimony. But I am not able to dismiss the testimony thus lightly. 
It is definite and specific and the witnesses whom I saw and heard 
impressed me as testifying frankly and candidly. Their testimony 
is not directly contradicted or impeached, but is in part at least 
corroborated by other witnesses. Barham seems to be the wit- 
ness with the widest and longest experience of all the witnesses 
who testified in this case with relation to the commercial sale of 
the product of poisoned grains as rodent exterminators. He is 
no longer directly interested in this particular case although it is 
proper to note, as pointed out by plaintiff's counsel, he may be 
indirectly interested in that, if the mark is not sustained as valid, 
he may afterwards use it in his own business. Furthermore, it 
seems to me that the testimony accords with the very great prob- 
abilities of the situation in the trade. And I am not able to accept 
the view that all the other testimony in the case is necessarily 
inconsistent with it. True it is that some of the plaintiff's testi- 
mony tends in effect to be contradictory of that of the defendants. 
Thus retail dealers who handle only the plaintiff’s product naturally 
associate the term “Mouse Seed”’ with the plaintiff's product alone. 
Reardon as a witness is even more vitally interested than Stover 
and Barham. It is also true, I think, that the testimony as to the 
trade acceptation and understanding of the term “Mouse Seed’’ 
has not been as fully and satisfactorily proven as would be desir- 
able. During the argument on the application for preliminary in- 
junction, in anticipation that this might be an important issue in 
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the case, it was suggested that possibly the best way to ascertain 
the fact as to the trade acceptance and understanding of the term 
was for counsel on both sides to agree upon some intelligent and 
disinterested witness who would be engaged to visit the retail 
trade and under explicit directions as to inquiries to be made, would 
record and testify as to the retail trade reaction to the term “Mouse 
Seed.” But this suggestion was not adopted. Therefore, the facts 
must be determined from the weight of the testimony as actually 
given. And I see no sufficient reason for disregarding the effect of 
the testimony of Barham and Stover which, in its positive aspects, 
I think, is more weighty than the rather negative contradictory 
testimony on the part of the plaintiff. 

Summarizing the matter, I have found the weight of the testi- 
mony to support the conclusion that while the plaintiff by virtue of 
its national advertising in recent years has probably a dominant 
position in the retail trade, nevertheless the testimony with regard 
thereto does not go to the extent of satisfying me that the term 
“Mouse Seed” as applied to the subject matter has acquired the 
secondary meaning of being substantially synonymous with the 
plaintiff's product alone. And in this connection I have not over- 
looked the now well-established trade-mark law that even a descrip- 
tive mark or name will be protected if it has acquired a second- 
ary significance. Barton v. Rex-Oil Co., Inc., 29 F. (2d) 474 
(C. C. A. 8); Computing Scale Co. v. Standard Computing Scale 
Co., 118 F. 965 (C. C. A. 6); Chapin-Sacks Mfg. Co. v. Hendler, 
supra; Nims on Unfair Competition and Trade-Marks, § 37; An- 
heuser-Busch, Inc. v. Budweiser Malt Products Corp., (C. C. A.) 
295 F. 306, 309 [13 T.-M. Rep. 193]; Coca-Cola Co. v. Koke Co., 
254 U. S. 148, 145, 41 S. Ct. 118, 65 L. Ed. 189 [10 T.-M. Rep. 
441). 

It is, of course, more important to know the understanding of 
consumers with respect to the meaning of “Mouse Seed” than of 
the retail dealers, but the evidence in this regard in this case is 
substantially inferable only. I do not recall any specific testimony 
that any particular purchaser of ‘““Mouse Seed” has been actually 
deceived in obtaining the defendant’s goods which he did not wish 
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instead of the plaintiff's which he did wish. Very possibly such 
evidence was not readily available even if it in fact existed. Prob- 
ably the subject matter is such that the individual purchaser is 
not very highly concerned as to whose make of mouse poison he gets 
if the results are satisfactory. However this may be, both the 
plaintiff with respect to the sale of its goods and the public with 
respect to its purchases would be entitled to be protected against 
the defendant’s use of “Mouse Seed” if it has been established that 
the term to the purchasing public meant the plaintiff’s product 
only, but such evidence I find is substantially lacking in this case. 
The development of a secondary meaning in the public conscious- 
ness for a trade expression of this character is one that usually 
comes only after a long period of years during which the manu- 
facturer of the product has bgen in substantially exclusive use 
of the name. There has been no such long-continued user on the 
part of the plaintiff or its predecessors in this case except in a 
comparatively restricted territory, as the plaintiff’s national adver- 
tising and extended field of sales has occurred in the last few years 
only. If “Mouse Seed” did not constitute a technical common-law 
trade-mark in 1927 when the plaintiff began its national adver- 
tising, I do not think it should be permitted to monopolize a phrase 
which is fairly descriptive of the article and of the purpose for 
which it is intended and by which it is to a considerable extent 
so known in the trade, merely because by virtue of national ad- 
vertising it has thereby acquired a dominant position in the trade. 
If this principle were admitted small manufacturers without ade- 
quate capital for national advertising would be fairly at the mercy 
of those with larger capital resources and could in effect be driven 
out of business thereby. 


As to Unfair Competition 


While in my opinion the plaintiff is not entitled to protection 
for the alleged trade-mark as such, nevertheless on the grounds 
of unfair competition I think it is entitled to some relief against 
the defendant. The facts above recited show an altogether too 
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close and unnecessary similarity of the defendant’s packages to 
those of the plaintiff. In this class of cases it has been frequently 
said in substance that: 


The essence of unfair competition consists in palming off, either 
directly or indirectly, one person’s goods as the goods of another, and 
this, of course, involves an intent to deceive. . . . It is not necessary to 
prove intent by direct evidence, where it is clearly to be inferred from 
circumstances. O. & W. Thum Co. v. Dickinson, 245 F. 609, 621 (C. C. 
A. 6) [8 T.-M. Rep. 11]. 


And the effect of recent developments of this branch of the 
law is summarized in Nims on Unfair Competition and Trade- 
Marks, § 9 (a) as follows: 


Passing off no longer a requisite of the unfair competition action. 
That this action has expanded in recent years cannot be doubted. It is 
no longer true that there is no cause of action unless passing off is 
present. Passing off is but one of various practices that are actionable 
as unfair competition. The growth has been gradual but constant. At 
the outset, actual passing off was enjoined. Later, although no actual 
passing off was proven, injunctions were issued against acts that might 
result in passing off, if continued. Later still, acts were enjoined which 
injured the plaintiff even though no passing off was present or threatened. 
. . . It seems that the touchstone of the legality of conduct of business has 
become the accepted standard in the community of what is fair play. 
There was a time when it was not unlawful to pass off one’s goods as the 
goods of another. The decisions that have condemned that practice are 
nothing less than the judicial recognition of the general feeling that such 
acts are unfair and inflict injury which the plaintiff cannot fairly be 
called on to suffer. The nature of the act of passing off has not changed, 
but our ideas of what is fair, have changed. To such changes the equity 
judge must necessarily be sensitive. 


There is no evidence in this case of any fraudulent attempts 
by the defendant to deceive the public into buying its goods for 
those of the plaintiff, but the effect of the undue similarity is likely 
to create confusion between the respective goods. Under condi- 
tions now existing and as reflected in the testimony in this case, 
for the reasons already stated, I am not of the opinion that a 
retail dealer is acting unfairly in giving to a customer who asks 
for mouse seed without specification, express or implied, of the 
plaintiff’s product, either the defendant’s or any one of the other 
similar products on the market of the same general class. But, 
nevertheless, the plaintiff is entitled to have such amount of pro- 
tection from possible confusion as may be given without destroy- 
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ing the rights of the defendant to describe the article by its 
generic name and the purchasing public is entitled to protec- 
tion against conditions which would promote confusion between 
the respective products. The plaintiff has doubtless made some 
public impression by its national advertising in the association 
of ““Mouse Seed” with its product, and one who has heretofore 
or hereafter first purchased the plaintiff's product under this 
name ought to be protected so far as possible from an uninten- 
tional purchase of a competing product by reason of superficial 
similarity. And particularly is this true with regard to the local 
situation here in Maryland where undoubtedly the plaintiff first 
occupied the field in the retail trade. Under these conditions it is 
incumbent upon the defendant to be vigilant to avoid confusion. 
Hiram Walker & Sons v. Grubman, 224 F. 725, 729 (D. C. S. D. 
N. Y.) [5 T.-M. Rep. 399]; Chapin-Sacks Mfg. Co. v. Hendler, 
supra; Scriven v. North, 134 F. 366 (C. C. A. 4). Proof of actual 
confusion is not necessary. Helmet Co. v. Wm. Wrigley, Jr., Co., 
245 F. 824 (C. C. A. 6) [8 T.-M. Rep. 1]. The mere fact that 
the defendant places its name upon its carton is not of itself suff- 
cient to prevent confusion. Purchasers, especially of an article 
of this kind, are not apt to be meticulous in reading all the printed 
matter on the cartons. A superficial impression is usually sufficient 
for them. Tillman & Bendel v. California Packing Corp., 63 F. 
(2d) 498, 508 [23 T.-M. Rep. 131]. 

As to the defendant’s smaller package, the mere difference in 
color is, I think, under all the circumstances not sufficiently distin- 
guishing. And in respect to the larger package the color combina- 
tion is practically the same as that of the plaintiff’s larger package. 
The undue similarities here relate to the packages only and not 
to the defendant’s product itself which is obviously quite different 
in appearance from that of the plaintiff, after the package is 
opened. 

The plaintiff is entitled to have an injunction against the defend- 
ant from continuing the sale of its product in packages in size, 
shape, color and general appearance of printed matter so far re- 
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sembling the plaintiff’s packages as will create probable confusion. 
The defendant's use, begun pending this suit, of the lettering promi- 
nently displayed on its cartons of “Black Eagle Mouse Seed,” 
is unobjectionable but is not of itself sufficiently distinguishing 
in view of other similarities. The defendant will be well advised 
to make a radical departure in the form, size, shape and arrange- 
ment of printed matter on its cartons. At this time I think it 
unnecessary to go further into detail as to what would be a per- 
missible style for distribution of the defendant’s package goods. 

Plaintiff’s bill asks for an accounting of damages and for profits 
and its counsel asks for a reference of the cause to a master to 
take the accounting; but the right thereto has not otherwise been 
discussed by counsel. In this class of cases ‘‘a decree for damages 
or profits does not necessarily follow an injunction.” Nims on 
Unfair Competition and Trade-Marks, (8d Edition) § 424. I am 
not satisfied that conditions here existing require or justify an 
accounting either for profits or damages. There is no substantial 
evidence in the case that customers have in fact been deceived or 
that the defendant has realized profits from deceptive sales or 
that the plaintiff has sustained any actual damage by the defend- 
ant’s competition. The burden to prove this was on the plaintiff. 
Ammon & Person v. Narragansett Dairy Co., 262 F. 880, 884 
(C. C. A. 1) [10 T.-M. Rep. 191]. Furthermore, the plaintiff 
delayed for two years in proceeding against the defendant. While 
the plaintiff is excused from any defense of laches by the state- 
ment of its president that he proceeded promptly after first notice 
of infringement, nevertheless this is indicative that the plaintiff's 
business was not substantially interfered with by the defendant’s 
competition. Hanover Star Milling Co. v. Metcalf, supra; Straus 
v. Notaseme Hosiery Co., 240 U. S. 179, 36 S. Ct. 288, 60 L. Ed. 
590 [6 T.-M. Rep. 103]; Reid, Murdoch § Co. v. H. P. Coffee Co., 
48 F. (2d) 817 (C. C. A. 8) [21 T.-M. Rep. 172]; Rushmore v. 
Badger Brass Mfg. Co., 198 F. 879 (C. C. A. 2) [2 T.-M. Rep. 
489]; Nims on Unfair Competition and Trade-Marks, §§ 424, 
424 (b) and 425. 
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The taxable court costs will be imposed upon the defendant. 
Counsel may submit a decree in accordance with this opinion. 


SINEONE, ET AL. v. MACCIOCCHI, ET UX. 
(248 N.W. 626) 


Supreme Court of Michigan 
May 16, 1933 


Unrair CompetitTion—AcCCOMPLISHMENT NECESSARY. 

Unfair competition, unless intended or apparently accomplished, 
cannot be adjudged before the fact. 

Trave-Marks anp TrapE-NAmMES—SECONDARY MEANING. 

Trade-names may acquire, by continued use, a secondary meaning. 
Appropriation alone, however, accords no secondary meaning to a 
trade-name. Therefore, calling a carbonated beverage, long and com- 
monly known as “Gazosa,” and “Roma Gazosa,” “Roman Gazzosa,” is 
but the use of a geographical name in connection with a well-known 
beverage. 


Trape-Marxs—Unrair CompetTitrion—‘Roman Gazzosa.” 

Plaintiffs, who manufactured a carbonated beverage under the 
name “Roma Gazosa,” held not entitled to restrain defendants from 
putting out a similar beverage under the name “Roman Gazzosa,” 
where no actual confusion was shown. 

In equity. Action for unfair competition. From an adverse 


decree, defendants appeal. Decree reversed and bill dismissed. 


Capizzi § Rota, of Detroit, Mich., for appellants. 
Nicholas V. Olds, of Lansing, Mich., for appellees. 


Argued before the entire bench, except Crark, J. 


Wiest, J.: Plaintiffs, as co-partners, manufacture, advertise, 
and vend a carbonated beverage under the trade-name of “Roma 
Gazosa.” Defendants, under an assumed name and trade-mark, 
manufacture, advertise, and vend a similar beverage, terming it 
“Roman Gazzosa.” Claiming prior appropriation of the name 
and intentional simulation thereof by defendants, plaintiffs filed 
the bill herein to restrain defendants from unfair competition. 
Defendants appeal from a decree restraining them from using 
the term “Roman” in advertising and vending “Gazosa.” The 
court did this under a finding that such constituted unfair com- 
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petition with the similar beverage manufactured and vended by 
plaintiffs. 

The parties all came to this country from the vicinity of Rome, 
Italy, and commenced making and selling the beverage at about the 
same time. They were friends in Italy, and continued to be such 
in this country until the contention here involved arose. 

Gazosa is a carbonated beverage. Unfair competition, unless 
intended or apparently accomplished, cannot be adjudged before 
the fact. Trade-names may acquire, by continued use, a secondary 
meaning. Appropriation alone, however, accords no secondary 
meaning to a trade-name. Styling a carbonated beverage, long 
and commonly known as “Gazosa,’ as “Roman Gazzosa,” is but 
employment of a geographical name in connection with a beverage 
as well known to Italians as ginger ale is to Americans. Gazosa 
is but Gazosa, with or without the prefix Roma or Roman. 

No special formula is alleged by plaintiffs. They but manu- 
facture and vend Gazosa and so do defendants, and the situation 
is like two parties manufacturing ginger ale in Lansing, and both 
styling it Detroit ginger ale. 

At the time the bill was filed, plaintiffs had not been in busi- 
ness long enough to have experienced actual confusion of their 
trade-name with that of defendants on the part of the public. 

The court restrained defendants “from using the word ‘Roman’ 
in any way connected with their manufacture, sale and distribu- 
tion of a certain beverage known as gazosa.” In an opinion the 
court stated: 


“Roman” is a geographical name. “Gazosa” is a Latin common noun 
name of a type of beverage. 


That neither of these words are subject to copyright or trade-mark 
with the exclusive rights which follow such designation. 

But that under the jurisdiction of the Chancery Court, to insure fair 
trade practices, the plaintiffs by right of priority are entitled to protec- 
tion by injunctive relief from the use of this combination of words in 
such a manner as to confuse the consuming public. 


We find that neither “Roma” nor “Roman” are words subject 
to copyright or trade-mark with exclusive rights. 


The decree is reversed and the bill dismissed, with costs to 
defendants. 
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McDona tp, C. J., and Potrer, SHarpe, Nortu, Feap, and 
Burze, JJ., concur. 


MorGan, eT AL. v. Cooper 
(165 S.E. 601) 


Supreme Court of Georgia 
September 14, 1932 
(Syllabus by the Court) 


Trape-NAMES—SuRNAME AS Part oF Corporate NAME—CONSENT OF Party 
REQUIRED. 

A corporation in adopting a trade-name can embrace therein the 
surname of another person, when this is done with the consent of that 
person; and when the corporation so uses such surname and on the 
faith of the license makes expenditures of money, such license becomes 
an agreement on a valuable consideration and irrevocable. Tanner- 
Brice Co. v. Sims, 174 Ga. 13 (2), 161 S.E. 819 [22 T.-M. Rep. 326]. 

Unrarr Comretition—Ricut to Use SurnAmMe Arter Expiration or Con- 
TRACT. 

In the instant case the assent of defendant to the use of his sur- 
name by Block to carry on the enterprise in question was not an 
assent that Block and other individuals should, after expiration of 
three years, form a corporation carrying the surname of Cooper, to 
carry on the same or a similar business. 

Unram Competition—Use or SurNAME Unper Contract—Ricut or User 
to Continue Business Arrer Expiration 1N Orper to Liquipate 
SAME. 

If at the end of three years there were on hand goods or equipment 
acquired within contemplation of the contract to be used in carrying 
on the enterprise, and other assets such as choses in action, consisting of 
accounts for the price of goods sold and the like, Block would have 
a right and it would be his duty to carry on the business in the trade- 
name for the purpose and to the extent only of collecting the debts 
and disposing of all such goods and equipment, subject to the right of 
defendant to the net profits derived from sale of goods under the 

dq contract. 
Unraimr Competition—Use or SuRNAME IN CorporaTe-NAME. 
Block and others held rightly enjoined from obtaining a charter 
and organizing a corporation carrying the surname of Cooper, for the 
purpose of carrying on the same or a similar business. 


In equity. Action for alleged unfair competition in the use of 


a surname. Brooks Morgan and others bring error. Affirmed in 
part and reversed in part. 


I 
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Smith, Hammond, Smith & Bloodworth, of Atlanta, Ga., for 
plaintiffs in error. 

Marion Williamson and Harold Sheats, both of Atlanta, Ga., for 

defendant in error. 


F Atkinson, J.: “A partnership may be created either by writ- 
ten or parol contract, or it may arise from a joint ownership, use, 
and enjoyment of the profits of undivided property, real or per- 
sonal.” Civil Code, § 3155. “As among partners, the extent of 
the partnership is determined by the contract and their several 
interests. As to third persons, all are liable, not only to the extent 
of their interest in the partnership property, but also to the whole 
extent of their separate property.” Section 3156. “A joint inter- 
est in the partnership property, or a joint interest in the profits and 
losses of the business, constitutes a partnership as to third persons. 
A common interest in profits alone does not.”” Section 3158. These 
| sections were considered in Floyd v. Kicklighter, 13 Ga. 133, 141, 
76 S. E. 1011, 1014, a case involving whether, under the terms 
of the contract in question, a partnership was created as between 
the parties themselves. After an elaborate discussion, it was said: 
“We think the allegations of the petition are sufficient to show 
at least prima facie the creation of a partnership, and to withstand 
a general demurrer. They show a joint enterprise, a joint risk, 
a joint sharing of expenses, and a joint interest in profits and losses. 
They do not show that the plaintiff was to loan the money to Kick- 
lighter, or that it was to be repaid to the plaintiff at all events, 
or that any note or security was to be given to him beyond the 
agreement that he was to be repaid from the proceeds arising from 
a sale of the land. It does not appear that the advance was to 
Kicklighter alone, but rather to both Kicklighter and Floyd, and 
the interest was to be charged on their joint account.” The contract 
involved in the instant case is as follows: 
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Memo Agreement between Block Candy Company (Brooks Morgan), 
Party of the First Part and Harry Cooper, Party of the Second Part. 
Said Cooper being desirous of having the Block Candy Company put into 
effect a plan to distribute Candy to Schools and Churches, it is agreed as 
follows: 
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A Company or a to the (be?) styled “The Cooper Company” 
with office at 516 Means St., N.W., will be organized. The party of the 
First Part to have control of the Company and the name—“The Cooper 
Company,” or similar name, for three years from the date of this agree- 
ment. In the event Cooper leaves the “Cooper Company” herein referred 
to, he shall have the right to use for a similar Company, the name— 
The Harry Cooper Corporation, the Cooper Candy Corporation or the 
Cooper Supply Company. 

Territory—For the present the Party of the Second Part is to have 
exclusively the special class of business referred to, in the States of 
South Carolina, North Carolina, Tennessee, Virginia, and Louisiana. The 
Cooper Company shall have the right to sell in the States of Georgia and 
Florida, the Cooper line of candies and to each customer one number of 
the Block line; provided the said Cooper will permit the Block Company 
to pay to C. B. Wells one-half of the nest (net?) profit left for the Cooper 
Company on the candy business in the two States, left for Cooper on the 
Candy. Payment to be made as near the close of the season as it is found 
practicable to prepare a statement. It is understood that Wells is to have 
no interest in any profits of the Cooper Company except on Candy. 

The Party of the First part will provide the necessary candy, special 
labels, special boxes, containers, etc., letter-heads, order-blanks, envelopes, 
circulars, etc., candies to be provided 6 kinds to a box of 24 assortments 
to be mutually agreed upon. Case packing—( Whole case, 60 boxes) whole- 
case orders to be filled with 2-one-half cases—'4 cases 16 boxes. 

Price to schools, churches, ete., 80c or 85c, delivered by parcel post, 
express or freight, as the urgency may require. The Cooper Company is 
also to have the privilege of selling in its exclusive territory specified, 
regular Block numbers for 80c or 85c, Cooper to pay 60c net, F. O. B. 
Atlanta for Block numbers and from 52-¥%, to 56c net, Atlanta, for special 
or Cooper numbers. Price to be named when necessary Factory cost runs 
have been made. 

The Party of the Second Part is to pay, through the Party of the 
First Part: All freight, express and postage. For the necessary 
premiums or prizes. Expenses and commissions of salesmen. For any 
special advertising or premiums, not referred to above. 

The party of the Second part is to receive from the party of the first 
part the difference between the amount for which the candy is collected 
and the Sales expense, above enumerated, after deduction is made to 
cover credit and other losses over and above one per cent. 

All administration and detail, relating to Sales, shipping, credits, col- 
lections, and correspondence, will be paid for and handled by the Party 
of the First Part. Credits, collections etc. will be exclusively under the 
control of the party of the first part, but the said Cooper and salesmen 
working under his direction shall co-operate in the handling of credits 
and collections, as outlined by Block. 

Block will pay for Cooper to his salesmen, for sales made, on the fol- 
lowing basis. Per case 1214 per cent., payable as follows: $4.00 per case 
weekly after shipment made. $1.50 per case when shipment paid for—85c 
to be held as a reserve to take care of unforeseen losses on other accounts. 
Last amount payable at the close of the Season. 

Cooper, under the direction of the Block Company, is to give all of his 
time during the school season to the sale and promotion of this plan and 
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is incident thereto, to draw on his own sales the same amount paid to his 
salesmen. He is to draw as near the 10th of the month as practicable, 
following the sales, 80 per cent. of the net earnings of the Cooper Com- 


pany. The balance of the net earnings to be paid to Cooper at the close 
of the season. 


Salesmen for the Cooper Company are to be selected by Cooper, but 
must work under the Block Company Bond. 

Playground equipment and premiums to be ordered and paid for by 
the Block Company, for the Cooper Company, after sufficient Candy has 
been sold and paid for, and the necessary money remitted to pay for same. 
Net profits to be paid to the Cooper Company. 

While the purpose of the Memo is to establish and perpetuate the 
above-outlined plan of sales indefinitely, either party shall have the right 
to withdraw from the arrangement on thirty days notice. The Block 
Company shall have the right to cancel on one week’s notice, for cause, or 
if the terms and intents of this agreement are not complied with. 

Cooper Company 
Harry Cooper. 
The Block Candy Co. 
W. E. White. 
The substance of the terms of this contract is that Block was 
proprietor of the enterprise; that the parties contemplated sale of 
Block’s goods under a trade-name carrying the surname ‘“‘Cooper’” ; 
that Block should furnish all the capital necessary to carry on 
the enterprise, for which he should reimburse himself from sales 
of the goods; that he should bear all loss; that Cooper should share 
no loss; that Cooper should only render personal service for which 
he should receive all the net profits. Though it was stated: “It is 
agreed . . . . a company or partnership . . . . will be organized,” 
such statement will not constitute a partnership, where the things 
provided to be done by the respective parties do not in law consti- 
tute co-partnership. Floyd v. Kicklighter, supra. The contract 
now in question does not provide for the creation of a copartnership. 

The rulings announced in headnotes 2 to 8, inclusive, do not 
require elaboration. 

Judgment affirmed in part and reversed in part. All the justices 
concur. 
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CHAPMAN V. MEASE 
(61 S.W. [2a] 367) 


Springfield, Missouri, Court of Appeals 
June 19, 1933 


Unrarr Competition—TraApeE-NAaMES—“SHEPHERD OF THE Huis SeErvIcEe 
Sration”—Ricur or Apoprer To ContTinve Use or NAME ON 
New SrTatTIon. 


Where plaintiff leased from defendant a building for use as a filling 
station, which he named “Shepherd of the Hills Service Station,” and 
on expiration of the lease purchased another building for the purpose, 
to which he gave the same name, held that defendant should be 
restrained from using such name to designate the old station. 

In equity. Action to restrain use of trade-name. From an ad- 


verse judgment defendant appeals. Affirmed. 


Rufe Scott, of Galena, Mo., and C. L. Henson, of Springfield, 
Mo., for appellant. 

Kirk Hawkins, of Springfield, Mo., and J. William Cook, of 
Crane, Mo., for respondent. 


Baitey, J.: This is an injunction suit instituted by plaintiff 
to restrain defendant from using and in any manner infringing 
upon plaintiff's use of the trade-name, the “Shepherd of the Hills 
Service Station.”” The trial court granted a temporary injunction 
as prayed, and thereafter on trial of the case rendered a judgment 
and decree making the temporary writ permanent. Defendant has 
appealed. 

No question is raised as to the pleadings. The sole assign- 
ment of error is that under the law and the evidence the judgment 
of the court was for the wrong party. The facts are simple. 
Plaintiff testified that on the sixth day of March, 1929, he secured 
a lease from defendant on a filling station located at the junction 
of United States Highway 65 and the Reed Springs “cut-off,” 
which lease was in writing and was to end on the first day of 
May, 1981. He further testified: 


The station had not been named and when some fellows came along 
getting a map of the highway and doing advertising, and in order to get 
my station on the map, it was necessary to name it, and one of them said, 













i eceihiaiianit 


) 
i 


See 


ee ee eee ee 


econ seen pana 








402 TWENTY-THREE TRADE-MARK REPORTER 


“call it the Shepherd of the Hills Service Station,’ and I said, “well 
enough” and that is when we started calling it the Shepherd of the Hills 
Service Station. That was in March, 1929. 


Before my lease was up with Mr. Mease, I built a service station right 
across the road from this station. I offered to buy out Mr. Mease but he 
wouldn’t sell. On the 7th day of March, 1931, I had my building finished 
and moved into it. Mr. Mease served notice on me to open up his place, 
and I sent him the key and he opened up right away. Then when Mr. 
Mease took possession of his place he erected this same sign over there, 
the Shepherd of the Hills Service Station. Then I went to the court for 
an injunction to stop him from using the name. I had this name Shepherd 
of the Hills Service Station registered with the Secretary of State as 
provided by law. 

Mr. Mease’s station is almost west from my station and a distance of 
about 300 or 400 feet from my station. 

I kept possession of Mease’s building until I was ready to occupy my 
own, then moved into my property and closed up the Mease property. I 
put up a sign in front of the Mease station stating that I had moved, with 
a hand pointing over to my place. 

Defendant testified that the filling station which he rented to 
plaintiff was equipped for that purpose and that there was also 
a store in connection therewith; that it had been so used for five 
years before plaintiff took possession under his lease; that the 
station had no particular name until the sign was put on the comb 
of the roof, “Shepherd of the Hills Filling Station”; that plain- 
tiff took the sign off the roof and moved out; that plaintiff had a 
sign on defendant’s building pointing across the road that said, 
“moved”; that the name “Shepherd of the Hills” is the name given 
to that section of the country; that many things bear that name, 
such as the “Shepherd of the Hills Bank,” the “Shepherd of the 
Hills tomatoes,” the “Shepherd of the Hills beans,” and many 
others. There were no other witnesses. 

The question here is whether the name “Shepherd of the Hills 
Filling Station,” given the leased premises by plaintiff while he 
was tenant therein, belonged to the premises and to successive 
proprietors thereof, or belonged to plaintiff so that he had the 
right to carry the name away to: a new location and have the 
exclusive right to the use thereof in that locality. Both parties 
rely upon the case of Freeland v. Burdick & Scott, 200 Mo. App. 
226, 204 S. W. 1128, decided by this court, as upholding their re- 


spective positions in this case. In that case plaintiff, as the owner 
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of a building known as the Park Hotel at Houston, Mo., sought 
to enjoin defendant, a former proprietor of the hotel, from using 
the name “Park Hotel” to designate a new hotel close by which 
said defendant owned and controlled. The hotel owned by plaintiff 
had for many years been operated under the name of the Park 
Hotel. It had been known as the Park Hotel long before defend- 
ant leased the premises and operated the hotel under that name. 
Defendant was experienced in the business and greatly increased 
the patronage and reputation of the Park Hotel during the time 
she operated same. Before defendant’s lease expired, plaintiff 
became the owner of the hotel property and thereupon notified 
defendant that he intended to operate the hotel himself at the 
expiration of her lease. Defendant then leased a building across 
from the old Park Hotel which she began fitting up for a hotel 
and avowed her purpose to conduct it under the name of the Park 
Hotel and to remove a large sign with the name “Park Hotel” 
thereon from the old hotel. The question there was whether the 
name “Park Hotel” attached to and belonged to the premises and 
the successive owners thereof or belonged to the person who had 
there conducted the hotel business under that name, giving such 
person the right to carry that name to a new location. This court, 
in an able opinion by Judge Sturgis, reviewed the authorities on 
the subject and reached the following conclusion: 


We may therefore state the following rules as applicable to this case: 
A hotel is generally such a building and premises as is especially and 
permanently adapted to that business and is known by its name, which 
ordinarily attaches to and remains with the location rather than with the 
particular proprietor. In such case the name passes with the premises to 
successive proprietors, who are entitled to the exclusive use of such name. 
In: determining whether a particular case forms an exception to this rule, 
these facts have more or less weight; (1) Whether or not the building and 
premises are designed to be used permanently as a hotel; (2) whether the 
name given it is that of an individual conducting it or is impersonal; (3) 
whether the tenant or proprietor who is seeking to divert such name to 
another place is the person who first gave it such name; (4) whether such 
name has been applied exclusively to the one place or has been used to 
designate a person’s business wherever it was conducted. Freeland vy. 
Burdick & Scott, 200 Mo. App. loc. cit. 232, 204 S.W. 1123, 1125. 


Weighed by that standard, this court held the owner of the 
hotel property in that case was entitled to injunctive relief. 
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The case at bar is different from the Freeland Case in several 
particulars. First, it is the former lessee of the filling station 
who is demanding injunctive relief and not the owner, although 
that fact perhaps would have no effect on the rule to be applied. 
Also the plaintiff in this case himself gave the station the name 
of the Shepherd of the Hills Service Station. The station had 
no name prior to his taking possession thereof. It also appears 
that before his lease expired plaintiff erected his own filling station, 
removed the sign from the leased premises, and conducted his 
business in the new location under the name of the Shepherd of 
the Hills Service Station for about a month before he surrendered 
the leased premises. This would seem to bring this case under the 
rule announced in the case of Woodward v. Lazar, 21 Cal. 448, 
82 Am. Dec. 751, cited and distinguished in the Freeland Case, 
supra. In that case a lessee built a hotel on leased premises and 
gave it the name “What Cheer House.” Afterward he erected a 
larger building on his own land adjoining the leased premises and 
removed the sign to the new hotel, operating the latter under that 
name for about two months before he surrendered the lease on the 
old hotel building. It was held that he was entitled to an injunc- 
tion against the use of such name by parties who thereafter carried 
on the hotel business in the old building, on the theory that dur- 
ing the time he used the name before the lease was surrendered 
he had acquired the exclusive right to the use of the name. That 
same rule may be applied in this case. There are not a great 
many cases on this particular question, but the authorities generally 
support the rules laid down in the Freeland Case. It is said that, 
by giving a particular name to a building as a sign of the hotel 
business, a tenant does not thereby make the name a fixture to the 
building and the property of the landlord on the expiration of the 
tenant’s lease. Vonderbank v. Schmidt, 44 La. Ann. 264, 10 So. 
616, 15 L. R. A. 462, 32 Am. St. Rep. 336. The name “Shepherd 
of the Hills Service Station’’ was not descriptive of the business 
there carried on, but was a mere “personal perquisite” of the 
proprietor while lessee, as said in the latter case. Plaintiff gave 
the station the name, furnished the sign and afterward removed 
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the sign to a new place of business and there operated under that 
name. In that respect this case differs from the Freeland Case. 
The evidence fails to establish any right of the landlord or sub- 
sequent owner to the use of the name. We think plaintiff estab- 
lished the right to the name by user and proprietorship, and that 
the action of the trial court in sustaining the injunction should be 
upheld. 


The judgment is, accordingly, affirmed. 


ALLEN, P. J., and Smitrn, J., concur. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Abandonment of Application 


Kinnan, F. A. C.: Held that where, after an answer had been 
filed the applicant abandoned its application for registration, the 
opposition should have been dismissed. He also held that the 
applicant was barred from registration by the registration set up by 
the opposer in its notice of opposition. 

In his decision the First Assistant Commissioner noted that the 
applicant in support of its motion to dismiss relied upon the deci- 
sion in Kotex Co. v. Walgren Co., 156 M. D. 953, and that the 
Examiner of Interferences held that that decision was not con- 
clusive in the instant case since in the former an answer had not 
been filed, whereas in the latter an answer had been filed and the 
case was, therefore, at issue. He then said: 

While it is clear enough the procedure here is governed by the new 
equity rules to the extent that they are applicable and while it is equally 
clear that as set out in Equity Rule 31 “the cause shall be at issue upon 
the filing of the answer” yet the fact must not be overlooked that opposi- 
tion proceedings are statutory. The sole issue raised in the instant 
proceeding is whether the applicant shall be granted registration. This 


issue has been decided in the negative by the applicant’s abandonment of 
its application. 


It is deemed obvious that since by the filing of the answer the cause 
was at issue, the applicant’s abandonment constitutes an estoppel en pais 
as to any future application for registration of the same mark upon the 
same class of goods. The purpose of the filing of the opposition under the 
statute was to prevent registration, and this result has been accomplished. 
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It is further deemed obvious that if the registration relied upon by 
opposer had been cited in applicant’s application it would have been a bar 
to the registration of the mark of that application.’ 


Conflicting Marks 


Kinnan, F. A. C.: Held that Franco-Italian Packing Co. is 
not entitled to register, under the Act of 1920, the notation “Chicken 
Salad” as a trade-mark for canned fish, in view of the prior adop- 
tion and use by Van Camp Sea Food Co. of the term “Chicken of 
the Sea” as a trade-mark for tuna fish. 

In his decision, after noting that the Court of Customs and 
Patent Appeals had held “Breast O’ Chicken” and “White 
Chicken,” respectively, confusingly similar to the mark “Chicken 
of the Sea,” the First Assistant Commissioner said: 


The decisions of the Court of Customs and Patent Appeals are deemed 
conclusive that there would be confusion between the respondent’s mark 
and that of the petitioner since the respondent’s mark is quite as similar 


to that of the petitioner as were those of the applicant’s in the adjudicated 
cases. 


The similarity of the marks involved in the case at bar justifies the 
holding that respondent did not have the necessary bona fide use of its 
mark for one year prior to the filing of its application for registration.’ 


Geographical Term 


Kinnan, F, A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the notation “Pevely” as a trade-mark 
for ice cream, on the ground that the word is merely geographical. 

In his decision, after noting that it appears that “Pevely”’ is 
the name of a village about twenty-seven miles from St. Louis, 
where applicant’s business is located, and noting applicant’s argu- 
ment that the village was not incorporated until long after appli- 
cant had commenced the use of the mark and that the mark had 
acquired a secondary meaning, the First Assistant Commissioner 
said: 


The record furnishes nothing upon which to base any holding that 
the word has ever been used, outside of applicant’s use of it, to indicate 


* Allegheny Sales Company v. City Brewing Corporation, Opp. No. 12,518, 
159 M. D. 90, July 17, 1933. 


>, Van Camp Sea Food Co., Inc. v. Franco-Italian Packing Co., Canc. No. 
2,388, 159 M. D. 93, July 20, 1933. 
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anything but this geographical locality. It seems probable, though this 
point is immaterial here, that the name of the applicant company was 
taken from that of the nearby village or locality. The long prior use of 
this word as part of the applicant’s business or company name, while 
affording some protection against its use by late comers, does not render 
the word registrable as a trade-mark. (Citing decisions.) 


He further said: 


It is thought the holding in the case of California Perfume Co., Ince., 
420 O. G. 289, 19 C. C. P. A. 1028 [20 T.-M. Rep. 607], is determinative of 
the instant case.* 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for watches, the nota- 
tion “Windsor,” on the ground that the mark is merely geographical 
and also merely the name of an individual. 

In his decision, after noting that applicant had cited a number 
of adjudicated cases, the First Assistant Commissioner stated that 
the instant case is readily distinguishable therefrom, and said: 


The Funk & Wagnall’s New Dictionary, 1927, gives many specific 
definitions of the meaning of this word, but all are geographical. It is 
considered the purchasing public, on seeing this notation, would merely 
be led to believe the watches were made either by someone bearing the 
name “Windsor” or in some locality bearing that name.‘ 


Goods of Different Descriptive Properties 


Krnnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for an insecticide, the notation “Lix,” notwith- 
standing the prior adoption, use and registration by opposer of 
the notation “Vicks” as a trade-mark for medicated salve, nose and 
throat drops, ete. 

The ground of the decision is that the goods are not of the same 
descriptive properties. 

In his decision the First Assistant Commissioner said: 


It is, of course, settled law that if the goods of the parties possess dif- 
ferent descriptive properties the marks may be the same. (Citing the 
Simplex Electric Heating Company case, 342 O. G. 711, 269 U. S. 372.) 


*Ex parte Pevely Dairy Company, Serial No. 262,117, 159 M. D. 57, 
May 10, 1933. 
‘Ex parte Anton Gottlieb, Ser. No. 315,451, 159 M. D. 91, July 19, 1933. 
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With reference to the goods, after stating that the testimony 
was not persuasive that confusion was likely, he said: 
There is no showing that opposer ever intended or represented to pur- 
chasers that its goods were or could be used as insecticides. The opposer’s 
goods, intended as they are for use by direct external application to the 
body of human beings or, as to the liver pills, internal use, are not deemed 
to belong to the same class as this term can be reasonably or is authorita- 
tively defined to which the applicant’s goods belong. The respective 
goods are wholly dissimilar in appearance, in purpose, function, operation, 
and would seem to necessarily therefore possess different descriptive 
properties to such an extent that confusion would be almost impossible.* 

Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for combined laundry and dishwashing machines, 
the notation “Wash-O-Matic,” notwithstanding the prior adoption 
and use by Williams Oil-O-Matic Heating Corporation, of Bloom- 
ington, Ill., of the marks “Oil-O-Matic,” “Dist-O-Matic” and “Gas- 
O-Matic” upon refrigerating machines and liquid fuel burning 
devices. 

The ground of the decision is that the goods are so different 
that confusion is improbable. 

In his decision the First Assistant Commissioner said: 

The marks here involved are different as likewise are the goods upon 
which they are respectively used. It is deemed these differences are suf- 
ficient to support the holding that confusion is quite improbable. The 
decisions relied upon by the Examiner in his statement, especially that of 
Williams Oil-O-Matic Heating Corporation v. Westinghouse Electric and 
Manufacturing Company, 430 O. G. 628, C. C. P. A., December 27, 1932 


[23 T.-M. Rep. 29], are persuasive that the opposition in the instant case 
should not be sustained.® 


Goods of Same Descriptive Properties 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the term “Biltmore” as a trade-mark for men’s outer clothing, . 
in view of the prior registration of that mark for goods deemed to 
be of the same descriptive properties and the use by opposer of the 
term “Biltmore” with reference to homespun fabrics. 

In his decision, after noting that the notice of opposition set 
up the registration by the opposer of the terms “Biltmore Home- 


° Vick Chemical Company y. Central City Chemical Company, Opp. No. 
12,009, 159 M. D. 59, May 15, 1933. 

* Williams Oil-O-Matic Heating Corporation v. Utiliten Corporation, 
Opp. No. 11,996, 159 M. D. 92, July 20, 1933. 
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spun” and “Biltmore Handwoven Homespun” as used on woolen 
homespun textile fabrics in the piece and stating that the applicant 
argued that it had a right to refer to previous registrations of the 
word in view of the opposer’s argument that the mark is in effect the 
opposer's corporate name and noting that those registrations were 
for work, dress and negligee shirts and men’s, women’s and chil- 
dren’s hosiery, the First Assistant Commissioner said: 


In view of the more recent holdings of the Court of Customs and Patent 
Appeals as to what constitutes goods possessing the same descriptive 
properties and belonging to the same class, it is deemed and it is so held 
that the applicant is not entitled to registration in view of the prior 
registrations issued in 1914 to these other parties upon goods so nearly 
the same as those upon which applicant uses its mark. 


With reference to the use by opposer of the term “Biltmore” 
prior to any use by the applicant and referring to the record as 
what was done at Biltmore, he said: 


It is deemed in consequence proper to hold that the opposer’s fabric 
was generally known to the public and was advertised and sold by the 
opposer’s predecessors in connection with the name “Biltmore Homespun” 
for some years prior to the date the applicant began the use of its mark. 
While the Examiner of Interferences was unable to find evidence that the 
word “Biltmore” was used at this time as a trade-mark yet this would 
seem to be immaterial. The word was used in a descriptive sense as 
indicating the geographical location of the place where the goods were 
produced. It is clear enough this use is sufficient to support the claim of 


damage to the opposer by the registration of this word as a trade-mark by 
applicant. 


Then, after stating that applicant is not seeking to register the 
entire name of the opposer, he said: 


It must be considered therefore whether the facts of this particular 
case support the view that registration by applicant would be calculated 
to deceive or confuse the public to the injury of opposer. The applicant 
has shown, and such circumstances were taken note of by the Supreme 
Court in the above referred to case, that there were other firms or 
corporations in existence prior to that of the opposer having the word 
“Biltmore” as part of the name and has argued that, in consequence, 
this word does not indicate to the public the opposer company, associa- 
tion, or corporation. It is believed, however, that when used in connection 
with goods so similar to those upon which the applicant uses the word 
there would be some probability of confusion in the mind of the public 
and that for this reason registration should be denied the applicant.’ 


? Biltmore Industries, Inc. v. I. & B. Cohen, Bomzon & Co., Inc., Opp. 
No. 11,528, 159 M. D. 61, May 15, 1933. 
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Non-descriptive Term 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
under the Act of 1905, the notation ““Safety-Kleen” as a trade-mark 
for liquid dry cleaner. 

The holding made is that, while the term is suggestive, it is not 
merely descriptive. 

In his decision, after stating that while the mark is highly sug- 
gestive, it is not merely descriptive and noting that registrations 
had been granted of fairly similar notations, the First Assistant 
Commissioner said: 


It appears further the applicant is the owner of registration No. 
233,413 issued September 27, 1927 of the mark “Safti-Klen” used upon a 
liquid cleaner. It is evident the applicant is seeking registration of a 
variant of this registered mark which it already owns. It is thought 
registration should not be denied in the instant case since the mark here 
sought to be registered is no more descriptive than that involved in some 
of these other registrations as, for example, “The Super-Kleen.” * 


Not a Trade-Mark 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the ten-year provision of the Act of 1905, the term 


‘““Mosaic’”’ as a trade-mark for floor and wall tiles. 

The ground of the decision is that the word is not a trade-mark 
at all, but merely the name of the goods. 

In his decision the First Assistant Commissioner noted defini- 
tions of the term “mosaic tile” as a tile molded with different 
colored clay and noted applicant’s argument that 90 percent of its 
tiles were pure white, though some were tinted. He then said: 


The above quotations indicate, what is also a matter of common know!- 
edge, that clay tiles are widely used for mosaic patterns both for wall 
and floor decorating purposes. Whether a word is descriptive is frequent- 
ly determined by the kind of goods with which or upon which it is used. 
That the word sought to be registered when used upon tile is merely 
descriptive of the character of the goods is deemed plain enough. Since 
tile is so widely used, and has been for so long a period preceding any 
use by the applicant of the word, to form mosaic patterns or pictures, the 
purchasing public, it is deemed, would merely construe the word as in- 
dicating the quality or function or use of the tile.’ 


*Ex parte The Atlantic Refining Co., Ser. No. 297,046, 159 M. D. 87, 
July 11, 1933. 

*Ex parte The Mosaic Tile Company, Serial No. 276,664, 159 M. D. 56, 
May 5, 1933. 
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Amuesire AsPHALT ComMpaNy or America V. THE INTERSTATE 


AmIiesITE CoMPANY 
United States District Court, District of Delaware 


August 21, 1933 


Unram Competition—Use or Name or Patentep Artricre—‘A miesiTE.” 

Where plaintiff and its predecessors patented a certain process for 
manufacturing paving material and gave it the name “Amieste,” the 
use of such name being first applied by them to the patented product, 
held that, under the doctrine of Singer Mfg. Co. v. June, the name of 
the patent at the expiration thereof passed into the public domain. 

Unrar Competirion—Uset or Name or Patentep Articrte—Process 
Patent Versus Macuine Parent. 

There is no sound reason to distinguish between a monopoly claimed 
in a process patent and a monopoly claimed in a machine patent, and 
the doctrine of the Singer case applies equally to each. 

Unprar Competition—Svuirs—Esroprer—Errect or ConrTracr. 

It is true that as long as defendant continued to pay royalties to 
the plaintiff under the patents, defendant was estopped from denying 
the validity of the patents, trade-name or trade-mark. However, such 
estoppel came to an end on the expiration of the contract. 

Trape-Mark InFrrRiIncGeEMENT—“AmiesiTeE”—Form or Use. 

In the case at issue, where the defendant, after using the word 
“Amiesite” as a trade-mark for its road-building preparations in a 
form closely similar to that theretofore used by plaintiff, six months 
before the filing of the bill changed the form of the mark so that the 
word “Amiesite” appeared in plain type, held that there was no in- 
fringement. Plaintiff was, accordingly, not entitled to an injunction 


restraining defendant from using the word “Amiesite” on its paving 
material. 





In equity. Action for alleged unfair competition and _ trade- 
mark infringement. Bills dismissed. 


Hugh M. Morris, of Wilmington, Del., for plaintiff. 
Hastings, Stockly §& Duffy, of Wilmington, Del., for defendant. 


Nietps, J.: Amiesite Asphalt Company of America filed its 
bill of complaint charging the defendant, The Interstate Amiesite 
Company, with (1) unfair competition in trade in the use of the 
word “Amiesite’”’ and (2) infringement of plaintiff's registered 
trade-mark “Amiesite” for a “paving composition comprising 
crushed stones coated with asphaltic or other bituminous, resinous, 
or carbonaceous matter.” 
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Defendant answers that the right to the use of the trade-name 
‘‘Amiesite” passed into the public domain in 1926 upon the expira- 
tion of certain United States patents granted to Joseph Hay Amies 
in 1909; and that the alleged trade-mark ‘‘Amiesite’’ was void 
because it had never been used to signify the source or origin of 
the patented paving material or pavement, and had been procured 
by a false representation that it had been so used. Defendant also 
in its answer by way of counterclaim alleges that it has suffered 
substantial loss in its business as the result of plaintiff's threats 
and false representations, to defendant’s customers and to the 
public, that defendant could not make or sell amiesite and that 
those who bought defendant’s product could be sued for infringe- 
ment. 

- In 1909 the long search of Dr. Joseph Hay Amies for a “cold 
mix” in the paving art culminated in the granting of seven patents, 
the adoption of ‘“Amiesite’” as the trade-name for the patented 
material, and the attempted registration of ‘“Amiesite’ as a trade- 
mark. In the same year 1909, Doctor Amies or Amies Asphalt 
Company, the assignee of his patents, advanced from the experi- 
mental stage and for the first time made a business or commercial 
use of his inventions. Licenses to manufacturers of paving materials 


and road builders were granted The most important Amies patent 


was No. 934,494 in which he broadly claimed a “new and useful 
Composition for Paving Purposes,” applied for February 20, 1909, 
and issued September 21, 1909. The process invented was specified 
in a single claim in these terms: 


I place a batch quantity of broken stone, gravel or like materials upon 
a mixing board or in a mixing machine and mix them with any desirable 
light oil. I then pour thereon and thereover and mix well therewith a due 
quantity of boiling asphalt or other like elements suitable for paving 
compositions. I then throw thereon and mix therewith a due amount of 
air slaked lime or crushed carbonate of lime or a mixture of these to 
cover the individual particles of the said composition, and thus form a 
granular and friable mass that will adhere together and form a solid mass 
under pressure. 


The single claim of the patent reads: 


The herein described method of making a composition for paving pur- 
poses which consists in taking mineral materials and the like, coating 
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them with a light oil, then mixing them with a binder as hot asphalt, and 
then coating the particles of the said composition with air slaked lime, 
crushed carbonate of lime, or lime powder, as fully set forth. 

The other six patents granted upon applications filed between 
December 26, 1908 and May 1, 1909, and issued between August 3, 
1909 and December 7, 1909, all related to the paving art and 
cover a variation in, or improvements upon the process of patent 
No. 934,494. These seven patents became known to the trade as 
the ““Amies 1909 patents.” 

Briefly, the cold mix produced from the Amies process when 
ready for market is “a granular and friable mass,’ in formation 
not unlike popcorn, composed of (1) an aggregate, preferably a 
mineral aggregate, (2) a light oil or liquefier, (3) asphaltic cement, 
(4) lime, and (5) a filler. The use of a light oil or liquefier in the 
paving art was not new, but the particular use of a liquefier in the 
Amies process was new. The liquefier is not used merely as a sol- 
vent to cut back the asphalt as in other contemporary methods. 
Doctor Amies taught that a light oil or liquefier should be used to 
prime or coat the cold stone, and thereby to suspend the solidifying 
of the asphaltic cement. While in storage or in transport, the 
liquefier keeps the mass in a granular and friable condition. When 
the mass is laid and packed the volatile liquefier quickly passes off 
and a solid road surface remains. 

In this case we are dealing with the interrelation of a trade- 
name with a patent monopoly. Was the trade use of the trade- 
name “Amiesite” for the paving material and the pavement con- 
temporaneous with the monopoly acquired under the Amies patents 
of 1909? The answer involves a brief review of forty years. This 
lapse of time can be conveniently divided into three periods: 
(1) The experimental stage. (2) The early period of commercial 
use. (3) The period of recognized and undisputed monopoly. 

The experimental stage covered the period when the patented 
paving material was not bought and sold. It covers the persona! 
experiments of Doctor Amies from 1890 to 1907, reference to which 
will be made hereafter. 
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The early period of commercial success, or second stage, began 
in 1908 with the invention of Doctor Amies of paving compositions 
and methods of laying the same which resulted in his application 
for the seven patents that issued in 1909. In each of these patents 
an essential feature is the use of a liquefier or light oil to coat the 
crushed stone or aggregate before adding the asphalt. The next 
step was the New Jersey experiment to test the invention known as 
the “Magnolia Road” experiment, in Camden County, New Jersey. 
This experiment was made by Doctor Amies with the cooperation 
of a quarryman and the permission of a road engineer. Then fol- 
lowed in rapid succession the application by Doctor Amies’ com- 
pany to register “Amiesite” as a trade-mark; the granting of 
licenses under the Amies patents to manufacture and sell amiesite 
in certain Eastern states and the right to grant sub-licenses. 

Amies Road Company, the chief licensee of the Amies patents, 
was organized by a quarryman named Eastburn and by a road 
engineer named Albertson. Doubtless Doctor Amies hoped to enlist 
those concerned with the source of the material for his mixture and 
those concerned with its purchase. 

At the start, Doctor Amies and his licensee ran into difficulties. 
To grasp this early period of commercial use it is necessary to 
take account of these difficulties. They are best indicated in the 
opening statements of counsel. The solicitor for the plaintiff 
stated: 


After the organization of the Amies Road Company in 1909, the com- 
pany embarked upon a policy of granting further licenses for the purpose 
of extending their territory and of course increasing their royalties. They 
ran into difficulties with the Warren Company, which was the owner of 
certain patents for road materials, and the Warren Company claimed that 
the Amies Road Company was violating certain of its patents. 


The solicitor for defendant stated: 


That new and useful pavement was patented by Doctor Amies or 
attempted to be patented—the patents are not very good patents, but they 
were intended for that purpose, and there are six or seven of them, and 
during the seventeen years that those patents lasted no one questioned the 
validity of the monopoly under those patents. It was generally respected. 


Doctor Amies made a very real contribution to the paving art. 
That is recognized throughout the world today. But not so at the 
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start. He was then on thin ice with a stalwart competitor ready to 
push him under. The situation demanded care and caution. ‘“War- 
renite,” the product of Warren Brothers Company, of Boston, was 
a bitulithic pavement of asphalt and stone. In it a liquefier was 
also used. In 1909 the broad claims of the Warren patents 
threatened amiesite. It was not then realized that the liquefier 
was to be used differently under the two patents. In “Warrenite”’ 
it was a mere cutback for asphalt. In amiesite the liquefier was a 
coating for the cold stone before the hot asphalt was mixed with 
it. Afterwards, the wide-flung Warren litigation, including the 
case in this circuit (Evans v. Warren Bros. Co., 240 Fed. 696), 
narrowed the Warren invention to the grading of the stone aggre- 
gate from the coarsest to the finest with the purpose of filling the 
voids and effecting a solid stone pavement, as near as may be. 
Warren patents Nos. 738,965 and 769,123 cover broadly the use 
of a liquefier and might have occasioned trouble to Doctor Amies. 
February 21, 1910, the Amies Road Company prudently obtained a 
license under these Warren patents limited, however, to the use of 
this temporary liquefier in the manufacture of amiesite under the 
Amies patents where the addition of the liquefier to the cold stone 
is made before the asphalt is added. These difficulties, although 
exaggerated at the time, explain the absence of a full disclosure of 
the Amies process in the Albertson paper (hereafter referred to) 
and in the early literature and advertisements of the Amies Road 
Company. Disclosure of the use of a liquefier by Doctor Amies 
would have invited infringement suits before his invention was 
fairly launched. 

A review of the evidence will establish that a liquefier was used 
in the manufacture of amiesite at all times throughout the period 
of the monopoly from 1909 to 1926 and even until the trade-name 
for the material and pavement so manufactured was ‘“Amiesite.”’ 
Plaintiff's own literature covers the whole period of manufacture, 
not only by its licensees but also by its predecessors and their 
licensees. The Amies patented process of 1909 is the Amies 
process for manufacturing amiesite today. 


From the experiment of 
Doctor Amies in October, 1908, until today the Amies paving 
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mixture has remained essentially the same. The trade-name of 
the material has always been “‘Amiesite.” 
Plaintiff in its pamphlet, “Amiesite Products” (1980), states: 


“Specification ‘B’ Regular Asphalt Amiesite—Laid Cold.” Millions of 
yards of asphalt coated Amiesite in use over all types of foundations have 
provided non-skid, long wearing roads at a minimum maintenance cost in 
many parts of the United States, Canada and Central America. .. . It is 
shipped from our centrally located plants either by truck or railroad and 
upon arrival at its destination is unloaded and laid without further treat- 
ment or heat and can be stored in piles for use as needed if desired. The 
proven merits of this material have made it a leader in the field for the 
past twenty years and assure its continued use in ever increasing quantities. 


Plaintiff in its pamphlet, “Amiesite The Interlocked Stone 
Pavement” (1929), states: 


Amiesite is a “cold lay” paving material that combines the strength 
and stability of stone with the resilient and lasting qualities of asphalt... . 
A predetermined amount of properly graded stone is weighed into the 
mixing plant and then treated with Amiesite liquefier to assure complete 
adhesion to the stone aggregate of the Amiesite asphaltic cement which 
is added immediately after the liquefier has completely coated each particle 
of the stone aggregate. The temperature of the crushed stone at the time 
of adding the asphaltic cement in the manufacture of Amiesite is much 
lower than the temperature of the asphalt. By this process a thick coat- 
ing of asphaltic cement is congealed immediately around each stone 
particle. ... Nearly twenty years have elapsed since laying the first Amie- 
site pavement in Media, Pa. This pavement is still in use and in excellent 
condition, having required no maintenance in spite of the fact it was on 
the direct truck route between New York and Washington. 


Plaintiff, in its pamphlet, “Amiesite The Non-Skid Durable 
Pavement” (1927), states: 


“Amiesite” Pavements are laid with Amiesite mixture which is pre- 
pared by combining heated asphalt and clean, dry stone, and so treating 
the mixture that it can be handled and manipulated immediately, or at any 
future time, without heating or treatment of any kind, to produce a 
permanent pavement. 


Plaintiff, in its pamphlet, “Questions and Answers on Modern 
Road Surfacing’ (1926), states: 


1. What is Amiesite? Amiesite is a mixture of hard, tough, durable, 
broken stone, coated and bound together with asphalt, and so treated 
that it may be laid cold on the job without any special equipment. . . . 
3. What is the difference between Amiesite and other asphaltic paving 
materials? Crushed stone, the most durable road material known, is the 
only mineral used. To obtain the greatest endurance, the crushed stone 

must be properly bonded together with asphalt in such a way that the 
stone is not heated, nor must the asphalt itself be heated to the point 
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where the bitumen or bonding qualities are impaired. These considera- 
tions are protected in the Amiesite process. The stone is treated with a 
liquefier before the asphalt is added and does not have to be heated. 


Plaintiff, in its pamphlet, ‘““Amiesite The Non-Skid Asphalt 
Pavement” (1925), states: 


Dr. Joseph Hay Amies of Pennsylvania developed a process of laying 
asphalt pavements cold. The mixture made in accordance with this 
process and the pavement resulting therefrom, are known as Amiesite. 
The first public use of Amiesite was in 1909, when a pavement was con- 
structed by this method at Media, Pennsylvania, a town not far from 
Philadelphia. That first pavement is still rendering satisfactory service. ... 
Amiesite is a mixture of hard, tough, durable, broken rock, coated and 
cemented together with asphalt, so treated that it may be handled and 
laid cold on the job without special equipment. . . . Adhesion of the 
asphalt to the broken rock in Amiesite is not secured by heating the stone 
to a high temperature, but by treating it with Amiesite liquefier in the 
mixer just prior to introducing the heat softened asphalt. 


Plaintiff, in its pamphlet, “Some Opinions on Amiesite” (1923), 
states: 


Amiesite is a Bituminous Macadam Paving Composition. It is pref- 
erably manufactured at central stationary plants. It may be made with 
portable plants at the road or street side. When made at stationary 
plants, it may, at convenience, be shipped in gondola cars or other 
vehicles, and laid, at any future time, without further preparation, on a 
suitable street or road foundation, and then rolled or tamped to a finished 
face. . . . The process consists of treating the stone without heating in 
order to provide for the adhesion of the asphalt. By this the possibility 
of calcining or disintegrating the stone is avoided, and also the possibility 
of the hot stone burning the asphalt. It also consists of chemically treat- 
ing the asphalt so as to retain its adhesive qualities and prolong its life, 


the result of which is also to render the finished pavement unaffected by 
changes of temperature. 


In 1925, D. M. Hepburn, then and now general manager of the 
plaintiff, read a paper on “Bituminous Paving Mixtures,” etc., 
which was published in Canada and in this country. He says: 


It is with the fourth class of bituminous mixtures that the writer has 
been most concerned, and which he wishes to discuss in this paper. 
“Amiesite,” the product with which I am associated in the paving field, 
comes under this description, and is the successful ending of a considerable 
series of inventions having the same general purpose in view, dating back 
to 1875 or further. The satisfactory elimination of heat as the means of 
keeping bituminous mixtures sufficiently plastic to transport and lay, 
had long been sought. 

However, Dr. Joseph Hay Amies did solve this problem of producing a 
mixture that could be shipped and laid cold, which solution he accom- 
plished when he invented the paving mixture that with later improvements, 
is now known as “Amiesite. . 
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The essence of Doctor Amies’ invention is that he first coats the mineral 
aggregate with a light mineral oil which he calls the liquefier, then covers 
the surface of his liquefier-dampened aggregate with the asphalt, then 
adds lime, and finally puts in what is known in “Amiesite” as mineral 
filler. Each of the elements of this combination, and their introduction in 
the order named, seems either essential or desirable and experimental 
attempts to vary from them have not been satisfactory. 

In his annual report to stockholders January 10, 1929, the 
president of plaintiff said “When this company was formed in 
1923, we were working exclusively under the one Amies patent 
on Amiesite.” It is fair to assume he referred to patent No. 
934,494. 

The word ‘‘Amiesite” was applied to the paving material and 
pavement of the Amies 1909 patents during the period of early 
commercial use from 1909 to 1916. This svan covered the period 
of early difficulties. 

At the time of the hearing of this case Doctor Amies was dead. 
However, we have his seven patents issued in 1909, one of which 
was applied for in December, 1908. In each of the seven patents 
the use of a liquefier is specified for making the paving material. 
We have the booklet ‘““Amiesite” of the Amies Asphalt Company, 
signed by Doctor Amies and issued on February 25, 1914. Here 
Doctor Amies describes the manufacture of Amiesite. “In manu- 
facturing Amiesite,’ he writes, “broken stone preferably in a cold 
condition, is placed in a suitable mixing machine. Then, prefer- 
ably, a cold thin, asphalt oil, lighter than water, is added to serve 
as a prime coat; a heated prime coat may, however, be employed. 
Then a heavy bituminous binder, at a suitable penetration, mod- 
erately heated, is added. After the broken stone has become well 
coated a suitable amount of a chemical ingredient is added, and 
all well mixed together; then a necessary amount of water- 
dampened sand is added to render the product granular and friable, 
and then the product is immediately ready for use or for trans- 
portation or it may be stored to be utilized without further treat- 
ment, at any future time.” This description is opposite a photograph 
marked “Magnolia Road, Camden County, N. J. Laid October, 
1908, photographed July, 1913.” It is perfectly clear that Doctor 
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Amies here described Amiesite manufactured with a liquefier accord- 
ing to his patents of 1909 and that he regarded the Magnolia Road 
as an illustration of his patented pavement. 

Amies Road Company, the principal licensee of Doctor Amies, 
also advertised Amiesite. Sometime after 1916 the Road Com- 
pany issued a pamphlet, “Amiesite Dustless and Auto-proof Pav- 
ing Material Manufactured by Licensees of the Amies Road Com- 
pany, which Company exclusively controls for the United States 
all patents of Joseph Hay Amies and Warren Brothers Co., for 
cold laid bituminous concrete.’ This company described the process 
of mixing Amiesite: 


The process consists of treating the stone without heating in order to 


provide for the adhesion of the asphalt. . . . This method allows Amiesite 
to be manufactured at permanent plants and be shipped in gondola cars 
to points of use. . . . Upon arrival at destination, without any further 


treatment, the Amiesite is discharged from the cars, hauled, spread and 
rolled at the temperature of the air. ... In the manufacture of Amiesite 
these difficulties [from hot mixing] are overcome, since the treatment of 
the stone provides for the adherence of the bituminous binder to the cold 
stone and, as a result of the process, the Amiesite is in a proper condition 
for transportation and application. 


Another pamphlet of the Road Company was issued in 1910. 
It states: 


After years of experiment there has been placed on the market a 
material for a wearing surface, which meets with all demands. . . . It is 
manufactured under patents issued to Joseph Hay Amies and consists of 
any stone suitable for road construction crushed to a size commercially 
known as one and one-half inch (1-1%4”), one inch (1”), three-quarter 
(%,”), one-half inch (1%”), of gravel, as may be deemed best for the work 
to be performed, coated (without heating) with an asphaltic cement, com- 
posed of refined asphalt containing not less than 90 percent of bitumen, 
and suitable fluxes to give results. . . . It is loaded directly from the 
mixers into gondola cars, is in a friable and granular condition, and upon 


arrival at destination is ready for immediate use without any further treat- 
ment. 


In this pamphlet no liquefier is expressly mentioned. However, 
the material is “manufactured under patents issued to Joseph Hay 
Amies,” etc. What patents? In 1910, the only patents of Doctor 
Amies for a “cold mix’ were the 1909 patents. In advertising a 
“cold mix” the Road Company must have manufactured under the 
Amies 1909 patents requiring the use of a liquefier. 
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The Warren license of the Road Company provided “this license 
agreement only applies to mixtures of paving materials made under 
the Amies patents and the mixture so manufactured shall be laid 
cold.” The Warren license only assumed to grant to the Road 
Company the right to make the paving material according to the 
Amies patents. It did not grant to the Road Company the right 
to make Warrenite. 

In October, 1908, Doctor Amies experimented on the Magnolia 
Road before applying for his 1909 patents. This is the experiment 
referred to in the 1910 pamphlet of the Road Company. Eastburn, 
a “quarryman and dealer in stone’ cooperated with Doctor Amies 
in mixing the material at Stockton, New Jersey. Eastburn fur- 
nished the stone. Doctor Amies with his ideas for a ‘“‘cold mix’’ 
superintended the mix. Albertson, the road engineer for Camden 
County shared in laying the material on the Magnolia Road in that 
county. Albertson was not produced as a witness. His paper “An 
Experiment with Amiesite’” read before the annual meeting of the 
New Jersey Engineers Society is much relied upon by the plaintiff. 
The relevant portion of the Albertson paper is: 


Our other experiment was with Amiesite, a patented preparation made 
by coating the cold crushed stones, at the quarry, with a combination of 
solid asphalt, about sixty parts, and heavy asphalt oil, forty parts, mixed 
hot before applying to the stone in the concrete mixer. After the stones 
are coated about one-half bushel of hydrated lime is added to each cubic 
yard of the mixture, and the mixing continued. After each stone is 
thoroughly coated with the above compound, about one-half peck of 
dampened sand is added. This prevents the mass from adhering and be- 
coming difficult to handle from the cars. The slight application of damp- 
ened sand just seems to be what is wanted to make the coated stone 
handled almost as freely as chestnut coal. 

Upon the ordinary clean, new macadam foundation of Evesham road, 
which was well rolled and solidified, we spread four inches of Amiesite, 
prepared as above. We then rolled it, and the coated stones settled 
together in a tough, resilient pavement, ready for instant travel. Loaded 
wagons following within fifteen minutes of the spreading of the compound 
made no impression whatever. 

The most remarkable feature is that these coated stones have scarcely 
any adhesive qualities until they are spread cold and rolled, when they 
at once adhere to each other and form a perfect pavement. : 


Who furnished Albertson, the county engineer, with the in- 
formation about the mixing at Stockton nowhere appears. Cer- 
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tainly he was not told by Doctor Amies to coat cold stone with 
solid asphalt sixty parts and heavy asphalt oil forty parts. Albert- 
son says the coated stones were spread and rolled cold and once 
adhered and formed a perfect pavement. In other words, he laid 
a “cold mix’ pavement. It is clear that the process described 
by Albertson would not produce a “cold mix.” It is certain that 
the mixing at Stockton followed a process that did produce a “cold 
mix.” 

I am convinced that two of the witnesses produced on behalf 
of defendant accurately characterized the above article of Albert- 
son in Good Roads Magazine. 

Hirzel, for many years in the city engineer’s office in Wilming- 
ton, and since 1926 defendant’s manager of production, who 
planned and built defendant’s plants and trained and organized 
the crews at the plant, testified: 


RXQ. 561. In the Good Roads Magazine, of April, 1909, entitled “An 
experiment with Amiesite,” by J. J. Albertson, County Engineer, Camden 
County, New Jersey, you recall that you testified that Doctor Albertson 
did not know what he was talking about or something to that effect. It 
is Plaintiff's Exhibit 128. There is no liquefier mentioned in that, I think 
we agreed? 

A. That would make me say that it is not Amiesite. 


Fletcher, also an engineer and general manager of defendant 
or assistant since 1925, testified: 


XQ. 777. . . . I read from one of the exhibits in evidence, Plaintiff's 
Exhibit 128, it is the Good Roads Magazine, page 120 of April, 1909, by 
J. J. Albertson, County Engineer, Camden County, New Jersey: .... Will 
you look in there and see if you can find any reference to a light volatile 
oil or a temporary liquefier and fixer? .... 

A. I would say that the description of it was not accurate. The man 
who wrote it did not mean what he said. 

XQ. 780. But he called it Amiesite, did he not? 

A. He called it Amiesite, but it is impossible for him to put in solid 
asphalt and have it cooked with stones at all... . 

XQ. 787. Does he say anything about making it hot or heating it before 
putting it in a mixer? 

A. It would not be solid asphalt then and he says it is solid asphalt. 

XQ. 788. He is wrong one place or the other? 

A. I think he does not know what he is talking about. 

XQ. 789. If perchance he built a road that he called Amiesite, and that 
road was some good, he still did not know what he was talking about, I 
assume? 
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The Warren license of the Road Company provided “this license 
agreement only applies to mixtures of paving materials made under 
the Amies patents and the mixture so manufactured shall be laid 
cold.”” The Warren license only assumed to grant to the Road 
Company the right to make the paving material according to the 
Amies patents. It did not grant to the Road Company the right 
to make Warrenite. 

In October, 1908, Doctor Amies experimented on the Magnolia 
Road before applying for his 1909 patents. This is the experiment 
referred to in the 1910 pamphlet of the Road Company. Eastburn, 
a “‘quarryman and dealer in stone’’ cooperated with Doctor Amies 
in mixing the material at Stockton, New Jersey. Eastburn fur- 
nished the stone. Doctor Amies with his ideas for a ‘“‘cold mix’’ 
superintended the mix. Albertson, the road engineer for Camden 
County shared in laying the material on the Magnolia Road in that 
county. Albertson was not produced as a witness. His paper “An 
Experiment with Amiesite” read before the annual meeting of the 
New Jersey Engineers Society is much relied upon by the plaintiff. 
The relevant portion of the Albertson paper is: 


Our other experiment was with Amiesite, a patented preparation made 
by coating the cold crushed stones, at the quarry, with a combination of 
solid asphalt, about sixty parts, and heavy asphalt oil, forty parts, mixed 
hot before applying to the stone in the concrete mixer. After the stones 
are coated about one-half bushel of hydrated lime is added to each cubic 
yard of the mixture, and the mixing continued. After each stone is 
thoroughly coated with the above compound, about one-half peck of 
dampened sand is added. This prevents the mass from adhering and be- 
coming difficult to handle from the cars. The slight application of damp- 
ened sand just seems to be what is wanted to make the coated stone 
handled almost as freely as chestnut coal. 

Upon the ordinary clean, new macadam foundation of Evesham road, 
which was well rolled and solidified, we spread four inches of Amiesite, 
prepared as above. We then rolled it, and the coated stones settled 
together in a tough, resilient pavement, ready for instant travel. Loaded 
wagons following within fifteen minutes of the spreading of the compound 
made no impression whatever. 

The most remarkable feature is that these coated stones have scarcely 
any adhesive qualities until they are spread cold and rolled, when they 
at once adhere to each other and form a perfect pavement. ; 


Who furnished Albertson, the county engineer, with the in- 
formation about the mixing at Stockton nowhere appears. Cer- 
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tainly he was not told by Doctor Amies to coat cold stone with 
solid asphalt sixty parts and heavy asphalt oil forty parts. Albert- 
son says the coated stones were spread and rolled cold and once 
adhered and formed a perfect pavement. In other words, he laid 
a “cold mix’’ pavement. It is clear that the process described 
by Albertson would not produce a “cold mix.” It is certain that 
the mixing at Stockton followed a process that did produce a “cold 
mix.” 

I am convinced that two of the witnesses produced on behalf 
of defendant accurately characterized the above article of Albert- 
son in Good Roads Magazine. 

Hirzel, for many years in the city engineer’s office in Wilming- 
ton, and since 1926 defendant’s manager of production, who 
planned and built defendant’s plants and trained and organized 
the crews at the plant, testified: 


RXQ. 561. In the Good Roads Magazine, of April, 1909, entitled “An 
experiment with Amiesite,” by J. J. Albertson, County Engineer, Camden 
County, New Jersey, you recall that you testified that Doctor Albertson 
did net know what he was talking about or something to that effect. It 
is Plaintiff's Exhibit 128. There is no liquefier mentioned in that, I think 
we agreed? 

A. That would make me say that it is not Amiesite. 


Fletcher, also an engineer and general manager of defendant 
or assistant since 1925, testified: 


XQ. 777. . . . 1 read from one of the exhibits in evidence, Plaintiff's 
Exhibit 128, it is the Good Roads Magazine, page 120 of April, 1909, by 


J. J. Albertson, County Engineer, Camden County, New Jersey: .... Will 
you look in there and see if you can find any reference to a light volatile 
oil or a temporary liquefier and fixer? .... 


A. I would say that the description of it was not accurate. The man 
who wrote it did not mean what he said. 

XQ. 780. But he called it Amiesite, did he not? 

A. He called it Amiesite, but it is impossible for him to put in solid 
asphalt and have it cooked with stones at all... . 

XQ. 787. Does he say anything about making it hot or heating it before 
putting it in a mixer? 

A. It would not be solid asphalt then and he says it is solid asphalt. 

XQ. 788. He is wrong one place or the other? 

A. I think he does not know what he is talking about. 

XQ. 789. If perchance he built a road that he called Amiesite, and that 


road was some good, he still did not know what he was talking about, I 
assume? 
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A. That is true. There may have been a good road built there, and it 
might have been built by the Amiesite method, but I do not think he is 
actually describing the mix here. I do not think he knows much about 
it when he says he threw in solid asphalt in the mixer. 

XQ. 796. Suppose your assumption is not sound and that Doctor Albert- 
son, the County Engineer of Camden County, New Jersey, built it, and it 
was built under his supervision, would your answer be the same? 

A. Yes, I do not believe that Engineer knew much about it or he 
would not have described any paving product in that fashion. 

XQ. 797. But he did? 

A. He did, and it is quite a wild idea. 


The knot of the case grows out of the testimony of Charles T. 
Eastburn, a witness for the plaintiff, in the stone business at 
Curwensville, Pa. This testimony is based upon the Albertson 
article. If Albertson is mistaken as to the mix at Stockton, East- 
-burn’s whole testimony falls. He was testifying from recollection 
of an event that happened twenty-five yeazs ago. He testified: 


Q. 11. . . . Now, have you any personal knowledge of the building of 
that road to which Albertson refers in that article? 

A. Yes, sir. Doctor Amies and I made the mix and I laid the road. 

Q. 16. You have examined Albertson’s description of how that mix was 
made? 

A. Yes, sir. 

Q. 17. Is that substantially correct, from your recollection? 

A. Yes, sir. 

Q. 18. No liquefier was used in that mix at all? 

A. No, sir. 

Q. 32. I notice in that booklet [Good Roads “Amiesite” issued by Amies 
Road Company in 1910] the following statement: “Amies Road Company 
was chartered January 5, 1909 and sold during the year, 635,000 square 
yards, or over 95,000 tons.” Are those figures correct? 

A. Yes, sir. 

Q. 34. Will you state to me in what respect, or how the mixture with 
which those roads were made, compared with the Albertson mixture, which 
we have just been discussing? 

. They were made after the Albertson mixture. 

. 35. You mean in the same manner? 

. In the same manner. 

. 36. The whole 95,000 tons? 

. Yes, sir. 

. 37. Did you use any liquefier at all in the year 1909? 
. No, sir, we did not. 


I am convinced that Eastburn is mistaken in his recollection of 
events of over a quarter of a century past. A fairly contemporary 
printed record is more reliable than a witness’ recollection of remote 
events. In the pamphlet, “Amiesite’—‘“An Ideal Pavement at 
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Low Cost,” issued by Amies Road Company after 1916, reference 
is made to the road described by Albertson in his article published 
in Good Roads Magazine. The pamphlet states: “The Magnolia 
Road, Camden County, N. J., photograph of which is shown on 
the opposite page, was built during the summer of 1908 as an 
experiment. The method of manufacture and application was the 
same as that employed today.’”’ Eastburn was president of the 
company issuing this pamphlet which flatly contradicts his testi- 
mony. If the process of manufacture in 1916 was followed in 1908 
it was certainly followed in the manufacture of the 95,000 tons 
in 1909. 

As proof that the trade-name ‘“‘Amiesite” antedated the patents, 
plaintiff lays particular stress upon two experiments in Wilming- 
ton. In the summer of 1904, 13th Street between Market and 
King in Wilmington, Delaware, was paved by Doctor Amies. The 
minutes of the Street and Sewer Department of Wilmington of 
August 2, 1904, record that “A delegation of ladies from 13th 
Street, between Market and King Streets, were present asking that 
measures be taken to prevent the tar in the street paving on this 
street covering the surface of the street. Mr. Amies, the con- 
tractor, replied to the ladies, and the Board expressed its intention 
of taking measures to prevent a recurrence of the nuisance.” The 
witness Pierson, then as now street commissioner of Wilmington, 
testified that he saw and at times helped Doctor Amies lay the 
pavement; that “the way he put that down was the most crude 
way that ever could be done.” Years afterwards in a footnote of 
an advertising circular issued by Amies Road Company after 1916 
it is stated “the material was made by hand on the street” refer- 
ring to the paving job of 1904 on 13th Street. When asked what 
it was called Pierson replied, “It did not have a name that I 
knew of.’ Again when asked “So you are not certain as to whether 
it was called Amiesite as early as 1905 or 1906? The witness 
replied, “I am sure it was not.” In the annual statement of the 
Street and Sewer Department for 1905 this paving is called 
“bituminous macadam pavement.” It is perfectly apparent that 
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the material at this early stage was not Amiesite either in character 
or in name. 


In the following year, 1905, Doctor Amies laid another experi- 
mental strip or patch in Wilmington on Franklin Street between 
13th and Pennsylvania Avenue. The contemporary records of 
Wilmington show conclusively the name by which the pavement was 
then known. October 10, 1905, The Amies Asphalt Company by 
Joseph H. Amies, president, submitted the following offer: 


Philadelphia, October 4, 1905. To the Board of Directors of the Street 
and Sewer Department, Wilmington, Delaware. Gentlemen: The Amies 
Asphalt Company, in order to demonstrate the efficiency and small cost 
of construction of the pavement known as Amies Asphalt Macadam, begs 
leave to make your Board the following offer: This company will grade 
and pave the intersection formed by 13th Street and Franklin Street, and 
the bed of Franklin Street between the northerly side of Pennsylvania and 
13th Street, in the City of Wilmington, Delaware, being approximately 375 
square yards, with the pavement known as Amies Asphalt Macadam. 

Upon the completion of the pavement and the approval by your 
Board, your department is to pay the cost of said paving less the cost 
of 100 square yards, provided the cost shall not exceed the sum of one 
dollar per square yard. Should the cost of said pavement exceed one 
dollar per square yard, such excess will be borne by this company. 

Inasmuch as we desire to lay this pavement as a sample pavement, we 
agree to contribute the aforesaid 100 square yards free of cost and guar- 
antee that the cost of the entire pavement will not exceed the sum of one 
dollar per square yard... . 

On motion of Mr. Gray, the offer was accepted. 


The only contemporary writing of any kind is the above minute 
of a contract reciting that this pavement was then known as “Amies 
Asphalt Macadam.” 

The witness Dow was then asked when he first heard the term 
“Amiesite” used. He replied, “On the street in Wilmington here, 
in 1906, 18th Street and Pennsylvania Avenue.” Later he was 
asked “And that it was while you were there, that you heard some 
one use the name ‘Amiesite’?’’ and the witness replied “ ‘Ameesite,’ 
they pronounced it—more closely with Doctor Amies.”’ In cross- 
examination the witness said: 


XQ. 5. Who did you hear in 1906 call that thing Amiesite? 

A. That I cannot remember. Someone called across the street to me 
and said, “This is Amiesite.” 

XQ. 6. Some unknown person? 

A. No; I knew him at the time, but I do not remember who it was. 
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XQ. 7. A paving man, or just a person walking along the street? 

A. No; someone who was there to see the pavement laid. 

XQ. 8. How do you know that he was there to see the pavement laid? 

A. I was there for the same purpose; I think he was one of the engi- 
neers possibly connected with Mr. Amies’ company. 

XQ. 9. What makes you think so? 

A. I have every reason to think so. 

XQ. 10. Just somebody on the street? 

A. Just somebody on the street, yes. 


XQ. 11. Do you know how that street was laid? 
A. Not exactly, no. 


Dow was asked when he next heard of Amiesite. He testified, 


“There was literature published shortly after that, in which the 
word ‘Amiesite’ was mentioned. 


I cannot remember as long back 
as that, when the next time was.” 


After leaving the stand to find 
the literature the witness returned with the Albertson article in 


Good Roads Magazine for April, 1909, some months after applica- 
tion for the trade-mark “‘Amiesite.” The witness was testifying 
of what he heard in Wilmington twenty-five years or more after the 
event. He was quite right in saying he could not remember so long 
back as to when he next heard the word Amiesite. He was mistaken 
about the literature being “published shortly after” the paving on 
Franklin Street. It was published five years after. 
of what he heard cannot be safely relied upon. In any event, it 
makes no difference what somebody may have called across the 
street that sounded like “Ameesite.”” At the time the pavement was 
known as “Amies Asphalt Macadam” and not Amiesite. 

The only witness besides Dow having the hardihood to suggest 
that the experimental pavement laid by Doctor Amies in 1905 was at 
the time called Amiesite was Maloney. In 1905 the father of the 
witness was in the paving business in Washington and witness was 
a school boy. When asked whether Amiesite had been a live type 
of paving in the District of Columbia during the period from 1905 
to the present, the witness replied it had been for the last eight or 
ten years. When pressed as to the earlier period the witness 
replied “Previous to that time it was. I heard of it, but I did not 
hear of it as extensively as I do now, because I was not as familiar 
with the paving business; and in those days when I heard it, it 
was called to my attention by my father’s pamphlet, which he had, 
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and I was only going to school,” etc. There was no pamphlet 
issued during this early period and the witness obviously was 
mistaken in his dates. No weight should attach to this testimony. 

Plaintiff and its predecessor, Amies Road Company, published 
and circulated a large amount of promotion literature in exploiting 
Amiesite as a paving material in addition to that herein recited. 
In this literature they invariably used the name ‘“‘Amiesite’’ as the 
name for this type of pavement. Also in their licenses they desig- 
nated the pavement as “Amiesite.” They promulgated printed 
specifications and induced others to specify this pavement as 
“Amiesite.”” Prior to this controversy they nowhere stated that 
the name was applicable only to products made by themselves or 
their licensees. As a natural consequence, the public adopted the 
word “Amiesite” as the name and the only name for this paving 
material and have continued so to use it. Standard text books 
describing pavements refer to Amiesite as a “known type of pave- 
ments.” A publication entitled “Pocket Reference for Engineers” 
intended to clarify the terminology of the paving art, thousands 
of copies of which were circulated among members of The Asphalt 
Association, including the plaintiff, defined Amiesite as “a patented 


asphaltic concrete pavement.” Specifications issued by cities and 
states frequently specify Amiesite under the name or title of 


“Amiesite.”” Others designate this pavement by symbols as, for 
example, in New York City where there is a specification ““M M 3” 
and later “M M 4,” and in Pennsylvania where “Specification E” 
is used. The symbols are used for the convenience of officials and 
to conform to the state’s practice of avoiding the use of trade- 
names of proprietary or patented articles in asking for bids. Tech- 
nical men in the paving art and the public understood the word 
“Amiesite” to be the proper and appropriate name of a particular 
pavement without reference to its source. 

This case is clearly governed by a well recognized principle of 
law. The right to the exclusive use of the trade-name of a patented 
article expires with the patent. The reason for the rule is that the 
patentee by retaining the distinctive name of the patented article 
prolongs the monopoly. A condition of the grant of a patent 
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monopoly is the dedication to the public at the expiration of seven- 
teen years of the right to manufacture, use or sell the patented 
process or product. Upon the expiration of the patent the patentee 
has agreed to dedicate to the public what theretofore was covered 
by his monopoly. If the public has a right to manufacture, use 
and sell the article but does not have the right to use the name 
by which it is known, the patentee is compelled to give and yet 
allowed to withhold at the same time. Singer Mfg. Co. v. June 
Mfg. Co., 168 U. S. 169; Yale & Towne Mfg. Co. v. Ford, 203 Fed. 
707 [3 T. M. Rep. 205]; Cheavin v. Walker, 3 Ch. Div. 850 
(1877); Linoleum Mfg. Co. v. Nairn, 7 Ch. Div. 834 (1878); 
Kerly’s Law of Trade-marks and Trade-names, 43. 

In accordance with the rule of law laid down in the case of 
Singer v. June, the name “‘Amiesite,’ being the name of the type 
of pavement patented by Doctor Amies, became public property 
when the patents expired, and it is the defendant’s right to continue 
to call paving material and pavements of that type by the accepted 
name ‘‘Amiesite” and to contract for them, manufacture them and 
sell them as “Amiesite” and to retain the name “Amiesite’” as a 
part of its own corporate title. 

The general principle is established in this circuit. In Yale & 
Towne Mfg. Co. v. Ford, supra, Judge Buffington says: 


To us it is clear the commercial value of a patent is the creation of a 
public desire for its product. And if the invention is such that its product 
has acquired a distinctive name, then the public, when its time of enjoy- 
ment comes, cannot enjoy to the full the freed invention, unless, coupled 
thereto, is the right to use the name by which alone the invented article 
is known. Nor is there injustice in this, for, when the real situation is 
analyzed, it will be seen that by enjoying the monopoly of his patent for a 
series of years the patentee impliedly agrees, as maker and seller of the 
invented article, that, when his patent expires, he will not only surrender 
to the public the mechanical right to duplicate the article, but also the 
distinctive name the public has appropriated to the patented article; for 
it is apparent that the public cannot use the invention to the full without 
having the incidental right to vend its product by the distinctive name 
which the public has given it. . . . The consideration which the public en- 
joys in return for the patent only begins when the patent expires, but, 
when it does expire, the invention and the designation by which, as a 
patented article, it has become known, passes into the general public right, 
subject, of course, to the limitation that the person who uses it shall so 
act as not to lead the public to believe that when buying such article they 
are buying one made by some other person, including, of course, the 
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patentee. To that end, the law has required the article to be so marked 
with the maker’s name or otherwise as shall prevent confusion and decep- 
tion in this respect. How that marking shall be done is a matter for 
decision in each case. But, subject to such condition, which courts should 
in the interest of commercial morality efficiently enforce, the right of the 
public at the expiration of the monopoly to make and market the released 
article by the name it had acquired during the restricted period is un- 


questioned. 

The plaintiff contends that the rule of the Singer case does not 
apply where the use of the trade-name antedates the patent. Con- 
ceding that there may be an exception to the rule of the Singer 
case, plaintiff's statement of such exception is not complete. The 
use of the name not only must antedate the patent, but it must 
further appear that the name and not the patent gave its value to 
the article. In other words, it must appear that the name had built 
up a recognized value as a trade-name by reason of an established 
commercial use prior to the patent. The proof in this case estab- 
lishes that the trade-name “Amiesite’”’ imparted no value to the 
paving material or pavement before the existence of the Amies 
patents. The proof overwhelmingly establishes that the exclusive 
use of the trade-name and the monopoly under the Amies patent 
were substantially contemporaneous. Patent monopoly and trade- 
name monopoly started and ended together. It necessarily follows 
that this case is not within the exception suggested by plaintiff, but 
is clearly within the rule of the Singer case. 

Plaintiff urges that to some witnesses the word “‘Amiesite’’ pos- 
sessed a significance of origin denoting material manufactured by 
plaintiff or its licensees. To some extent this may be true. So 
long as a monopoly exists and an article is procurable from only 
one source the name of that article must become associated in 
the minds of some with the source from which alone it is procurable. 
This does not avoid the effect of public dedication on the expiration 
of a patent. It was so held in the Singer case. Mr. Justice White 
explains that the word “Singer” “became not only the description 
of the machines, but also, in a subordinate sense, the indication 
of the source of manufacture” Nevertheless, the right to the name 
passed to the public when the patents expired. So in this case the 
word ‘“‘Amiesite” in addition to being an accepted name of the 
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pavement may also, in a subordinate sense, have indicated to some 
the source of its manufacture. Nevertheless, when the patents 
expired the name became public property, for that is the difference 
between a trade-name annexed to a patented article and a trade- 
name used to designate an unpatented article. In the case of a 
patented article the patentee’s seventeen year monopoly affords the 
patentee an undue opportunity to have a particular name asso- 
ciated permanently and indelibly with the article. This would 
make possible the indefinite prolongation of a monopoly. There- 
fore the law will not protect the secondary sense at the expense 
of depriving the public of a word which they have become accus- 
tomed to use. 

Until the end of the year 19380 defendant was licensed by plain- 
tiff under the Amies 1909 patents and under certain later so-called 
improvement patents. These improvement patents proved of no 
value in the manufacture of Amiesite. Defendant did not avail 
itself of them. The patents of which defendant made use expired 
in the year 1926. When the defendant found that it was free to 
manufacture paving material without infringing any valid patents 
owned by the plaintiff and also when it found that plaintiff's claim 
that it was about to obtain valuable improvement patents was not 
justified, defendant allowed its license to expire by limitation and 
ceased to pay royalties. Since December 31, 1930, defendant has 
had no contractual relations with the plaintiff. 

Plaintiff claims that defendant is estopped from denying plain- 
tiff’s right in the trade-name “‘Amiesite.’” It is true that as long 
as defendant continued to pay royalties to the plaintiff either under 
patents or under alleged new and valuable applications for patents, 
defendant was estopped from denying the validity of the patents, 
trade-name or trade-marks. This was estopped by contract. But 
such estoppel always comes to an end when the contractual rela- 
tion come to an end. All that defendant did was to pass on to the 
public assertions of rights which plaintiff was asserting against 
defendant. This ended on December 31, 1930. From that date 
defendant was free to assert that the word “Amiesite” is public 
property. From what defendant did, estoppel in pais does not arise. 
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As licensee defendant endeavored to maintain rights which it now 
denies. This conduct did not lead plaintiff to change its position. 
Plaintiff's position was unaffected by defendant and, therefore. 
there is no estoppel. 

Since December 31, 1930, defendant has continued to manufac- 
ture Amiesite by the methods set forth and claimed in the Amies 
1909 patents which expired in 1926. In thus manufacturing and 
selling Amiesite defendant has always associated its own name 
with its product. It has not used the name “Amiesite” in any way 
calculated to create confusion with pavements manufactured by 
others. There has been no proof in this case that such confusion 
has occurred or is likely to occur. 

Witnesses have testified to variations in the process of manu- 
facturing the paving material. The word “Amiesite” is a generic 
name for a type of pavement including many minor variations. All 
these variations were covered by the patents. These patents ex- 
pired in 1926. The right to make this kind of pavement passed 
to the public and with it the right to call it by the generic name by 
which the plaintiff and its predecessors, as well as the public, had 
always designated it. The Singer Manufacturing Co. made and 
sold a large line of machines differing from each other in various 
ways, all under the name Singer. The Supreme Court held that 
this variation in the machine did not militate against the name 
“Singer” constituting a generic description of all the machines. 
“There can also be no doubt,” says Mr. Justice White, “that the 
necessary result of the existence of these patents was to give to 
the Singer machines, as a whole, a distinctive character and form 
which caused them to be known as Singer machines, as deviating 
and separable from the form and character of machines made by 
other manufacturers. This conclusion is not shaken by the con- 
tention that, as many different machines were made by the Singer 
Manufacturing Company, therefore, it was impossible for the name 
‘Singer’ to describe them all, because the same designation could 
not possibly have indicated many different and distinct things. The 
fallacy in the argument lies in failing to distinguish between genus 
and species.” 
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Plaintiff suggests that where the invention is claimed as a 
process, as in this case, the doctrine of the Singer case can only 
apply if the process is narrowly and exactly defined. No authority 
is cited for this statement. There is no sound reason to distinguish 
between a monopoly claimed under a process patent and a monopoly 
claimed under a machine patent. Most paving mixtures are patented 
in terms of the process which produces them. The monopoly thus 
obtained is as effective as though the patent attached to the product. 
The doctrine of the Singer case applies. 

Defendant contends that plaintiff was not manufacturing or 
trading in paving material with the right to protect a trade-name 
and trade-mark of the same, but that plaintiff was a holding com- 
pany whose business was to hold stock, exploit patents and issue 
licenses. From the licenses plaintiff paid salaries and dividends. 
Defendant further contends that the “services” rendered by plain- 
tiff did not alter plaintiff's essential character as a non-trading 
company. Having decided that plaintiff’s exclusive right to the 
use of the trade-name “Amiesite’’ expired with the patents in 1926, 
it is unnecessary to deal with this defense. 

Little need be said on the question of trade-mark. To enjoy 
maximum royalties from licenses of the patented process it was 
highly advisable to procure a trade-mark. So in 1908 Doctor Amies, 
along with the invention of his process, coined the trade-mark 
““Amiesite” by adding the suffix “ite” to his own name. January 23, 
1909, Amies Asphalt Company filed in the United States Patent 
Office its application for registration as a trade-mark for this new 
paving composition the word “Amiesite’” in script form with a 
paraph extending beneath the word from the final “e.” 

Plaintiff charges defendant with infringement in the use of 
this trade-mark. Defendant attacks the validity of the trade- 
mark on the grounds (1) whatever title there may have been to 
the mark was abandoned by plaintiff's remote grantor Amies Asphalt 
Company, March 24, 1925, and that the subsequent renewal of the 
registration to that company four years after it had been abandoned 
was a nullity; and (2) plaintiff's effort to prove title to the trade- 
mark through so-called “services” to and “control” of its licensees 
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is not supported in law or in fact. When defendant severed its 
contractual relations with plaintiff December 31, 1930, its letter- 
heads, billheads, salesmen’s cards, office windows, etc., carried the 
name ‘“‘Amiesite” in the trade-mark form in which plaintiff had 
desired the word to be used by the defendant and plaintiff’s other 
licensees. Six months before the filing of the present bill of com- 
plaint, and on advice of counsel, defendant about June 1, 1931, 
issued instructions that the use of the word “‘Amiesite” in script 
form with the paraph should cease and new stationery be procured 
and used not later than July 1, 1931. Thereafter, wherever the 
name in script form appeared the word ‘“‘Amiesite’” in plain type 
was substituted by the defendant and its letterheads, invoices, adver- 
tisements, office windows, etc., were changed. While there is some 
evidence that in some instances employees failed to strictly follow 
the above instructions, the instances are few and clearly due to 
inadvertence. There is no evidence that the use in the instances 
testified to were with intent to deceive or did deceive or injure the 
plaintiff or anyone else. Further, it appears that the defendant 
has no desire or intention to return to the use of the old form of 
trade-mark. An examination and consideration of the voluminous 
proofs bearing upon the validity of plaintiff’s trade-mark would 
prolong unnecessarily this opinion, because the right of plaintiff 
to an injunction for trade-mark infringement is now a moot ques- 
tion. 


Plaintiff is not entitled to an injunction restraining defendant 
from using the word “Amiesite” for its paving material or from 
contracting for and laying such pavement under the name 
“Amiesite” or from using the name “Amiesite’” as part of its 
corporate title. 


The Counterclaim 


Defendant’s counterclaim rests primarily upon the defense that 
the word “Amiesite’” passed into the public domain upon the 
expiration of the Amies 1909 patents. This contention has been 
sustained, yet the question remains, whether defendant suffered 
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loss or damage as the result of plaintiff's acts and whether the 
preliminary injunction granted at the conclusion of the trial should 
be made permanent and an accounting awarded? In support of 
the counterclaim defendant offered in evidence certain letters sent 
by plaintiff to road officials and road builders—prospective cus- 
tomers of defendant—stating in substance that defendant could not 
make or sell Amiesite and that those who bought defendant’s 
product could be sued for infringement. Also, there is testimony 
of oral statements of plaintiff's salesmen to the same effect. Plain- 
tiff undoubtedly believed that it had the exclusive right to the use 
of the trade-name and trade-mark “Amiesite.” It prosecuted this 
suit to determine that right. In the absence of bad faith the plain- 
tiff was warranted in sending the notices. The record does not 
establish bad faith. Any loss or damage suffered by defendant 
through the acts of the plaintiff is uncertain and speculative. 
Since the right to the use of the word “Amiesite” is determined in 
this case the court will assume that plaintiff will be guided in its 
future conduct by the determination. The preliminary injunction 
to maintain the status quo which issued at the conclusion of the 
trial and was operative “until the argument and determination of 
this cause or until the further order of this court,” should be 
vacated. 

Finally, I am satisfied that justice and equity require that the 
bill of complaint and the counterclaim should be dismissed and 
that the costs should be divided between the parties, three-fourths 
to be paid by the plaintiff and one-fourth by the defendant. 

This opinion contains a statement of the essential facts and 
applicable rules of law indicating the grounds of decision and com- 
plies with the provisions of Equity Rule 7014. American Can Co. 
v. M. J. B. Co., 52 Fed. (2d) 904. 


A decree in accordance with this opinion may be submitted. 








TWENTY-THREE TRADE-MARK REPORTER 


LEHRENKRAUSS, ET AL. V. UniversaL Tours, Inc. 
(186 N. E. 802) 


New York Court of Appeals 
July 11, 1933 


Trape-Marks aNpD Trape-Names—Unrair Competition—“Universav Tours” 
—Bvusrness Name Versus Business Sympor—Errect or FILine 
CertiFicaTe oF DisconTINUANCE. 

An assumed name under which to do business is not the same as 
such name when used as a symbol of such business. Therefore, where, 
after plaintiffs, the first to adopt the words “Universal Tours” as the 
name of their travel service, filed in the office of the Kings County 
Clerk a certificate of discontinuance of doing business under the name 
“Universal Tours,” it was held that they did not thereby abandon their 
right to the words “Universal Tours” as a symbol of such travel service. 

Unrar Competition—Use or Trape-Name—‘Universat Tovurs”—Insunc- 
TION. 

Where, in the case at issue, the plaintiffs were the first to adopt 
and identify with their business the words “Universal Tours” as the 
name of a tourist agency, the subsequent use by defendant of the words 
“Universal Tours” as the name of a competing service, held unfair com- 
petition and the judgment of the Appellate Division dismissing the 


appeal was reversed. 

In equity. Action for unfair competition in the use of a trade- 
name. Appeal from a decision of the Appellate Division, New 
York Supreme Court, dismissing the complaint. Reversed. 


Joseph J. Zeigler, Ephraim Berliner and Morton Roth, all of 
New York City, for appellants. 

Benjamin Reass, Irving Moldauer, and Emanuel Newman, all 
of New York City, for respondent. 


Pounp, C. J.: The controversy between plaintiffs and defend- 
ant is over the use of the words “Universal Tours” as a trade- 
name or symbol descriptive of their travel agency business. 

The trial court made as findings of fact that plaintiff’s pre- 
decessors had adopted the legend “Universal Tours” as a trade- 
name in the travel agency business in the year 1915; that in the 
year 1924 plaintiffs’ predecessors adopted the legend “Universal 
Lehrenkrauss Travel Agency” as a trade-name; that in May, 1925, 
plaintiffs adopted the arbitrary legend “Universal Travel Agency”’ 
as a trade-name in the travel business; that neither plaintiffs nor 
plaintiffs’ predecessors had discontinued or abandoned the use of 
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said trade-names ; that the said trade-names had acquired a second- 
ary meaning; that the defendant company was engaged in a travel 
agency business in New York City under the name “Universal 
Tours, Inc.,’” and was incorporated after its predecessor in title 
had received actual notice of plaintiffs’ claim of exclusive right 
to the trade-name “Universal Tours,” and that the use by the 
defendant of the legend “Universal Tours” as a part of its corpo- 
rate name has caused confusion in the trade with the result that 
numerous concerns have extended credit to tourists bearing cre- 
dentials issued by the defendant and have forwarded said cre- 
dentials to plaintiffs for redemption in the mistaken belief that 
said credentials emanated from or were issued by plaintiffs. 

The court found conclusions of law that the legend “Universal 
Tours” is a good and valid trade-name and is owned by the plain- 
tiffs that the defendant by the use of its corporate name is 
trespassing upon the rights of plaintiffs and is guilty of unfair 
competition; and that plaintiffs are entitled to a perpetual injunc- 
tion enjoining and restraining the defendant from the use of the 
words “Universal Tours” as a part of its corporate name. 

The Appellate Division reversed, made new findings of fact, 
and dismissed the complaint. Such findings were largely based on 
the fact that plaintiffs’ predecessors, after having filed certificates 
in the Kings County clerk’s office (Penal Law [ Consol. Laws, c. 
10}, § 440) to the effect that they were conducting business under 
the assumed name of “Universal Tours’ and “Universal Tour 
Company,” filed in February, 1924, in said clerk’s office certificates 
discontinuing the assumed names “Universal Tours” and “Universal 
Tour Company.” The form of this certificate of discontinuance 
was as follows, signed by the plaintiffs’ predecessors: ‘We certify 
that we have discontinued and terminated the conduct and transac- 
tion of any business under the name of Universal Tours [the other 
certificate reading Universal Tour Company ], and hereby direct and 
authorize the Clerk of the County of Kings to cancel the certificate 
made and acknowledged by them | giving the date of the filing of the 
certificates as heretofore stated ].” 

Defendant was incorporated in 1927. Jack Jacobs, the presi- 
dent of the defendant corporation, had been in the travel agency 
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business with his father prior to 1924 under the assumed name 
“European Travel Service.” The business grew. The name “Uni- 
versal Tours” impressed him as more suitable. He adopted the name 
“Universal Tours” as an assumed name under which to do business in 
1926 and incorporated under the name “Universal Tours, Inc.,” in 
1927. Before he incorporated he was advised by plaintiffs’ repre- 
sentative that plaintiff claimed the exclusive right to use the name 
“Universal Tours.” 

Confusion has arisen over the discontinuance by plaintiffs of 
doing business under the assumed name of “Universal Tours” and 
Universal Tours Company” and the continuance by them of the use 
of “Universal Tours” as a trade-name descriptive of their business. 

The findings of the trial court that plaintiffs’ predecessors 
adopted the trade-name “Universal Tours” as early as the year 
1915, and continuously employed the same, without regard to the 
name or assumed name under which they did business, is fully sus- 
tained by the evidence. The trade-name remained the property of 
the plaintiffs throughout. They identified that name with their 
travel agency business. It became a symbol descriptive of their 
business. They never discontinued the use of the legend “Universal 
Tours” in connection with such business, although they did business 
under an assumed name. 


Defendant, and Jack Jacobs before it, appropriated the plain- 


tiff’s trade-name as an assumed name under which to do business 
and as a corporate name, with knowledge and notice that such name 
was the property of plaintiffs. The plaintiffs were thereby sub- 
jected to unfair competition by a rival; to an invasion of the good 
will acquired by them for the trade-name. International News 
Service v. Associated Press, 248 U. S. 215, 246, 39 S. Ct. 68, 68 
L. Ed. 211, 2 A. L. R. 298 [9 T.-M. Rep. 15]; Fisher v. Star Co., 
231 N. Y. 414, 427, 182 N. E. 188, 19 A. L. R. 987 [8 T.-M. Rep. 
269]; Forsythe Co. v. Forsythe Shoe Corp., 234 App. Div. 355, 
254 N. Y. S. 584, modified 259 N. Y. 248, 181 N. E. 467 [22 T.-M. 
Rep. 246]; Tiffany & Co. v. Tiffany Productions, Inc., 237 App. 
Div. 801, 260 N. Y. S. 821, affirmed 262 N. Y. ——, —— N. E. 
—— [23 T.-M. Rep. 1]. The assumed innocence of the defendant’s 
president, Jacobs, who testified that in an investigation he had made 
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he had overlooked a sign in one of the windows of plaintiffs’ place 
of business and had failed to find advertising matter bearing the 
words “Universal Tours,” indicates either that he was looking with 
eves shut or seeing only what he wanted to see. The conclusion 
seems inevitable that Jacobs relied mainly on the certificate of aban- 
donment and discontinuance of the right “to do business” under 
the assumed name or names which plaintiffs’ predecessors had filed, 
in order to appropriate the trade-name which plaintiffs had always 
used in connection with their business. 

Defendant may not justify the use of plaintiffs’ trade-name by 
the idle pretense that it was misled by the filing of the certificates 
of discontinuance of the right “to do business’ under the assumed 
name into the belief that plaintiffs had discontinued and aban- 
doned their property right to use the trade-name “Universal Tours” 
as a symbol descriptive of their business. An assumed name under 
which to do business is not the same as such name when used as a 
symbol of plaintiffs’ travel service. One may do business under one 
name and symbolize the business by another name. Fisher v. Star 
Co., supra. The fact remains that the symbol “Universal Tours” 
was inseparably attached to plaintiffs’ business, under whatever 
name such business was conducted; that there was no non-user and 
no intent to abandon the trade-name. Rockowitz Corset & Brassiere 
Corp. v. Madame X Co., 248 N. Y. 272, 277, 162 N. E. 76. 

Defendant’s incorporators had a perfectly good name for a travel 
service agency. If that was not satisfactory, many other names were 
available. Why should they appropriate plaintiffs’ trade-name ‘“Uni- 
versal Tours” except to breed confusion and to mislead the traveling 
pablic? 

The judgment of the Appellate Division should be reversed, 
and that of the Special Term affirmed, with costs in this court and 
in the Appellate Division. 


CraNe, Lenman, Kevtioaec, O’Brien, and Croucn, JJ., concur. 
Husss, J., not sitting. 


Judgment accordingly. 
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Annie M. Matone v. Tue Procter & GamBLe Company 
United States Court of Customs and Patent Appeals 
Opposition No. 10,689 
May 29, 1933 


‘Trape-Marks—Opposit1on—Goops or Same Descriptive Properties. 
Toilet preparations, especially shampooing requisites, held to be of 
the same descriptive properties as soap for laundry and general pur- 
0Ses. 
ee anv “Poro”—ConFuiicTiInc Marks. 
The word “Polo,” held to be deceptively similar to the word “Poro,” 
both marks being used upon soaps and toilet preparations. 
‘TrapE-Marks—Opposition—Estorret—Errect or Sates Con Tract. 
Appellee had, since prior to the year 1900 made a substantial and 
continuous use of the word “Polo” as a trade-mark for soap, whereas 
appellant began in 1915 to use the word “Poro” as a trade-mark for 
toilet preparations, including preparations for use as shampoos, hav- 
ing registered such word as a trade-mark on July 3, 1923. At the time 
when appellee filed application to register the word “Polo” as a trade- 
mark for soap, appellee was manufacturing for appellant soap bearing 
the trade-mark “Poro” under a contract renewed in August, 1930, and 
in force at the time when appellee filed its said application. Held that 
appellee was estopped from registering the word “Polo” as a trade- 
mark during the life of the contract, since appellee knew when the 
contract was made that its use of the word “Polo” during the existence 
of the contract would result in injury to the appellant. 


Appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Reversed. 


Allen & Allen, of Cincinnati, Ohio, for appellee. 
John D. Rippey, and Lawrence C. Kingsland, both of St. Louis, 
Mo., for appellant. 


Lenroot, J.: This is a trade-mark opposition proceeding in 
which appellant brings to this court for review a decision of the 
Commissioner of Patents, affirming a decision of the Examiner of 
Trade-Mark Interferences, dismissing the notice of opposition of 
appellant and granting the registration applied for by appellee. 

The application of appellee was filed March 7, 1930, for the 
registration under the Trade-Mark Act of February 20, 1905, of the 
word “Polo” as a trade-mark for toilet and bath soap. The mark 
is in the form of the word “Polo” in heavy black letters; beneath 
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this is a representation of approximately one-half of a cake of soap, 
the other half being obliterated by what represents water in wave- 
like form. It is clear that the word “Polo” is the dominating feature 
of said mark. 

The application states that said trade-mark has been continuously 
applied to such goods since September 23, 1929; it further states 
that the applicant is the owner of certain other registered marks, 
and such registrations appear in the record. Two of such registra- 
tions are dated March 11, 1890, and are for marks of which the 
word “Polo” is the dominating feature, applied to soap for “laundry 
and general purposes.” It appears that upon their expiration such 
registrations were not renewed. Another registration issued to 
appellee is dated January 26, 1909, for a mark in which the word 
“Polo” was the dominating feature, applied to soap for laundry 
use; this registration likewise was not renewed upon its expiration. 
A fourth registration was issued to appellee on January 26, 1909, 
for a mark in which the word “Polo” was the dominating feature, 
applied to soap for laundry use, which registration was renewed 
upon its expiration. 

On July 3, 1923, there was issued to appellant registration No. 
169,751 for the mark “Poro,”’ used for toilet preparations, among 
them “preparations for use as shampoo.” 

Appellant on or about June 2, 1930, filed with the Commissioner 
of Patents a notice of opposition to the registration of the mark 
applied for by appellee, alleging that the marks “Poro” and “Polo” 
are confusingly similar when applied to toilet and bath soaps. 
Several other grounds of opposition are alleged, but we find it neces- 
sary to consider only one of them, which reads as follows: 


5. That the applicant, The Procter & Gamble Company, has long known 
of the use of the trade-mark “Poro” by opposer; and has known of the 
use of said trade-mark “Poro” by the opposer as a trade-mark for toilet 
and bath soap; that the applicant, The Procter & Gamble Company, has, 
for a long period and since long prior to September 25, 1929, known of the 
popularity of opposer’s soap and the trade-mark “Poro” applied thereto, 
and has, in fact, manufactured said soap for opposer with full knowledge 
of the use thereon of the trade-mark “Poro” by opposer; that, by such 
conduct, the applicant, The Procter & Gamble Company, has become 
estopped, and it is now estopped, from denying the ownership of the trade- 
mark “Poro” by the opposer, applied to toilet and bath soap, and is 














440 TWENTY-THREE TRADE-MARK REPORTER 


estopped from asserting the right to use and to register the deceptively 
similar mark “Polo,” applied to toilet and bath soap; in view of the 
premises, it would be inequitable and damaging to opposer to permit the 
applicant, The Procter & Gamble Company, to register said deceptively 
similar mark “Polo,” applied to toilet and bath soap, because of the later 
adoption and use by said applicant of said deceptively similar mark 
“Polo,” applied specifically to toilet and bath soap. 

In its answer to the notice of opposition appellee alleged use 
and ownership of the trade-mark “Polo,” applied to soap, long 
prior to the first use by appellant of the mark “Poro”’ as a trade- 
mark. With respect to appellant’s charge of estoppel as above set 
out, appellee answered as follows: 


6. Applicant denies that it has long known of the use of the trade- 
mark “Poro” by the opposer, or that for a long period prior to September 
3, 1929, it has manufactured said “Poro” soap for the opposer with full 
knowledge of the use thereon of the trade-mark “Poro” by the opposer, 
and that by such conduct the applicant is now estopped from denying 
ownership of the trade-mark “Poro” by the opposer, or is estopped from 
asserting its right to use and to register the mark “Polo” for toilet and 
bath soap together with the representation of the partially submerged 
cake of soap rising from the waves. Applicant further says that it is 
the owner of the trade-mark “Polo” for soap, because of its continuous use 
of the same since prior to the year 1900, and did not adopt this mark sub- 
sequent to the use of “Poro” by opposer, all of which is and has been 
long known by the opposer, and applicant denies the facts set forth in 
paragraph 5 of the Notice of Opposition and moves that this paragraph 
be stricken from the Notice as having no legal force and effect. 

Each of the parties took testimony. The Examiner of Trade- 
Mark Interferences held that the marks “Polo” and “‘Poro’” were 
confusingly similar when applied to toilet and bath soap; that 
appellee was the user of the trade-mark “Polo” on laundry soap 
long prior to the first use by appellant of the mark “Poro”’; that 
such use was continued by appellee until about 1928, when due to 
trade conditions, it was discontinued; that in the latter part of 
1929 the use of the word “Polo” was resumed by appellee and it 
was then used on soap for the toilet and bath; that in view of the 
prior registration by appellee of the mark “Polo,” appellant could 
not make the claim that appellee was not the owner of the mark 
“Polo” applied to soap; that there was no evidence of abandonment 
of the mark “Polo” by appellee, and that it was not estopped from 


contending that it was the owner of the mark “Polo” on soap. 
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Upon appeal to the Commissioner of Patents, the Commissioner 
held that the marks “Polo” and “Poro,” and the goods upon which 
they are used, are substantially the same and that appellee was 
the prior user of the mark; that it had not abandoned the use of 
the same at any time, and that it was not estopped from asserting 
ownership of, and the exclusive right to use, the mark “Polo” upon 
bath and toilet soap. He, therefore, affirmed the decision of the 
Examiner of Trade-Mark Interferences. 

We concur in the findings of the Commissioner that appellee 
began the use of the mark “Polo” upon laundry soap prior to the 
year 1890, and that the marks “Polo” and “Poro” are confusingly 
similar when used upon toilet and bath soap. 

It appears from the record that appellant had used the mark 
“Poro” upon a shampoo preparation as early as the year 1915; 
that in 1922 she began to use said mark upon a soap in cake form 
for the washing and cleansing of the hair, and was so using said 
mark at the time appellee’s application was filed; that appellee 
adopted and used the mark “Polo” upon laundry soap continuously 
from about 1889 to the end of 1927, when the demand for that 
brand of soap became very light; that it then discontinued the use 
of said mark until 1929, when it applied said mark to a soap 
intended for bath and toilet use; that such use of said mark con- 
tinued to the time of filing its application involved herein, and 
thereafter; that appellant has a very extensive business in the sale 
of toilet preparations, and appellee is one of the large soap manu- 
facturers of the country; that in addition to manufacturing and 
selling its own brands of soap, appellee manufactured soap for 
others under brands not owned by appellee, and for such manu- 
facture it maintained a “Private Brands’ department; that in 
December, 1928, appellee solicited from appellant the business of 
manufacturing appellant’s “Poro” soap. In a letter to appellant 
under date of December 21, 1928, appellee stated as follows: 


As stated in our other letter we feel that we are in wonderful shape 
to handle your brand of Poro Soap and give you a perfume and quality 
that will be satisfactory in every respect. 
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In a letter from appellee to appellant under date of March 16, 
1929, appellee stated: 


Mr. Fletcher has referred to the writer your letters about your contract 
for Poro Soap and from their contents am sure took care of you as well 
as (if not better than) the writer could have done. At any rate we are 
both glad you enjoyed your visit to Cincinnati and that you are now 
confident that we are shaped to take care of your business on Poro Soap. 


There is no question about this point, so you may rest easy that everybody 
will be satisfied. 


On March 22, 1929, appellant wrote to appellee as follows: 


Pursuant to our telephone conversation today, we are enclosing here- 
with our order #3746 for 2,000 gross of “Poro Skin & Scalp Soap,” cut to 
weigh 34% ounces, to be cut the shape of your “Curcio” soap, shade to be 
exactly the same as our present soap, to be stamped “Poro College, St. 
Louis, U. S. A.” on one side, and “Poro Skin & Scalp Soap” on the other; 
lettering to be the same as on our present soap; wrappers to be furnished 
by you and are to be identically the same as the ones we are now using; 
soap to be packed 1 gross to a corrugated box, with the lettering stenciled 
on to read as follows: “Poro Skin & Scalp Soap, Poro College, St. Louis, 
Mo.”; soap to be shipped F. O. B. St. Louis, and, as we understand it, we 
are to have the privilege of drawing the soap out over a period of a year 
in quantity lots of 250 gross, at the cost of $4.30 per gross. 

We are sending you today under another cover 6 bars of our soap, and 
the die-plates which we told Mr. Metz we would send. 


If there is anything more we can do to assist you in making up our 
soap, feel free to call on us. 


We are expecting the first 250 gross by May 1. 


It appears from the record that such order was accepted and 
that, at the time of filing its application, appellee had manufac- 
tured and shipped to appellant 1,305 gross of Poro Skin and Scalp 
Soap, appellee applying the mark “Poro” to each cake of soap 
shipped; that on March 18, 1930, eleven days after filing its 
application herein involved, appellee shipped to appellant 350 
gross of said soap, with the mark “Poro” applied to each cake 
thereof; that in August, 1930, another contract was entered into 
between appellant and appellee whereby appellee agreed to manu- 
facture for appellant “1,800 gross Poro Skin and Scalp Soap,” 
“shipments to be ordered out in 350 gross quantities within twelve 
months period.” 

Presumably appellee made a profit out of its business with 
appellant. 





| 
ca] 








A uh leila ot al Me lt BP one 


{ 
5 
4 
3 
3 
q 





a ilk Vinnlle C RR a iaetinneetina: 





an 6 oe 


ANNIE M. MALONE V. PROCTER & GAMBLE CO. 443 


It appears that on December 2, 1929, an advertisement appeared 
in a Memphis, Tenn., newspaper, advertising appellee’s bath and 
toilet soap, in which advertisement the word “Poro’’ was used and 
not “Polo.” Appellant’s attorneys a few days thereafter called 
this matter to the attention of appellee’s attorneys in a letter which 
is in the record. On December 9, 1929, appellee replied to this 
letter, stating that in setting up the advertisement an error was 
made in using the letter “r’ instead of the letter “1.” This letter 
contains the following paragraph: 


We are very careful in handling private brand business to see that no 
shipments are made except to those people who own the brands that we 
are making. All of the private brand business is handled at this office, and 
there is no chance of any of our district sales organization getting hold of 
any of the private brands to offer to dealers or others. (Italics ours.) 

On December 14, 1929, appellant replied to said last-mentioned 
letter, protesting against appellee’s use of the mark “Polo” upon 
the ground of confusing similarity with appellant’s mark ‘“Poro.” 
This letter was replied to by the attorneys for appellee on Decem- 
ber 18, 1929, the first paragraph of which reply reads as follows: 


Our clients, The Procter & Gamble Company, have asked us to write 
you concerning their use of the mark “Polo” for Soap, which you appear 
to consider might cause confusion in the trade with the “Poro” mark of 
your client’s product. Considering the fact that Procter & Gamble manu- 
facture the Poro Soap for your client, and that they do not wish to adopt 
an unfriendly attitude in connection with their use of the mark “Polo” as 
their business relations have been entirely satisfactory, it would seem that 
the matter should be considered from other than the usual points of view 
in connection with alleged trade-mark infringement. 

Said letter goes on to recite appellee’s use of the mark “Polo” 
and concludes with the statement that if there is any confusion 
between the two marks, appellee had priority of use to its mark. 

It will be noted that the foregoing correspondence with respect 
to the use of the two marks began and terminated during the period 
when there was an existing agreement between appellant and 
appellee for the manufacture and shipment by appellee of 2,000 
gross of “Poro” soap, said mark being applied to each cake of said 
soap by appellee. 

Under the statement of facts hereinbefore set out, we find it 
necessary to consider only one question, to wit, whether, at the 
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time of the filing of appellee’s application, it was estopped from 
claiming the exclusive right to the mark “Polo” applied to bath 
and toilet soap. 

It is clear that if appellant, at the time that appellee filed its 
application herein involved, had the right to use the mark “Poro” 
upon her soap, then appellee did not have the exclusive right to 
the use of the word “Polo” upon bath and toilet soap, the marks 
being confusingly similar as used by the parties. 

Ownership of the mark “Poro’ was not essential to enable 
appellant to maintain opposition herein. California Cyanide Co. v. 
American Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 40 F. 
(2d) 1005 [20 T.-M. Rep. 266]. 

Section 2 of the Trade-Mark Act of February 20, 1905, requires, 
in order to create any right whatever in the party filing an appli- 
cation for registration, that there be filed a verified declaration to 
the effect that, among other things, ‘‘no other person, firm, corpora- 
tion, or association, to the best of the applicant’s knowledge and 
belief, has the right to use such trade-mark in the United States, 
either in the identical form or in such near resemblance thereto as 
might be calculated to deceive; ... .” 

Appellee contends that appellant may noi raise the question of 
estoppel here, stating as ground for such contention that laches is 
a defense and can never be used as a weapon of offense. 

It is true that, as a general rule, mere acquiescence by the owner 
of a trade-mark in its use by another, and laches in seeking redress, 
does not affect the ownership and exclusive right of the owner to 
use of such mark, and if nothing more were involved here there 
would be no ground upon which estoppel against appellee could 
be based; but if there have been affirmative acts of appellee which 
prevent it from asserting the exclusive right to use the mark “Polo” 
upon bath and toilet soap, such acts may be shown and relied upon 
by appellant to prevent registration of appellee’s mark. 

In the case of Heger Products Co. v. Polk Miller Products 
Corp., 18 C. C. P. A. (Patents) 1106, 47 F. (2d) 966 [21 T.-M. 
Rep. 180], the appellant was the applicant, as is appellee here; 
appellee there was the opposer, as the appellant is here. The 
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opposer in that case contended that the appellant was estopped from 
claiming the right of registration by reason of certain acts of its 
officials. In our opinion in that case the court, speaking through 
Presiding Judge Graham, said: 


We shall first examine the question of estoppel raised on this record, 
for it is quite evident that if the appellant, by its affirmative acts, has 
lulled the appellee into security, and has induced it to believe that the use 
of its mark was unobjected and consented to, then it would seem to 
follow that the appellant should be precluded from claiming the exclusive 
right to the use of said mark. 

After examining the facts and holding that estoppel had not 
been established, we said: 


We should not be understood as here holding that estoppel may not 
arise by the acts of the parties which would prevent registration. All we 
desire to hold is that the facts presented in this case constituting ac- 
quiescence, merely, do not raise such an estoppel. The fact that the 
agents of the appellant sold the goods of appellee as their own to customers, 
constituted a fraud and one which could have been restrained in equity by 
the appellee, but it was not such a circumstance as to create an estoppel 
against the appellant in this proceeding, which might be asserted by the 
appellee. 

We thus come to the consideration of whether in the case at 
bar there had been, at the time of filing its application, affirmative 
acts by appellee which created an estoppel against the granting of 
its application for registration. 

Appellee solicited from appellant the business of manufactur- 
ing its Poro soap; appellant entered into a contract with appellee 
whereby the latter should manufacture for appellant 2,000 gross 
of such soap with the mark ‘“‘Poro” applied to each cake thereof 
by appellee. That contract had not been completed at the time 
that appellee filed its application for registration, and there re- 
mained 695 gross of soap to be delivered to appellant under said 
contract. Appellee, at the end of the contract period, could have 
compelled appellant either to accept the balance of 695 gross of 
soap or to respond to appellee in damages for failure to do so. 

Can it be conceived that any court of equity would have granted 
relief to appellee by requiring appellant to desist from the use of 
the mark “Poro” upon the soap manufactured and to be manufac- 


tured under said contract? It seems too clear for argument that, 
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at the time appellee filed its application, appellant had the right 
to sell the soap manufactured and to be manufactured by appellee 
under said contract, with the mark “Poro”’ applied to each cake 
thereof by appellee in the course of its manufacture. 

Appellee knew when it entered into said contract that should 
it, during the life of said contract, assert an exclusive right to the 
word “Polo” upon toilet and bath soap, appellant would be injured 
thereby if the marks were confusingly similar, and that such asser- 
tion of right would be inconsistent with the contractual relations 
between the parties. If appellee contemplated asserting an exclu- 
sive right to the use of the mark “Polo” upon bath and toilet soap 
during the life of such contract, appellee should have so advised 
appellant before said contract was entered into. Not having so 
spoken, it was estopped from making any such assertion, at least 
during the life of such contract, and the application of appellee 
for registration is an assertion of such right. Therefore, at the 
time of filing said application, appellee was estopped from claim- 
ing the right of registration of the mark “Polo” upon bath and 
toilet soap. 

Having reached this conclusion, we do not find it necessary to 
consider any of the other issues raised by the parties. 

Nothing herein should be construed as passing upon the validity 
of the existing registration of “Polo” by appellee for use upon 
laundry soap, or the registration by appellant of the mark ‘“Poro’” 
applied to “preparation for use as shampoo.” Both of such regis- 
trations are presumptively valid and they are not affected by our 
decision herein. 

For the reasons stated, the notice of opposition should be sus- 
tained and the application of appellee rejected. 

The decision of the Commissioner of Patents is reversed. 
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DeEcIsIONs OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that The Procter & Gamble Company 
was not entitled to register, as a trade-mark for soap chips or 
flakes, the term “Chipso” and that the registration which it had 
obtained should be cancelled, in view of the prior adoption and use 
by the J. L. Prescott Company of the term “Chase-O” upon a 
detergent preparation in crystal form for washing and cleansing 
and the harmless bleaching of clothes. 

In his decision, after stating that the record showed that peti- 
tioner through its predecessors had continuously used the mark 
“Chase-O” upon its goods several years prior to the earliest date 
of adoption and use claimed by the respondent, the First Assistant 
Commissioner said: 

Without setting forth here in detail the various ingredients of the peti- 
tioner’s compound or the subsequently made change in it by the addition 
of a percentage of soap, it will be sufficient to state that the goods of both 
parties are held to possess the same descriptive properties and to belong 
to the same class as these terms in the trade-mark statutes have been con- 
strued in a number of decisions relied upon by the examiner of trade-mark 
interferences. In fact, the decision rendered upon the case involving these 
same parties, The Procter & Gamble Company v. J. L. Prescott Company, 
413 O. G. 1105, 18 C. C. P. A. (Patents) 1433 [21 T.-M. Rep. 314], holding 
the goods there involved as possessing the same descriptive properties, is 
regarded as determinative of this point in the case at bar. 

With reference to the question of confusing similarity in the 
marks, he said: 

Viewed in their entirety, as they must be under settled law, the marks 
have many features as to appearance and sound in common although they 
possess specific differences. Used as they are upon goods so similar in 
character and function or purpose, it is believed they are confusingly 
similar. There is some evidence, particularly the testimony of Perkins, 


Wiese, Mrs. Fox and of those dealers in products of this character who 
testified on behalf of petitioner, of actual confusion. 


With reference to the lapse of time between the issuance of the 
registration and the filing of the petition for cancellation and after 
noting that respondent had shown very great expenditures in the 


advertising of its goods and there had been large sales thereof, he 
said: 
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That there is, however, no estoppel by petitioner’s laches in bringing 
the instant action is evident enough from the rulings in the adjudicated 
cases of Menendez et al. v. Holt et al., 46 O. G. 971, 128 U. S. 514; Phoenix 
Paint & Varnish Co. v. John T. Lewis & Bros. Co., 139 O. G. 990, 32 App. 
D. C. 285; and Cluett, Peabody & Co., Inc. v. Hartogensis (Arrow Emblem 
Company, Inc., sub.), 396 O. G. 707, 17 C. C. P. A. (Patents) 1166 (20 


T.-M. Rep. 452]. 

Then, with reference to the claimed ownership by respondents 
of other marks such as “Crisco” for a vegetable oil and “Casco,” 
he said: 


. . . it will be sufficient to here state that it is not seen the record as 
to the present ownership of these marks can help respondent’s cause.* 

Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for emulsifiable silk soaking oils, the notation 
“Emulsionol,” in view of the prior adoption and use by opposer of 
the term “Emulsol” as a trade-mark upon goods of the same descrip- 
tive properties. 

With reference to the marks, the First Assistant Commissioner 
said: 

That the two marks are confusingly similar, if used upon goods pos- 
sessing the same descriptive properties, is hardly open to doubt. The 
applicant has selected a mark which includes the entire mark of the 
opposer and has merely varied it by adding the three letters “ion” in an 
intermediate part of the notation. The general appearance of the marks 
as a whole, their spelling and their significance reveal their close similarity. 

With reference to the goods he noted that opposer had alleged 
the adoption and registration some years before applicant’s entry 
into the field of the term ““Emulsol” for use upon emulsifying egg 
product for mayonnaise dressing and after analyzing the testimony 
as to the other uses and stating that the testimony established that 
the opposer had used the term “Emulsol” upon oils applicable as 
assistants in dyeing and stripping textiles, said: 

From the foregoing it must be deemed established that the opposer 
from a date prior to applicant’s claimed date of first use was using its 
mark upon goods that belong to the same class and possess the same de- 


scriptive properties as these terms have been construed in the adjudicated 
cases relied upon by the examiner of trade-mark interferences.” 


1J. L. Prescott Company v. The Procter & Gamble Company, Canc. 
No. 2,373, 159 M. D. 100, August 3, 1933. 

2The Emulsol Corporation v. Soluol Corporation, Oppn. No. 11,967, 
159 M. D. 102, August 7, 1933. 
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Descriptive Terms 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Ergotamin” as a trade-mark for alkaloids of 
ergot. 

The ground of the decision is that the mark is merely descrip- 
tive of the goods and that it was used in both British and United 
States patents obtained by or for the applicant here, as a term 
descriptive of the goods. 

In his decision, after discussing the evidence showing how the 
mark was originated and pointing out the meaning of the term 
“amine” as used in chemical nomenclature, the First Assistant 
Commissioner said: 

Having obtained a new product of ergot and alkaloid, chemically an 
amine, applicant is claimed to have merely given it the name of its two 
main constituents. It would seem this view of the opposer is supported 
by the fact that publishers, prior to the proof of adoption and use in this 
country as a trade-mark by the applicant, used the name as they do many 
other names of products in a way to indicate the nature or composition of 
the substance. To those familiar with the terms “ergot” and “amines,” 
the joining of both of them into a single name would mean merely the 
product to which the applicant has given the name. It is deemed the con- 


clusion of the examiner that the name to those skilled in this art is merely 
descriptive of the goods is sound. 


With reference to the patent situation, after noting the patents 
which had been obtained both in this country and in England in 
which the product was described as “ergotamine salts’ and refer- 
ring to certain decisions with reference to the name of patented 
articles, he said: 

It is abundantly apparent the name sought to be registered has been 
used in both the British and the United States patents obtained by or for 
the applicant as a term descriptive of the goods; and since when these 
patents expire, any one will have the right to use the name by which the 
goods are designated in the patents and by which they have been sold by 
applicant, registration cannot be granted. It is to be noted that there has 
been shown no trade-mark use until long subsequent to the grant of these 
patents. 

With reference to the right of the opposer to intervene because 
it does not assert that it has used the name or notation or one 


confusingly similar thereto, he noted that the statute does not 





448 TWENTY-THREE TRADE-MARK REPORTER 


That there is, however, no estoppel by petitioner’s laches in bringing 
the instant action is evident enough from the rulings in the adjudicated 
cases of Menendez et al. v. Holt et al., 46 O. G. 971, 128 U. S. 514; Phoenix 
Paint & Varnish Co. v. John T. Lewis & Bros. Co., 139 O. G. 990, 32 App. 
D. C. 285; and Cluett, Peabody & Co., Inc. v. Hartogensis (Arrow Emblem 
Company, Inc., sub.), 396 O. G. 707, 17 C. C. P. A. (Patents) 1166 (20 


T.-M. Rep. 452]. 

Then, with reference to the claimed ownership by respondents 
of other marks such as “Crisco” for a vegetable oil and “Casco,” 
he said: 

. . . it will be sufficient to here state that it is not seen the record as 
to the present ownership of these marks can help respondent’s cause.* 

Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for emulsifiable silk soaking oils, the notation 
“Emulsionol,” in view of the prior adoption and use by opposer of 
the term “Emulsol” as a trade-mark upon goods of the same descrip- 
tive properties. 

With reference to the marks, the First Assistant Commissioner 
said: 

That the two marks are confusingly similar, if used upon goods pos- 
sessing the same descriptive properties, is hardly open to doubt. The 
applicant has selected a mark which includes the entire mark of the 
opposer and has merely varied it by adding the three letters “ion” in an 
intermediate part of the notation. The general appearance of the marks 
as a whole, their spelling and their significance reveal their close similarity. 

With reference to the goods he noted that opposer had alleged 
the adoption and registration some years before applicant’s entry 
into the field of the term “Emulsol” for use upon emulsifying egg 
product for mayonnaise dressing and after analyzing the testimony 
as to the other uses and stating that the testimony established that 
the opposer had used the term “Emulsol” upon oils applicable as 
assistants in dyeing and stripping textiles, said: 

From the foregoing it must be deemed established that the opposer 
from a date prior to applicant’s claimed date of first use was using its 
mark upon goods that belong to the same class and possess the same de- 


scriptive properties as these terms have been construed in the adjudicated 
cases relied upon by the examiner of trade-mark interferences.” 


1J. L. Prescott Company v. The Procter & Gamble Company, Canc. 
No. 2,373, 159 M. D. 100, August 3, 1933. 

2The Emulsol Corporation v. Soluol Corporation, Oppn. No. 11,967, 
159 M. D. 102, August 7, 1933. 



















































DECISIONS OF THE COMMISSIONER OF PATENTS 


Descriptive Terms 
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other names of products in a way to indicate the nature or composition of 
the substance. To those familiar with the terms “ergot” and “amines,” 
the joining of both of them into a single name would mean merely the 
product to which the applicant has given the name. It is deemed the con- 


clusion of the examiner that the name to those skilled in this art is merely 
descriptive of the goods is sound. 


With reference to the patent situation, after noting the patents 
which had been obtained both in this country and in England in 
which the product was described as “ergotamine salts” and refer- 


ring to certain decisions with reference to the name of patented 
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It is abundantly apparent the name sought to be registered has been 
used in both the British and the United States patents obtained by or for 
the applicant as a term descriptive of the goods; and since when these 
patents expire, any one will have the right to use the name by which the 
goods are designated in the patents and by which they have been sold by 
applicant, registration cannot be granted. It is to be noted that there has 
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specify what constitutes probable damage and any facts properly 
pleaded which show probable damage are sufficient, and said: 


.. it is thought the opposer should not be held to lack standing in the 
instant proceeding. The character of its business, widespread as it is in 
connection with commerce in pharmaceutical products, and the possibility 
of suddenly finding itself unwittingly the infringer of a registered trade- 
mark justify a holding that it has a right to here intervene.* 


Kinnan, F. A. C.: Held that applicants are not entitled to 
register, under the Act of 1905, the notation “Baby’s Spray-Tray” 
as a trade-mark for bathing apparatus for infants, on the ground 
that the notation is merely descriptive of the goods. 

In his decision, the First Assistant Commissioner, with refer- 
ence to the examiner’s holding that the parties were neither part- 
ners nor joint owners of the mark and, therefore, were not entitled 
to registration said, after noting the New York law which permits 
business to be done under an assumed name, if that name is recorded 
in the office of the clerk of the court: 


Since the parties seeking registration are, under the laws of their state 
of domicile, joint owners of the business in the carrying on of which the 
goods are manufactured—or their manufacture procured—and sold, and 
the mark is used upon and in connection with this jointly-owned business, 
it is deemed proper to hold the applicants jointly own the mark and that 
they therefore qualify under the statute. This ground of rejection of 
registration advanced by the examiner is deemed in error. 


With reference to the question of the descriptiveness of the 
mark, after noting that there had been filed with the brief on appeal 
a print of the drawing showing the character and use of the goods, 
he said: 


It would appear these goods comprise what may be described as a pair 
of trays so hinged together as to be folded somewhat like a suitcase. Each 
tray has partitions between which various articles used in connection with 
the bathing of infants may be placed. In one compartment there is dis- 
closed a spray ring secured to a rubber tube which latter may be con- 
nected with a water supply when an infant is to be sprayed. The bottom 
of the other tray is perforated. In use the trays are turned upside down, 
the infant being placed upon the perforated tray bottom and there sprayed. 

The article plainly comprises a pair of trays to be used directly and in- 
directly in the operation of spraying a baby. It would seem purchasers 
seeing the goods and the notation upon them would not obtain any in- 


’ Parke, Davis & Co. v. Sandoz Chemical Works, Inc., Oppn. No. 11,374, 
159 M. D. 95, August 2, 1933. 
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formation other than that the notation is the name of the goods and cor- 
rectly describes their nature or character.4 


Geographical Term 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the word “Philadelphia” as a 
trade-mark for cigars, since that term is merely geographical. 

In his decision, after referring to applicant’s argument that it 
has used the mark so long that it has acquired a secondary meaning 
as shown by the decision of the District Court in the case of Bayuk 
Cigars, Incorporated v. Schwartz, 1 Fed. Supp. 283 [22 T.-M. Rep. 
100], he cited and quoted certain decisions of the Supreme Court 
of the United States and then said: 


A holding by the Supreme Court to the same effect, that while a purely 
geographical name cannot by reason of having acquired a secondary sig- 
nification be deemed a good trade-mark, yet the party who first used it and 
gave it this secondary meaning will be protected against every one not 
doing business within the same geographical limits and even against them 
if the name be used fraudulently, is also found in the case of La Republique 
Francaise et al. v. Saratoga Vichy Spring Co., 107 O. G. 2238, 191 U. S. 
427. 


He then, after quoting and citing from the Scandinavia Belting 
Co. case, 257 Fed. 937 [9 T.-M. Rep. 136], said: 
It is deemed the United States District Court of New Jersey, in the 


case referred to by appellant, decided nothing further than or incon- 
sistent with what was decided in the above noted cases. 


The word “Philadelphia” is deemed merely descriptive, and its registra- 
tion as a trade-mark barred by the very words of the statute.5 


Interference—Evidence 


Kinnan, F. A. C.: Held that Peck & Peck had established use 
of the word “Princess” as a trade-mark on hosiery prior to the use 
by appellee of the words “Sheer Princesse” on like goods, and 
that the decision of the Examiner of Trade-Mark Interferences 
awarding registration to appellant should be affirmed. 

4 Ex parte Edward Taylor and Isabelle Stone Taylor, Ser. No. 308,875, 
159 M. D. 109, August 23, 1933. 


5 Ex parte Bayuk Cigars, Inc., Ser. No. 334,978, 159 M. D. 105, August 
21, 1933. 
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With respect to the use as rebuttal by appellant of evidence to 
show that it adopted its mark prior to the use of the word “Prin- 
cess” by several other competitors, and that it had made objec- 
tion to such use by such competitors, all of which was held by 
the Examiner of Interferences to be improper as evidence, the 
First Assistant Commissioner said: 


It is thought this action as to this matter cannot be sustained. The 
testimony submitted on behalf of Abraham & Straus, Inc., sought to estab- 
lish that the mark of Peck & Peck had been widely used by others to such 
an extent as to deprive the latter company of its trade-mark rights in 
the word “Princess.” The rebuttal testimony to the extent it was intended 
to show that Peck & Peck had used the mark prior to the adoption and 
use by any of those parties and had taken active and successful steps to 
cancel such of them as had been registered, had opposed registration of 
others, and had written objecting letters to still others was proper re- 
buttal and should have been considered. 

Judicial notice may be taken of the records in this Office of the can- 
cellation and opposition proceedings and the certificates regarding them. 
Although the evidence submitted in connection with them cannot be used 
against the appellant, the fact of these proceedings may be properly 
noticed.® 


Name of Individual 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation “Prince Gardner” as 
a trade-mark for leather traveling bags, handbags, etc., on the 
ground that the notation is merely the name of an individual. 

In his decision the First Assistant Commissioner, after noting 
applicant’s argument that the word “Prince” has the significance 
of a title of nobility and when used with the applicant’s name 
“Gardner” constitutes a distinctive notation or name, and also 
noting the examiner’s statement that “Prince” is a common surname 
and that maternal family names are frequently used as given names, 
said: 

In this country the applicant’s given name would have no particular 
significance of nobility or royalty, but used as it is in connection with the 
applicant’s surname the inference would not be different from what it 


would be if the applicant’s name were one more commonly used. As 
stated in the Nisley Shoe Company case, 423 O. G. 4, 19 C. C. P. A. 


6 Peck & Peck v. Abraham & Straus, Inc., Inter. No. 1745, 159 M. D. —, 
February 7, 1933. 
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(Patents) 1211 [22 T.-M. Rep. 265], “the statute makes no exception in 
the case of uncommon or rare names.””? 


Non-descriptive Terms 


Kinnan, F. A. C.: Held that the term ‘“Flex-O-Back”’ is not 
merely descriptive as used upon ladies’ corsets, corselets, girdles, 
etc., and that applicant is entitled to registration of that mark. 

In his decision he noted that the opposition of the Luxite Silk 
Products Co. was dismissed by the Examiner of Interferences and 
no appeal was taken and that appeal was taken by the applicant 
from the decision of the Examiner of Interferences holding its 
mark merely descriptive, and then the First Assistant Commissioner 
said: 

While the word “Flex” is well known and has a recognized meaning 
and while the various garments are flexible in various ways and places, 
and possibly some are more flexible in the back than in other portions, 
yet the mark when viewed in its entirety is deemed suggestive rather than 
merely descriptive of the goods or of their character or quality. It is 


thought the applicant should not be denied the registration for which it 
has applied.® 


Not a Trade-Mark 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1920, the notation “Prefinished” as a trade- 
mark for ferrous and non-ferrous metals. 

The ground of the decision is that the mark does not function 
as a trade-mark at all. 


In his decision it was noted that the registration was originally 
sought by the 1905 Act in which the mark included the word “Pre- 
finished” and the word “Apollo,” that the latter was afterwards 
cancelled from the drawing in view of references cited and that 
while affidavits had been filed, it seemed probable that if the use of 
the notation was continued it would be in the form shown in the 
specimens which includes the word “Apollo.” 


7 Ex parte Prince A. Gardner, Jr., Ser. No. 304,195, 159 M. D. 108, 
August 23, 1933. 


8 Luxite Silk Products Co. v. The La Resista Corset Company, Oppn. 
No. 12,078, 159 M. D. 99, August 3, 1933. 
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The First Assistant Commissioner then said: 


It would hardly be contended by applicant that it would be entitled to 
register the word “Finished” even under the 1920 Act as such a word 
would be interpreted by purchasers as merely indicating the condition of 
the goods. It is not seen how the addition of the well-known prefix can 
add registrability to the notation. The latter merely indicates a definite 
condition of the goods. While the 1920 Act does not forbid registration 
of descriptive marks, yet the mark must be of a character capable of 


functioning as a trade-mark. It is deemed the applicant’s mark lacks this 
capacity.® 


Opposition—A ppeal 


Cor, C.: Held that there could be no appeal from the decision 
of the First Assistant Commissioner to the Commissioner. 

In his decision, after stating that a communication purporting 
to be an appeal from the decision of the First Assistant Commis- 
sioner to the Commissioner had been filed, the Commissioner said: 


There is no appeal of this character. The statute, Sec. 476, R. S., 
provides that “The First Assistant Commissioner and the Assistant Com- 
missioners shall perform such duties pertaining to the office of Commis- 
sioner as may be assigned to them, respectively, from time to time by the 
Commissioner of Patents.” Where, as in the instant case, the hearing and 
determination of an appeal has been assigned to the First Assistant 
Commissioner, his decision becomes in effect that of the Commissioner.!° 


® Ex parte Apollo Metal Works, Ser. No. 326,174, 159 M. D. 56, May 
5, 1933. 

10 National Biscuit Company v. United Biscuit & Specialty Co., Inc. 
Charles J. Fay, Assignee, substituted, Opp. No. 11,836, 159 M. D. 90, 
July 13, 1933. 
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Tuomas Kerroot & Co., Limitrep v. Louis K. Liggetrr Company 
United States Circuit Court of Appeals, First Circuit 
October 4, 1933 


TrapE-MARKS—INFRINGEMENT—PREFIXES CoMMON TO TRADE—EFFECT UPON 
Exciusive Use. 

Inasmuch as the prefix “Vap” had long been used in trade-marks 
for pharmaceutical preparations, many such having been registered in 
the Patent Office, held that appellant, owner of the trade-mark “Vapex,” 
was not entitled to such a broad interpretation of its right as would 
preclude appellee from the use of the same syllable, provided the 
termination of its word was different. 

TrapE-Marks—INFRINGEMENT—“VAPEX” AND “VaPURE” ON PHARMACEUTI- 
CAL PREPARATIONS—NON-CONFLICTING Marks. 

The word “Vapure,” held not to be confusingly similar to “Vapex,” 
both marks being used on medicinal preparations, and there was ac- 
cordingly no infringement. 

Unrarr ComPetITIonN—SvsBstiTuTION—CONFLICTING EvipENCe. 

Where the evidence as to the passing off of its “Vapure” remedy 
as appellant’s “Vapex” was conflicting and, moreover, appellee had 
‘ssued explicit orders to its sales force never to try to substitute or 
palm off its goods, held that there was no convincing evidence of unfair 
competition, and the decision of the lower court dismissing the com- 
plaint was affirmed. 


In equity. Action for trade-mark infringement and unfair 
competition. On appeal from the United States District Court, 
District of Massachusetts, dismissing the complaint. Affirmed. 
For the decision below, see 22 T.-M. Rep. 877. 


Arthur P. Hardy, of Boston, Mass., Mock § Blum, and Harry 
D. Nims, all of New York City, for appellant. 

Edward S. Rogers and James F. Hoge, of New York City, and 
Thomas Hunt, of Boston, Mass., for appellee. 


Morton, J.: This is a suit to restrain infringement of plain- 
tiff’s trade-mark “Vapex,” and unfair competition by the defendant 
with the plaintiff in the sale of a remedy, similar to the plaintiff's, 
under the name “Vapure.”’ In the District Court, after full hear- 
ing, at which much evidence, both oral and documentary, was pre- 
sented, the bill was dismissed. The plaintiff has appealed. The 
District Judge went into the case very thoroughly. His opinion 
is long and careful, covering some twenty-five pages in the record; 
and he made thirty-four numbered findings of fact and law. More 
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than 125 witnesses testified, many of them in his presence. Under 
such circumstances it is well settled that his conclusions of fact 
carry great weight and will not be disturbed unless shown to be 
clearly wrong. 

“Vapex” is a coined word invented by the plaintiff, or its 
predecessors in business, about 1915, and applied to a new medici- 
nal preparation devised by them and used as an inhalant in com- 
bating colds. The word was registered in England as a trade- 
mark on such goods in 1915, and in this country by the plaintiff 
in March, 1924, on an application filed in October, 1923. The 
preparation to which “Vapex” is applied by the plaintiff is a secret 
composition. It is used by putting a few drops on a handkerchief 
and sniffing it, or on the pillow at night so that the odor or emana- 
tions may be breathed. 

As to the plaintiff's business in “Vapex’’ in the United States, 
the bill alleges that at the time of the alleged infringement and 
unfair competition, the plaintiff had an extensive business here, 
“the sales in the United States being conducted by an agent,” 
and that the plaintiff “exclusively marketed the said preparation 
in the United States of America through an agent by reason of 
which the plaintiff built up a very large and valuable good-will in 
the United States of America which was a source of great profit.” 
(Bill, clause 7.) The District Judge found, however, that these 
allegations were untrue, and that the business of selling “Vapex’”’ 
here belonged, not to the plaintiff, but to Donald’s, Ltd., a different 
concern. The evidence on this point is neither full nor satisfac- 
tory. We gather that the plaintiff sells “Vapex” in bulk to Don- 
ald’s, Ltd., and that Donald’s, Ltd., has an arrangement with 
Fougera for packaging it and distributing it to the retail trade. 

The defendant operates a chain of about 500 retail drug stores. 
It is affiliated with the United Drug Company, from which it 
procures much of the merchandise which it sells. At the time 
when this suit was begun, the defendant’s stores were carrying 
“Vapex,” and also a somewhat similar preparation called “Vapure.” 
“Vapure” is also a coined word; it is registered as a trade-mark 
by the United Drug Company and is applied by the drug com- 
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pany to an inhalant remedy for colds of its own manufacture. The 
defendant did not originate nor manufacture this remedy, and had 
nothing to do with naming it. As a retail druggist, it bought 
both remedies and sold them in its stores. The plaintiff constantly 
falls into the error of speaking of the defendant as if it were the 
originator and manufacturer of “Vapure.” Of course, if the goods 
which the defendant sells infringed the ‘“Vapex’ trade-mark, 
or are so named or marked that there is danger of confusing them 
with “Vapex,” the defendant is not protected by the fact that it 
bought the goods from somebody else. Sazlehner v. Siegel-Cooper 
Company, 179 U. S. 42. Its sales methods are within its control 
and must be kept within legal bounds. 

The question whether ‘““Vapure” is an infringement on “Vapex,” 
i.e., whether the two names are so similar in appearance and in 
sound that one is likely to be mistaken for the other by an ordi- 
narily careful buyer, is to be determined, not merely by an inspec- 
tion of the words, but by considering them in connection with other 
similar words in use in the same general field. This test is well 
established. U. S. Tobacco Co. v. McGreenery, 144 Fed. 531, 
S. C. 144 Fed. 1022; Coats v. Merrick Thread Co., 149 U. S. 562; 
Wrisley v. Iowa Soap Co., 122 Fed. 796, C. C. A. 8; E. Regens- 
burg & Sons v. Porturondo Cigar Mfg. Co., 136 Fed. 866. It has 
been recognized by the plaintiff. In connection with proceedings 
by it to register “Vapex” with a green triangle as a trade-mark, 
and in answer to objections by the Vick Chemical Company which 
owned the prior trade-mark “Vapo Rub,” the plaintiff argued in 
its brief, “Both “Vapo Rub’ and ‘Vapex’ are derived from the 
word ‘Vapor,’ and it is evident that the syllable ‘Vap’ for prepara- 
tions of this kind is common property. Long prior to the time 
that the opposer (Vick Chemical Company) adopted the word 
“Vapo Rub’ others had used the syllable ‘Vap’ in numerous marks 
so that the opposer is not entitled to such a broad interpretation 
of its right as will preclude the applicant from the use of the same 
syllable, provided the termination of its word is different.” 

This argument was sound and applies to the present case. The 
plaintiff’s bill alleges that “no other person . . . . in the United 
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States used a trade-mark or trade-name to designate a similar 
or competing preparation beginning with ‘Vap,’ save for occa- 
sional cases of infringement which might have occurred, etc.” 
The indisputable fact, however, is that more than twenty trade- 
marks having a word beginning with “Vap,” most or all of them 
applied to remedies, had been registered in the United States 
Patent Office before the plaintiff applied for registration of 
“Vapex,” e.g., “Vap,” “Vaps,” “Vapo,” “Vaporia,” “Vapoform,” 
“Vaporine,” “Vaporub.” Some of these prior remedies became 
widely known and sold, e.g., “Vaporub,” ‘“Vapo-Cresolene,’ and 
others. The statement in the plaintiff's bill above referred to is, to 
say the very least of it, not proved to be true. With so many trade- 
marks having the same basic syllable already in use at the time of 
the plaintiff’s registration in this country, it must be supposed that 
the public discriminated between them by the ending or combina- 
tion in which “Vap” was used. 

This appears to have been the view of the District Judge. 
He found that “the trade-mark ‘Vapure’ does not resemble the 
trade-mark ‘Vapex’ when applied to goods of the same descriptive 
properties, so as to be likely to cause confusion or mistake or to 
deceive purchasers.” “The trade-mark ‘Vapure’ is not a copy 
or colorable imitation of the trade-mark ‘Vapex.’”’ On the ques- 
tion of actual confusion of purchasers a great deal of oral evi- 
dence was introduced; many witnesses testified. It is discussed 
at length in the opinion of the District Judge. Upon a careful con- 
sideration of it we are by no means convinced that his findings were 
clearly wrong. The plaintiff's contention that the defendant is 
infringing its trade-mark and is guilty of unfair competition be- 
cause of deceptive similarities between the names ““Vapure” and 
“Vapex,” cannot be sustained. 

The next question is whether the defendant has been guilty of 
unfair competition with the plaintiff in its sales of “Vapure.” 
As no contention is made that the packaging and dress of ‘““Vapure” 
is deceptively similar to that of “Vapex,” this issue comes down to 
a question as to the defendant’s selling methods. The plaintiff’s 
complaints are (1) that clerks in the defendant’s store sold 
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“Vapure” on requests for “Vapex,” (2) that defendant passed off 
“Vapure” for “Vapex,”’ (3) that defendant persuaded purchasers 
to take “Vapure” in place of “Vapex” by false representations. 

Operating many stores, the defendant employed a large num- 
ber of salespeople. The test is whether it permitted or condoned 
unfair or deceptive selling methods by them to the injury of the 
plaintiff's business. Canal Co. v. Clark, 18 Wall. 311, 322; Fed. 
Trade Com. v. Klesner, 280 U. S. 19 [19 T.-M. Rep. 483]; Ely- 
Morris Safe Co. v. Mosher Safe Co., 62 Fed. (2d) 524 [15 T.-M. 
Rep. 515]. A large number of witnesses were called on this point 
also, and the evidence is discussed in the opinion of the District 
Judge. We shall not attempt to review it. Some of the witnesses 
for the plaintiff testified to statements and conduct by individual 
clerks of the defendant which went beyond what is permissible and 
amounted to unfair competition. On the other hand, much of this 
testimony was contradicted or impeached. How far it was to be 
believed was, within wide limits, for the District Judge to say. 
There was persuasive evidence that the defendant’s officers strongly 
disapproved of anything savoring of unfairness in selling goods. 
Before any question of substitution of “Vapure’ for “Vapex’’ had 
arisen, the defendant had issued explicit printed orders to its sales 
force never to attempt to substitute or palm off goods; that cus- 
tomers were to be given what they asked for. As the District 
Judge correctly observed, the defendant had a perfect right to 
push its “own goods”—as United Drug products were called— 
against other goods, if it did so by fair persuasion. He followed 
closely the law as laid down in Sazlehner v. Wagner, 216 U.S. 875. 
See too Walter Baker & Company v. Slack, 180 Fed. 514; Coats 
v. Merrick Thread Company, 149 U. S. 562; and Hilker Mop Com- 
pany v. United States Mop Company, 191 Fed. 613 [2 T.-M. Rep. 
105]. The District Judge found that “the defendant has not 
intended to pass off or palm off the product ‘Vapure’ as and for 
the product ‘Vapex,’ and has not in fact passed off or palmed off 
the product ‘Vapure’ as and for the product ‘Vapex.’” “The de- 
fendant has not competed unfairly with the plaintiff.” The evi- 
dence of unfair competition, as defined in the foregoing cases, was 
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really pretty weak. The District Judge’s findings on this point 
were clearly right. 

The principles of law involved are not seriously in dispute. 
The case turns on the facts. What has been said is sufficient to 
show that the decree appealed from must be affirmed. 

Other essential points in the plaintiff’s case were by no means 
free from doubt. But as what has been said is sufficient to dispose 
of the matter, it is unnecessary to go into them. 

The decree of the District Court is affirmed, with costs. 






























Ironite Company and O. H. Mann & Company, INc. v. 
GUARANTEE WATERPROOFING COMPANY and 
Joun T. KELiEy 


District Court of the United States, Western Division, 
Western District of Missouri 


June 26, 1933 


TrapE-MarRK INFRINGEMENT—“IRONITE” ON WATERPROOFING CoMPOSITION— 
VAaLivity. 

The word “Ironite” used as a trade-mark for a waterproofing com- 
position to be applied to cement and concrete structures, held to be a i 
valid trade-mark and not the generic nawe of any article, even when f 
used to designate the method of applying such waterproofing material. 

Trapve-Marks and Unrair CompetTition—UsE or SAME Mark. 

The use by defendant of the word “Ironite” as a trade-mark for 
goods of the same descriptive properties as those on which plaintiff 
used its trade-mark “Ironite,” held unfair competition, and its further 
use was enjoined. 

Unram Competition—Svuits—InJuncTion—Form or DEcREE. 

The defendant was enjoined from the use of the word “Ironite” 
or any similar word, counterfeit, copy or colorable imitation thereof, 
upon the goods themselves or on letterheads, circulars and advertising 
media, or from offering to sell or furnish “Ironite” waterproofing or 
“Tronite” process or any process using the word “Ironite” or an 
imitation thereof; or from affixing such word or any simulation thereof 
to any container used to market waterproofing or any similar goods. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Final decree on mandate of the United States Circuit 


Court of Appeals for the Eighth Circuit. For the decision below, 
see 23 T.-M. Rep. 155. 
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Joshua R. H. Potts, Eugene Vincent Clarke and Basel H. 
Brune, all of Chicago, Ill., and Thorpe & Thorpe, of Kan- 
sas City, Mo., for plaintiffs. 

Arthur C. Brown and Harding, Murphy and Tucker, all of 
Kansas City, Mo., for defendants. 


Oris, D. J.: | This cause came on for hearing on the application 
of plaintiffs for the entry of a final decree according to the mandate 
of the United States Circuit Court of Appeals for the Eighth 
Circuit heretofore entered in this case, and was submitted to the 
Court. The defendants and their counsel having been notified of 
this application, and upon consideration of said application, it is 
therefore and hereby ordered, adjudged, and decreed as follows: 

(1) That in August, 1906, Plaintiff, Ironite Company’s prede- 
cessor in title, John M. Rauhoff, adopted the trade-mark “Ironite”’ 
as a trade-mark for a waterproofing composition to be applied to 
cement and concrete structures, particularly walls, floors, roofing 
slabs, building blocks, and brick, for the purpose of rendering the 
same proof against the absorption of water or moisture, and that 
since said date plaintiff, Ironite Company’s predecessor in title, 
and plaintiff, Ironite Company, have been continuously vested with 
the exclusive right and title in and to the trade-mark “Ironite” 
aforesaid, and at no time has the use of said trade-mark been 
abandoned. 

(2) That John M. Rauhoff, being the exclusive owner of said 
trade-mark, and having used the same in interstate commerce on 
the products aforesaid in paragraph (1), caused the same to be 
registered in the United States Patent Office on October 24, 1911, 
and said registration was given No. 83,943; that John M. Rauhoff 
duly assigned said registered trade-mark and the good-will of the 
business conducted thereunder to the plaintiff, Ironite Company, 
and said assignment was duly recorded in the records of the United 
States Patent Office; that the plaintiff, Ironite Company, is now, 
and since said assignment, has been vested with the entire right, 
title and interest in and to said trade-mark registration and the 
rights secured thereby, and has not abandoned said trade-mark, 
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but has continued to use the same in intrastate commerce and in 
interstate commerce. 

(3) That said trade-mark “Ironite’” is a valid technical trade- 
mark, both at common law and under the above identified registra- 
tion, and said trade-mark is not the generic name of any article, 
but is indicative only of a specific source of origin of waterproofing 
products, and that source of origin is plaintiff, Ironite Company. 

(4) That plaintiff, Ironite Company, has taught, and teaches, 
a method of application of its “Ironite” waterproofing material, 
which it has called “Ironite’’ method and “Ironite” process, and 
that said names have been and are indicative only of the source 
of origin of a method or process of application of waterproofing 
material, and that said source of origin is plaintiff, Ironite Com- 
pany, and its duly authorized licensee, and that said terms “Ironite” 
method and “Ironite’’ process are not generic terms, but are in- 
dicative only of the source of origin above specified. 

(5) Plaintiff, O. H. Mann & Company, Inc., is the exclusive 
licensee of plaintiff, Ironite Company, in the western district of 
of Missouri, western division, and adjacent territory, and as such 
licensee is authorized and licensed by plaintiff, Ironite Company, 
to sell, distribute, contract for, and apply “Ironite’’ waterproofing 
products, and to use the trade-mark “Ironite’ in connection with 
said selling, distribution, contracting for, and application of “Iron- 
ite” waterproofing products. 

(6) That defendant, John T. Kelley, was aware of and had 
full knowledge of plaintiff, Ironite Company’s, exclusive right, 
title and interest to the trade-mark “Ironite,’ and was aware of 
and cognizant of plaintiff, O. H. Mann & Company’s, exclusive 
license from the Ironite Company, and notwithstanding such know]l- 
edge, defendant, John T. Kelley, has used, and has caused Guaran- 
tee Water-proofing Company to use, said trade-mark “Ironite” 
upon goods of the same descriptive properties as the merchandise 
of plaintiff to which said trade-mark is applied, and said uses have 
been in intrastate commerce and in interstate commerce, and 
have infringed plaintiff, Ironite Company’s, common law and regis- 
tered trade-mark “Ironite’’ by said uses; defendants threaten to 
continue said acts unless restrained. 
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(7) That defendants and each of them have been guilty of 
engaging in unfair competition with plaintiffs and each of them 
by using the word “Ironite” in letters, circulars, advertisements, 
conversations, and other modes of communication, in such a manner 
as to lead others to believe that defendants were selling and using 
products and processes of plaintiff bearing the word “Ironite,”’ 
and have caused great damage to plaintiffs and deprived them of 
great profits which they would have gained had it not been for 
said acts of defendants; defendants threaten to continue said acts 
unless restrained. 

(8) Plaintiffs and each of them waive an accounting for profits 
and damages. Therefore, it is ordered that no account be taken. 

(9) That a permanent injunction issue out of and under the 
seal of this Court directed to the defendants and each of them, 
their agents, officers, employees, servants, and attorneys, enjoin- 
ing and restraining them and each of them, their agents, officers, 
employees, servants, and attorneys, and all persons in privity 
with said defendants or either of them, from further acts of 
trade-mark infringement and/or unfair competition with plain- 
tiffs or either of them, by the use of the word “Ironite” or any 
words in simulation thereof, and more particularly from dis- 
tributing and/or applying any waterproofing compound or mate- 
rial bearing the mark “Ironite,’ or any counterfeit, copy, or 
colorable imitation of said mark; from employing letterheads, 
business stationery, descriptive circulars, or other advertising media 
bearing the mark “Ironite” or any words in simulation thereof ; 
from representing in any manner whatsoever that they or either 
of them will sell, furnish or use “Ironite,” “Ironite’’ waterproofing, 
“Tronite” process, or any product, waterproofing or process bear- 
ing a name in simulation of the name “Ironite,” and from employ- 
ing on or affixing the word “Ironite” or any simulation thereof 
to any drums, packages, receptacles, containers, or other cover- 
ings for waterproofing material or merchandise of substantially 
the same descriptive properties, and from using said drums, pack- 
ages, receptacles, containers, or other coverings for waterproofing 
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material or merchandise of substantially the same descriptive prop- 
erties, within any state, or among the several states, or with a for- 
eign nation, or with the Indian tribes. 

(10) That defendants deliver up to the United States Marshal, 
to be destroyed, all drums, packages, receptacles, containers, or 
other coverings for waterproofing material or merchandise of sub- 
stantially the same descriptive properties having thereon the word 
“Tronite” or any simulation thereof, and all circulars and advertis- 
ing matter therefor of any nature whatsoever. 

(11) That defendants pay the costs of this suit, to be taxed, 
and the costs in the United States Circuit Court of Appeals for 
the Eighth Circuit heretofore taxed by the clerk of the United 
States Circuit Court of Appeals for the Eighth Circuit, and that 
plaintiffs have execution for all of said costs. 


Simmons Company v. Royat Beppine Co., Max Cantor 
and Max YAHR 


United States District Court, Western District of Pennsylvania 


June 6, 1933 


Trape-Marks—INFRINGEMENT—“BEAUTYREST” vs. “BEAUTY SLEEP” ON Mart- 
TRESSES. 

Held that the words “Beauty Sleep” are confusingly similar to the 

word “Beautyrest,” both being used as trade-marks on mattresses. 
Trape-Marks—“BEAvuTYyREST” FoR MATrRess—esS—V ALIDITY. 

The word “Beautyrest,” the subject of a registration in the United 

States Patent Office, held to be a good and valid trade-mark. 
Trave-MArks—INFRINGEMENT. 

The words “Beauty Sleep” used as a trade-mark on mattresses, held 
to be an infringement of the word “Beautyrest,” used with priority 
by plaintiff as a trade-mark for similar goods, and an injunction was 
issued. 


In equity. Action for trade-mark infringement in the use of a 
trade-mark. Injunction granted. 


Cyril A. Soans, of Chicago, Ill., and Edward A. Lawrence, of 
Pittsburgh, Pa., for plaintiff. 
David M. Kauffman, of Pittsburgh, Pa., for defendant. 
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Findings of Fact 
































| 1. Plaintiff, Simmons Company, is a Delaware corporation. 
2. Defendant, Royal Bedding Co., is a co-partnership com- 
posed of defendants, Max Cantor and Max Yahr. 

3. Defendants, Max Cantor and Max Yahr, are persons resid- 
ing in the Western District of Pennsylvania. 

4. For many years plaintiff has been engaged in the manufac- 
ture of bedroom furniture and furnishings, including mattresses, 
which said articles for many years last past have been distributed 
and sold by the plaintiff throughout the United States, including 
the Western District of the State of Pennsylvania. 

5. In the year 1925, plaintiff invested large sums of money in 
special equipment and facilities for manufacturing inner spring ) 
construction mattresses of high quality, and on or about June 10, 
1925, selected as a name for said mattresses the arbitrary and it 
distinctive mark ‘“Beautyrest,’ which mark plaintiff applied to 
labels sewn to the outer covers of said inner spring construction 
mattresses. Said mattresses so marked and labeled during the past 
eight years have been shipped by plaintiff to various manufactur- i 
ing points in the United States to all states of the Union, including 
the State of Pennsylvania. 
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6. Between one and two millions of said mattresses bearing 
plaintiff’s “Beautyrest’”’ label have been sold and shipped by plain- 
tiff throughout the United States since the year 1925, and plaintiff 
has expended over four million dollars ($4,000,000) in extensively | 
advertising and otherwise promoting the sale of said mattresses 
bearing the “Beautyrest” mark. 


a 
| 
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7. The value of the said trade-mark ““Beautyrest” to the plain- 
tiff may fairly be estimated as approximating the amount expended 
in advertising the same. 





8. In its advertising of said “Beautyrest” mattresses, plaintiff 
has always prominently featured the suggested retail price, which 
said retail price since about the year 1928 plaintiff has always 
placed prominently on the label of its mattress. Said suggested 
retail price between June, 1925, and January 1, 1932, was always 
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$39.50, and the wholesale price was about $20.00. On or about 
January 1, 1982, the suggested retail price of the “Beautyrest” 
mattress was lowered to $33.75. 

9. Plaintiff's “Beautyrest’” mattresses have always been of 
very fine quality and because of the extensive advertising and sale 
thereof by the plaintiff, the public has come to recognize the 
“Beautyrest” trade-mark and the high quality which said trade- 
mark represents, and the fact that the said mattresses sold by the 
plaintiff under the trade-mark “Beautyrest’”’ are fairly worth the 
advertised or suggested retail price. 

10. The trade-mark “Beautyrest” in connection with mattresses 
was registered by plaintiff in the United States Patent Office under 
the Act of February 20, 1905, on January 12, 1926, certificate 
No. 207,821, and plaintiff is the sole and exclusive owner of the 
said registration. 

11. The defendants, since June 1, 1982, have manufactured 
in the State of Pennsylvania about two hundred and fifty (250) 
mattresses to which they have applied a woven label not bearing 
the name of any manufacturer or vendor but bearing prominently 
the word “Beauty Sleep” price $39.50. In no place did said 
mattresses of defendants bear the name of any manufacturer. 

12. Between June 1, 1932, and November 10, 1982, defendants 
sold some of said mattresses to concerns located outside of the 
State of Pennsylvania and said mattresses were shipped by de- 
fendants from the State of Pennsylvania to the establishments of 
said purchasers in other states. About two hundred and fifty (250) 
of said mattresses bearing the name “Beauty Sleep” were sold by 
defendants. 

18. The quality of the mattresses put out by defendants under 
the name “Beauty Sleep” is much inferior to that of plaintiff's 
“Beautyrest”” mattresses. Defendants’ wholesale price on said 
mattress has been $6.50. 

14, The name “Beauty Sleep” or “Beautysleep” is confusingly 
similar to the name “Beautyrest” and there is great probability of 
confusion by purchasers. 
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15. Defendants’ use of the price marking “$39.50,” intensifies 
the possibility of confusion. 

16. The omission of defendants’ name or names from the mat- 
tresses bearing the “Beauty Sleep” labels, together with the use 
of the name “Beauty Sleep” and the price mark “$39.50” enables 
the retailer readily to palm off defendants’ said mattresses as 
and for the genuine “Beautyrest” mattresses of the plaintiff. 

17. Promptly after learning about defendants’ “Beauty Sleep” 
mattress, the plaintiff, through its counsel, notified defendant, 
Royal Bedding Co., that its use of the name “Beauty Sleep” was 
an infringement of plaintiff's trade-mark “Beautyrest.” There- 
upon, defendants ceased shipping said ““Beauty Sleep” mattresses 
outside of the State of Pennsylvania, but continued to sell the 
same to retailers located wholly within the State of Pennsylvania. 

18. The subject matter in controversy is the trade-mark 
“Beautyrest” and the value of the same to the plaintiff is many 
times three thousand dollars ($8,000.00). 

19. The value of said trade-mark to the plaintiff has been 
jeopardized by the acts of the defendants which, if continued, 


will tend to destroy the value of said trade-mark “Beautyrest’”’ and 
to damage the plaintiff an amount largely in excess of three thou- 
sand dollars ($3,000.00). 


Conclusions of Law 


1. Plaintiff has no adequate remedy in law and hence this 
Court of Equity has jurisdiction of this controversy. 

2. This is a controversy between citizens of different states 
and involving an amount in controversy, exclusive of interest and 
costs, of more than three thousand dollars ($3,000.00), and, there- 
fore, this Court has jurisdiction of the cause. 

8. The trade-mark “Beautyrest” for mattresses is good and 
valid in law and the plaintiff is the exclusive owner thereof. 

4. United States Patent Office registration No. 207,821, issued 
January 12, 1926, is good and valid in law and the plaintiff is the 
exclusive owner of all rights pertaining to said registration. 
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5. The use by defendants of the mark “Beauty Sleep” on 
mattresses of their manufacture constitutes an infringement of 
plaintiff's common-law rights in respect of plaintiff’s trade-mark 
“Beautyrest” which plaintiff is entitled to have restrained by this 
Court. 

6. Defendants’ acts in shipping “Beauty Sleep” mattresses to 
points outside of the State of Pennsylvania also constitutes a viola- 
tion of plaintiff’s rights possessed by it by virtue of said United 
States Patent Office registration No. 207,821. 

7. Defendants should also deliver to the plaintiff any and all 
labels, signs, prints, packages, wrappers, cartons or other printed 
matter in their possession bearing the name “Beauty Sleep.” 

8. Plaintiff is entitled to recover from defendants the damages 
suffered by the plaintiff because of said infringements and the 
profits and advantages realized upon by defendants by reason 
of said infringements, and in respect of sales made by defendants 
subsequent to November 10, 1932, the plaintiff is entitled to re- 
cover three fold said amount. However, the expense of an ac- 
counting in view of the limited sales of the defendants would be 
inordinately heavy compared with the probable final recovery. 
Therefore, the recovery for profits and damages is fixed at $100.00. 

9. The costs of this suit should be paid by defendants. 


Coca-Cota Co. v. Lort, Inc. 


Same v. Happiness Canpy Stores, Inc. 
(167 A. R. 167) 


Court of Chancery of Delaware 


June 6, 1933 


Unram ComPetTiTion—SvuBsTITUTION—DAMAGE TO PRopuceR. 

The substitution of one competing product for another in response 
to a call for the latter by a customer constitutes a wrong to the manu- 
facturer whose product was called for and he is entitled to injunctive 
relief against its recurrence. The mere act of substituting another 
product for the one called for, without a word of accompanying mis- 
representation, is sufficient to constitute unfair trading. 
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Unram Competition — “Coca-Cota” anp “Pepst-CoLta” on BEveRAGEs — 
SuBsTiTruTION—L1ABILiTy oF EmpLoyer ror Acts or EMPLOYEES. 
Defendant, which operated a large chain of retail stores in New 
York City, late in 1931 discontinued dispensing plaintiff's beverage, 
“Coca-Cola” and substituted therefor a beverage called “Pepsi-Cola,” 
which resembled “Coca-Cola” in color. Notwithstanding the fact that 
plaintiff's investigators found numerous instances of substituting 
“Pepsi-Cola” for “Coca-Cola” by waitresses and other employees of 
defendant, it was held that no injunction should now issue against the 
defendant, since the latter had taken every precaution and given instruc- 
tions to his employees against such substitution. 
In equity. Action for alleged unfair competition in the sub- 
stitution of defendant’s product for plaintiff's product. Bills dis- 


missed. 


Hugh M. Morris, of Wilmington, Del., Edward S. Rogers and 
James F. Hoge, both of New York City, and Harold Hirsch, 
Frank Troutman and Roy S. Jones, all of Atlanta, Ga., for 
complainant. 

Aaron Finger (of Richards, Layton & Finger), of Wilmington, 
Del., Arthur F. Driscoll (of O’Brien, Driscoll and Raf- 
ferty), and Benjamin Pepper, both of New York City, for 
defendants. 


Injunction bills, heard together on bills, answers, testimony 
taken before the Chancellor, depositions and exhibits. 

The complainant is the manufacturer of a beverage syrup which 
it sells through jobbers under the registered trade-mark Coca- 
Cola. The jobbers in turn sell the syrup to retailers, who mix 
it with carbonated water and then dispense it as a drink to the 
public under the name Coca-Cola. The drink is sold at fountains 
and also generally in bottles. 

Loft, Inc., owns 72 per cent of the stock of Happiness Candy 
Stores, Inc., which owns voting control of a New York corporation 
known as The Mirror, Inc., which is not a party to either of the 
causes now before the court. The stores of these three companies 
are known as the Loft, Happiness and Mirror stores, respec- 
tively. They constitute so-called chains of stores operating largely 
in New York and vicinity. Their total number is about 130. The 
three chains are operated and managed by the defendant, Loft, Inc. 
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Prior to September 26, 1931, Coca-Cola was sold in all these 
stores. On that date its sale was discontinued and the Loft man- 
agement introduced in all the stores managed by it a drink, new 
to New York and vicinity, called Pepsi-Cola, a drink made in a 
manner similar to that of Coca-Cola and resembling the latter in 
color. After September 26, 1931, no Coca-Cola was sold in any 
of the stores under the Loft management. The president and some 
of the other officers of Loft, Inc., have acquired a substantial 
interest in the company that manufactures Pepsi-Cola—enough 
of an interest to give them a working control of that company. 
The son-in-law of Mr. Guth, president of Loft, Inc., is in charge 
of the management of the Pepsi-Cola Company. 

Coca-Cola is a well-known beverage upon the promotion and 
exploitation of which the complainant has spent in advertising 
alone since 1886 more than sixty million dollars. Coca-Cola is 
familiarly and very extensively known. It is called for by the 
public both under the name Coca-Cola and Coke. 

The complainant charges the defendants with substituting and 
passing off, without explanation or comment, in response to calls 
for Coca-Cola, a product not the product of the complainant and 
not containing complainant’s Coca-Cola syrup, but closely imitat- 
ing complainant’s product in color, appearance and taste, in fraud 
of the purchasing public and in violation of complainant’s rights. 
The substitute so charged as having been passed off is Pepsi-Cola. 

The bills pray that an injunction issue restraining the defend- 
ants from substituting and passing off as the complainant’s prod- 
uct of Coca-Cola any drink or beverage which is not the product 
of the complainant. An accounting is also asked by the bills. 


Tue CHancettor: There is is practically no dispute in these 
cases upon material matters of fact. The uncontradicted evidence 
shows that substitutions were made by employees of the defendants 
of a product other than Coca-Cola for that beverage when calls 
for the same were made at the Loft and Happiness, as well as at 
the Mirror stores. The fact that the customers who made these 
calls for Coca-Cola were investigators in the employ of the com- 


ange AR Gee: “—\ sempre ET 





COCA-COLA CO, V. LOFT, INC. 471 


plainant is of no material significance. While it has been indicated 
in some cases that the testimony of specially employed investigators 
who gather evidence through “trap orders” should be accepted 
with caution and viewed with a certain degree of suspicion, yet 
testimony from such sources is not to be summarily rejected. 
Hennessy et al. v. Wine Growers’ Ass’n, (D. C.) 212 F. 308 
[4 T.-M. Rep. 303]; Penn Oil Co. v. Vacuum Oil Co., 60 App. 
D. C. 96, 48 F. (2d) 1008. Where, as here, the facts testified to 
by the complainant’s investigators are in no wise challenged either 
by direct evidence or by any circumstance other than the mere 
fact that the witnesses were employed by the complainant to in- 
vestigate the defendant’s behavior, there can be no possible justifi- 
cation for the court’s refusal to lend credit to the witness-investi- 
gators. While no one relishes the thought of sending out persons 
to “snoop” upon another, yet the very necessity of the case in 
such matters as this almost impels reputable men to resort to that 
sort of thing as a protection against the unfair tactics of a suspect- 
edly dishonest competitor. I saw the complainant’s investigators on 
the witness stand. They were all young men who, without excep- 
tion I believe, were law school graduates. The impression they 
made upon me was such that I feel perfectly safe in accepting their 
testimony as true in all respects. 

So that I must find as a fact that substitutions of some bev- 
erage other than Coca-Cola were made by employees of the defend- 
ants upon calls made for Coca-Cola under the circumstances shown 
by the evidence. 

How many substitutions were made? There were, as I recall, 
about 130 stores operated by the defendants (all under Loft’s 
general management) in the area covered by the investigators. 
Four of the complainant’s investigators made a preliminary sur- 
vey of the stores shortly after the sale of Coca-Cola therein had 
been discontinued. The investigators ordered Coca-Cola. The 
summary of their testimony covering this preliminary survey, made 
by the solicitors for the defendants, shows that out of 324 calls 
made for Coca-Cola, the investigators were informed in 237 in- 
stances that Coca-Cola was not sold in that store any more, and in 
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eighty-seven instances a substituted drink resembling Coca-Cola 
in appearance was served. The investigation thus made extended 
between October and December, 1931. After this period of pre- 
liminary investigation was concluded, a more intensive investiga- 
tion was inaugurated extending from January into April, 1932. 
The investigators who worked during this later period appear to 
have concentrated their efforts upon the particular stores in which 
the first group had succeeded in securing substitutions. Those 
stores in which explanations had been made that Coca-Cola was 
no longer served, appear to have been avoided by the second 
group of investigators. Furthermore, it appears that when an 
investigator found a waitress or dispenser who would substitute 
some other beverage for Coca-Cola, that is to say, substitute Pepsi- 
Cola, the investigators generally managed in their subsequent calls 
to place their orders with such waitress or dispenser. I gathered 
the distinct impression that, while the investigators were truthful 
in their statements, yet they so planned their work as to build 
up the strongest showing possible to support the theory of their 
employer, the complainant, that substitutions were extensively 
practiced in the defendants’ stores. 

The complainant’s solicitors have compiled on a chart the total 
number of substitutions, which they say the evidence discloses, of 
Pepsi-Cola for Coca-Cola. According to that chart, there were 
620 substitutions made in forty-four stores by forty-one soda dis- 
pensers at fountains and fifty nine waitresses at tables. The total 
number of soda dispensers employed by the defendants is about 
eight hundred, and the total number of waitresses, well over one 
thousand. It is to be noted that in the total of 620 substitutions 
above stated, as many as twenty-two and twenty-four were obtained 
from each of two waitresses, respectively, as many as thirty-four 
from two waitresses, and, without multiplying details, while only 
one substitution was obtained from a single dispenser or waitress 
in thirty-two instances, in the remaining cases of the sixty-eight 
other dispensers and waitresses the repeat orders ran all the way 
from two up to twenty-four. 
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The significance of the foregoing figures is that they show 
that the investigation, however truthful the witnesses may be con- 
ceded to be in their recital of its results, was apparently somewhat 
partisan in its conduct, for out of 1,800 dispensers and waitresses, 
only 100 were culled out who were found to be willing to practice 
substitution, and the investigators concentrated to a more or less 
degree upon that group. 

The 620 substitutions before referred to ought not in fairness 
be regarded as that high. This is because, if two or three investi- 
gators were together and substitutions were made in response 
to their orders, the two or three should be regarded as joint and, 
therefore, as one. If this rule were applied, the number of sub- 
stitutions referred to would be less. 

It is pointed out that the investigation soon revealed that less 
success was realized in securing substitutions of Pepsi-Cola for 
Coca-Cola by dispensers at the fountains than by waitresses. The 
testimony shows that about 99 per cent of the demand for Coca- 
Cola is made at the fountains. If the investigators had not placed 
their orders with the waitresses at tables, the percentage of success 
in securing substitutions would in all probability have been far less. 
That is probably true, especially in view of the fact that the orders 
were frequently placed at the busy hours of the day when waitresses 
were pressed with their duties of serving food at tables. 

In addition to the testimony above referred to by which 620 
substitutions are shown to have been made by 100 dispensers and 
waitresses in forty-four stores during the preliminary and more 
intensive investigation, the complainant has shown by the testimony 
of forty-seven ex-employees, taken by deposition, that substitu- 
tions were practiced by 112 ex-employees in fifty stores controlled 
by the defendants. There is no way of telling whether any, and 
if any, how many of these ex-employees are included in the 100 
dispensers and waitresses above referred to. 

If a merchant substitutes one competing product for another 
in response to a call for the latter by a customer, the palming off 
constitutes not only a fraud upon the customer but as well con- 
stitutes a wrong to the manufacturer whose product was called for. 
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The manufacturer, who is the victim of this wrong, is entitled to 
injunctive relief against its recurrence. Enoch Morgan’s Sons Co. 
v. Wendover, et al., (C. C.) 43 F. 420, 421, 10 L. R. A. 283; 
Samuel Bros. & Co. v. Hostetter Co., (C. C. A.) 118 F. 257; N. K. 
Fairbanks Co. v. Dunn, (C. C.) 126 F. 227; Eli Lilly & Co. v. Wm. 
R. Warner & Co., (C. C. A.) 275 F. 752 [12 T.-M. Rep. 1]; Penn 
Oil Co. v. Vacuum Oil Co., 60 App. D. C. 96, 48 F. (2d) 1008. 
The mere act of substituting another product for the one called 
for, without a word of accompanying misrepresentation, is enough 
in itself to constitute unfair trading, for as observed by the court 
in Enoch Morgan’s Sons Co. v. Wendover, et al., supra, “acts speak 
louder than words” and the act of offering one product in response 
to a demand for another competing one “is, though done silently, a 
positively unlawful act. . . . Its unlawfulness consists in an 
attempt to steal away the business of the complainant for the 
benefit of” his competitor. 

A necessary element in all unfair trade cases is the fraudulent 
intent of the defendant. The manner in which such intent may 
be shown varies with the nature of the unfair practices complained 
against. If the case is one where infringement of a properly regis- 
tered trade-mark is shown, a wrongful or fraudulent intent is 
presumed; but in other cases lying in the same general field of 
unfair trade practice and competition, a wrongful intent in fact 
must be shown or justified by inference as the inevitable conse- 
quence of the act or acts complained of. Elgin Nat’l Watch Co. v. 
Illinois Watch Co., 179 U. S. 665, 21 S. Ct. 270, 45 L. Ed. 365. 

Where a substitution of one article is made in response to a 
demand for another, it is, of course, possible that the act may 
be shown to be referable to an innocent mistake and, therefore, free 
from culpability. But in the instant case, the evidence is such 
that it is impossible for me to attribute the substitution to mere 
mistake. They appear to me to have been deliberate. There was 
a specific intent to substitute. 

But this intent was the intent of the clerks and subordinate 
employees of the defendants. Will the law as a matter of course 
conclusively attribute to the corporate employers the intent thus 
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revealed by their clerks and minor employees? That is the real 
question in this case. 

The proposition is, of course, a general one that a principal is 
responsible for the acts of his agent done in the course of his 
employment. As I read the cases, however, the law refuses to 
apply that general principle so far as to hold that a fraudulent 
intent to injure another in his trade will be conclusively presumed 
against an employer from the acts of a clerk. The principle may 
be deduced from the cases, I think, that if it is shown that clerks 
or salesmen engage in acts which constitute unfairness in trade 
towards another, a prima facie case for an injunction is made out 
against the employer. The burden is thrown upon the defendant 
employer to rebut the presumption thus raised against him, and 
if he can exculpate himself by showing that he was entirely inno- 
cent of any participation in the wrong or connivance in its per- 
petration, injunctive relief against him will be refused. 

This view I am aware is contrary to the authority of the Eng- 
lish case of Grierson-Oldham & Co., Ltd. v. Birmingham Hotel & 
Restaurant Co., Ltd., 18 R. P. C. 158, where it was held that as 
a corporation acts through agents and as the waiters of the defend- 
ant were its agents acting for it in its restaurants, the acts of the 
waiters in substituting a wine not made by the complainant on 
calls from customers for complainant’s wine, were attributable 
to the defendant with all their inculpating intent, and that the 
bona fide attempt of the defendant, by appropriate orders in that 
behalf, to prevent its employees from resorting to any such trickery 
constituted no excuse, and that an injunction should issue against 
the employer-defendant. 

The Scottish case of Montgomerie § Co., Ltd. v. Young 
Brothers, 21 R. P. C. 285, overruling 20 R. P. C. 781, is an au- 
thority directly opposed to the English case just referred to. In 
the case against Young Brothers, Lord Justice Clerk observed 
with respect to a case simply of a servant violating accidentally 
or otherwise the instructions of the master by substituting one 
product for another in violation of the complainant’s rights—‘in a 
case of that kind to say that the remedy is to interdict (or as we 
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would say to enjoin) the master and punish him for breach of 
interdict, that is to say, for his contempt of the court which has 
granted it, if his servant or any servant in any of his shops should 
ever violate his instructions again—to maintain such a proposition 
is certainly not in my opinion to be accepted. The maintenance 
of such a proposition is not to be sustained.” 

The cases in this country in principle support the same view. 
They are to the effect that substitutions made by salesmen, though 
deliberate, will not be received as fixing an intent on the part of 
the employer where the circumstances are such as to justify the 
belief that the offending acts were done without the assent or in 
violation of the honest instructions of the employer. Hostetter Co. 
v. Brunn, (C. C.) 107 F. 707; Wm. A. Rogers v. Rogers Silver- 
ware Redemption Bureau, (D. C.) 247 F. 178 [8 T.-M. Rep. 114]; 
Joseph Schlitz Brewing Co. v. Houston Ice & B. Co., (C. C. A.) 
241 F. 817; W. §& H. Walker, Inc., et al. v. Walker Bros. Co., 
(C. C. A.) 271 F. 395 [11 T.-M. Rep. 211]; Thomas Kerfoot & Co., 
Limited v. Louis K. Liggett Co., (D. C.) 59 F. (2d) 80 [22 T.-M. 
Rep. 377]; Bishop’s Pharmacy, Inc. v. Pecan Krisp Co., Inc., (Tex. 
Civ. App.) 53 S. W. (2d) 637, 639. In Siegert v. Eiseman, (C. C.) 
157 F. 314, the same principle was recognized. That case was a 
petition to punish the defendant for contempt based on the act 
of a servant in making a substitution of one article for another 
in alleged violation of an injunction laid on the master, the court 
finding that the substitution, if made, was not with the approval, 
express or constructive, of the defendant. The petition was denied. 

The cases cited by the solicitors for the complainant as bearing 
on the point now under examination (excepting the English case 
above referred to) are distinguishable. In some of them, the em- 
ployer was found to have expressly authorized the practice of 
substitution, and in others of them the question of whether the 
agent’s intent is conclusively attributable to the principal is not 
raised. In one of them (Wamsutia Mills v. For, [C. C.] 49 F. 
141) the ruling is in opposition to views herein accepted, unless 
the fact that the case was not at the final injunction stage and the 
further fact that the offending act was done by a department head, 
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would serve to distinguish the case from those I have herein cited 
in support of what I conceive to be the correct rule. 

The weight of authority supports the view that before a cor- 
poration defendant can be held liable to an injunction because of 
the substituting acts of its clerks and salesmen, even though 
deliberate, there must be such a showing of facts as warrants the 
constructive imputation to the responsible officers or managers, of 
the servant’s wrongful intent, or that the acts complained of were 
done in obedience to instructions. In Bishop’s Pharmacy, Inc. v. 
Pecan Krisp Co., Inc., supra, the court went the length of saying 
that the substitution must appear to be such as would show the 
intention of the alleged offender “to adopt a course of dealing with 
its customers of substituting’ one product for the other. I do 
not stop to consider whether this statement does not exact too great 
a degree of proof. I quote it only to emphasize the point that the 
element of fraudulent intent on the part of the employer is a 
requisite fact to be persuasively shown before the consequences 
of wrongful behavior on the part of his servants may be fairly and 
justly imputed to the employer in such cases as we are now con- 
cerned with. 

Now when I come to look at the uncontradicted evidence which 
the defendants have produced as bearing on the question of their 
innocence of any wrongful attitude or purpose towards the com- 
plainant in respect of the matter complained against, there can be 
only one view to take of it. That view is that the defendants took 
every reasonable precaution that could be expected of them to 
guard against any wrongful interference with the complainant’s 
enjoyment of the good-will which it had built up around its product 
of Coca-Cola. When the defendants discontinued the sale of Coca- 
Cola and embarked upon a program of exploiting Pepsi-Cola, they 
undoubtedly did all they could to popularize and enlarge the sale 
of the newly introduced product. This, of course, they had a 
perfect right to do in every legitimate way that was available to 
them. That they boosted it by talk and advertisements within 
the stores is clear. At the same time, however, they took measures, 
which ought in reason to have been completely effective, to instruct 
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all their 1,800 dispensers and waitresses in no case to substitute 
Pepsi-Cola for Coca-Cola when the latter was demanded. These 
instructions were conveyed in several bulletins and in talks to the 
employees at their regular stated meetings. It was somewhat ding- 
donged into their ears, that if a customer ordered Coca-Cola, he 
was to be informed that the store no longer sold Coca-Cola, but 
that a new drink—Pepsi-Cola—was sold which, the assurance was 
to be given, is superior to Coca-Cola, and the customer was to be 
asked to try it and if it was not satisfactory in every way, no 
payment need be made for it. At the same time all Coca-Cola 
advertisements and displays were removed from the stores, being 
replaced by Pepsi-Cola advertisements. To make certain that no 
dispenser or waitress could by negligence remain unaware of the 
defendants’ instructions as above summarized, every one of the 
employees was required to sign a written pledge to obey the in- 
structions as laid down. After the pending bills were filed, the 
defendants repeated the instructions originally given, and for a 
while posted signs in their stores and notices on the menu cards 
to the effect that no Coca-Cola was sold therein. 

Notwithstanding all these efforts, a few dispensers and wait- 
resses, few in relation to the total employed, disregarded the in- 
structions and substituted one beverage for the other. Some dis- 
obeyed the orders even after the bills were filed and the signs 
displayed that no Coca-Cola was sold in the store. 

Now what more the defendants could have done to insure 
against the sort of wrong that the bills complain against, I do 
not for the moment see. After they learned that the complainant 
was investigating their stores, they arranged for some one to go 
into the stores and try out the employees with trap-orders for 
Coca-Cola. Their own investigator reported faithful compliance 
with the orders and instructions theretofore issued. Indeed, the 
complainant’s own investigators testified that even in the early 
stages of the new beverage’s instalment at the fountains, when the 
confusion incident to change was at its worst stage, when Coca- 
Cola was called for they met with refusals at the hands of the 
employees. I believe I am justified in the statement from all the 


a 


pRB 


Nee a te OLE 


paren mn awe | dn Tn 


: NS r= 
eat Rae ae 





COCA-COLA CO, V. LOFT, INC. 479 


facts that the refusals far outnumbered the substitutions in the 
early stage of the investigation before the disobedient employees 
had been spotted. And in view of the fact that the complainant’s 
investigators concentrated on 100 out of the 1,800 dispensers and 
waitresses, it is well within the bounds of reason to say that on 
the whole the defendants’ employees faithfully obeyed the instruc- 
tions given to them. This is a strong indication of the bona fides 
of the defendants in respect to their efforts to disseminate through- 
out the large force of their clerks and salesmen a genuine purpose 
to deal fairly towards the complainant when its product was called 
for. 

In Newcomer & Lewis v. Scriven Co., (C. C. A.) 168 F. 631, 
the court referred to the fact that one or two trap-orders failed 
in their purpose, and apparently regarded that as a circumstance 
to be taken into account as negativing a constructive intent on the 
part of the employer to substitute goods other than the complain- 
ant’s in response to call for the complainant’s goods, which intent 
it was sought to infer from an act of substitution indulged in by 
one employee. 

So here it is exceedingly difficult for me to attribute to the 
defendants a purpose to substitute Pepsi-Cola for Coca-Cola, not- 
withstanding the number of instances shown of substitutions by 
either disobedient or negligent employees when in the cases of 
the vast majority of employees it is in all probability true that 
substitutions were or would have been refused to be made. 

If an injunction had been outstanding in terms as prayed for 
in the pending bills and the acts of substitution shown by the evi- 
dence had taken place, and if the defendants were now before 
the court on charges of contempt, I should feel impelled to dismiss 
the charges, if the facts now shown in defense were advanced 
in exculpation. That being so, I conclude that the injunction 
should not issue in the first instance and that the bills should be 
dismissed. 

Whether any of the dispensers and waitresses of the defendants 
are now continuing to disobey the express instructions given them, 
I do not know. Certain it is that the complainant cannot in justice 
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be expected to continue indefinitely to be victimized by the per- 
sistent acts of any recalcitrant employees of the defendants. The 
dismissal of these bills will be without prejudice to the complain- 
ant’s right to renew its application if the employees of the de- 
fendants persist in refusing to obey instructions laid upon them. 
If in subsequent litigation in this court the substitutions are shown 
to be continuing, whether the mere giving of instructions by the 
defendants, no matter how positively conveyed, should be accepted 
as sufficient to warrant the refusal of an injunction would depend 
on the circumstances. Suppose the circumstances were shown that 
one of the employees was continuing to practice substitution in 
defiance of express orders to the contrary, then, if upon acquiring 
knowledge of that fact the responsible managers of the corporate 
employer should, instead of dismissing the offending employee, 
retain him in his employment, I would consider that circumstance 
as inclining to negative the bona fides which the instructions 
theretoefore given would presumptively reveal. Indeed, there has 
been some question in my mind whether the defendants have not 
prejudiced themselves by failure to show a dismissal of such of 
the employees as have been conclusively shown to have been for 
a time at least disposed to practice the trickery complained about, 
even thovgh the presence of such individuals in the defendants’ 
sales force and their identification remained undisclosed until dur- 
ing the taking of the testimony in these causes. Upon reflection, 
however, I have reached the conclusion, under all the circumstances 
shown, that the stigma of an injunction should not be placed upon 
the defendants because of their omission in that regard. In case, 
however, there is a renewal of this litigation and acts on the part 
of dispensers and waitresses similar to those now complained 
against are continued into the future from now, the defendants’ 
failure to resort to some such form of drastic preventative as dis- 
missal of the offender, should weigh heavily against the employer- 
defendant. I say this because now that the defendants are fully 
advised of the wrongful conduct that has been practiced in their 
stores, even though it be limited in extent, it is reasonable to expect 
of them that they should then supplement the orders and instruc- 
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tions heretofore relied upon as effective with severer methods, if 
the good faith which in the first instance may be ascribable to 
them is not to be overthrown. 

As to costs, it seems to me they should be imposed on the de- 
fendants. But I am willing to receive the views of the solicitors 
upon that question before finally determining it. 


GorTTDIENER v. Jor’s RESTAURANT, INc. 
Supreme Court of Florida 
August 10, 1933 


Trave-NamMEs AND Unrarrn ComMpEetTiItTion—UseE or Simitar Business T1ItTtE— 
“Lirrte Joer’s’ as NAME or RESTAURANT. 

The appellant, for several years an employee of appellee, which 
conducted a restaurant under the name of “Joe’s Restaurant,” shortly 
after being discharged from said employ started a restaurant business 
in the vicinity of appellee under the name “Little Joe’s Restaurant.” 
Held that the decision of the lower court should be modified to the 
extent that appellant be permitted to use the word “Little” preceding 
the words “Joe’s Restaurant,” but that the said word should be made 
equally conspicuous with the succeeding words on all signs, placards 
and advertising. 


In equity. Action for unfair competition in the use of a simi- 
lar trade-name. From a decision of the Circuit Court, Dade County, 


in favor of complainant, defendant appeals. Reversed and re- 
manded. 


Kehoe & Kehoe and Fred W. Pine, all of Miami, Fla., for ap- 
pellant. 


W. A. Nall and A. Frank Katzentine, both of Miami, Fla., for 
appellee. 


Brown, J.: Appellee filed its bill against appellant, defendant 
in the court below, to enjoin the defendant from the use of the 
name “Little Joe’s Restaurant” and any other name or names 
similar to the name “Joe’s Restaurant” and “Joe's.” 

A final decree was rendered overruling all exceptions to the 
master’s report and enjoining the defendant, and any and all per- 
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sons claiming under him, in the operation of the restaurant busi- 
ness theretofore maintained by the defendant at Miami Beach, Fla., 
from any and all use as a means of identifying such business of 
the words “Little Joe’s’” or “Little Joe’s Restaurant’’ or other 
words or manner of designation prejudicially similar to the names 
by which the restaurant business of the complainant had therefore 
been identified before the public, to wit, “Joe’s’” and ‘“Joe’s Res- 
taurant.” It was further ordered that the defendant forthwith 
discontinue the use of the words “Little Joe’s” or “Little Joe’s 
Restaurant” in connection with, or as a part of, any and all signs, 
placards, and other means of advertisement then in use by him 
as a means of identifying his restaurant business before the public. 
Considerable testimony was taken in the case, and the facts 
shown thereby are very well summed up in the report of General 
Master Dowdell in the following paragraphs of the report: 


1. I find that the complainant is the owner and operator of Joe’s 
Restaurant, also known as Joe’s, located at number 227 Biscayne Street, 
Miami Beach, Florida, at which address said restaurant, under said names, 
has been conducted continuously for more than ten years; that during the 
greater portion of said period of time said restaurant has been under the 
active management, operation and control of one Joseph Weiss, by whom 
said business was founded, from whom it took its name and under whose 
intelligent direction it has prospered and acquired a widespread reputation 
for excellence in cuisine and unique service. 

2. I fina that the defendant, some seven years ago, was employed by 
Joe’s Restaurant as a waiter; that he was so employed for a period of some 
three years during which time he acquired an intimate knowledge of the 
various recipes uniformly used by complainant in the preparation of food 
for his patrons and also familiarized himself with the unique method of 
serving such patrons. 

3. I find that, some four years ago, defendant, having been discharged, 
in the year 1926, opened a restaurant of his own, within six city blocks 
of complainant’s restaurant, under the trade-name of “Little Joe’s Restau- 
rant” or “Little Joe.” That in the following year, still using the same 
name, he moved his place of business to a location within two blocks of 
complainant’s restaurant and so situated that most of complainant’s patrons 
necessarily passed “Little Joe’s” place on their way to complainant’s. 
That in the conduct of his business, defendant has uniformly imitated the 
peculiar service and methods of preparing foodstuffs originated at Miami 
Beach and there used by complainant in building a reputation for ex- 
cellence in food and service, both locally as well as among a foreign 
clientele. 

4. I further find that defendant has caused to be erected over his place 
of business an electric sign which, when illuminated, brings out in bold 
relief the word “Joe’s” the word “Little” in much smaller letters, being 
illegible at a comparatively short distance. 
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5. I further find that, in the operation and conduct of his business, de- 
fendant, through the use of a closely similar trade-name and by adopting 
other methods of deception as related in paragraphs three and four, supra, 
is, as a matter of fact, practicing an imposition upon the public to the 
material injury of complainant. 


The master recommended that the court enter its final decree 
in accordance with the prayer for relief set forth in the bill. There 
was some evidence that the defendant was called “Little Joe” by 
his friends. 

The subject of trade-marks and trade-names is discussed in 
El Modello Cigar Manufacturing Co. v. Gato, 25 Fla. 886, 7 So. 23, 
6 L. R. A. 823, 23 Am. St. Rep. 537, and in Children’s Bootery v. 
Sutker, 91 Fla. 60, 107 So. 345, 44 A. L. R. 698. 

The writer is of the opinion that the decree of the court below, 
in view of all circumstances shown in the pleadings and evidence, 
might well be affirmed as written, but the majority of the court 
are of the opinion that the terms of the injunction granted are too 
broad. The majority holding is that the injunction of the defend- 
ant in the court below should have been so framed as to enjoin 
the defendant from using or maintaining in connection with his 
business any signs, placards, or other means of advertisement in 
which the word “Little” preceding the words “Joe’s Restaurant” 
was printed or framed in such small type of characters as to 
tend to confuse the identifying of his restaurant business with 
that of “Joe’s Restaurant”; that is, that such signs, placards, and 
means of advertisements used or to be used by the defendant should 
be so prepared as to make the word “Little’’ in designating the 
business of “Little Joe’s Restaurant” equally conspicuous with 


the succeeding words “‘Joe’s Restaurant,’ so as to prevent any con- 
fusion in the minds of the public between the businesses respec- 
tively of the appellant and the appellee. 

It follows that the decree as granted is erroneous and must be 


reversed, with directions for reforming the decree so as to conform 
with the holding hereinabove outlined. 

A general discussion of this question will be found in 63 C. J. 
429-436. It is the opinion of the court that the cases therein cited 
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uphold the decision here made. Thus on pages 431-432 of 63 C. J. 
it is said: 


However, the right to use a personal name in a business even one’s own, 
is subject to the general rules in regard to unfair competition. Personal 
names must be used truthfully and in good faith, or their use will be 
enjoined. A man must use his own name honestly and not as a means of 
pirating upon the good-will and reputation of a rival by passing off his 
goods or business as the goods or business of his rival who gave the name 
its reputation and value. No one will be permitted to use even his own 
name with the fraudulent intention of appropriating the good-will of a 
business established and built up by another person of the same name. 
While the use of one’s own name cannot be absolutely enjoined, never- 
theless the manner of using it may be regulated by injunction. No person 
will be allowed to use even his own name in such a manner as to inflict 
an unnecessary injury upon another, and such as would not naturally 
result from the mere identity or similarity of names, but where the only 
confusion created is that which results from the similarity of names, the 
courts will not interfere. No device or artifice, such as an imitative dress 
of goods, or an inconspicuous size or type, misleading advertisements, etc., 
will be permitted which will facilitate or increase the deception caused by 
the similarity of names. 


Reversed and remanded, with instructions. 


Davis, C. J.. and WHITFIELD and TERRELL, JJ., concur. 


PreFERRED O11 Co., Inc. v. PREFERRED FuEL CorRPORATION, ET AL. 
(266 N. Y. S. 251) 


New York Supreme Court, Kings County 
July 27, 1933 


Trape-Marks—Trapve-NAMES—UNFAIn ComPeTITION—UseE or Part oF Cor- 
PORATE NAME—“PREFERRED”’ ON FUEL OIL. 

Where defendant three years after plaintiff, Preferred Fuel Cor- 
poration, was organized, began business under the name “Preferred 
Oil Co., Inc.,” the adoption by defendant of its said name containing 
the word “Preferred,” held unfair competition and its further use was, 
accordingly, enjoined. 

Unram Competition—ConrusinG Corporate NAMES. 

Business good-will as represented by the corporate name is entitled 
to protection against such use thereof by a competitor as leads to con- 
fusion and deception of the public and consequent loss of business. 


In equity. Action for alleged unfair competition in the use of 
a similar surname. Injunction granted. 





PREFERRED OIL CO. V. PREFERRED FUEL CORP. 


Weinstein § Levinson, of New York City, for plaintiff. 

Herman Mendes, of New York City, for defendant, Preferred 
Fuel Corporation. 

W. Rossiter Redmond, of Brooklyn, for defendants, Paragon 
Oil Co., Inc., and General Oil Trucking Corp. 


STEINBRINK, J.: Plaintiff seeks an injunction restraining the 
defendants pendente lite from the use of the word “Preferred” in 
connection with the sale and delivery of fuel oil. The plaintiff, 
Preferred Oil Company, Inc., was in business for about three years 
before the defendant, Preferred Fuel Corporation, was organized. 
The defendant, Preferred Fuel Corporation, which operates in 
the same field as the plaintiff, buys its oil from the defendant, 
Paragon Oil Company, Inc., and in fact was incorporated by the 
attorneys for the Paragon Company. After its purchases are made, 
deliveries are made in the trucks of the defendant, General Oil 
Trucking Corporation, a subsidiary of the Paragon Company, 
and whenever such deliveries are made there is displayed on these 
trucks, not the name of the General Oil Trucking Corporation, 
but rather a sign reading “Preferred Fuel Corporation.” There 
is presented clear evidence of, not alone confusion between the two 
names, but of actual mistakes by customers of the product of the 
one company for that of the other. Why the defendant, Preferred 
Fuel Corporation had to select the name “Preferred” out of the 
thousands of names available to it the court is at a loss to under- 
stand, unless it was for the precise purpose of striking at the plain- 
tiff. Commercial thrift is entitled to the law’s protection. Con- 
stantly, honest business is striving for a higher standard of business 
morality. The defendants, from the papers before me, do not ap- 
pear to be interested in or governed by these higher standards. 
They seek, through most unfair practices, to cut in on the business 
of the plaintiff, and to undermine it. Clearly, what has here been 
done should be enjoined, even if what the defendants did originally 
had no wrongful purpose. The plaintiff's good-will is entitled to 
protection (Eastern Construction Co., Inc. v. Eastern Engineering 
Corporation, 246 N. Y. 459, 159 N. E. 397), and especially is this 
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so in the light of the dissent expressed by Judge Crane, who laid 
down a fundamental rule of honesty with which no honest business 
man should disagree. There is here a showing that confusion and 
deception with possible consequent loss of business and unfair 
competition are likely to occur. Metropolitan Telephone § Tele- 
graph Co. v. Metropolitan Telephone § Telegraph Co., 156 App. 
Div. 577, 583, 141 N. Y. S. 598 [8 T.-M. Rep. 221]; Taendsticks- 
fabriks Akticbolagat Vulcan v. Myers, 1389 N. Y. 364, 34 N. E. 
904; German-American Button Co. v. A. Heymsfeld, Inc., 170 
App. Div. 416, 156 N. Y. S. 223 [6 T.-M. Rep. 87]; United 
Dressed Beef Co. of New York v. United Butchers, 147 Misc. 92, 
262 N. Y. S. 562, not officially reported. 

The injunction will issue. Settle order on notice and let pro- 
vision be made in the order for a suitable bond. 


Street & Smitu Pustications, Inc. v. PHANtom Detective, INc. 
(266 N. Y. S. 26) 


New York Supreme Court, Special Term, New York County 


March 21, 1933 


Unram Competition—Use or Srmirar Macazine Tittes—“THe SHApow 
MaGazine” anon “THe PHantom DETECTIVE.” 

In an action to restrain defendant from using the words “The 
Phantom Detective” as a title of a detective story magazine, on the 
ground of plaintiffs prior use of the title “The Shadow Magazine” 
on a similar publication, held that no purchaser was likely to buy the 
former magazine in the belief that he was buying the latter; and an 
injunction was denied. 

Unram Competition—DEcertTion or Pusiic NEcEssAry TO RELIEF. 

Not all unfair trade is necessarily the subject for redress by the 
courts. The imitation of a producer’s methods by his competitors may 
not be restrained as unfair competition, if it does not tend to palm off 
the imitator’s goods as those of the originator. 


In equity. Action for alleged unfair competition in the use of 
a magazine title. On plaintiff's motion for a preliminary injunc- 
tion. Motion denied. 


Brodek, Raphael §& Eisner, of New York City, for plaintiff. 
Robert A. Pines, of Brooklyn, N. Y., for defendant. 
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Levy, J.: Plaintiff seeks an injunction to restrain the defend- 
ant from using in its publishing business any name or style similar 
to plaintiff's trade-mark and trade-name “The Shadow Magazine” ; 
specifically to enjoin the distribution of a magazine under the title 
“The Phantom Detective” in imitation of plaintiff's ‘““The Shadow 
Magazine,” and from making any representation, directly or in- 
directly, that any publication of defendant is that of plaintiff. The 
latter’s grievance arises from the fact that by extensive advertising 
on the radio it has popularized its publication, “The Shadow Maga- 
zine,’ featuring the achievements of a free lance and mysterious 
detective named “The Shadow.” It is claimed that defendant, 
trading upon the popularity of such a character, has begun the 
publication of a similar magazine known as “The Phantom Detec- 
tive.” Themes and types of content in plaintiff's magazine have 
evidently been employed by defendant. To the extent to which 
such use might constitute merely infringement of copyright, this 
court may not interfere unless it constitutes unfair competition. 


Not all unfair trade is necessarily the subject for redress in a 
court of equity. A resourceful and successful merchant may devise 


a new method of distribution or sales appeal or a new dress for 
his goods, which adds tremendously to his sales. The imitation 
of his methods by his competitors may not be restrained as unfair 
competition, in the absence of questions of patent or copyright 
infringement, if it does not tend to palm off the imitator’s goods 
as those of the originator. On the face of things, no purchaser is 
likely to buy “The Phantom Detective” in the belief that he is 
buying “The Shadow Magazine.” It may be that the features or 
ideas borrowed add to the salability of defendant’s magazine, but 
the law, in the absence of a legal monopoly by plaintiff and in the 
absence of likelihood of confusion between the two products, does 
not regard this as unfair competition. 
The motion for an injunction must be denied. 
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Decisions OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Lix” as a trade-mark for soapless shampoo, nor 
for an antiseptic bouquet for luxurious hair, in view of the prior 
adoption, use and registration by opposer and its predecessor in 
business, of the term “Vick’s’’ as a trade-mark for a medicinal salve 
for external use in the treatment of various ailments. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks as applied thereto confusingly 
similar. 


In his decision, after stating that the marks are so similar in 
sound and appearance and so easily mistaken one for the other 
when pronounced that confusion would be likely if they were used 
upon goods of the same descriptive properties, the First Assistant 
Commissioner, with reference to the goods, said: 


While the differences between the goods and the marks are recognized 
yet the goods are sold in the same stores to much the same class of cus- 
tomers and are both applied externally by their users. The holding 
in the case of Kotex Company v. McArthur, 404 O. G. 4, 18 C. C. P. A. 
(Patents) 787 [21 T.-M. Rep. 47], is persuasive of the opposer’s contention 
in the case at bar. While it is possible the instant case can be distin- 
guished from this previously adjudicated case yet it does not appear the 
present case is distinguishable from that of Malone v. Horowitz, 399 O. G. 
416, 17 C. C. P. A. (Patents) 1252 [20 T.-M. Rep. 462], in which the 
notation “Molo” used upon mouth wash, breath purifier, throat gargles and 
general antiseptic was held to be confusingly similar to the mark “Poro” 
used upon body deodorants, cold creams, vanishing creams, shampoos, tem- 
ple growers, hair growers, pressing oil, skin and scalp soap, lip rouge, 
face powder, toilet water and perfume. It is deemed this latter decision 
is determinative of the present oppositions.’ 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter the notation “Octalene” as a trade-mark for gasoline, lubricat- 
ing oil, etc., in view of the prior adoption and use by opposer of 
the term “Opaline” as a trade-mark for fuel oil, lubricating oil 
and greases. 


1 Vick Chemical Company v. Mark W. Allen & Co., Opp. Nos. 12,234 and 
12,235, 159 M. D. 112-114, September 11, 1933. 
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The ground of the decision is that the marks as applied to the 
respective goods are confusingly similar. 

In his decision, after noting that the applicant had taken no 
testimony and, therefore, had established no date prior to that 
when the application had been filed and opposer had established 


long prior use of its mark, the First Assistant Commissioner said, 
with reference to the goods: 


The goods upon which the respective marks are used overlap and clearly 
belong to the same class and possess the same descriptive properties as 
these terms have been construed in the adjudicated cases referred to in 
the brief of the opposer. 


With reference to the argument that opposer was entitled to a 
very narrow interpretation of its rights under its mark, he said: 


The view is pressed on behalf of the applicant that the opposer’s mark 
is either descriptive or so nearly so as to be entitled to only a narrow 
interpretation of its rights, but this matter is not before this tribunal 
in the instant case. It is further urged on behalf of the applicant that in 
view of prior registrations and prior use of marks or names having similar 
terminology the marks of the parties in the case at bar do not conflict. 
The public does not see the marks of other parties referred to by applicant, 
and the issue here raised is restricted to the question of probable con- 
fusion if the mark of the applicant and the mark of the opposer appear 
upon their respective goods in the same market. 


Then, after stating that the origin of applicant’s mark is im- 
material since the average members of the purchasing public would 
give but little weight to that matter, he said: 

Both marks begin with the letter “O” and one terminates in the letters 
“aline” and the other terminates with the letters “alene.” When regarded 
in their entirety, they possess plain similarities in appearance, spelling, and 
sound. It would seem, therefore, that confusion is at least reasonably 


probable, and that the applicant should not have approached so nearly 
the mark long and widely used by the opposer.’ 


Interference—Testimony 


Moore, A. C.: Held that R. C. A. Victor Company, Inc., is 
entitled to register, under the Act of 1905, the term “Superette” for 
radio receiving sets and that the Silver-Marshall, Inc., is not en- 
titled to register that mark for those goods. 


* Sinclair Refining Company v. The Spartan Refining Company, Inc., 
Opp. No. 12,257, 159 M. D. 122, September 30, 1933. 
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The ground of the decision is that the Silver-Marshall, Inc., had 
not established a use of the mark prior to that of the R. C. A. 
Victor Company, Inc. 

In his decision the Assistant Commissioner discussed the testi- 
mony and held that a shipment of a radio chassis did not establish 
trade-mark use of the mark, first, because it was not established 
that the radio chassis was actually tagged with a tag carrying 
the word “‘Superette” at the time it was shipped, and further be- 
cause the record showed that the radio chassis was not sold to the 
person to whom it was shipped, since a notation appeared on the 
order from which the shipment was made, “Hand-made sample 
our property, to be returned,” and so far as the record showed, 
the title to that chassis was not intended to pass to the party to 
whom it was shipped.* 


*R. C. A. Victor Company, Inc. v. Silver-Marshall, Inc., Intf. No. 1,976, 
159 M. D. 119, September 26, 1933, 
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INTERNATIONAL SILVER Company v. Oneipa Community, Lp. 


United States District Court, Northern District of New York 


February 21, 1933 


Trape-Marks—ConveYANCE or Trape-Mark aNnp Goop-wiLL—CHANGE OF 
Piace oF Propuction PERMISSIBLE. 

A corporation may acquire competing corporations and their good- 
will, trade-marks and business and continue the business in the old 
corporate names and trade-marks as competitors with each other. 
Moreover, the purchaser of a business and good-will may change the 
place of manufacture, if that is not an essential element in the good- 
will. 

Trave-Marks—INFRINGEMENT—‘Rocers” oN StLver-PLATED Ware—Res Ap- 
JUDICATA, 

The holding by the courts that the plaintiff had an exclusive right 
to the word “Rogers” as a trade-mark as against certain parties, not 
including the defendant, did not bind the latter, inasmuch as it and 
its predecessors were not a party thereto. 

Trave-Marxs—‘“Rocers” on SitverwarE—SECONDARY MEANING. 

Although plaintiff and its predecessors were the first to adopt and 
use the name “Rogers” and other names of which it formed a part as 
a trade-mark for silver-plated ware, the subsequent use of the same 
name as a trade-mark for silver-plated ware by defendant and others 
prevented the development of any secondary meaning for the name 
as indicating exclusively plaintiff's products, especially since plaintiff 
by its advertising disclaimed exclusive rights therein. 

Trape-Marks—INFRINGEMENT—Use oF PersonaL Name as Trape-Mark— 
Ricut or CONVEYANCE. 

That an individual may pass to a corporation the business and 
benefits which he built up in his individual name, held well established. 
The assignment whereby defendant’s predecessor, Wm. A. Rogers, Ltd., 
conveyed to the former all his right and title to the individual name 
“Rogers,” together with the business good-will, therefore, held valid. 

INFRINGEMENT—Svui1Ts—Docrrine or “Crean Hanns.” 

The doctrine requiring one coming into a court of equity to have 
“clean hands” applies rather to one who invokes the powers of the 
court than to him who defends. 

Unram Competition—Decertive ApverTIsINc—GENUINE “Rocers” SILver- 
WARE. 

Where, after plaintiff's conduct had for many years amounted to 
an acquiescence in the use by the defendant of the name “Rogers” as 
a trade-mark for silverware, such right of defendant having been law- 
fully conveyed to it by its predecessor, Wm. A. Rogers, Ltd., held 
that plaintiff had no right in its advertisements or otherwise to state 
that it was the only maker of genuine “Rogers” silverware and should 
be enjoined from a continuance thereof. 

Unram CompetitTion—“OriGinaL Rocers” on SrtveErnwaRE—U NAUTHORIZED 
Use or “OriGrn av.” 

Inasmuch as plaintiff’s chain of title to the use of the words “Origi- 

nal Rogers” on silverware was broken, due to its use thereof by others, 
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as well as by defendant, held that it should be enjoined from using 
the words “Original Rogers,” or stating that it was the only maker 
of “Rogers” goods or the maker of real “Rogers” goods, unless limited 
by saying that they are the only makers of “Rogers” goods, except 
the “Rogers” goods made by defendant as successor of Wm. A. Rogers, 
Ltd., or only the statement as qualified to show that defendant has the 
right to designate certain of its goods as “Rogers” goods. 

Unrarr CompPetTiITioN—MIsLeEADING STATEMENTS CONCERNING COMPETITORS. 

Where plaintiff prosecuted several suits for unfair competition in 
the use of the name “Rogers” against parties other than defendant, 
but secured only a temporary injunction without obtaining a permanent 
injunction, held that it should be enjoined from stating anything to 
the trade as to the adjudications or injunctions, so far as defendant’s 
wares or customers are concerned. 

Unrarr Competition—Svuits—Use or SurNAME “Rocers” sy CompPeTiTors— 
Vauipity oF AssiIGNMENT FRoM ComPETITOR Vatipty Ustnc NAME 
“Rocers”—Use or Name on Initiar Lines. 

After having validly acquired all the rights and good-will connected 
with the name “Rogers” as a trade-mark for silverware from its 
predecessor, Wm. A. Rogers, Ltd., although said predecessor had begun 
to use his name as a trade-mark on said goods, subsequent to the use 
thereof by plaintiff and its predecessors, held that defendant was 
within its rights in selling its goods, as “Rogers” goods, with the trade- 
mark containing the word “Rogers,” long used by its predecessor and 
connected with a good-will built up at great expense. However, defend- 
ant was restrained from selling its so-called initial lines as Rogers goods, 
without stating in advertising same that such goods are manufactured 
by defendant as successor to Wm. A. Rogers, Ltd. 


In equity. Action for trade-mark infringement and unfair 
competition, and counterclaim by defendant. Modified decree for 
plaintiff, with defendant’s counterclaim granted in part. 


Bartlett, Scott, Eyre §& Keel, of New York City, and Niele F. 
Towner, of Albany, N. Y., for plaintiff. 

Nims § Verdi, of New York City, and Wiswall, Walton, Wood 
§ McAffer, of Albany, N. Y., and Coville & Santry, of 
Oneida, N. Y., for defendant. 


Cooper, J.: This is another of the Rogers silverware cases 
which have occupied the attention of the courts in various juris- 
dictions at different times during the years. 

Plaintiff in its complaint charges trade-mark infringement and 
unfair competition and seeks injunction. The defendant denies 
both charges and counterclaims seeking injunction against the 
plaintiff for unfair competition. 
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Plaintiff demands injunction against use by the defendant: 

(1) Of the word “Rogers” alone, or in connection with other 
names, words, letters, symbols or numerals on its silver-plated 
tableware or in advertising. 

(2) Of the trade-marks heretofore used by the defendant and 
its predecessors, viz., “Wm. A. Rogers,” “Wm. A. Rogers, Ltd.,” 
“Simeon L. & George H. Rogers Company,’ “(Wreath) Rogers 
(Wreath),” “1881 (Wreath) Rogers (Wreath),” “Wm. A. Rogers 
Heirloom,” or any names similar thereto or containing the word 
“Rogers” or so nearly like the six trade-marks of the plaintiff or 
so similar to the word “Rogers” as to tend to deceive or confuse 
the public. 

(3) Of any marks or names or representation intended to or 
having the effect of deceiving or confusing any part of the public 
as regards plaintiff’s (alleged) sale and exclusive right to manu- 
facture and sell “Rogers” silver-plated table ware. 

(4) Accounting for profits. 

Defendant’s demand for injunction is referred to later herein. 

In its fifth proposed finding of fact, plaintiff asks the court to 
hold that the single word “Rogers” has acquired a secondary sig- 
nificance as indicating origin and indicating to the public that 
silver-plated flat ware marked with a mark which includes the 
word “Rogers” comes from the concern, namely, the plaintiff, which 
is claimed to be the successor of the original Rogers. 

And in the seventh proposed finding of fact plaintiff asks the 
court to hold that the ordinary purchaser regards the name 
“Rogers” as a guarantee of quality which has so long attached to 
it and an assurance that goods bearing it come from the original 
Rogers or their successor in the business. 

The history of the business of silver plating on tableware begun 
by the three Rogers brothers, William, Asa and Simeon, upwards 
of seventy years ago, with various trade-marks containing the 
name “Rogers” and now claimed by the plaintiff by right of suc- 
cession, is set forth in some detail in some of the various suits 
brought by plaintiff or some of its predecessors such as: Meriden 
Britannia Company v. Parker, 39 Conn. 450; Wm. Rogers Mfg. 
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as well as by defendant, held that it should be enjoined from using 
the words “Original Rogers,” or stating that it was the only maker 
of “Rogers” goods or the maker of real “Rogers” goods, unless limited 
by saying that they are the only makers of “Rogers” goods, except 
the “Rogers” goods made by defendant as successor of Wm. A. Rogers, 
Ltd., or only the statement as qualified to show that defendant has the 
right to designate certain of its goods as “Rogers” goods. 

Unrarr CompetTiTion—MIsLeEADING STATEMENTS CONCERNING COMPETITORS. 

Where plaintiff prosecuted several suits for unfair competition in 
the use of the name “Rogers” against parties other than defendant, 
but secured only a temporary injunction without obtaining a permanent 
injunction, held that it should be enjoined from stating anything to 
the trade as to the adjudications or injunctions, so far as defendant’s 
wares or customers are concerned. 

Unrair Competition—Svuits—Use or Surname “Rocers” sy CompetTiTors— 
Vauipity or AssIGNMENT FRoM CompPeTiToR Vatipty Usitnc Name 
“Rocers”—Use or Name on Initia Lines. 

After having validly acquired all the rights and good-will connected 
with the name “Rogers” as a trade-mark for silverware from its 
predecessor, Wm. A. Rogers, Ltd., although said predecessor had begun 
to use his name as a trade-mark on said goods, subsequent to the use 
thereof by plaintiff and its predecessors, held that defendant was 
within its rights in selling its goods, as “Rogers” goods, with the trade- 
mark containing the word “Rogers,” long used by its predecessor and 
connected with a good-will built up at great expense. However, defend- 
ant was restrained from selling its so-called initial lines as Rogers goods, 
without stating in advertising same that such goods are manufactured 
by defendant as successor to Wm. A. Rogers, Ltd. 


In equity. Action for trade-mark infringement and unfair 
competition, and counterclaim by defendant. Modified decree for 
plaintiff, with defendant’s counterclaim granted in part. 


Bartlett, Scott, Eyre & Keel, of New York City, and Niele F. 
Towner, of Albany, N. Y., for plaintiff. 

Nims & Verdi, of New York City, and Wiswall, Walton, Wood 
§ McAffer, of Albany, N. Y., and Coville § Santry, of 
Oneida, N. Y., for defendant. 


Cooper, J.: This is another of the Rogers silverware cases 
which have occupied the attention of the courts in various juris- 
dictions at different times during the years. 

Plaintiff in its complaint charges trade-mark infringement and 
unfair competition and seeks injunction. The defendant denies 
both charges and counterclaims seeking injunction against the 
plaintiff for unfair competition. 
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Plaintiff demands injunction against use by the defendant: 

(1) Of the word “Rogers” alone, or in connection with other 
names, words, letters, symbols or numerals on its silver-plated 
tableware or in advertising. 

(2) Of the trade-marks heretofore used by the defendant and 
its predecessors, viz., “Wm. A. Rogers,” “Wm. A. Rogers, Ltd.,” 
“Simeon L. & George H. Rogers Company,’ “(Wreath) Rogers 
(Wreath),” “1881 (Wreath) Rogers (Wreath), “Wm. A. Rogers 
Heirloom,” or any names similar thereto or containing the word 
“Rogers” or so nearly like the six trade-marks of the plaintiff or 
so similar to the word “Rogers” as to tend to deceive or confuse 
the public. 

(3) Of any marks or names or representation intended to or 
having the effect of deceiving or confusing any part of the public 
as regards plaintiff's (alleged) sale and exclusive right to manu- 
facture and sell “Rogers” silver-plated table ware. 

(4) Accounting for profits. 

Defendant’s demand for injunction is referred to later herein. 

In its fifth proposed finding of fact, plaintiff asks the court to 
hold that the single word “Rogers” has acquired a secondary sig- 
nificance as indicating origin and indicating to the public that 
silver-plated flat ware marked with a mark which includes the 
word “Rogers” comes from the concern, namely, the plaintiff, which 
is claimed to be the successor of the original Rogers. 

And in the seventh proposed finding of fact plaintiff asks the 
court to hold that the ordinary purchaser regards the name 
“Rogers” as a guarantee of quality which has so long attached to 
it and an assurance that goods bearing it come from the original 
Rogers or their successor in the business. 

The history of the business of silver plating on tableware begun 
by the three Rogers brothers, William, Asa and Simeon, upwards 
of seventy years ago, with various trade-marks containing the 
name “Rogers” and now claimed by the plaintiff by right of suc- 
cession, is set forth in some detail in some of the various suits 
brought by plaintiff or some of its predecessors such as: Meriden 
Britannia Company v. Parker, 39 Conn. 450; Wm. Rogers Mfg. 





494 TWENTY-THREE TRADE-MARK REPORTER 
Company v. Rogers & Spur, 11 Fed. 495; R. W. Rogers Company, 
et al. v. Wm. Rogers Mfg. Company, 70 Fed. 1017; International 
Silver Company v. Simeon L. and George H. Rogers, et al., 110 
Fed. 955; American Trading Company and William A. Rogers, 
Ltd. v. H. E. Heacock Company, 285 U. S. 247 [22 T.-M. Rep. 
127] and need not be repeated here. 

None of these cases, however, shows the one gap in the direct 
succession which has been shown here in the defendant’s evidence 
and on which the defendant lays some stress. The alleged defect 
in the chain of title will be referred to elsewhere herein. 

Neither the defendant nor any of its predecessors was a party 
to any of these suits, except the last two. The American Trading 
Company case, supra, related only to the sale of Rogers silverware 
in the Philippine Islands and is discussed later herein. The Simeon 
L. and George H. Rogers Company case is also discussed later 
herein. 

The plaintiff was incorporated in 1898 and 1899 acquired the 
good-will and the business of the following competing concerns, 
which were organized at the dates stated: 


eee ceceaal, le wenstssey cg LENT ETE ET EL LECLERC 1858 
Meriden Britannia Company ..................0000- 1862 
William Rogers Manufacturing Company........... 1865 
Rogers Cutlery Company............ccccccccccceees 1871 
Simpson Hall Miller Company..................... 1898 
The Rogers & Hamilton Company.................. 1886 | 


Such acquisitions included all the persons or concerns in the 
silver-plated flat ware business who or which then had the name 
“Rogers,” except Wm. A. Rogers, defendant’s predecessor, and 
C. Rogers and Brothers, organized in 1866. The latter concern 
was acquired by the plaintiff in 1902. 

The various trade-marks used at different times by plaintiff's 
predecessors are as follows: 


Rogers Brothers A-1. 

Rogers Bros. A-l. 

Wm. Rogers & Son first used by Wm. Rogers Mfg. Co. 

(Star) Rogers & Bro., first used by Rogers & Bro. 

(Anchor) Rogers (Anchor) first used by William Rogers 
Mfg. Company. 

Wm. Rogers Mfg. Co. first used by concern of that name. 
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1865 Wm. Rogers Mfg. Co. first used by Wm. Rogers 
Mfg. Co. 
1847 Rogers Bros. first used by Meriden Britannia Com- 


pany. 
Rogers Cutlery Company first used by concern of that 
name. 


(Eagle) Wm. Rogers (Star) first used by Simpson, Hall 
Miller Company. 

Trade-mark “(Anchor) Rogers (Anchor)” was regis- 
tered in 1910 and a renewal certificate of registration 
issued in 1929. 

Trade-mark “(Star) Rogers & Bro.” was registered in 
1921. None of the others were ever registered. 

After the acquisition of the six original Rogers concerns in 
1899, plaintiff used at various times all of the above ten trade- 
marks, except the first two and the last. 

The defendant had long been in the silverware business, its 
best known brand being known as Community Plate, which enjoys 
an excellent reputation in the trade, when, in 1929, it acquired its 
“Rogers” Silverware plating business and trade-marks from Wm. 
A. Rogers, Ltd., a Canadian corporation which was the successor 


of William A. Rogers, and also the successor of the Simeon L. 


and George H. Rogers Company originally organized under the 
name of Rogers Brothers Manufacturing Company in 1900. 

A brief recital of the essential historical facts of the develop- 
ment of the silver-plated silverware business of defendant’s prede- 
cessors is desirable for a better understanding of the issues here 
involved. 


The defendant’s first predecessor, Wm. A. Rogers, in no wise 
related to any of the three Rogers brothers of plaintiff’s prede- 
cessors, began this business in New York in 1894, first having his 
goods made for him by another concern. 

He put on his silver-plated tableware his name, “Wm. A. 
Rogers,” and his trade-mark, consisting of a horseshoe, with a 
letter “R” contained therein, and likewise advertised his ware, 
using his name and trade-mark. 

Almost immediately, and in 1894, he was sued in the Federal 
Court in the Eastern District of New York by the William Rogers 
Manufacturing Company, one of the plaintiff's predecessors. The 
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District Court granted a preliminary injunction, but this was re- 
versed by the Circuit Court of Appeals with opinion reported in 
70 Fed. 1019 and the case was dismissed for lack of prosecution 
in 1917, with leave to renew but there has been no renewal. A 
second suit was brought by the same plaintiff against the same 
Wm. A. Rogers in 1897 and a preliminary injunction was denied 
(84 Fed. 689). (Affirmed without opinion in 95 Fed. 1007.) This 
action also was not brought to trial and was likewise dismissed 
for lack of prosecution at the same time in 1917, with leave to 
renew, but there has been no renewal. 

This latter suit was for injunction to restrain William A. 
Rogers from using the word “Rogers” alone or in any other way 
in connection with his business. William A. Rogers had advertised 
his goods as “our goods are Rogers” and “the genuine Rogers 
goods as used by the U. S. Government.” 

The courts in the second case held with reference to the afore- 
said phrase containing the word “Rogers”: 


There is not enough to warrant an injunction so long as the defend- 
ant’s goods are packed and labeled under his own name, “Wm. A. Rogers,” 
and not collocated in such words or in such manner as to produce any 
more confusion in the minds of purchasers than would be produced by 


such name. 
In 1901 the Canadian corporation, Wm. A. Rogers, Ltd., was 
formed and took over the business of Wm. A. Rogers. 
No other litigation was ever brought by the plaintiff or any 
of his predecessors against Wm. A. Rogers or his successor, Wm. A. 
Rogers, Ltd., or its successors, the defendant, down to the time of 
the commencement of this action in 1931. 
During the intervening years Wm. A. Rogers and his successors 
prior to the defendant used the following trade-marks, among 
others: 


William A. Rogers, registered in 1908. 

William A. Rogers with “R” in horseshoe, registered 1909. 

William A. Rogers A-1, with “R” in horseshoe, registered 
in 1901 and 1910. 

(Wreath) Rogers (Wreath), registered in 1901. 

(Wreath) Rogers (Wreath) with 1881 above and quad- 

ruple New York below, registered 1910. 
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1881 (Wreath) Rogers (Wreath), registered in 1914, use 

claimed since 1901. 
(Maltese Cross) W.R. (Keystone), registered in 1901 and 

and in 1908. 

Heirloom, registered in 1917, use claimed since 1915. 
R. S. Mfg. Company, registered 1906. 

All these trade-marks except “Heirloom’’ began to be used as 
early as 1902. “Heirloom” without the name “Rogers” began to 
be used about twelve or fourteen years before the sale to the 
defendant in 1929. 

The horseshoe brands were discontinued about 1915. 

The defendant’s managing agent, Robertson, testified on this 
trial that he had examined the records of the Wm. A. Rogers, Ltd., 
from 1908 to 1928, as well as he could and ascertained that during 
these years Wm. A. Rogers, Ltd., sold goods under these Rogers 
brands or trade-marks, amounting to approximately $87,000,000 
and that during this period 208,000,000 pieces of flat ware were 
sold marked with Wm. A. Rogers trade-marks and 22,000,000 
boxes bearing these trade-marks had been distributed. 

On cross-examination it appeared that the dollar figure for 
the period mentioned included some hollow ware with the flat ware, 
but this amount could not be determined from the books for the 
period prior to 1921. 

He also testified that approximately $500,000 had been ex- 
pended for advertising in the Wm. A. Rogers business and that 
during the years of 1920 to 1929 the annual sales of Wm. A. 
Rogers, Ltd., amounted on an average to over $2,000,000, also 
that from 1908 to 1916 the annual business of Wm. A. Rogers, 
Ltd., was greater than the annual business of the defendant in 
the silverware business. 

Also that Wm. A. Rogers, Ltd., goods bearing the name 
“Rogers” have been sold throughout the country. There was no 
direct contradiction of this testimony, though attacked as biased 
and unreliable by testimony of its employees who asserted some 
familiarity with the sales of Wm. A. Rogers wares. 

There appears to be no testimony as to the value of the plants, 
equipment and machinery in the three plants established by Wm. A. 
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Rogers, Ltd., in Niagara Falls, Ont., Hartford, Conn., and North- 
ampton, Mass., but it may be taken that the investment in these 
plants was not inconsequential. 

In 1900 a certain Rogers Bros. Mfg. Company was formed 
and engaged in the business of manufacturing silver-plated flat 
ware under that name. Among its incorporations were Simeon L. 
and George H. Rogers, who were sons of Simeon Rogers, one of 
the aforesaid three Rogers brothers. George H. was a farmer 
and Simeon L. a workman in the plating business. The other 
incorporators in this company were named MacFadyen, silver- 
plating manufacturer, formerly connected with Wm. A. Rogers 
Mfg. Company, one of plaintiff's predecessors, and also one Henry 
L. Cramer. 

In 1901 this company passed by merger into the Simeon L. 
and George H. Rogers Company, organized in that year, which 
continued the manufacture of silver-plated ware, using the trade- 
marks “Simeon L. and George H. Rogers Company,” “S.L. and 
G.H.R. Company” and so continued down to 1917, when it was 
acquired by Wm. A. Rogers, Ltd. 

In 1901, almost at the beginning of the business of this last- 
mentioned company, the plaintiff sued this company and obtained 
a preliminary injunction, the opinion being reported in 110 Fed. 
955. By this preliminary injunction the Simeon L. and George 
H. Rogers Company were permitted to continue the use of its cor- 
porate name and its trade-marks under certain restrictions. 

The case was not prosecuted after the granting of preliminary 
injunction and in 1913 was dismissed for want of prosecution with 
leave to renew, but there were no renewals. No subsequent litiga- 
tion was ever brought by plaintiff against the Simeon L. and George 
H. Rogers Company prior to the case at bar. 

The same witness, Robertson, testified that insofar as he could 
determine from the books of that company, the business of the 
Simeon L. and George H. Rogers Company from 1901 to 1930 
amounted to about $13,895,000, from which should be deducted 
$730,000 for business in the first eighteen months after acquisition 
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by defendant and that during that period 72,000,000 pieces marked 
with Simeon L. and George H. Rogers marks and 8,000,000 boxes 
bearing such trade-marks had been distributed subject to slight 
deduction for the eighteen months’ period, and that that company 
had expended approximately $125,000 in advertising. The plant 
of that company was located at —————. The investment therein 
is also not given in the record. This testimony also was not 
directly contradicted, but attacked as unreliable. 

Plaintiff prosecuted various actions against various other parties 
but not including the defendant or any of its predecessors, to 
enjoin them from the use of the word ‘Rogers’ upon silver flat 
ware, in most of which it has been successful and in some of which 
the courts have said in the opinion that the plaintiff has the exclu- 
sive right to the use of the word “Rogers” on silver-plated flat 
ware. 

Defendant’s predecessors have also brought suits against various 
third persons, but not including the plaintiff or any of its prede- 
cessors to restrain them from the use of the word “Rogers” on 
flat ware, in most of which it has been successful. In some of 
these cases the right of the defendant’s predecessors to use the 
word “Rogers” on its silverware was declared. For example, in 
Wm. A. Rogers v. Rogers Silverware Redemption Bureau, 247 Fed. 
178 (D. C. S. D. N. Y.) 1917 [8 T.-M. Rep. 114], Judge Manton 
said: 


Plaintiff's (Wm. A. Rogers) right, however, to its trade-mark and to 
use the name “Rogers” has been the subject of much prior litigation and 
the attack upon it is without merit. The plaintiff has a valuable property 
right in its name and trade-marks, and this has been fully determined 
heretofore by judicial authority. (Citing various cases including the 
two cases in the Eastern District of New York above mentioned.) 


Some, at least, of defendant’s litigation came to the knowledge 
of the plaintiff and in at least one of them some of the plaintiff's 
officers or counsel were witnesses. 

From 1900 to 1929 various catalogues of the William A. Rogers, 
William A. Rogers, Ltd., and Simeon L. and George H. Rogers 
Companies were issued, thirty of which are in evidence. These 
catalogues show the goods manufactured and nearly all of the 
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Rogers, Ltd., in Niagara Falls, Ont., Hartford, Conn., and North- 
ampton, Mass., but it may be taken that the investment in these 
plants was not inconsequential. 

In 1900 a certain Rogers Bros. Mfg. Company was formed 
and engaged in the business of manufacturing silver-plated flat 
ware under that name. Among its incorporations were Simeon L. 
and George H. Rogers, who were sons of Simeon Rogers, one of 
the aforesaid three Rogers brothers. George H. was a farmer 
and Simeon L. a workman in the plating business. The other 
incorporators in this company were named MacFadyen, silver- 
plating manufacturer, formerly connected with Wm. A. Rogers 
Mfg. Company, one of plaintiff's predecessors, and also one Henry 
L. Cramer. 

In 1901 this company passed by merger into the Simeon L. 
and George H. Rogers Company, organized in that year, which 
continued the manufacture of silver-plated ware, using the trade- 
marks “Simeon L. and George H. Rogers Company,” “S.L. and 
G.H.R. Company” and so continued down to 1917, when it was 
acquired by Wm. A. Rogers, Ltd. 

In 1901, almost at the beginning of the business of this last- 
mentioned company, the plaintiff sued this company and obtained 
a preliminary injunction, the opinion being reported in 110 Fed. 
955. By this preliminary injunction the Simeon L. and George 
H. Rogers Company were permitted to continue the use of its cor- 
porate name and its trade-marks under certain restrictions. 

The case was not prosecuted after the granting of preliminary 
injunction and in 1913 was dismissed for want of prosecution with 


leave to renew, but there were no renewals. No subsequent litiga- 
tion was ever brought by plaintiff against the Simeon L. and George 
H. Rogers Company prior to the case at bar. 


The same witness, Robertson, testified that insofar as he could 
determine from the books of that company, the business of the 
Simeon L. and George H. Rogers Company from 1901 to 1930 
amounted to about $13,895,000, from which should be deducted 
$780,000 for business in the first eighteen months after acquisition 
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by defendant and that during that period 72,000,000 pieces marked 
with Simeon L. and George H. Rogers marks and 8,000,000 boxes 
bearing such trade-marks had been distributed subject to slight 
deduction for the eighteen months’ period, and that that company 
had expended approximately $125,000 in advertising. The plant 
of that company was located at —————. The investment therein 
is also not given in the record. This testimony also was not 
directly contradicted, but attacked as unreliable. 

Plaintiff prosecuted various actions against various other parties 
but not including the defendant or any of its predecessors, to 
enjoin them from the use of the word ‘Rogers’ upon silver flat 
ware, in most of which it has been successful and in some of which 
the courts have said in the opinion that the plaintiff has the exclu- 
sive right to the use of the word “Rogers” on silver-plated flat 
ware. 

Defendant’s predecessors have also brought suits against various 
third persons, but not including the plaintiff or any of its prede- 
cessors to restrain them from the use of the word “Rogers” on 
flat ware, in most of which it has been successful. In some of 
these cases the right of the defendant’s predecessors to use the 
word “Rogers” on its silverware was declared. For example, in 
Wm. A. Rogers v. Rogers Silverware Redemption Bureau, 247 Fed. 
178 (D. C. S. D. N. Y.) 1917 [8 T.-M. Rep. 114], Judge Manton 
said: 


Plaintiff's (Wm. A. Rogers) right, however, to its trade-mark and to 
use the name “Rogers” has been the subject of much prior litigation and 
the attack upon it is without merit. The plaintiff has a valuable property 
right in its name and trade-marks, and this has been fully determined 
heretofore by judicial authority. (Citing various cases including the 
two cases in the Eastern District of New York above mentioned.) 


Some, at least, of defendant’s litigation came to the knowledge 
of the plaintiff and in at least one of them some of the plaintiff's 
officers or counsel were witnesses. 

From 1900 to 1929 various catalogues of the William A. Rogers, 
William A. Rogers, Ltd., and Simeon L. and George H. Rogers 
Companies were issued, thirty of which are in evidence. These 
catalogues show the goods manufactured and nearly all of the 
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trade-marks used by defendant’s predecessors. Many of these 
catalogues came to the attention of the plaintiff. 

During this time certain large wholesalers and mail-order houses 
issued catalogues in which and in other advertisements both the 
plaintiff's and defendant’s goods appeared in the same catalogue 
or advertisement and they were all represented as “Rogers” goods. 

While the criticism of the plaintiff seems to be well founded 
that in many instances it could not be told from the advertisements 
whether the goods were those of plaintiff or defendant’s prede- 
cessors, and also that most of them were in comparatively recent 
times, nevertheless the facts seem to indicate that plaintiff had full 
knowledge for many years that the defendant’s predecessors were 
advertising and selling their goods as Rogers goods and sometimes 
as the “genuine Rogers goods” and “original Rogers goods.” 

During these years and commencing about 1900 the plaintiff 
recognized that there were competing Rogers concerns selling plated 
flat ware, held out to the public as Rogers goods. It is to be 
remembered that in 1899 plaintiff had acquired all the Rogers 
concerns that it now owns except one and that one was acquired 
in 1902. 

In 1900 plaintiff advertised in the Ladies Home Journal “Not 
Rogers only, but 1847 Rogers Bros.” 

In its catalogue of 1900 plaintiff informed the trade: 


This condition of things has brought into the market, during the past 
few years a number of so-called Rogers stamps used for the purpose of 
reaping a benefit from the universal demand for the celebrated (Star) 
Rogers & Bro. A-1 Goods. 


And again in the same catalogue: 


We desire to call particular attention to the (Star) in the trade-mark 
as an important distinguishing feature of our goods. We are compelled 
to do this for the reason that, although we are the oldest manufacturers 
of Rogers goods... . 


In the 1901 catalogue of plaintiff there appears this: 


We lay so much emphasis on the fact that there are so many goods 
in the market bearing the word “Rogers” in some form or another, some 
of which are inferior goods and the word “Rogers” is no longer a guar- 
antee of quality, that we can but repeat it here... . 
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In 1916 plaintiff advertised: 


Be careful to choose for her only the genuine 1847 Rogers Bros. ware. 
There are other Rogers wares. Do not be confused. 

In 1917 in the Saturday Evening Post plaintiff advertised: 

. . . « Several companies they formed and so successful were they, 
that others began to sell “Rogers” silver-plated ware side by side with 
the original brothers’ wares. 

Many other illustrations might be given during various years 
down to 1928-1929. 

The defendant’s predecessor, Wm. A. Rogers, applied for regis- 
tration of certain of his trade-marks and the plaintiff opposed the 
registration of three and was defeated as to the following two: 
“Wm. A. Rogers” in 1907 (30 App. D. C. 97); “Wm. A. Rogers 
A-1 in 1910 (84 A. Ct. C. 484). 

Plaintiff was successful in opposing the registration of the third 
mark: “(Wreath) Rogers (Wreath) 1881” but when the 1881 
was put in front, registration was granted. 

In 1908 or 1909 counsel for William A. Rogers, Ltd., told 
plaintiff's president that his client would continue to use the trade- 
mark “(Wreath) Rogers (Wreath) 1881” whether the Interna- 
tional succeeded in defeating its registration or not. 

Defendant opposed the registration of trade-marks by the 
plaintiff and was successful in one case (34 App. D. C. 413 (1910) 
and was unsuccessful in another (34 D. C. 410 (1910). 


In the latter case the court said: 
Rogers, being a surname, is not susceptible of exclusive appropriation 
as a trade-mark by any source. . . . Howe Scale Company v. Wyckoff, 


Seaman, etc., 198 U. S. 118; Wm. A. Rogers, Ltd. v. Int. Silver Co. (30 
App. D. C. 97). 


In the earlier case (34 App. D. C. 418) the court said: 


Both parties as stated in case 585, 34 App. D. C. 410 are entitled to 
the use of the word “Rogers.” 


All these cases put plaintiff to the fullest notice of the use by 
defendant’s predecessors of the name “Rogers” and the marks 
used by them on silver flat ware. 
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The record also shows that a few times between 1912 and 1929 
the plaintiff purchased some nickel silver knives, unplated nickel 
silver flat ware and some unplated knife blanks in an uncompleted 
state from both S. L. and G. H. Rogers Company and William 
A. Rogers, Ltd. Defendant presented some other evidence in the 
case indicating knowledge and acquiescence by plaintiff for many 
years, of the manner in which defendant’s predecessor was carrying 
on its business. It is not necessary to refer to that at this time. 

It also appears that for a long time prior to 1929 the relations 
between the plaintiff and William A. Rogers, Ltd., were friendly 
and some representatives of the plaintiff visited the plant of Wm. A. 
Rogers, Ltd., at Niagara Falls, Ont., and there was some discussion 
of the business of William A. Rogers, Ltd. The record does not 
show any negotiations by plaintiff for the acquisition of the Wm. A. 
Rogers, Ltd., business, and other assets, but defendant believes 
that such was the purpose of the visit. 

But, be that as it may, it was the defendant, however, and not 
the plaintiff which acquired these assets, paying therefor a sub- 
stantial sum of money, as stated in the records to be approxi- 
mately $2,000,000. 

Defendant soon after the purchase transferred the business and 
the place of manufacture to Sherrill, near Oneida, N. Y. Defend- 
ant continued the Rogers business from its Sherrill plant. Plain- 
tiff indulged in some practices after the acquisition which were 
not done by Wm. A. Rogers, Ltd. These will be referred to later 
herein. Plaintiff brought this suit in June, 1931, seeking the relief 
previously mentioned. 

At the outset plaintiff was met by the contention that it has no 
grievance for redress; that whatever right it or its predecessors 
may once have had to the exclusive use of the word “Rogers” on 
silverware, if any, has been lost by acquiescence, laches and estop- 
pel arising from the conduct of business by its predecessors and by 
plaintiff in competition with that of defendant’s predecessors, its 
acquiescence for over thirty years in the use by defendant’s prede- 
cessors of the use of the word “Rogers” and the various trade- 
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marks on the silverware made by them and by the manner in which 
defendant’s predecessors conducted business with full knowledge 
on the part of plaintiff and plaintiff’s failure to take any steps to 
protect its alleged rights other than the commencement by its 
predecessors and abandonment of litigation against the defendant's 
predecessors, in most of which it was defeated, while defendant’s 
predecessors spent large sums of money in advertising their own 
“Rogers” silverware business, in the construction of manufacturing 
plants, in the development of their “Rogers’’ business, in litigation 
to protect both plaintiff and themselves, particularly Wm. A. 
Rogers, Ltd., against the use of the “Rogers” on silverware by 
third party interlopers and in the acquisition of the business of 
Wm. A. Rogers, Ltd., and by other acquiescence and conduct on the 
part of the plaintiff. 

On this state of facts the defendant asserts that it would be 
highly inequitable at this late date to permit the plaintiff to exclude 
the defendant from the use of the word “Rogers” on its silverware 
or for anybody to exclude the defendant from manufacturing its 
silverware in the same manner that its predecessors have done 
during these thirty odd years. 

The plaintiff asserts that its conduct does not constitute acqui- 
escence, laches or estoppel and even if it were acquiescence, plain- 
tiff has not lost its right to the exclusive use of the word “Rogers” 
on silver-plated tableware, nor the right to exclude this defendant 
from doing things which plaintiff and its predecessors made no 
attempt to stop except as above stated. 

Plaintiff asserts in substance that whatever defendant’s prede- 
cessors did, with plaintiff's knowledge, was in the nature of a 
revocable license; that it could revoke this license at any time, that 
it might successfully sue the defendant’s predecessor at any time 
and has the same right now as it did then, to sue the defendant for 
the relief to which it now claims to be entitled. 

Plaintiff's position may be stated in its own language, page 48 
of brief: 


In general, neither laches or acquiescence is a defense in this action 
for trade-mark infringement or unfair competition, so long as the mark 
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or name complained of has not been abandoned or has maintained its 
significance with the public as designating origin, the aggrieved party is 
entitled to an injunction to stop the infringer and unfair trader. 

It supports its decision chiefly by the case of McLean v. Flem- 
ing, 96 U. S. 245, and Menendez v. Holt, 128 U. S. 515, which 
plaintiff asserts have since been consistently followed by the courts. 

In the McLean case, supra, the court said: 


Acquiescence of long standing is proved in this case, and inexcusable 
laches in seeking redress, which show beyond all doubt that complainant 
was not entitled to an account, nor to a decree for gains or profits; but 
infringement having been proven, showing that the injunction was properly 
ordered, he is entitled to the costs in the circuit court; but the decree for 
an account and for the supposed gains and profits being erroneous, the 
respondent as appellant is entitled to costs in this court. 

In that case the court said that the defendant had been in busi- 


ness for more than forty years and that: 


during that period, or more than one-half of it, he had been using labels 
and trade-marks corresponding more or less to those used by the prede- 
cessors of the complainant, some of whom, during all or most of that 
time, know what the labels and trade-marks were which were used by 
the respondent, the evidence to that effect being full and decisive. 

In the Menendez case, supra, the Supreme Court was asked to 
reconsider the above case of McLean v. Fleming and said that it: 


saw no reason to modify the general proposition. . . . The intentional 
use of another’s trade-mark is a fraud and that when the excuse is that 
when the owner permitted such use, that excuse is disposed of by affirma- 
tive action to stop it. 

Plaintiff also cites Sarlehner v. Eisner, 179 U. S. 19, and vari- 
ous other cases. 

In the McLean case the defendant was found to have infringed 
plaintiff's trade-mark. There was nothing to prevent relief except 
the lapse of time, and while this was held sufficient to deny account- 
ing and profits, it did not prevent injunctive relief. 

There are many other things beside mere lapse of time in the 
case at bar, as shown, and there has been no infringement of trade- 
mark here proved or charged, except as to the use of the word 
“Rogers,” which by itself is not the subject of a trade-mark, and 
except a similarity, but not identity, of trade-marks. 
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The Menendez case is likewise a case of trade-mark infringe- 
ment. The only defense was that defendant was permitted to use 
the trade-mark. Held, suit was sufficient revocation of permission. 

The Saxlehner case was also substantially a trade-mark infringe- 
ment case, where there was a simulation of plaintiff’s label and the 
only defense to that fraud was laches, which the court held not 
well founded. 

Most of the other cases urged by plaintiff are those of trade- 
mark infringement or of cases of unfair competition where attempt 
to defend was made solely upon the ground of laches arising from 
mere lapse of time, or cases of continuing or intermittent damages 
to property, real or personal, such as Meruk v. New York, 223 
N. Y. 271, 276. 

The defendant apparently does not dispute this general doctrine 
that mere lapse of time is no defense in trade-mark infringement 
or even in unfair competition, when unconnected with other facts, 
such as exist’ here. 

It asserts that this doctrine has no application here because the 
many facts here other than mere lapse of time make such authori- 
ties inapplicable here. It contends, moreover, that it has never 
used any of plaintiff's trade-marks, but has used only its own 
trade-marks lawfully acquired from its predecessor, all of which 
were duly registered many years ago to the knowledge of the 
plaintiff. The better authorities seem to support the defendant’s 
contention. 

In French Republic v. Saratoga Vichy Company, 191 U. S., 
plaintiff there claimed exclusive rights to the name “Vichy,” which 
plaintiff asserted had acquired a secondary meaning. It appeared 
that “Vichy” was a geographical name indicating the place from 
which the waters were obtained. The court held: 


A serious difficulty in the way of enforcing an exclusive right on the 
part of the plaintiff was their apparent acquiescence in such use by others. 
For thirty years the defendant, the Saratoga Vichy Company, has been 
openly and notoriously bottling and selling these waters under the name 
“Saratoga Vichy” until it has become an extremely serious matter to 
plaintiff. 
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After reciting the fact of the widespread use of the words 
“Saratoga Vichy” a situation of which the plaintiff could not be 
unaware, the court said further: 


In fact, they had allowed the name to become generic and indicative 
of the character of the water. With all these facts before them and with 
the largely increased sales and competition of the defendant company, 
no move was made against them for twenty-five years and until 1898, 
when this bill was filed. A clearer case of laches could hardly exist. 

Plaintiff asserts that this case has no application because it was 
a geographic name which became generic. Nevertheless, this case 
is persuasive that circumstances such as exist here will bar the 
plaintiff from treating this case as if the defendant were just com- 
mencing to sell silverware under the name “Rogers” and the marks 
used by defendant, or as if a mere lapse of time with nothing more 
were involved. 

Some other applicable cases on the plaintiff's contention that 
all that has happened since 1894 does not in any respect change 
its rights from what they were in 1894, which support defendant's 
contention are: Window Glass Machine Company v. Pittsburgh 
Plate Glass Company, 284 Fed. 645; Carroll § Son v. McIlvanie § 
Badwin, 188 Fed. 22; Pflughetal v. Eagle White Lead, 185 Fed. 
769; Old Lexington Club Whiskey v. Kentucky Dist. Co., 284 Fed. 
464 Affirmed, 247 Fed. 1005 [8 T.-M. Rep. 118]; George J. Meyer 
Mfg. Co. v. Miller Mfg. Co., 24 Fed. (2nd) 505; McKesson & 
Robbins, Inc. v. Phillips, 58 Fed. (2nd) 342 [20 T.-M. Rep. 848]; 
Coca-Cola Co. v. Carlisle Bottling Works, 43 Fed. (2nd) 119 [19 
T.-M. Rep. 127]. 

But aside from all the other facts in the case bearing on laches, 
acquiescence and estoppel, the plaintiff is also confronted with the 
legal effect of the two suits for injunction brought by its prede- 
cessor, Wm. A. Rogers Mfg. Company, against Wm. A. Rogers in 
1894 and 1897, in the Federal Court in the Eastern District of 
New York, dismissed for lack of prosecution in 1917, and of the 
dismissal in 1918 of the case in Connecticut against the Simeon L. 
and George H. Rogers Company. 





INTERNATIONAL SILVER CO. V. ONEIDA COMMUNITY, LTD. 507 


In the first case the Wm. Rogers Mfg. Company was granted a 
preliminary injunction, but this was reversed and set aside by the 
Circuit Court of Appeals in opinion reported in 70 Fed. 1019. 

In the second, a preliminary injunction was denied (84 Fed. 
639) and denial was affirmed in 95 Fed. 1007 without opinion. 

The plaintiff's predecessor there asked for much of the relief 
which the plaintiff again asks here. 

In the second suit the plaintiff asked that the defendant, Wm. 
A. Rogers, be restricted from making or selling silver-plated ware 
bearing the mark “Wm. A. Rogers” and from advertising or offer- 
ing for sale such silver-plated ware as “Rogers” goods, or the 
“Celebrated Rogers” goods, or “Genuine Rogers Goods” or “Genu- 
ine Wm. Rogers Goods” or from using the abbreviation ““Wm.” in 
connection with the word “Rogers” or from using the word “Rogers” 
in any manner on his goods, labels or containers or in advertise- 
ments, 

There was little dispute of fact in the pleadings and affidavits 
in these cases. The refusal of the Appellate Court to uphold the 
preliminary injunction in the first case and to interfere with denial 
of such injunction in the second suit was based largely on assump- 
tion that the defendant was doing that which he was charged with 
doing and were decisions that he had a lawful right so to do, at 
least to the extent of using his name, Wm. A. Rogers, on his goods 
and advertising them as “Rogers” goods and as “the Genuine 
Rogers Goods as used by the United States Government,” despite 
any confusion that might result in the minds of purchasers or even 
despite the fact that unscrupulous dealers might represent his goods 
as those of plaintiff. 

The suits never proceeded to final judgment, but were dismissed 
under court rule in 1917 with leave to renew upon satisfaction 
excusing the delay in prosecution. Those suits were never revived. 
There was, of course, no final judgment in those suits. But there 
is no excuse offered in this suit for failure to prosecute these suits 
or either of them, though they are both mentioned in the complaint. 
Doubtless no reasonable excuse can be offered. The plaintiffs here 
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must be held burdened with the effects of that dismissal of litiga- 
tion, which the ingenuity of other counsel cannot avoid. 

That the old suits could not now be revived seems reasonably 
clear. Goodyear D. V. Co. v. White, 46 Fed. 278; Beach v. Rey- 
nolds, 58 N. Y.; Lych v. Park, III N. Y. 850; Brown v. Fletcher, 
140 Fed. 639; Spring v. Webb, 227 Fed. 481. 

Nor could they be revived without affirmative action to that 
effect in the same or another competent court, excusing the delay 
or remedying the defect. Automatic Switch Company v. Cutler- 
Hammer Mfg. Company, 147 Fed. (C. C. A. 2) 250. 

In County of Mobile v. Kimball, 102 U. S. 691, urged by plain- 
tiff as applicable here, a dismissal without prejudice was granted 
in the State Court. Within a very short time the action was brought 
anew in the Federal Court and held maintainable there because, in 
the pleadings, the plaintiff obviated the defect which caused the 
dismissal in the State Court. No such thing has been done or could 
be done here. 

While these two cases cannot be held to be res adjudicata as 
to the matters therein provisionally litigated, yet, in connection with 
all the subsequent acts and conduct of both parties and their suc- 
cessors as heretofore partially set forth during the lapse of more 
than thirty years, during which the defendants predecessors went 
on their way untouched by litigation or protest, spending much 
money and effort in building up their Rogers silverware business, 
the plaintiff should be held in a court of equity to be barred from 
renewing litigation when the position of the parties has so greatly 
changed and defendant would be so seriously damaged were the 
court to set the parties back to the situation of their predecessors 
over thirty years ago. 

So, too, in large measure, is the effect of the Connecticut case 
(110 Fed. 955) where the plaintiff here obtained a preliminary 
injunction in 1901 against the Simeon L. and George H. Rogers 
Company which somewhat restricted the activities of that defend- 
ant, but did not restrain the defendant from selling and advertis- 
ing its silver under its name and mark on the silver itself its cor- 
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porate name, “Simeon L. and George H. Rogers Company.” The 
case never proceeded to trial, was dismissed in 1913 and has never 
been revived and, doubtless, cannot be, for no excuse for non- 
revivor is, or can be, here offered. 

Not without significance is the trade-mark litigation more than 
twenty years ago when plaintiff here sought vainly to prevent 
defendant’s predecessor from registering certain of the latter’s 
trade-marks. 

While in no sense determining any question of unfair competi- 
tion these cases show clearly that such trade-marks did not infringe 
those of plaintiff and also that plaintiff was fully aware of what 
defendant’s predecessor was doing in carrying on its business. 

Plaintiff, however, contends that the word “Rogers” on silver- 
ware has acquired a secondary meaning indicating only the wares 
of plaintiff, or if it has not acquired such secondary meaning in a 
technical sense, the word “Rogers” has for eighty years been 
associated with the goods of the International Silver Company and 
its predecessors, and that plaintiff should be protected by reason 
thereof, whatever else has happened. 

If this court is correct in its view that plaintiff is now barred 
from asserting any right to the exclusive use of the word “Rogers” 
on silverware, there seems little need to consider a contention 
which plaintiff may not make. 

But plaintiff has not fairly established that secondary meaning 
of association of “Rogers” with plaintiff's wares which it claims 
and cannot well establish it. 


There has never been a time since Rogers ware began to acquire 


a reputation for excellence when there were not two or more con- 
cerns making and selling the “Rogers” goods and usually having 
the word “Rogers” in the name of the manufacturer. 

From 1865 to 1899 the number of such concerns ranged from 
three to eight. From 1901 to 1918 there were three. From 1918 
to 1929 there were two. 

While it is true that since 1898, when it was incorporated, the 
plaintiff has been by far the largest manufacturer of silver flat 
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ware, making and selling about $100,000,000 down to 1929, yet 
the rival concerns have not been inconsequential. The very con- 
siderable sales of both Wm. A. Rogers, Ltd., and Simeon L. and 
George H. Rogers have been shown. Combined, they measure 
well up to half as much as those of plaintiff's. The advertising 
of defendant’s predecessors also was a substantial sum, even though 
much less than that of plaintiff. 

Plaintiff’s evidence of the widespread sale and reputation of 
“Rogers” goods does not go to the extent of showing that “Rogers” 
goods means plaintiff's goods and plaintiff's goods only. 

Between 1900 and 1929 plaintiff by its advertising before 
referred to substantially disclaimed exclusive rights in the word 
“Rogers.” The advertising in the catalogues, magazines and deal- 
ers’ advertisements of the name and trade-marks of defendant’s 
“Rogers” goods, sometimes alone and sometimes with plaintiff's 
goods, has been substantial. 

A considerable number of jobbers’ and retail dealers’ witnesses 
were sworn by defendant and testified that they had handled Wm. 
A. Rogers goods for many years, and that such goods had a good 
reputation and that there was, at least to some extent, a custom 
to offer goods of both plaintiff and defendant’s predecessor when 
“Rogers” goods were asked for and when defendant’s goods were 
sold as “Rogers,” there had been no complaint. This evidence is 
at least as strong as that of plaintiff's employees, who went to 
many stores to buy “Rogers” silverware and reported the happen- 
ings of some, but not all, of such stores. 

That there was occasional attempt to pass off defendant’s prede- 
cessors’ goods as those of plaintiff's may be taken as true, though 
defendant claims such evidence is incompetent, coming from em- 
ployees. 

Plaintiff also asserts that its exclusive right to use the word 
“Rogers” has been many times adjudicated. There has been litiga- 
tion brought by plaintiff and its predecessors against various per- 
sons other than defendant and its predecessors in some of which 
such language as stated was used. 
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So, too, there has been litigation brought by defendant or its 
predecessors against defendants other than the plaintiff here or 
its predecessors in which it was said that the International Silver 
Company did not have exclusive rights to “Rogers.” 

The rule applicable to these last-mentioned decisions is well 
stated by plaintiff at page 93 of its brief: “In these cases plain- 
tiff (here) was not a party and, of course, is not bound by what 
was held therein.” 

So, too, the defendant here is not bound by what was held in 
the suits brought by plaintiff, here, to which neither defendant 
nor any of its predecessors were a party. 

There have been four cases in which plaintiff or its predecessors 
have been parties plaintiff and the defendant or its predecessors 
or assigns have been defendant, in which the right to the exclusive 
use of the word “Rogers” was involved. These are the two cases 
in the Eastern District, the one in Connecticut and the case of 
American Trading Company v. Heacock, 295 U. S. 247 [22 T.-M. 
Rep. 127]. 

None of the first three held that plaintiff was entitled to such 
use. So far as they decided anything, they decided that plaintiff 
had no exclusive right. They never proceeded to final judgment 
as heretofore shown. 

The American Trading Company case, which plaintiff cites, has 
little bearing here, for it was confined to determination of the rights 
of the parties in the Philippine Island trade, which was held to 
be virgin territory when Heacock began business there years be- 
fore, and later, in 1918, registered “Rogers” as a trade-mark under 
the Philippine Act of 1903, which gave certain exclusive rights 
to Heacock within the Islands. The case decided nothing as to 
the respective rights to use “Rogers” on silver-plated ware in the 
United States. The court said (page 260): 


In this respect it is unnecessary to consider the respective rights of 
the International Silver Company and William A. Rogers, Limited, in 
relation to the use of their marks in the United States. 


It has never been finally determined, therefore, in any litiga- 
tion in which the defendant or its predecessors were a party that 
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plaintiff, or its predecessors, have, or have had since 1894, any 
exclusive right to use the word “Rogers” on silverware because of 
acquired secondary meaning or association indicating that goods 
bearing the name “Rogers” are the goods of plaintiff's manufac- 
ture. 

All the facts and circumstances shown in the evidence here 
of the acts and conduct both of defendant’s predecessors and of 
plaintiff and its predecessors, the extensive business built up by 
defendant’s predecessors, including the litigation begun between 
the parties and their predecessors, compel the conclusion that 
plaintiff is barred from enjoining the defendant from continuing 
the business acquired by it from Wm. A. Rogers, Ltd., either on 
the ground that the word “Rogers” has acquired a secondary or 
associated use as indicating plaintiff’s goods, or that there are any 
binding adjudications upholding plaintiff’s exclusive right to use 
the word “Rogers” on silver-plated flat ware, with the qualifica- 
tion, however, that this does not include any use of the name 
“Rogers” on or in connection with its wares or in advertising which 
began so short a time before 1929 as not reasonably to have been 
known and acquiesced in by plaintiff and was different from the 
conduct of the business by defendant’s predecessor during the many 
years prior to the acquisition thereof by the defendant. 

Upon the trial, plaintiff also contended that even if the original 
William A. Rogers had the right to use his own name, “Rogers,” 
upon his wares when he entered upon the manufacture and sale 
of silver-plated tableware, in which business the name “Rogers”’ 
has been made well known by plaintiff's predecessors and enjoyed 
great esteem, yet this right was personal to him and could not be 
transmitted to the corporation consisting of his name incorporated, 
and could not be transmitted to the successors of that corporation. 

The history of the business of defendant’s predecessors shows 
that Wm. A. Rogers did business in his individual name from 
1894 until about 1902 and that thereafter he caused to be incor- 
porated the corporation of Wm. A. Rogers, Ltd., to which he 
assigned the good-will of the business and the business was there- 
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fore continued in the name of William A. Rogers, Ltd., until its 
sale to the defendant in 1929. 

It was during the time from the creation of the corporation of 
Wm. A. Rogers, Ltd., in 1902 down to its sale to the defendant, 
that this $500,000 was expended in advertising, that large invest- 
ments were made in the plants and in developing the business. It 
was during this time also that almost all of the things, except the 
two cases in the Eastern District of New York occurred, upon 
which plaintiff may be held to be barred for reasons aforesaid 
from now invoking the powers of the court of equity to destroy 
the business in which defendant’s predecessors have invested such 
large sums of money and to which so much effort has been devoted. 

That an individual may pass to a corporation the business and 
benefit which he built up in his individual name, whether he makes 
the transfer for pecuniary or sentimental considerations looking 
to a perpetuation of the name in connection with such business, 
seems well established. Howe Scale Company v. Wyckoff, 198 
U. S. 118; American Steel Foundries v. Robertson, 269 U. S. 872 
[18 T.-M. Rep. 289]; LePage Company v. Russia Cement Com- 
pany, 51 Fed. 941; Beechnut Company v. Lorillard Co., 273 U. S. 
629 [17 T.-M. Rep. 159]; Waterman Company v. Modern Pen Co., 
235 U. S. 88 [5 T.-M. Rep. 1]; Brown Chemical Company v. 
Meyer, 189 U. S. 540. 

If the plaintiff is thus barred as to William A. Rogers, indi- 
vidual, it is also barred as to the corporate William A. Rogers, and 
as to the defendant as the successor of the corporate William A. 
Rogers, Ltd., for the defendant had the right to rely with all the 
facts in its possession, upon the right of Wm. A. Rogers, Ltd., to 
conduct its business and upon defendant’s right to lawfully acquire 
and continue the same in the same manner as it had been continued 
prior to the acquisition by the defendant. 

Plaintiff further contends that the defendant has, since the 
acquisition, been guilty of certain acts, which in and of them- 
selves constitute unfair competition and that the inequitable con- 
duct of the defendant destroys all the defense of acquiescence, 
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laches and estoppel and leaves the defendant in the position of 
coming into a court of equity with unclean hands. 

It should be realized, however, that the doctrine requiring one 
coming into a court of equity to have clean hands, applies rather 
to him who invokes the powers of the court, than to him who 
defends. Assuming that the doctrine applies to both parties, the 
facts here indicate that the hands of both parties are somewhat 
soiled and it may not be expedient to try to determine whose hands 
are most soiled, nor to deny relief to both. Further reference will 
be made to the defendant’s situation in this respect later herein. 

Plaintiff’s contention as to the respects in which the defendant 
has been guilty of acts and conduct which were not practiced by 
the defendant’s predecessors and which constitute unfair competi- 
tion, may be summarized as follows: 

1. That defendant purchased the Wm. A. Rogers good-will 
and business for no other reason than to trade upon plaintiff's 
admitted good-will, and benefit by its national advertising; and 

2. The defendant purchased the Wm. A. Rogers, Ltd., business 
to debase the Rogers goods and name and gradually persuade the 
public to believe that its Community Plate is the only reliable 
silver-plated tableware to be found. 

8. That defendant has represented its “Rogers” goods as those 
of the plaintiff and sought by various means to induce the public 
to purchase its goods as those of the plaintiff. 

The first and second of the last above charges of the plaintiff 
seem inconsistent with each other. If defendant bought the Wm. A. 
Rogers, Ltd., business, good-will, etc., to debase the “Rogers name” 
and enhance the reputation of the Community Plate, it could hardly 
have made the purchase to trade upon plaintiff's admitted good- 
will and reputation in the sale of “Rogers” goods and to benefit 
by its national advertising. One motive or the other must be 
discarded for one person or corporation could not well do both. 

There is no substantial evidence of debasement of its “Rogers” 
goods by defendant. On the contrary, it bettered the quality of 
some of the initial lines of goods made by its predecessor. 
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While plaintiff strenuously contends that defendant bought 
the Wm. A. Rogers good-will and business so that it might trade 
upon plaintiff’s reputation for “Rogers” goods and take advantage 
of its national advertising, there is little support for this conten- 
tion in the evidence so far as the defendant’s lines bearing the 
word “Rogers” in connection with some of defendant’s trade-marks 
stamped thereon is concerned, but there is substantial, if not incon- 
trovertible, evidence of such practice by the defendant in the 
so-called initial lines. 

Even though plaintiff is barred from interferring with defend- 
ant in doing what it may lawfully do in selling its goods with the 
word “Rogers” in connection with the trade-marks and symbols in 
the same lawful manner that its predecessor did and could do, 
that does not permit defendant to depart from the conduct of its 
predecessor and indulge in unfair competition. But before dis- 
cussing that, attention may be briefly given to defendant’s right 
to acquire what Wm. A. Rogers, Ltd., actually did. 

Ordinarily a third party may not question the right of a person 
to buy from his neighbor, even though he be a competitor, what 
he may lawfully purchase in the absence of prohibitory statutes 
or common-law doctrines based on public policy. No contention 
is made by plaintiff that there is such prohibitory law and it may 
be doubted whether plaintiff could invoke such law if there were 
any. 


An unworthy motive in purchasing another’s business is hardly 
the concern of a third party, unless the subsequent acts of the 
purchaser in a course of conduct unlawful as to the third person 
amply proves such motive. Even then it is the subsequent acts and 
conduct which is actionable and not the motive in purchasing, and 
the third party’s remedy must be restricted to relief and remedy 
against the unlawful subsequent acts and conduct and the motive 
is not more than evidence to support the intent and effect of such 
subsequent acts and conduct. Indeed, the natural result and effect 
on the rights of the third party is the important fact, whether or 
not such result and effect were intended. 
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There are various things alleged to be done by defendant in 
the effort to pass off its goods for those of plaintiff and referred 
to by the general statement of the last No. 8 above. 

The acts as charged by plaintiff are chiefly these: 

1. Its plan of inducing dealers to advertise and represent its 
wares as plaintiff's wares. 

2. Its suppression of its own name in connection with its wares 
marked or sold as “Rogers” ware and its false representations as 
to who does manufacture it. 

8. The policy of foregoing national advertising while inducing 
dealers and the public to believe that defendant’s “Rogers” ware 
is nationally advertised. 

Plaintiff has shown certain acts and conduct on the part of the 
defendant which were not long practiced by its predecessors and 
to which there can be no defense of acquisition, laches or estoppel. 

William A. Rogers, Ltd., manufactured and sold certain silver- 
plated ware of inferior quality under the marks “R.S. Mfg. Co.” 
and the initials “W.R.” and “S.L. and G. A. R. Co.” but it did 
not represent them as “Rogers” goods nor did it attach its name 
as maker on the ware or on the containers, nor did it guarantee 
such goods. 

Since defendant acquired the business of Wm. A. Rogers, Ltd., 
it has made and sold goods under the same marks and has repre- 
sented or authorized its agents to represent these goods as “Rogers” 
goods, and backed by a “Rogers” guarantee. 

The proof of this is indisputable, for it comes from defendant’s 
own written sales instruction to its agents or in writing directly to 
the dealers. One or two illustrations will be sufficient to establish 
the fact. 

In defendant’s general sales letter dated April 15, 19830, Num- 
ber 55, it is said to the salesman: 





Do not lose sight of the fact that this is an all hard metal line, our 
prices are low, all number stamped W.R. Therefore, the dealer is privi- 
leged to use the name “Rogers” in connection with his advertising. 
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And in its Bulletin of May 14, 1981, to all salesmen, defend- 
ant’s sales manager said with reference to silverware marked 
“W. R. A-1,” that department stores would be enabled: 
to offer this line at a rather extreme reduction, quality and name con- 
sidered, and still make a very handsome profit; 


and further, could make this proflt by: 


offering special sets or open stock at reduced prices and always trading 
on the use of the full name in our guarantee. . 

In a letter to a dealer, defendant said with reference to silver 
marked only with the initials “W. R.”: 


. . But a guarantee signed by some off brand doesn’t mean very much 
and a guarantee with Rogers name on it means “Rogers” goods and is 
backed by the Rogers Organization. 

Again defendant said to a dealer, relative to the “W. R.” 
grade (Plaintiff's Exhibit 44-X): 

We do, however, have a line which can be advertised as a Rogers 
product and carrying a trade-mark “W. R.” that we believe can be very 
nicely worked into your proposition. 

With reference to ware marked “S.L. and G. H. R. Co.,” de- 
fendant says in Plaintiff's Exhibit 56-X that this ware can be sold 
as “Rogers” ware and further in Plaintiff's Exhibit 57 it is said: 

A printed guarantee slip will be packed in every box and its printed 
form will be such that the full name Rogers is tied to the goods. 

Similar evidence relates to the ware marked “R. S. Mfg. Co.” 

In the notes of the sales meeting of July 14, 1930, defendant’s 
managing agent told the salesmen with reference to the defendant’s 
goods, including the W. R. and R. S. Mfg. Company lines: 


Sell Rogers name on cutlery. . . . Stuff your ears with cotton and say 
Rogers. 


When one Abelson, a dealer in New Jersey, who represented 
the “R. S. Mfg. Company” ware as the “famous Rogers ware,” was 
sued by plaintiff to restrain him from so doing, defendant under- 
took the defense of the suit. These things are clearly unjustifiable 
and constitute unfair competition in this respect. 

The fact that defendant improved the quality of the initial 
lines of goods does not change the situation, for the quality was not 
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improved to the standard of excellence of the goods bearing the 
name “Rogers” stamped thereon, put out by both plaintiff and 
defendant. 

These goods so represented were put out in considerable quan- 
tities to redemption bureaus and to merchants, conducting adver- 
tising campaigns to increase sales by giving as premiums a piece of 
“Rogers” silverware or “genuine Rogers” goods. 

There can be little doubt that such goods so represented were 
passed off, and expected by defendant to be passed off, as plaintiff's 
“Rogers” goods as well as their own “Rogers” goods, for plaintiff's 
“Rogers” goods were better known. The effect also was likely to 
injure the reputation of the higher grade “Rogers” goods, there- 
tofore sold by both parties hereto. The defendant perhaps could 
look on this result with complacency for it also manufactured and 
sold the high-grade and extensively advertised “Community Plate,” 
which business would be likely to benefit if the “Rogers” name was 
tarnished. But the plaintiff is in-no such position for it sells only 
“Rogers” silverware. 

The defendant also in its instruction to salesmen directed them 
to deliver to dealers a cut or lithograph of the same size and 
appearance as a page advertisement in the Saturday Evening Post 
in which the plaintiff was at the time advertising its “Rogers” 
goods. These things were referred to as “Saturday Evening Post 
Size Advertisements” and as “Re-prints.” This was highly mis- 
leading to the public and doubtless also to some dealers and as 
indicating or authorizing the salesman and dealer by this indirec- 
tion to lead them to believe these were “Rogers” goods advertised 
in this publication by the plaintiff and that the cut or lithograph 
was a reprint of such advertisement. 

Defendant’s managing agent admitted this to have been a stupid 
blunder, but there is some uncertainty as to the total discontinuance 
of the practice and injunction is the best way to remove the uncer- 
tainty. 

The defense to the various things done by defendant and not 
done by its predecessors is chiefly this: 
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(1) These things do not show passing off of defendant’s goods 
as those of plaintiff —--——— representing goods bearing the initial 
brand as “Rogers” goods is not a passing off as plaintiff's goods, 
unless plaintiff has exclusive right to use the word “Rogers” on 
silverware. 

(2) Plaintiff itself represents its initial goods as “Rogers” and 
cannot be heard in equity to complain of defendant for doing the 
same thing. 

(3) Defendant’s immediate predecessor represented some of 
the initial lines as “Rogers” goods which must have been known 
to plaintiff and plaintiff therefore is bound by the acquiescence. 

(4) Defendant is not bound by representations of dealers made 
without its knowledge. 

Defendant seems to proceed on the assumption that it has equal 
rights with plaintiff to the use of the word “Rogers” on silver- 
plated tableware. At least such is the inference to be drawn from 
the contention that plaintiff is not entitled to any relief in this 
action, unless it can establish that the word “Rogers” has a sec- 
ondary meaning indicating plaintiff's ware only. 

Such inference is not warranted. It does not follow that, 
because plaintiff has failed to establish such secondary meaning for 
the word “Rogers,” plaintiff has not a superior right to the use 
of the word. Plaintiff’s predecessors were making “Rogers” goods 
for many years and had built up a name for excellence of product 
before Wm. A. Rogers began business in 1894. The latter was in 
the position of a second comer, at least in 1894, and the acts and 
conducts held herein to bar the plaintiff from now litigating what 
it might have litigated years ago does not go to the extent of giving 
defendant equal rights to the use of the word “Rogers” on silver- 
_ ware. 

Defendant has only such rights to the use of the word “Rogers”’ 
as flow from the right of Wm. A. Rogers to use his own name and 
trade-marks in the business and such additional rights as its prede- 
cessors acquired by long-continued use of the name and additional 
marks which plaintiff is barred from now attacking by reason of 
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its laches, acquiescence and possibly estoppel. That plaintiff's 
“Rogers” goods are and have always been better known than those 
of defendant must be accepted as a fact. No conduct on the part 
of the plaintiff has given defendant an equal right to, or equal 
property in, the word “Rogers.” 

It follows, then, that the defendant is guilty of unfair com- 
petition when it represents the initial lines as “Rogers” goods 
unless its predecessors did the same for so long and under such 
circumstances that plaintiff is barred as it is barred from enjoining 
by the defendant the use of the word “Rogers” and the six trade- 
marks bearing the word “‘Rogers,” which has continued for approxi- 
mately thirty years. 

The proof shows no such long practice, knowledge, or acquies- 
cence on the part of the plaintiff. Assuming that for a short time 
Wm. A. Rogers, Ltd., the immediate predecessor, did represent 
some of the initial goods, such as R. S. Mfg. Company goods as 
“Rogers” goods, it was but for a short time and was without right. 
The proof shows but one instance of such sale of the R. S. Mfg. 
Company goods as “Rogers,” viz., in 1927 by Sears, Roebuck of 
Chicago. Defendant’s manager testified that he believed the prac- 
tice of the predecessor was not to permit these goods to be sold as 
“Rogers” goods (p. 2221). Defendant cannot in the short time 
since its acquisition convert this practice into a right. 

Defendant asserts that its policy also was to forbid the use of 
the name “Rogers” in connection with the R. S. Mfg. Company 
line and so instructed its salesmen on January 21, 1981 (D. E. 
364). A letter to a concern in Reading, Pa., dated March 7, 1930, 
is to the same effect. Other evidence, however, indicates an expecta- 
tion, if not a desire, that the goods should be so represented. 

It is true that defendant is not bound by representations made 
by dealers as to which it has no knowledge or privity, but the proof 
is here undisputed that defendant did specifically declare to dealers 
that they had the right to make such representations and defendant 
is bound by the representations of such dealers. 

The fact that plaintiff also sold initial lines in considerable 
quantity during nearly all the time since 1908 and even earlier, as 
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to the goods bearing the initials “R. and B.” is relied upon also 
by the defendant as showing that both parties did the same thing 
and that, therefore, neither has a grievance of which it may com- 
plain of the other in equity. This would be so if the parties had 
equal rights to the word “Rogers.” But such is not the situation. 

The plaintiff may represent its initial wares as “Rogers” goods 
if it sees fit and does not thereby transgress any of defendant’s 
limited rights, unless it represents them as defendant’s “Rogers” 
trade-marks. 

Defendant has only such limited rights as its predecessor, Wm. 
A. Rogers, Ltd., had, and the right to sell its inferior initial lines 
as “Rogers” goods is not one of its rights. 

The contention of the plaintiff that it has suffered by some 
act of unfair competition in selling its goods, both the initial lines 
and those with the word “Rogers” and a trade-mark stamped 
thereon, under the old name of Wm. A. Rogers, Ltd., and Simeon 
L. and George H. Rogers Company, when in fact such concerns do 
not exist, is not well founded, except as to the initial line. There 
were such corporations, but they were foreign corporations. They 
have been dissolved and if domestic corporations under the same 
name have been organized in their place, all of whose stock is 
owned by defendant, that constitutes no fraud upon the plaintiff 
nor upon the public. A corporation may acquire competing cor- 
porations and their good-will, trade-marks and business and con- 
tinue the business under the old corporate names and trade-marks 
as competitors with each other. American Safety Razor Company 
v. Inter. Safety, 34 (Fed.) 2nd, 445, reversing 26 Fed. (2nd) 108 
[22 T.-M. Rep. 507]. 


No good reason appears why such acquired corporations may 
not be dissolved when they are foreign corporations and reor- 
ganized as domestic corporations. 


A purchaser of a business and good-will may also change the 
place of manufacture, if that is not an essential element in the 
good-will. Cases like Manhattan Medicine Company v. Wood, 
108 U. S. 218 are not controlling here. In the Manhattan Medi- 
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cine case the article in question was a medicine always sold with 
a label plainly showing by whom and at what place manufactured. 

The court held these statements important to the public and 
deceptive when the medicine was manufactured at another place 
by another person. There was apparently only one such manu- 
facturer of this medicine. 

There have been at least two manufacturers of table silverware 
bearing the word “Rogers” since 1862 and the silverware itself 
does not disclose the place of manufacture nor, ordinarily, the name 
of the maker, and when the manufacturer’s name appears it is 
barely legible though it usually appears on the container or in: 
advertisements. 


Cases more nearly applicable here are: Layton Pure Food 
Company v. Church Dwight Co., 182 Fed. 24; Chickering v. Chick- 
ering Sons Co., 215 Fed. 480 [2 T.-M. Rep. 492]; American Safety 
Razor Company v. Int. Safety Razor Company, 89 Fed. (2nd) 445 
[22 T.-M. Rep. 507]; Jacobs v. Beecham, 221 U. S. 268 [1 T.-M. 
Rep. 55]. 


Moreover, the plaintiff has, at least to some extent, omitted its 


name as the manufacturer of its “Rogers” goods and cannot com- 
plain if defendant has done the same. 

It follows, therefore, that defendant is within its rights and 
may sell its goods as “Rogers” goods, with the trade-marks con- 
tained with the word “Rogers,” which its predecessors long used 
and in which he and they had at great expense built up a good-will 
in the business and a certain right to the use of the word “Rogers” 
goods, and has the right to designate these goods as “Rogers” 
goods, so long as it does no more and does not represent them as 
plaintiff's “Rogers” goods or induce its customers to do so. It 
may not, however, sell the so-called initial lines as “Rogers” goods, 
unless it shall state in advertisements thereon or in any literature 
concerning the same and on all containers thereof, that the goods 


are manufactured by the defendant as successor to Wm. A. Rogers, 
Ltd. 
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The decree may provide for injunction to this effect against 
the defendant and may run to the initial lines of both William A. 
Rogers, Ltd., and Simeon L. and George H. Rogers Company. 

We now come to the defendant’s prayer for relief, for which 
defendant brought an action in the State Supreme Court in New 
York County and which it has interposed counterclaim in this suit, 
this case coming first to trial. The facts as to which defendant 
complains are briefly these: 

Since the acquisition by the defendant of the good-will and 
business of Wm. A. Rogers, the defendant has written letters to 
numerous of defendant’s customers and advertised certain things 
in numerous magazines. In the magazines the defendant adver- 
tised that it was the only maker of genuine original “Rogers” 
silverware and that all genuine “Rogers” silverware was made by 
the plaintiff, that all Rogers trade-marks are owned exclusively 
by the plaintiff. 

In letter of August 28, 1929, less than two months after the 
acquisition by the defendant of Wm. A. Rogers, Ltd., the plaintiff 
wrote to the Montgomery Ward Company concerning their cata- 


logue listing goods bearing the marks “‘William A. Rogers,” “Simeon 
L. and George H. Rogers Company” and “S.E. and G. H. R. Co.” 
as “Rogers” goods. 


But the International Silver Company has been granted an injunction 
for the Circuit Court of the United States for the District of Connecticut 
against Simeon L. and George H. Rogers. 

From the foregoing you will observe that Simeon L. and George H. 
Rogers are enjoined. 

Such an offer to sell would be in contempt of Court... . Your adver- 
tising of this merchandise is unfair competition and unquestionably violates 
our trade rights. . . . Our trade-mark rights to the name “Genuine 
Rogers” as set forth in suits brought by this company from time to time 
during the last fifty years, having particular reference to the injunction 
issued against . . . . Wm. A. Rogers. . . . Under this decision, the 
courts have adjudicated the International Silver Company to be the only 
manufacturer of silver-plated ware which can be legally advertised as real 
Rogers, genuine Rogers, original Rogers, etc. 


It appears that the language in the Montgomery Ward cata- 
logue is not materially different from the language advertising 
the goods of defendant and its predecessor in previous catalogues 
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of the same company for many years and defendant argues that 
such letters clearly manifest ill will toward the defendant. 

In a letter of April 9, 1930, the plaintiff wrote to a premium 
house in Chicago that a circular issued by it advertising defend- 
ant’s goods can be construed as “unfair competition and infringe- 
ment of our trade-mark rights.””’ The courts have adjudicated that 
the terms “genuine Rogers silverware,” “Rogers goods,” “Rogers 
silverware” are only associated with products bearing the Rogers . 
trade-mark name and marketed by the International Silver Com- 
pany. 

This circular also contained an erroneous statement relative 
to the decision of the courts permitting Wm. A. Rogers to use the 
name Rogers when accompanied by his own name. This letter 
also stated that the injunction granted by the Federal Court in 
1900 is standing today. Plaintiff continued to send out these 
letters and defendant has produced thirty-three of them. Most 
of them contain what is in effect a uniform statement, of which 
the following is a fair sample: 


It has been adjudicated in numerous suits brought over a long period 
of time in the courts of this country that the International Silver Company 
is the exclusive owner of all original Rogers marks, under which goods 
so branded came to be known and are known to the public as Rogers 
goods and that only the International Silver Company is entitled to the 
use of the name Rogers alone (that is, without using identifying names 
accompanying the word “Rogers” to identify silverware). 


On November 18, 1930, plaintiff wrote the Atlas Company 
relative to its advertising of defendant’s “Rogers” goods as “genu- 
ine Rogers silverware” as follows: 


The merchandise which you are offering under this head is not the 
International Silver Company’s manufacture and is not merchandise and 
not of our manufacture as genuine Rogers silverware. You are infringing 
upon our trade and trade-marks and engaging in unfair competition with 
our business. 


While there is a modicum of truth in the assertion that courts 
have adjudicated that the International Silver Company has the 
exclusive right to use the word “Rogers” on its silverware, such 
assertion is misleading. None of such adjudications are binding 


on the defendant, as shown. Moreover, there are other adjudica- 
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tions in some of which the plaintiff and its predecessors sought to 
restrain defendant’s predecessors from the use of the word “Rogers” 
and injunction was refused. 

No such statement should be made. 

It is also entirely erroneous to say that there are now any 
injunctions outstanding restraining the defendant or any of its 
customers from making, advertising, or selling its goods as “Rogers” 
goods within the limitation above outlined. 

The dismissal in 1913 of the Connecticut suit aforesaid, dis- 
solved the temporary injunction. A temporary injunction runs 
only until final judgment subject to dissolution by court order in 
the interim. The dismissal of the suit is a final judgment so far 
as the temporary injunction is concerned and that injunction cannot 
survive dismissal. 

A temporary injunction implies a pending suit. When the suit 
ceases, the temporary injunction either dies, in case of dismissal 
or special decree denying permanent injunction is made, or is 
merged in the final judgment granting permanent injunction if such 
judgment be granted. 

There is not, and has not been since the dismissal in 1913 of 
the Connecticut suit against the Simeon L. and George H. Rogers 
Company any injunction in favor of plaintiff restraining defendant 
from the use of the word “Rogers.” 

A statement that there ever were such injunctions would under 
existing circumstances be misleading and should not be made. The 
plaintiff should be enjoined from doing and from stating anything 
to the trade as to adjudications or injunctions, so far as defendant’s 
wares or customers are concerned. 

Plaintiff should also be enjoined from stating to the trade that 


plaintiff is the only manufacturer whose wares may be legally 


advertised as the real “Rogers” goods, and also from stating that 
selling the defendant’s goods bearing the name “Rogers” and the 
defendant’s registered trade-marks (other than the initial lines) 
is unfair competition or that anyone will be in contempt of court 
for selling defendant’s goods, other than the initial lines, as 
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“Rogers” goods, or even including the initial lines until the decree 
herein is entered. 

Defendant asserts that the use of the word “genuine’’ carries 
the unavoidable intimation or insinuation that the defendant's 
“Rogers” ware is spurious and not the genuine “Rogers” ware. 
It must be conceded that the word “genuine” does ordinarily carry 
such implication. From what has been stated herein, it is clear 
that the defendant has the right to designate certain of its goods 
as “Rogers” ware, and that it has the equal right with plaintiff to 
designate it as genuine “Rogers” ware. 

The defendant’s predecessor used the words “Genuine Rogers” 
on his silverware in 1897, when the plaintiff sought vainly to re- 
strain him from so doing. 

It follows, therefore, that the plaintiff has no right in its adver- 
tisements or otherwise to inform the trade that it is the only maker 
of genuine “Rogers” silverware and should be enjoined from con- 
tinuance thereof; either by sending letters to the trade or in adver- 
tisements to that effect. Neither has an exclusive right. Fish 
Brothers Wagon Company v. Fish Bros. Mfg. Company, 87 Fed. 
208, affirmed, 95 Fed. 457. 

Both parties may be enjoined from the use of the word “genu- 


9? 


ine. 

Concerning its exclusive right to use the word “original” in 
connection with its silver-plated ware, plaintiff asserts that it has 
an unbroken chain of title to the use of the words “original Rogers” 
ware and to the trade-marks used by the original three Rogers 
brothers, William, Simeon and Asa, and that, therefore, it is justi- 
fied in claiming that it is the sole maker of the original Rogers 
brothers’ silverware. The proof shows some gap in the chain of 
title. 

The three Rogers brothers’ business was established in 1847. 
They used the trade-marks “Rogers Brothers” and “Rogers Bros.” 
In 1855 the Rogers brothers’ business was organized into a joint 
stock corporation called “Rogers Brothers Manufacturing Com- 
pany” and the good-will of the business and trade-marks were 
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transferred to the company. In 1862 the company merged with 
another company called “Rogers, Smith and Company” and took 
the name of the latter company. This latter company went into 
bankruptcy in 1862 and its good-will and trade-marks were not 
sold to anyone whatsoever. Defendant claims that they, therefore, 
ceased to exist, and are to be considered as if abandoned. 

Shortly thereafter, however, and in the same year 1862 the 
three Rogers brothers associated themselves as employees only with 
Meriden Brilliant & Company and continued the use of the word 
“Rogers” on silverware as a part of marks stamped on the goods. 
The first use of “1847 Rogers Bros.” was in 1862 by this Meriden 
Brilliant Company. 

Prior to this and in 1858 two of the brothers left the Rogers 
Brothers Mfg. Company and established a business of making 
silver-plated flat ware under the name “Rogers & Bro.” Such 
silver was back stamped “Rogers & Bro.” and ————— Star 
Rogers & Bro. (A-1). Also “R. & B.” 

In 1865 the William Rogers Mfg. Company was formed and 
manufactured silver flat ware with the trade-marks “Wm. Rogers 


& Son,” “(Anchor) Rogers (Anchor),” “Wm. Rogers Mfg. Co.,” 
“1865 William Rogers Mfg. Co.,” “Rogers Nickel Silver.” 

All of these concerns, viz., Meriden Britannia Company, Rogers 
& Bro., and the William Rogers Mfg. Company, continued in active 
existence and business down to the time of their merging into the 
plaintiff company. With that merger, of course, went their busi- 
ness, trade-marks and good-will. 


In 1865 there were no concerns making silver-plated flat ware 
with the name “Rogers” stamped thereon or with any trade-marks 
containing the word “Rogers,” other than these three concerns. 

While there was a gap of a legal nature in 1862 in the chain 
of title to the business originally established by the three Rogers 
brothers in 1847, due to the fact that no one purchased the good- 
will and trade-marks of the then Rogers concern of Rogers, Smith 
& Company, there was really no gap of a commercial or business 
nature. Two of the three brothers had left the corporate Rogers 
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concern in 1858 and established their own business which has come 
down in unbroken existence to plaintiff. All three Rogers trans- 
ferred their allegiance and their services almost immediately from 
the Rogers corporation, which failed, to the Meriden Britannia 
Company, apparently then organized for that purpose, and the 
business went on as before with the output of the same quality of 
silverware under the same trade-names. 

The situation is not quite like a defective title to a piece of 
real estate. The good-will and use of the name and to some extent 
the trade-marks are more in the nature of intangible property. 
There seems to be no good reasons why the Rogers brothers could 
not again as individuals or as employees of other individuals or 
corporations, permit the association of their individual names, the 
name ‘Rogers,’ and the same trade-marks and trade practices 
which had been used by them as individuals, with the corporation 
to which they transferred their services. 

While it is true that they had in strict legal aspect parted with 
such rights and any creditors, or possibly the stockholders of the 
original bankrupt Rogers-Smith corporation might have some rights 
in the matter, certainly strangers, who went into the business many 
years thereafter, can hardly be heard to raise the question that the 
Rogers brothers in their new association were not the original 
makers of Rogers brothers’ silverware or that the name “Rogers” 
or the trade-marks could not properly be designated as original. 

If we view the thing as though the three original Rogers broth- 
ers had never gone into business in their individual capacities and 
had never formed the corporation referred to and if we assume 
that there never was use of the word “Rogers” on silver-plated 
flat ware nor the trade-marks used at that time and rely only upon 
the Rogers & Bro. concern of 1858 and the Meriden Britannia 
Company of 1862 and the William Rogers & Son Mfg. Company 
of 1865, the plaintiffs would still be entitled to claim that they are 
the successors of the original makers of “Rogers” silverware. 

The fact that Simeon L. and George H. Rogers, who were 
associated with the Simeon L. and George H. Rogers Company, 
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were sons of Simeon Rogers, one of the three original Rogers 
brothers, does not militate against the rightfulness of plaintiff’s 
claim, for the two sons were not in the silverware business until 
1900, while the three brothers and their successors were in the 
business by unbroken succession from at least 1862 to date. 

It follows, therefore, the plaintiffs are guilty of no unfair prac- 
tices in advertising their wares as the original Rogers silverware. 

The plaintiff should, however, be enjoined from asserting that 
it is the “only” maker of Rogers goods or the makers of “real’’ 
Rogers goods, unless they limit it by saying that they are the only 
makers of “Rogers” goods, except “Rogers” goods made by de- 
fendant as successor of Wm. A. Rogers, Ltd., or unless the state- 
ment is qualified, to show that defendant also has the right to 
designate certain of its goods as “Rogers” goods, in language to 
be approved by the courts. Otherwise, the injunction may also 
enjoin plaintiff from asserting in advertisements or otherwise that 
it is the “only” maker of “Rogers” goods or language equivalent 
thereto. 


Decree embodying the injunctive relief to both parties as herein 
outlined, may be settled on notice. 

The matter of accounting may be left to the settlement of the 
final decree. 


Van Camp Sea Foop Co., Inc. v. RackmMan Bros. 
(4 F. Supp. 522) 


United States District Court, District of New Jersey 


September 9, 1933 


Trapve-Marks—INFRINGEMENT—VALIDITY OF REGISTERED Mark. 

The fact that a trade-mark is registered is prima facie evidence of 
its validity, although this evidence may be overthrown in a court of 
equity. 

Trape-Marks—INFRINGEMENT—“CHICKEN OF THE SEA” ON CANNED TUNA 
Fish—V amity. 

The trade-mark “Chicken of the Sea” as applied to canned tuna fish, 

held to be descriptive of the goods, and, therefore, invalid. 
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Trape-Marks—“CHICKEN OF THE SEA” oN Tuna FisH—Seconpary MEAN- 
ING. 

The adoption by complainant’s predecessor and the continuous use by 
complainant for a period of twenty years of the words “Chicken of the 
Sea” as a trade-mark for canned tuna fish, held to have given the mark 
a secondary meaning as indicating complainant’s product. 

Unrarr CompetTirion—“CHICKEN OF THE SEA”—UseE or Same Trape-MaArk 
on LaBEL—DEcePtTivE APPEARANCE OF LABELS. 

Where defendant used on his cans of tuna fish not only complain- 
ant’s trade-mark “Chicken of the Sea,” but also used containers of the 
same size and general appearance, the only distinguishing feature being 
a difference in color, held that the defendant’s container was deceptively 
similar to complainant’s and that the defendant was, accordingly, guilty 
of unfair competition. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Decree for complainant. For earlier decisions involving 
this trade-mark, see Rep. vol. 19, p. 189; vol. 20, p. 34; vol. 21, 
pp. 261, 414; vol. 23, pp. 370, 406. 


George D. Rothermel, of Camden, N. J., and Albert J. Fihe, 
of Chicago, Ill., for complainant. 
Leon T. Hooper, of Hammond, Ind., for defendant. 








Avis, D. J.: The complainant’s action is based upon its right 
to use the trade-name “Chicken of the Sea,” as applied to tuna 
fish packed in cans. It appears that this trade-mark was originally 
applied to the product, packed and canned tuna fish, by White 
Star Canning Company as early as 1912; that on December 22, 
1913, it filed in the United States Patent Office its application for 
registration of said trade-mark; that on May 19, 1914, the said 
trade-mark was duly registered, and a certificate of registration 
therefor, numbered 97,192, was duly issued, and was in full force 
and effect at the time of the grievances complained of in the bill 
of complaint. It is further claimed, and not disputed, that since 
March 21, 1923, said trade-mark so registered has been, and now 
is, the property of the complainant. 

The evidence shows that the trade-mark has been continuously 
used by complainant on its product, packed and canned tuna fish, 
from that date to the time of the commencement of this action. 

Complainant contends that defendant in the use of the same 
words, “Chicken of the Sea,” as applied to the defendant’s product 
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of the same character, packed in a container of the same general 
form and appearance, has infringed the trade-mark and trade-name 
so registered by complainant, and prays that injunction may issue 
against defendant, and also for an accounting for profits and 
damages. 

Defendant admits that it uses the mark or words “Chicken of 
the Sea” in marketing its product of the same general character, 
packed in similar containers, but denies infringement, claiming 
that complainant’s trade-mark is invalid and illegal, and claims 
that the defense is based upon the provisions of the statute (15 
U. S. C. A. § 85, b), which in part, and so far as it is material to 
this case, reads as follows: 


That no mark which consists . . . . merely in words or devices which 
are descriptive of the goods with which they are used, or of the character 


or quality of such goods . . . . shall be registered under the terms of this 
subdivision of this chapter. 


Defendant contends that the words “Chicken of the Sea,” the 
dominating word therein being “Chicken,” is purely descriptive 
of the fish so packed, or of the character or quality of such goods. 


The bill of complaint claims the right to a technical trade- 
mark, and a reading of it seems to indicate that complainant relies 
upon the validity of this trade-mark for relief. Some other points 
were argued, however, and counsel for defendant in his brief uses 
the following language: 


Complainant further argues that if it be conceded that its mark is 
descriptive, yet it should be sustained as a valid trade-mark because it has 
acquired a secondary meaning. 


It is difficult to see how the question of a claim of secondary significance 
or secondary meaning for the mark “Chicken of the Sea” arises in this 
case. However, if this Court has no objection to also considering the 
matter, defendant hopes that every possible question relating to this case 
will be considered and determined herein. 

In the broadest sense, and if the pleadings were drawn to cover, 
the controversy would consist of the disposition of three points: 

First. Does the complainant own a valid and existing regis- 
tered trade-mark in the words “Chicken of the Sea”? 

Second. If not, have the said words, so used by complainant 


and its predecessor in title, for many years, acquired a secondary 
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meaning, which entitles complainant to the exclusive use thereof 
in marketing canned tuna fish, its product? 

Third. If the words have acquired such a secondary meaning, 
has the defendant, in the use of the identical words, on canned 
tuna fish, its product, unfairly competed to such an extent as to 
warrant an injunction and accounting? 

If the first point to be considered is decided in favor of the 
complainant, the case is disposed of on that issue. If complain- 
ant’s trade-mark is valid, defendant is an infringer, and should 
be restrained from using the trade-name. 

The fact that the trade-mark is registered is prima facie evi- 
dence of its validity, although this presents no embarrassment to 
this court in a suit of this character. 

On this question defendant relies upon two cases decided in the 
Ninth Circuit; the first being the case of Van Camp Sea Food 
Co., Inc. v. Westgate Sea Products Co., reported in 28 F. (2d) 
957 [19 T.-M. Rep. 189]. In that case the complainant in the 
instant case, claiming the technical trade-mark of “Chicken of 
the Sea,” filed a bill against the defendant in the District Court 
(S. D. Calif. C. D.), alleging that the defendant’s use of the words 
“Breast-O’-Chicken” on canned tuna fish was an infringement of 
the trade-mark. The District Court, on motion of the defendant, 
dismissed the bill. No evidence was submitted. The ground for 
dismissal was that the words “Chicken of the Sea” were descrip- 
tive of the goods so produced and marketed, and therefore not 
entitled to registration. 

The Circuit Court affirmed the District Court in its order of 
dismissal, and incidentally suggested that the word “Chicken,” 
as applied to tuna fish, was descriptive of the goods. 

Special circumstances in that case, such as the fact that com- 
plainant relied entirely upon its technical trade-mark, and stressed 
the word “Chicken” as the dominant and, apparently, only word 
in its trade-mark, upon which it relied to sustain the same, affected 
the conclusion and opinion of the court. While the question of 
validity of the trade-mark as a whole was not passed upon, the 
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opinion demonstrates that the court concluded that the word 
“Chicken,” as applied to tuna fish, was descriptive. 

The second case is that of Van Camp Sea Food Co., Inc. v. 
Cohn-Hopkins and others, 56 F. (2d) 797 [23 T.-M. Rep. 370]. 
Issue was joined in the District Court (S. D. Calif. C. D.) in these 
cases, and upon final hearing the bills were dismissed. These 
suits involved the alleged infringing marks of “Breast-O’-Chicken,” 
“White Chicken,” and “Better-than-Chicken.” 

Judge Wilbur, in discussing the claim that the word “Chicken” 
is descriptive, suggested that it might refer to the product as being 
“young” or “tender,” and that the testimony taken in that case 
indicated that the packed tuna “looks and tastes like chicken.” 

From these discussions it is clear that the judges of the Ninth 
Circuit came to the complete conclusion that the claimed trade- 
mark ‘Chicken of the Sea” was invalid, and should not have been 
registered under the provisions of the statute hereinbefore men- 
tioned and quoted. 

Counsel for complainant calls attention to two cases in the Court 
of Customs and Patent Appeals. The first is the case of Van 
Camp Sea Food Co., Inc. v. Westgate Sea Products Co., 48 F. 
(2d) 950 [21 T.-M. Rep. 189]. The Commissioner of Patents 
had granted registration to the trade-mark “Breast-O’-Chicken,” 
based upon the decision of the first case in the Ninth Circuit. The 
court reversed the action of the Commissioner and canceled the 
registration. After discussing the Ninth Circuit case, the court 
said: “Appellee concedes that appellant’s trade-mark is valid, and 
that question is, therefore, not before the court in this case.” 
951 of 48 F. (2d). 

That decision is based mainly upon the theory that the appellant 
had by long use popularized its goods and trade-mark, and that 
the trade-mark “Breast-O’-Chicken” would tend to confuse the 
public, and that the law did not require that names should be care- 
fully analyzed and dissected by the consuming public. That deci- 
sion was rested entirely on the attitude which should be assumed 
by the Commissioner, under the law, and the circumstances of that 


Page 
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case, without deciding the validity of the trade-mark involved in 
the instant case. No attack was made upon the registrability of 
the complainant’s trade-mark. 

The second case is that of Van Camp Sea Food Co., Inc. v. 
Alexander B. Stewart Organizations, 50 F. (2d) 976 [21 T.-M. 
Rep. 414]. This case involved the registered trade-mark “White 
Chicken,” prepared and registered by appellee, in which case the 
Commissioner had likewise granted registration. The court dis- 
cussed the cases in the Ninth Circuit, and held that the trade-mark 
“Chicken of the Sea’ was registrable, was not descriptive, but 
suggestive only. However, the distinction between the duties and 
jurisdiction of the Court of Customs and Patent Appeals and that 
of a district court is clearly pointed out in this decision. In the 
opinion it is said that the Patent Appeals Court determines the 
correctness of the Commissioner’s ruling on registrability of the 
trade-mark, whereas the jurisdiction of the District and Circuit 
Courts involves the right to use. 

In that case no attack was made upon the trade-mark of com- 
plainant, and the court referred to Section 5 of the Trade-Mark 


Act of February 20, 1905 (15 U. S. C. A. § 85), as providing 
definitely that a trade-mark shall not be registered if such mark 
is so similar to a mark owned and used by another, when used 


upon goods of the same descriptive properties, as to be likely to 
cause confusion. 


The court in that case further said: 


If “Chicken of the Sea” is descriptive of the goods, it is, of course, an 
invalid trade-mark, and should not have been registered, and, under the 
authority of the Trade-Mark Act, it could be cancelled upon proper peti- 
ee 

In this view of the case, it is regarded as proper for us to consider, 
somewhat in detail, the characteristics of the mark “Chicken of the Sea” 
with respect to whether it is descriptive or suggestive, not with a view, 


however, of passing judgment upon the validity of appellant’s mark. 
Pages 978 and 979 of 50 F. (2d). 


These decisions in the Patent Appeals Court are based upon 
the duties of the Commissioner under given circumstances, and are 
clearly differentiated from the Ninth Circuit cases, wherein the 
validity of the complainant’s trade-mark was directly attacked. 
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On the question of validity, I have come to the conclusion that 
the trade-mark “Chicken of the Sea” is descriptive of the goods, 
canned tuna fish, upon which it is used by complainant. Whether 
the word “Chicken” is looked upon as describing tuna as young, 
tender, or that it looks like chicken, or tastes like chicken, it is 
nevertheless descriptive of the “character” or “quality,” or both, 
of the complainant’s product. The words “of the Sea,” as I see 
it, do not add to, or detract from, the conclusion that the whole 
trade-mark is invalid. 

It is true that the line of demarcation between descriptive and 
suggestive trade-marks is sometimes very finely drawn in the deci- 
sions. My personal inclination, as well as the precedent estab- 
lished in the Ninth Circuit cases, requires the above conclusion. 

This decision requires that the court proceed to a considera- 
tion of the second point herein stated. From the facts and argu- 
ments I am satisfied that the words “Chicken of the Sea,” as 
appropriated and used by complainant and its predecessor for a 
period of approximately twenty years, was the first use of the 
phrase in a manner to entitle anyone to its exclusive use. There 
is some testimony which indicates that at some time prior to its 
adoption and application by complainant’s predecessor some person 
or persons verbally used the words to describe tuna fish, but no 
one applied it in actual practice to the goods, prior to the time it 
was displayed on goods of complainant’s predecessor. By this use 
the phrase has undoubtedly acquired a secondary meaning, indi- 
cating the product of the complainant, and the public has unques- 
tionably become accustomed to associate the words with the com- 
plainant’s goods. 


The used trade-mark having, in my opinion, acquired a second- 
ary meaning, the next point to be considered is the third, which 
raises the question of what rights are bestowed on the complainant 
under this construction of fact. 


No property rights, such as follows a technical valid registered 
trade-mark, are vested in the complainant, but relief can be given 
complainant only if based on unfair competition. No testimony 
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was produced showing the trade statistics of the defendant. There 
was an admission that the defendant marketed and sold to the 
same trade, or some of it, as did the complainant, white canned 
tuna fish in containers of the same size, and having the same gen- 
eral appearance. The defendant’s label is the same size in length 
and width, and has printed thereon in display type the words 
“Chicken of the Sea,” the exact duplicate in words of the mark of 
the complainant. It also displays the words “Net Weight 7 QOz.,” 
duplicating the same words on complainant’s label. The word 
“Tuna” also appears on both labels. It is true that in other 
respects the labels are dissimilar. The colors are different, and 
a careful buyer would probably be able to distinguish between the 
two. However, I am satisfied the ordinary buying public would 
be easily deceived, and that in the large proportion of cases the 
product of the defendant would be readily accepted as the product 
of the complainant because of the exact duplication of the phrase 
“Chicken of the Sea.” I come to this conclusion, notwithstanding 
the fact that no testimony was offered showing the business prac- 
tices of the defendant, holding as a fact that the exact duplication 


of the name at so late a date as 1932 evidences unfair competition. 

I have applied to the facts as I have found them the law set 
out in two opinions by Judge Woolley in decisions in the Third 
Circuit, in the case of Barton v. Rez-Oil Co., the first case reported 


in 2 F. (2d) 402, 40 A. L. R. 424, and the second in 29 F. (2d) 
474, 


If counsel desire further findings of fact or conclusions of law 
than contained herein, application may be made before signing of 
the decree. 

A decree will be entered in accordance herewith, and directing 
injunction against defendant in accordance with prayer of the bill, 
restraining the defendant from using the words “Chicken of the 
Sea” on canned tuna fish. 

Terms of decree will be settled on notice. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


DEcIsIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Conflicting Marks 


Kinnan, F. A. C.: Held that Warner-Patterson Company is 
not entitled to register, under the Act of 1905, the words “Liquid 
Solder” as a trade-mark for a material for stopping leaks in liquid 
containers, in view of the prior adoption and use by Charles Y. 
Malcomb and his predecessors in business of those words as a 
trade-mark for the same goods and that the registration which the 
Warner-Patterson Company had obtained should be cancelled. 

In his decision, the First Assistant Commissioner set out the 
history of the prior proceedings showing that Malcomb’s prede- 
cessors filed an application for registration disclosing a composite 
mark including the words “Cy’s Liquid Solder,’ but the words 
“Liquid Solder’ were disclaimed in view of a holding of the 
Examiner of Trade-Marks that these words were descriptive; that 
subsequently the registration of the words “Liquid Solder” was 
granted to the Warner-Patterson Company, no refusal of that 
mark being predicated on the registration of Malcomb above re- 
ferred to; that interference was declared between the application 
and the registration of the Warner-Patterson Company in which, 
in view of testimony establishing the prior use by Malcomb and 
his predecessors, priority in the Patent Office was awarded to 
Malcomb, but that the Court of Customs and Patent Appeals, on 
appeal, held that, in view of the disclaimer in the earlier registra- 
tion, Malcomb was estopped to assert an exclusive right to the 
use of the words “Liquid Solder.” 

He then noted that the court stated that no decision was made 
that Malcomb is not entitled to use the words “Liquid Solder,” but 
only that it was estopped from claiming by priority the exclusive 
use to those words and noted that in the interference the only 
question involved was the right of the applicant to register and 
the court’s decision seemed to indicate that the interference should 
not have been declared, but that Malcomb’s application should have 
been refused ex parte on the ground of estoppel. 
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He then said: 


It is not considered the holding of the court in the interference proceed- 
ing between these parties precludes the officials of this Office from con- 
sidering upon its merits and deciding the present petition for cancellation. 

That the marks are confusingly similar and that the petitioner was first 
to adopt and use and has continued to use its mark are hardly open to 
dispute; also it is evident enough that the petitioner has shown probable 
damage because the respondent has notified the petitioner that the latter 
is infringing the respondent’s trade-mark. Under these circumstances it 
does not appear material whether the Examiner was right in holding 
the words “Liquid Solder” descriptive, or was right in holding they were 
not descriptive when he granted the respondent’s registration. 


He then noted the decision of the Court of Customs and Patent 
Appeals in the case of Arch Preserver Shoe Patents v. James 
McCreery & Company, 410 O. G. 541, 18 C. C. P. A. (Patents) 
1507 [21 T.-M. Rep. 374] and said: 


In view of that decision and the reasoning therein followed, the deci- 
sion of the Examiner of Interferences is reversed, the petition for can- 


cellation is sustained, and it is adjudged registration No. 198,902 should 
be cancelled.’ 


Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for golf balls, the notation “Royal Scot’ with 
horizontal lines appearing above and below each word, in view of 
the prior adoption, use and registration of the opposer of the 
terms “Royal,” “Pro Royal” and “Queen Royal” as trade-marks 
for the same goods. 

The ground of the decision is that the goods are the same and 
the marks confusingly similar. 

In his decision, with reference to the marks, the First Assistant 
Commissioner said: 


While the fact is admitted, as stated by applicant, that golf ball pur- 
chasers and users are reasonably expert in detecting rather small differ- 
ences in the names, marks, or makes as indicated on golf balls, yet it is 
believed the applicant has adopted a mark which not only includes the 
opposer’s entire mark “Royal” but includes the prominent or most dis- 
tinctive portions of the other marks, “Pro Royal” and “Queen Royal,” 
used by opposer. It is thought the Examiner correctly indicated the 


*Charles Y. Malcomb v. Warner-Patterson Company, Canc. No. 2,465, 
159 M. S. 124, October 7, 1933. 
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probability of confusion if applicant’s mark appears upon its goods in 
the same market with those of the opposer; and that purchasers and users 
would be quite likely to think, on seeing applicant’s mark on its goods, that 
the opposer had merely put out another brand of “Royal” golf balls. 


Kinnan, F. A. C.: Held that applicant is not entitled to regis- 
ter, as trade-marks for golf balls, the notations “Silver Fox,” 
“Silver Bullet,” “Silver Flite” and “Silver Streak” in view of the 
prior adoption and use by opposer of the notation “Silver King” 
upon the same goods. 

The ground of the decision is that the goods are identical and 


the marks of the applicant confusingly similar to the opposer’s 
mark, 


In his decision in opposition No. 12,289, the First Assistant 
Commissioner, after noting the long prior use of the opposer and 
the well-settled procedure that doubts, if any, under those circum- 
stances must be resolved against the later comer, said: 


The view is pressed on behalf of the applicant that the opposer’s 
predecessor, in obtaining registration of the mark “Silver King,” argued 
its mark distinguished from the mark “King” cited in anticipation, and 
that this distinction was then recognized by the Patent Office in granting 
registration. Upon this ground the applicant urges that the opposer is 
estopped to contend here that the applicant’s mark is confusingly similar 
to that of the opposer. It is not seen that the act of the opposer’s 
predecessor in obtaining registration of the mark “Silver King” over the 
mark “King” estops the opposer from claiming that the applicant’s mark, 
which includes the word “Silver” used with another short word of a single 
syllable, is confusingly similar. 


He further said with reference to the similarity of the marks: 


The mark of opposer and that of the applicant comprise each two words, 
the first of which is identical. Whether the word “Silver” is descriptive 
is immaterial here. The opposer’s mark as a whole is not deemed descrip- 
tive. The issue raised in the instant proceeding is whether if both marks 
appear upon golf balls in the same market there is reasonable probability 
of confusion. It is believed this question must be answered in the affirma- 
tive. Purchasers of the opposer’s goods might not be misled into mistaking 
the applicant’s mark for that of the opposer’s but being familiar with 
opposer’s mark and goods would be misled into believing the goods of 
both parties had the same origin; that the opposer had merely put out 
another brand of golf ball under the name used by the applicant. 


2 United States Rubber Company v. Golf Ball, Inc., Opp. No. 12,402, 
159 M. D. 132, October 31, 1933. 
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Each of the other oppositions was sustained on similar ground.* 


Goods of Same Descriptive Properties 


Kinnan, F, A. C.: Held that applicant is not entitled to regis- 
ter as a trade-mark for boiler repair plugs, a composite mark con- 
sisting of the pictorial representation of a boiler upon which appear 
the words “Red Head Stops That Leak’ and the representation 
of a screw plug upon which appear the words “Red Head,’ in 
view of the prior adoption and use by opposer of a trade-mark 
for stop and waste cocks consisting of the representation of a 
water cock, the head of the plug being colored red and the regis- 
tration of two marks, one as above indicated and the other being 
for the notation ‘““Red Head.” 

With reference to opposer’s allegation that it was damaged by 
reason of its corporate name, the First Assistant Commissioner 
said: 

As to this ground of the opposition, it is not thought the view of the 
opposer can be sustained. The applicant’s composite mark does not appear 


capable of such an interpretation as would render it in any sense a trespass 
upon the opposer’s corporate name. 


With reference to the marks, he said: 


It is not seriously denied the marks are so nearly the same that if the 
goods are the same confusion would be inevitable. The opposer, by virtue 
of its registrations and the failure of the applicant to take testimony, is 
entitled to be considered to have adopted and used its mark many years 
before the applicant began the use of his mark. 


With reference to the goods, he said: 


The most prominent feature of applicant’s mark is the notation “Red 
Head” and of opposer’s mark the notation “Red Hed” or its equivalent, 
a pictorial representation of an article having its head portion colored red. 
Both marks are used in connection with water installations in buildings. 
The applicant’s water plug is a quick repair device while the opposer’s 
goods are generally parts of the apparatus of the water system as installed 
by a plumber. It seems true enough, as alleged by the applicant, that his 
goods are marketed in a manner somewhat different from that under which 
the opposer’s goods are marketed and that the applicant usually sells his 
goods directly to the users rather than to jobbers. However this may be, 
it is believed there would be confusion in trade if both marks were used 


*John Wanamaker, New York v. Golf Ball, Inc., Opp. Nos. 12,289, 
12,290, 12,291 and 12,292, 159 M. D. 133 and 135, October 31, 1933. 
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upon the respective goods. It might weli be that the goods of both parties 
would appear at the same time upon the same installation.‘ 


Labels 


Kinnan, F. A. C.: Held that where a registration was sought 
for a label containing the picture of a woman, either it was error 
to require a statement that the representation is fanciful or, if 
the contrary be true, that the consent of the individual be filed, 
where there was nothing to indicate that the picture was the pic- 
ture of a living person. 

In his decision, the First Assistant Commissioner said: 


It may be, however, proper to state that the requirement has been made 
from an analogy to the statutory requirement in connection with the 
registration of a trade-mark including the portrait of an individual. 

Where, as here, the officials of this Office have no basis for considering 
that the picture in the label is that of any living person, it is believed 
unnecessary for this Office to investigate the matter. The Examiner is 
authorized to withdraw his requirement.’ 


Kinnan, F. A. C.: Held that registration was properly re- 
fused for a label for a container for garments and moth-worm 


killer where the exhibits presented disclosed a representation of a 
carton completely unfolded and upon which appears a design which, 
when the carton is folded to its intended position, would indicate 
that it was made of wood and had certain straps, etc., character- 
istic of a wooden container. 


The ground of the decision is that the alleged label would not 
function as a label. 
In his decision, the First Assistant Commissioner said: 


From the description it is not entirely clear in what manner the design 
of the box functions as a label. If the design is impressed, stamped, or 
painted upon the carton over its entire surface so that when it is folded 
it simulates a wooden structure with hinges, straps, reinforcing parts, etc., 
it would appear clear enough the design does not function as a label as it 
in no way indicates or describes the goods but merely simulates or is an 
imitation of a complete wooden box.* 


*Red Hed Mfg. Co. v. Joseph A. Sharp, Opp. No. 12,416, 159 M. D. 
129, October 19, 1933. 

5 Ex parte D. Goldenberg, Inc., Ser. No. 59,745, 159 M. D. 129, Octo- 
ber 19, 1933. 

*Ex parte The Expello Corporation, Ser. No. 60,985, 159 M. D. 131, 
October 25, 1933. 
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Opposition—Prior Use 


Kinnan, F. A. C.: Held that applicant is entitled to regis- 
ter, as a trade-mark for a liniment for the relief of a considerable 
number of ailments, including muscular pains and aches, rheumatic 
conditions, etc., a mark consisting of the notation “Pinetrine” and 
the pictorial representation of a number of pine trees with hills in 
the background, since it had proved adoption by its predecessor in 
business and continuous use prior to the adoption by the opposer of 
the notation “Billy V. Van’s Pine Tree” used upon a large number 
of cosmetics, soap, and tooth paste, and upon a balm used as a 
skin lotion, etc., and for aid in treatment of congestion, including 
chest colds, rheumatism, etc. 

In his decision, after noting that in the registration of opposer's 
mark for soap the words “Pine Tree Soap” have been disclaimed 
apart from the mark shown in the drawing and holding that the 
goods of the parties are of the same descriptive properties and the 
marks confusingly similar, it was held that the applicant’s evidence 
establishes priority of adoption and use. 

With respect to the goods, the First Assistant Commissioner 
said: 

The goods of the parties are deemed to overlap since the applicant in 
its specimens filed with its application recommends its liniment for colds, 
neuralgia, and rheumatism, while the opposer also recommends its balm 
for these same ailments. The applicant also, in its samples of use of its 
mark, states that its liniment is cooling and refreshing to the skin, cleanses 
the pores, and checks perspiration. This function is somewhat analogous 
to that of soap. 

With respect to the marks themselves, it was noted that the 
applicant instructs the trade to pronounce its mark ‘“‘Pine-Treen” 
and it was also noted that the words “pine tree” are publici juris 
and not capable of exclusive appropriation and that the word “Pine- 
trine” is not identical with the descriptive words “Pine Tree.” 

With respect to the date of adoption and use, the First Assistant 
Commissioner stated that the evidence shows that the present ap- 
plicant is the successor of a business conducted by John Bell and 
his brother under the name of Bell Pharmacy Company, that a 
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liniment was sold by this company under the name “Pinetrine” 
and that John Bell purchased his brother’s interest; the business 
under the name of the Bell Pharmacy Company was discontinued 
but it did not appear just how the business was closed out. 

The First Assistant Commissioner further said: 


If there were proceedings in bankruptcy it would seem the trade-mark 
and any good-will or business attached to it would have been taken over 
by the receiver or trustee unless they were valueless or were concealed. 
In either case it would seem Bell would have lost title to the mark. It 
appears more probable, however, that there was a mere judgment for debt 
and the visible assets were seized and sold for the benefit of creditors. If 
this were true the business of Bell under his mark was not terminated by 
sale, and he was entitled to, as he states he did, continue it by making the 
liniment at his home and selling it under his mark by peddling it to such 
parties as would buy. 


He then held that the evidence of John Bell as to the manner 
in which he continued the use of the mark in question was sufficient 
to establish that the business was continued in a small way until 
1927, and that: 


It must be deemed therefore that the applicant has established priority 
of adoption and use of the mark upon its goods. (Brewster-Ideal Chocolate 
Co. v. Dairy Maid Confectionery Co., 430 O. G. 1275, 62 F. (2d) 844, C. C. 
P. A. February 6, 1933 [23 T.-M. Rep. 86], distir.guished. ) 


With reference to the use by opposer of the term “Pine Tree,” 
he said: 


It is not considered material whether the opposer has any exclusive 
rights in the words “Pine Tree” or whether they are descriptive. It would 
be sufficient that it was using these words upon its goods if it had begun 
to do so before the applicant adopted its mark and would probably be 
damaged by the applicant’s registration.’ 


Res Adjudicata 


Kinnan, F. A. C.: Held that the words ‘““New Yorker” are not 
registrable, under the Act of 1905, as a trade-mark for candy. He 
also held that The New Yorker Hotel Corporation was not, in view 
of a prior proceeding, entitled to oppose the registration of that 
mark by G. Cella, Inc., as assignee of Cesare Bianchi. 


*Pine Tree Products Co. v. The Pinetrine Co., Inc., Opp. No. 11,845, 
159 M. D. 66, June 1, 1933. 
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The grounds of the decision are that the applicant is estopped 
by a disclaimer made of these words in a prior application for 


registration and that the opposer here is estopped by a decision in 
the prior proceeding. 

With reference to the prior decision, the First Assistant Com- 
missioner, after noting that the parties were the same and the 


marks then sought to be registered included the words “New 
Yorker,” said: 


It was there finally determined that the opposer was prior in the adop- 
tion and use of its mark as shown in its registration No. 222,591 issued 
January 4, 1927, and that the mark sought to be registered by The New 
Yorker Hotel Corporation was confusingly similar to such registered mark 
of the opposer. It is deemed the Examiner of Interferences correctly held 
that The New Yorker Hotel Corporation is estopped by reason of that 
former proceeding from urging in the case at bar damage from confusion 
in trade by registration of the name “New Yorker.” 


With reference to the argument that the mark is not registrable 
because it is the corporate name of the opposer, he said: 


.... the record fails to show that The New Yorker Hotel Corporation 
was incorporated prior to the filing of the application of Cesare Bianchi 
on May 3, 1930. The opposer presses the view that in its notice of the 
opposition, as well as in the testimony taken in the former opposition 
proceeding between these parties and stipulated in the instant proceeding, 
use of the corporate name of the present opposer in connection with goods 
of the character here under consideration is shown to have begun in 
January, 1930. Upon this basis it is contended the opposer is entitled to 
prevail. Even admitting the use of the name at the date alleged by opposer, 
yet there is no evidence establishing that the opposer was incorporated 
before the applicant was filed. 

It is true enough exclusive right to the use of these words “New 
Yorker” is not necessary to sustain this opposition. The opposer failed 
here because of the prior rights established by Cesare Bianchi in the former 
opposition proceeding. 


With reference to the question of the disclaimer, he noted that 
when the applicant obtained its registration on the application 
involved in the prior proceeding it disclaimed the words “New 
Yorker,” and then said: 

It is the applicant’s contention that the reservation as to all common 
law rights, appearing in connection with the disclaimer, relieves it from a 
holding of estoppel under the cases of Warner-Patterson Company v. Mal- 


comb, 39 F. (2d) 274, 397 O. G. 170 [20 T.-M. Rep. 187], and Trustees 
for Arch Preserver Shoe Patents v. James McCreery & Co., 49 F. (2d) 
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1068, 410 O. G. 541 [21 T.-M. Rep. 374]. 


It is believed there is no merit 
in this contention. 


Whatever may be the common law rights which the 


applicant reserved, they did not and could not include the right to register 

these words alone as a trade-mark after the disclaimer of them on re- 

quirement of this Office as a condition precedent to obtaining the previous 
The applicant is clearly not entitled to registration.’ 


registration. 


*The New Yorker Hotel Corp. v. Cesare Bianchi, Opp. No. 10,952, 156 
M. D. 959, November 11, 1932. 
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Chromlax 
Clarion 


Color: Red and green combination 
Copperweld 


Dairy Maid 
Del Monte 


Economy 
Electrolux 


Ergotamin 
Eskimo Pop 
Ever-Fast 


Federal 

Fidelity 
Flex-O-Back 

Flint Clay 

Flying Eagle Brand 
Frigidaire 
Frigidized Fish 





Gillette 

Gillette Blue Blades 

Gold-colored shift button in trigger of gun 
Good-Humor 
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Ha-dees 

Honey-Krust Vitamin D Bread 
Hostess 

Hub, The 

Humoresque 


Icy-O-Matic 
Insta-Matic 
Ironite 


Klarion 
Kleenkap 
Kosher 


Lady Alice 


Lady Treat 
Lemon Crush 
Lime Crush 


Mono-Cell 
Monotype 
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O-Cedar 
Octalene 


Opaline 

Orange Crush 
Original Rogers 
Over Head Door 


Pepsi-Cola 
Pevely 
Phantom Detective, The 


Philadelphia 
Phila-Penn 

Pine Tree Soap 
Pinetex 

Pinetrine 


Pop-eye Punch 
Popsicle 


Post-Dispatch Platform, The 
Prang 

Preferred 

Prefinished 

Prince Gardner 

Princess 

Pro Royal 
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Quaker-Premium 
Queen Royal 


Radiant Cedar Oil 
Rat Seed 


Shadow Magazine, The 

Sheer Princesse 

Shepherd of the Hills Service Station 
Side Joint 


Silver Flite 
Silver Fox 


Slices O’Gold 
Snow-F lake 


Spider, The 
Spokane Barbers’ Supply 


Sta-Fresh 


Stard’s, Mrs. 
Staybind 
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Tiffany & Co 
Trenchlay 


Wash-O-Matic 
Wasson’s Lady Fair 
Wheaties 
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DIGEST 


I. TRADE-MARKS GENERALLY. 
I, 1. Nature or a Trape-Mark. 
I, 1, § 1. Character of Right. 


a. Definition. 
The name or location of the maker on goods bearing a well-known label 
is not necessarily important, inasmuch as identification of goods by the 
purchaser means only that, on making the purchase, what he buys came 


from the source from which goods bearing that mark or label have always 
been derived. 61 


The function of a trade-mark is simply to designate the goods as the 
product of a particular trader and to protect his good-will against the 
sale of another’s product as his. 277 


The office of a trade-mark is to point out distinctively the origin or 
ownership of an article to which it is affixed. 375 


An assumed name under which to do business is not the same as such 


name when used as a symbol of such business. 434 
I, 1, § 2. Extent of Right. 


a. As to Territory. 

Appellants’ predecessor, organized in 1857, assigned in 1930 all its 
trade-marks and trade-names to appellant. The latter, which up to 1924 
had been engaged in a general wholesale grocery business, began in said 
year to put out other goods including coffee, which they began selling on 
or before 1887, under the name “Del Monte,” such use being largely as a 
grade-mark applied to their best coffee and restricted to the states of 
California, Oregon, Washington, Nevada, Montana and Arizona. Appellee 
and its predecessors carried on a general grocery business since 1891, in 
which year it began to use the name “Del Monte” on canned fruits and 
vegetables, said mark having through wide use in advertising become well 
and favorably known throughout the United States. In 1891, appellee 
first applied the words “Del Monte” to a special brand of coffee. In an 
action to restrain appellant from the use of said words on coffee, held that 
appellant, being first to use the mark in the states mentioned, was entitled 
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to its exclusive use therein, as applied to coffee, but restrained from such 
use in the rest of the United States. 131 


b. As to Goods. 

Plaintiff and its predecessors have since the year 1869 used the word 
“Manhattan” as a trade-mark on men’s outer shirts, this use having been 
for three years only, beginning in 1879, extended to include men’s under- 
wear. In 1905, defendant began to manufacture men’s underwear under 
the mark “Manhattan” and continued same without protest by complain- 
ant’s predecessors. In 1912, complainant again put out a line of under- 
wear under the name “Manhattan.” Held that each party had identified 
the word “Manhattan” to customers on its respective goods, the complain- 
ant on men’s outer shirts and the defendant on men’s underwear. 60 


I,1,§ 3. Who May Have. 


ce. Employee. 

Held that by the terms of an employment contract, entered into by 
Rothafel intervenor and defendant, Roxy Theatres Corporation, the former 
had the right to use the word “Roxy” after severing his connection with 
the latter. Intervenors, therefore, held entitled to injunction against 
defendant theatre hereafter being called by the name “Roxy.” 79 

The appellant, for several years an employee of appellee, which con- 
ducted a restaurant under the name of “Joe’s Restaurant,” shortly after 
being discharged from said employ started a restaurant business in the 
vicinity of appellee under the name “Little Joe’s Restaurant.” Held that 
the decision of the lower court should be modified to the extent that appel- 
lant be permitted to use the word “Little” preceding the words “Joe’s 
Restaurant,” but that said word should be made equally conspicuous with 
the succeeding words on all signs, placards and advertising. 481 


I, 1, § 5. License to Use. 

Plaintiff in 1909 licensed the defendant’s predecessor to use her name 
and portrait as a trade-mark for a perfume, known as “Parfum Mary 
Garden.” Held that under the law of the State of New York a gratuitous 
license to use name and portrait is revocable at any time, even though 
action has been taken thereon. The defendant was, accordingly, restrained 
from further use of plaintiff's name and portrait, except that it was per- 
mitted to sell any perfumes already on hand or in process of manufacture 
with the said trade-mark. 294 


A man who has no business and whose name has only a nuisance value 
to owner of a similar trade-name cannot validly license another to use his 
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name, made valuable as a trade-name by the proprietor thereof, in com- 
petition with such proprietor. 311 


A corporation in adopting a trade-name can embrace therein the sur- 
name of another person, when this is done with the consent of that person; 
and when the corporation so uses such surname and on the faith of the 
license makes expenditures of money, such license becomes an agreement 
on a valuable consideration and irrevocable. 397 


I, 2. Wuat May Be a Trape-Mark. 


I, 2, § 2. Name of Patented Article. 

Where plaintiff and its predecessors patented a certain process for 
manufacturing paving material and gave it the name “Amieste,” the use 
of such name being first applied by them to the patented product, held that, 
under the doctrine of Singer Mfg. Co. v. June, the name of the patent at 
the expiration thereof passed into the public domain. 411 


I, 2, § 3. Descriptive and Generic Terms. 
Words in common use as descriptive terms may be used in connection 
with other generic words, provided such combination does not deceive the 
average purchaser. 175 


Words commonly used as identifying the class, grade, style or quality 
of an article cannot be exclusively used as trade-marks. 376 


The following marks were held to be descriptive: 
(See also p. xxv, post.) 
“Apiol” and “Ergot,” for certain drugs 
“Chicken of the Sea,” for canned tuna fish 
“Mouse Seed” and “Rat Seed,” for rodent exterminators 


The following marks were held not to be descriptive: 
“Nehi,” for beverage marketed in bottle nine inches high 
“Apricoating,” for pastry covering 
“Cedarine” and “O-Cedar,” for furniture polish 
“Tronite,” for a waterproofing composition 
“Beautyrest,” for mattresses 


I, 2, § 5. Geographical Terms. 
The following term was held to be geographical: 
(See also p. xxv, post.) 
“Roma Gazosa,” for carbonated beverage 
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I, 2, § 15. Grade-Marks. 
The fact that appellant first used the words “Del Monte” as a grade- 


mark to designate the highest grade of coffee blended by it did not pre- 
vent these words from functioning as a trade-mark as well. 131 


I, 3. Tite to a Trape-Mark. 


I, 3, § 2. Assignment and Devolution. 

A corporation may acquire competing corporations and their good-will, 
trade-marks and business and continue the business in the old corporate 
names and trade-marks as competitors with each other. Moreover, the 
purchaser of a business and good-will may change the place of manufac- 
ture, if that is not an essential element in the good-will. 491 


b. In Insolvency. 
The name identified with a corporation may pass to trustee as an asset 
when such corporation becomes bankrupt. 187 


I, 3, § 3. Abandonment. 
Where plaintiff registered its trade-mark for use upon ale in the 
United States in 1912 and renewed the registration twenty years later, 
but was unable to continue the use of the mark in the country because of 


the Prohibition Act, held that there was no abandonment. 49 


Where the purchaser of a bankrupt’s assets and corporate name 
changed the signs in front of its place of business and continued operating 
under its own corporate name, held that it did not abandon the trade-name 
acquired from the bankrupt corporation. 187 


Where, after plaintiffs, first to adopt the words “Universal Tours” 
as the name of their travel service, filed in the office of the county clerk 
a certificate of discontinuance of doing business under the name “Universal 
Tours,” held that they did not thereby abandon their right to the words 
“Universal Tours” as a symbol of such travel service. 434 


I, 4. INFRINGEMENT. 


I, 4, § 1. Elements. 
Where the defendant, after using the word “Amiesite” as a trade-mark 
for its road-building preparations in a form closely similar to that there- 
tofore used by plaintiff, six months before the filing of the bill changed 
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the form of the mark so that the word “Amiesite” appeared in plain type, 
held that there was no infringement. Plaintiff was, accordingly, not entitled 
to an injunction restraining defendant from using the word “Amiesite.” 411 


Inasmuch as the prefix “Vap” had long been used in trade-marks for 
pharmaceutical preparations, many such having been registered in the 
Patent Office, held that appellant, owner of the trade-mark “Vapex,” was 
not entitled to such a broad interpretation of its right as would preclude 
appellee from the use of the same syllable, provided the termination of 
its word was different. 455 


Although plaintiff and its predecessors were the first to adopt and use 
the name “Rogers” and other names of which it formed a part as a trade- 
mark for silver-plated ware, the subsequent use of the same name as a 
trade-mark for silver-plated ware by defendant and others prevented the 
development of any secondary meaning for the name as indicating exclu- 
sively plaintiff's products, especially since plaintiff by its advertising 
disclaimed exclusive rights therein. 491 


I, 4, § 2. Conflicting Marks. 
The determining factor in cases of trade-mark infringement is not pri- 
marily whether confusion of the public has been caused, but rather whether 
the conduct of defendant has been such as to enable him wrongfully to 


acquire benefit, because of the confusion, to the injury of plaintiff. 60 


Held that the use of the word “Ace-Hy” by defendant on bottled 
beverages after plaintiff had adopted and popularized the word “Nehi” as a 
trade-mark for similar goods was infringement. 84 


In a suit for infringement of a registered trade-mark, held that the use 
of the infringing mark on goods transported in interstate commerce, was 
the use meant by Section 99 of the Trade-Mark Act of 1905, irrespective of 
whether said transportation resulted in the sale of the goods. 155 


Plaintiff, which had for many years put out bread under the words 
“Bond Bread” and representations of a bond, began in 1931 to manufac- 
ture the said bread under a patent whereby “Vitamin D” was incorporated 
in the bread, and to sell the same as “Sunshine Vitamin D Bond Bread.” 
Defendant, which had been putting out bread under the trade-mark 
“Honey-Krust” and ornamental features consisting of a sun device, began 
also in the fall of 1931 to put out similar bread which it designated as 
“Honey-Krust Vitamin D Bread.” In an action to restrain defendant 
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from the use of the words “Vitamin D” on its bread, held there was no 
infringement, as plaintiff did not appropriate the exclusive right to adver- 
tise or market bread under the designation “Vitamin D,” particularly as 
such had not acquired a secondary meaning identifying its bread. 283 


The following marks were held to conflict: 
“Beauty Sleep” and “Beautyrest” 


The following marks were held not to conflict: 
“Cedar Oil” and “O’Cedar” and “Radiant Cedar Oil” and 
“Cedarine” 


I, 4, § 5. Unauthorized Use. 

After plaintiff and its predecessors had adopted and widely used on 
their petroleum jelly a certain trade-mark, which consisted of the word 
“Vaseline,” which mark had been duly registered in the Patent Office, 
defendant, held guilty of infringement in selling, offering for sale and 
passing off on customers as plaintiff’s petroleum jelly, jelly not of plain- 
tiff’s manufacture, but bearing the word “Vaseline.” 283 


I, 5. Surrs ror INFRINGEMENT. 


I, 5, § 1. Jurisdiction. 

A court of equity has jurisdiction to cancel fraudulent instruments 
affecting the title of property. Where, therefore, defendant wrongfully 
procured in the State of Illinois the registration of its trade-mark “Bass’s 
Amber Ale,” its cancellation was decreed. 50 


The lower court had dismissed an action for infringement and unfair 
competition for want of jurisdiction, it having held that there was no 
actionable infringement shown under Section 96 of the Trade-Mark Act; 
but found the defendant guilty of unfair competition. Held on appeal 
that the action should have been brought under Section 99 of the act and 
that, under said section, infringement was proved. 155 


I, 5, § 4. Evidence. 


a. Res Adjudicata. 
Although a decision by the Court of Customs and Patent Appeals in a 
litigation between the parties, held not to be res adjudicata, nevertheless, a 
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well-considered opinion of the said court is to be considered persuasive in a 
case which, like the present, comes within its particular province. 131 













The holding by the courts that the plaintiff had an exclusive right to 
the word “Rogers” as a trade-mark as against certain parties, not includ- 
ing the defendant, did not bind the latter, inasmuch as it and its prede- 
cessors were not a party thereto. 491 












I, 5, § 5. Defenses. 

The doctrine requiring one coming into a court of equity to have 
“clean hands” applies rather to one who invokes the powers of the court 
than to him who defends. 491 


















d. Public Policy. 

Plaintiff's contention that an agreement entered into by it and defend- 
ant, whereby each was giver certain rights in the use of the name “Man- Ve 
hattan” as a trade-mark was invalid because it caused confusion in the bi 
public as to the origin of the respective goods, held unfounded. 61 













I, 5, § 7%. Decree. 


a. Form. 

In the absence of fraud, a decree of a court having jurisdiction of the \ 
; subject matter rendered by consent of the parties is as binding and conclu- 

. sive as if the suit had been an adversary one. Where, therefore, the court 

| found the use vy appellee Woolworth Company of the words “Cedar Oil 
. Polish” to infringe appellant’s trade-marks “O-Cedar” and “Cedarine,” ; 
said appellee could not, in a later action for infringement, withdraw from 

) the position thus taken. 362 

| 












II. REGISTRATION OF TRADE-MARKS 






II, 3. Errect or Farvure to REGIsrer. 
The fact that appellant did not register its mark in no way affected its 
right and title thereto. 131 






II, 4. Errecr or Recisrration. 











II, 4, § 1. Applicant. 
Ownership is the indispensable element of the right of registration, 
where, therefore, ownership of a mark in the applicant is challenged in an 
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opposition proceeding registration cannot be allowed without first deter- 
mining that question. 196 


II, 4, § 2. Act of 1905. 

The registration of a trade-mark can give no greater rights than are 
acquired by common law. Registration, therefore, confers no rights and 
limits none, but is a mere procedural advantage, depending upon common- 
law ownership. 331 


II, 5. THe Apprication. 


II, 5, § 8. Classification of Goods. 
In determining whether the goods of two opposing parties are of the 
same descriptive properties, held that the Patent Office classification of 
goods is not of controlling importance. 208 


II, 5, § 10. Disclaimer. 

Held that applicant is not entitled to register, under the Act of 1905, 
as a trade-mark for refrigerators, refrigerator parts, etc., the word “Elec- 
trolux” accompanied by the representation of a gas flame and the words 
“Freezes By Heat,” unless and until a disclaimer was entered of the last 
three words. 347 


II, 6. Evience. 


II, 6, § 1. Res Adjudicata. 

In an opposition proceeding brought by appellant to the registration 
of the words “Frigidized Fish” for foods and ingredients of food, on the 
ground of its use of the trade-mark “Frigidaire” for refrigerators, it was 
held that, inasmuch as the words “Frigidized Fish” had been held by the 
Commissioner as descriptive and therefore unregistrable, the case was 
moot, there being no statutory relief obtainable by appellant in the appeal, 
which had not already been adjudged by the Commissioner. The appeal 
was, accordingly, dismissed. 163 


II, 8. ReorstraBsLteE Marks. 


II, 8, § 3. Descriptive and Generic Terms. 
It is well settled that a word taken from a well-known foreign language, 
which is itself descriptive of a product, will be so considered when it is 
attempted to be registered as a trade-mark for the same product. 260 
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The following terms were held to be descriptive: 

“Trenchclay,” for bare and insulated electric wires and cables 

“Sta-Down,” for corsets and girdles 

“Fruit,” for cane sugar 

“Kleenkap,” for milk bottle caps 

“Staybind,” for combining paste 

“V 8,” for automotive vehicles and parts 

“Copperweld,” for electric wire, electric cable, bond wires and 
similar goods 

“Sta-Fresh,” for gelatinized corn flour 

“Loc liP,” for ceramic and cast iron conduits 

“Ever-Fast,” for a roofing fabric of fibrous base, treated with 
waterproofing material 

“Over Head Door,” for garage doors 

“Gasa” (Span. gauze), for toilet paper 

“Ergotamin,” for alkaloids of ergot 

“Baby’s Spray-Tray,” for bathing apparatus for infants 


The following were held to be non-descriptive: 
Gold-colored shift button in the trigger of the gun for shotguns 
“Moth-Gas,” for insecticides 
“Safety-Kleen,” for a liquid dry cleaner 
“Flex-O-Back,” for ladies’ corsets, corselets and girdles...... 


II, 8, § 5. Geographical Terms. 
The following terms were held to be merely geographical: 
ERRUMIS «SOR i I sa ao vk ek oi hinoks bce ccaeaccdees 126 
“Philo-Penn,” for lubricating oil 
“Pevely,” for ice cream 
“Windsor,” for watches 
“Philadelphia,” for cigars 


II, 8, § 6. Proper Names. 

As opposed to appellee’s contention that the proviso in Section 5 of 
the Trade-Mark Act of 1905, which prohibits from registration a mark 
consisting “merely in the name of an individual, etc.,” means the full name 
of such individual, held that it was the intent of Congress to bring sur- 
names also under the prohibition of the act. 104 


The surname “Wix,” shown in heavy lettering, held to be merely the 
name of an individual, not distinctively presented, and hence unreg- 
istrable. 104 
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The fact that anyone has a right to make a bona fide use of his own 
name in his business, also that the name of an individual under certain 
conditions can be registered as a trade-mark, does not entitle him to regis- 
tration if the said name is identical with a registered or known trade- 
mark in use by another and appropriated to merchandise of the same 
descriptive properties. 307 








The name “Prince Gardner” held merely the name of an individual, 
and hence unregistrable. 452 







































II, 8, § 20. Conflicting Marks. 
The following marks were held to conflict: 
(See also p. xxii, ante.) 





“Cane Crush” and “Orange Crush”.............ccccccccccces 
SS SME IE occ saekevscccetateisccedsaseve 37 


“Red Head” and device of devil’s head...................006- 37 
I ok. k'ea chs is accenneces coceceioes 38 
“Mastercraft” and “Masterfelt” ...... ccc ccc ces cewcccescses 76 
“Canadian Pale” and “Canada Dry”............cccccesssccee 77 | 
“Reminder Advertising” and “Remembrance Advertising”.... 120 | 
PE MN UE es.ccisd ctcnpsensetdad Vesdbeanree aces ve 123 
“ROT” TE TTD ono ids 5 tbe eames caw cecsys 123 


A facial profile and the word “Krank,” and the representa- 
tion of the head and shoulders of a young woman and the 


WOT PUI io ho Sip oa th et N aR sen dwbeks woes was dee 166 
“POG DU Ge WOE occ cecnecvascsccseseceses 167 
“RIGS (RE IN ios ees cals cpsh onan raaihervedeueiee ss 169 
“Par-Ex” and “Rex,” “Rexal” and “Rex-Salvine,” “Rexillana,” 

“Rex-Mentho,” “Agarex” and “Alco-Rex” ............... 211 | 
ee te eg ee Ce er ere 212 
VE Oe (ONE TINE ois ariniein ss nv sk oo % FRET Cheese Saw nes 214 
“Insta-Matic” and “Dist-O-Matic”..........ccccccccscccccce 215 
TER WE TUNES See Ged ehavac chakdvdcckisouteseccouawes 246 
“Slices O’Gold” and “Sunset Gold”.............cccecccsccces 249 
TR.” NE TRE ceed kes Soe e AER ees aeeesreeTeadweds 264 
“Peaudouce” and “Peau-Doux” .............ceecceee eee eeees 265 
“Pinetrine” and “Billy B. Van’s Pine Tree Soap”.......... 343, 542 
PEGE ORE TUNG oiiig oa oho ARN iN eeesei Cecciccicccs 344 
gi NN TE PETE PPT TREE TTT eee Tee 344 
be a, re 346 
“Eskimo Pop” and picture of Eskimo........................ 347 
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“Chicken of the Sea” and “Breast O’ Chicken” and “White 


RUN -ichvinra¥ cee Wsind oda Nope ica Cus Hee bees eee: 406 
“Biltmore” and “Biltmore Homespun” ...................... 408 
ONT IE OS 0 a hei a a8 a ri ha nedltivee. ii eecbt eee 438 
TE ee NE ss kd id dkaicins ns neds dscatnasideweciae 447 
“Princess” and “Sheer Princesse” ..................cceeeee 168, 451 
TS I HEE | Gav vetvewep cayerssd i cviseesaandie 488 


“Royal Scot” and “Royal,” “Pro Royal” and “Queen Royal”... 538 
“Silver Fox,” “Silver Bullet,” “Silver Flite” and “Silver King” 539 


The following marks were held not to conflict: 


“Humoresque” and “Good Humor”..............ccsccccceses 12 
ge ETE OT CTO POTETTT ET TT TET Te 127 
Oe RPE h SUN ck bd nGece sae cececcceccasenwae 331 
“Wasson’s Lady Fair” and “Lady Treat”.................... 350 


The prior use by appellee of a mark consisting of the words “White 
Star,” held sufficient ground for the cancellation of a trade-mark con- 
sisting of a representation of a road sign having a rectangular base and 
a circular target thereover, bearing a white star in the center thereof, 
with the initials “D. O. Co.” in monogram. 97 


A trade-mark consisting of the words “White Star” and the device 
of same, held deceptively similar to appellant’s mark, consisting of a 
representation of a white five-pointed star on a circular red background, 
with the initials “D. O. Co.” in a monogram thereon and the word “Aero- 
plane” above. 102 


A trade-mark consisting of the name “Gillette” printed in plain block 
type on a scroll extending across the capital letter “G,” held to be confus- 
ingly similar to other trade-marks, each consisting in part of the word 
“Gillette,” the marks all being used on shaving accessories. 307 


II, 8, § 21. Goods of Same Descriptive Properties. 
The following were held to be goods of the same descriptive properties: 
Coal, and carbon or water-white burning oils, refined and semi- 
refined petroleum, kerosene, gasolene, benzin and naphtha 208 


Boiler repair plugs and stop and waste cocks................ 540 


The following were held to be goods of different descriptive properties: 
Electrically operated and thermostatically controlled liquid- 
fuel-burning devices and electric flatirons................ 21 
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Canned strained vegetables and coffee, tea and evaporated 


ee 


Insecticide and medicated salve, nose and throat drops....... 


II, 10. No Trape-Marx Use. 





The notation “Autographic System Bond,” for prepared paper 
strips for manifolding registers and type-writing machines, 





held not to be a trade-mark................ 0. cc cee ee cues 109 
The term “Mosaic,” for floor and wall tiles, held not to be a 

Sa Ee Wy OL Per ee ete gee eee ee 410 
A mark consisting of the word “Prefinished,” for ferrous and 


non-ferrous metals, held not to function as a trade-mark.. 453 






























II, 12. INTERFERENCES. 





II, 12, § 2. Evidence. 

In a trade-mark interference involving the use of the words “Dairy 
Maid” as a trade-mark for candy, held that the testimony showing transfer 
of the trade-mark “Dairy Maid” from appellee’s predecessor to appellee 
was too meager to justify a finding that any valid assignment of trade- 
mark rights had taken place. Consequently, no use of the said mark could 
be proved prior to its use by appellee, begun in 1915. 86 


see gee 


The fact that appellee knew of the use by appellant of the words “Dairy 
Maid” as a trade-mark since 1922, held to indicate a belief on the part of 
appellee, Glaser, that appellant was the owner of such mark. 86 


— 


Held that a shipment of a radio chassis did not establish trade-mark 
use of the mark, first, because it was not established that the radio chassis : 
was actually tagged with a tag carrying the word “Superette” at the time 


————————— 


it was shipped, and further because the record showed that the radio 
chassis was not sold to the person to whom it was shipped, since a notation 
appeared on the order from which the shipment was made. “Hand-made | 
sample our property, to be returned,” and so far as the record showed, the | 
title to that chassis was not intended to pass to the party to whom it was 
shipped. 490 


II, 12, § 5. Termination. 


a. By Dissolution. 
Motion to dissolve was filed by both parties, inasmuch as no confusion 
had been evident between their respective publications, The Christian Advo- 
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cate and Christian Advocate, during nearly seventy-five years of exist- 
ence. 40 


A mark said to consist of the words “The Post-Dispatch Platform,” 
and the name “Joseph Pulitzer,” held non-registrable for a newspaper, as 
it does not indicate ownership. 41 


A “gold-colored shift button in the trigger of the gun” held not to 
function as a trade-mark. 42 


II, 13. Opposrrrons. 


II, 18, § 5. Withdrawals. 

Held that, the applicant having filed a withdrawal of his application 
before the expiration of the time fixed for it to file an answer to a notice 
of opposition, the Examiner of Interferences should not have entered any 
decision in the case and remanded the case to him with directions to vacate 
his decision and dismiss the opposition. 218 


II, 18, § 10. Evidence. 

Where, in an opposition brought against the registration of the mark 
“Sun-Maid” as a trade-mark for certain food products by appellee, it 
appeared, by a contract made between the first user of the mark and 
appellee’s predecessor that the use of the mark was restricted to raisins 
or upon packages containing food products or confections “made wholly or 
in part from raisins,” held that appellee’s ownership of the mark was 
limited to the said products; and that, accordingly, it had no ownership of 
the mark with respect to the goods named in its application. The Com- 


missioner’s decision was, accordingly, reversed and the oppositions sus- 
tained. 196 


Appellee had, since prior to the year 1900, made a substantial and 
continuous use of the word “Polo” as a trade-mark for soap, whereas 
appellant began in 1915 to use the word “Poro” as a trade-mark for toilet 
preparations, including preparations for use as shampoos, having registered 
such word as a trade-mark on July 3, 1923. At the time when appellee 
filed application to register the word “Polo” as a trade-mark for soap, 
appellee was manufacturing for appellant soap bearing the trade-mark 
“Poro” under a contract renewed in August, 1930, and in force at the 
time when appellee filed its said application. Held that appellee was 
estopped from registering the word “Polo” as a trade-mark during the 
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life of the contract, since appellee knew when the contract was made that 
its use of the word “Polo” during the existence of the contract would 
result in injury to the appellant. 438 


II, 17. CaNnceLLaTion. 


II, 17, § 1. Scope of Act. 

Held that Section 13 of the Trade-Mark Act of February 20, 1905, 
which authorizes any person who deems himself injured by the registration 
of a trade-mark at any time to apply to the Commissioner to cancel the 
registration, extends to a proceeding in the Patent Office for the cancella- 
tion of a registered mark by the owner of another registered mark; and 
that Section 22 of the said act provides for an independent suit in 
equity. 246 


II, 17, § 4. Pleading and Practice. 

Inasmuch as similar rules, so far as applicable, are valid in both 
opposition and cancellation proceedings, held that an attack upon the 
validity of petitioner's mark is not at issue in cancellation proceed- 
ings. 97 


II, 17, § 5. Evidence. 
The question whether the words “White Star” and the device of a star 
as a trade-mark are publici juris, held not to be material in a proceeding 
involving the cancellation of a mark displaying these features. 97 


Where registration was granted on applicant’s false allegation of 
ownership of prior registration of same mark, held the registration should 
be cancelled. 165 


II, 21. Print ann Laset REcIsTRaTIONs. 
Held that registration was properly refused of a print, as the require- 
ment of publication had not been complied with. 130 


Held that, where a registration was sought for a label containing the 
picture of a woman, either it was error to require a statement that the 
representation is fanciful or, if the contrary be true, that the consent of 
the individual be filed, where there was nothing to indicate that the picture 
was the picture of a living person. 541 


Held that registration was properly refused for a label for a container 
for garments and moth-worm killer where the exhibits presented disclosed 


xxx 





a representation of a carton completely unfolded and upon which appears 
a design which, when the carton is folded to its intended position, would 
indicate that it was made of wood and had certain straps, etc., characteris- 


tic of a wooden container, on the ground that the alleged label would not 
function as a label. 541 


III. UNFAIR COMPETITION. 
III, 1. Nature anv Basis or Wrone. 


III, 1, § 1. Definition. 
It is not unfair practice to use a method that someone else has devised 
and found effective. It is rather the doing of an act which misleads or is 


intended to mislead the public as to the origin of the goods that is unfair 
competition. 171 


III, 1, § 3. Competition Necessary. 


Unfair competition, unless intended or apparently accomplished, can- 
not be adjudged before the fact. 395 


III, 1, § 6. Deception. 

Where the year after plaintiff, Economy Food Products Company, was 
incorporated to manufacture and sell baking preparations wholesale, under 
the trade-mark “Economy,” defendant, Economy Grocery Stores, started 
a chain of retail grocery stores within the same district but never know- 
ingly sought plaintiff's trade nor evidenced intent to deceive in the adop- 
tion of a similar name, held there was no unfair competition. 15 


If there is sufficient showing that confusion and deception are likely 
to occur from the concurrent use of a trade-mark or trade-name in com- 
peting businesses, an injunction should issue. 162 


In a suit to enjoin unfair competition, the law does not require that 
any particular person be shown to have been misled if the natural and 
probable result of the acts complained of would lead to such con- 
fusion. 219 


The later competitor has no right by imitative devices to beguile the 
public into buying his wares under the impression that they are buying 
those of a competitor. 234 
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Not all unfair trade is necessarily the subject for redress by the courts. 
The imitation of a producer’s methods by his competitors may not be 
restrained as unfair competition, if it does not tend to palm off the imita- 
tor’s goods as those of the originator. 486 


III, 2. Unrarrness 1n COMPETITION. 


III, 2, § 1. Imitating Appearance of Goods. 


a. Imitating Color. 
After plaintiff had adopted for a cleansing appliance a container dis- 
playing a red and green combination, having a white border, and display- 
ing the device of a triangle, the use by defendant of a package displaying 


a color scheme so similar to that in use by plaintiff as to deceive purchasers, 
held unfair competition. 9 


The use of a white color by defendant on trucks, with black lettering, 
held justified, as such combination was necessary for the sale of his prod- 
ucts on highways at night. For the same reason, his use of a white uniform 


while dispensing ice cream at night, held justifiable and not unfair com- 
petition. 12 


Color itself is free and cannot per se be monopolized as a trade-mark. 
Nevertheless, if color is proven a part of an intentional fraud, such fraud 
will be stopped, although even here it is not the use of a color, but the 
fraud perpetrated by such use that is enjoined. 219 


The use by defendant on petroleum jelly not manufactured by plain- 
tiff of blue labels with white lettering and of blue caps or seals on the 
containers, all being deceptively similar to plaintiff's style and color of 
label and container, held unfair competition. 283 


The use by defendant of a package for its rodent poison, similar in 
size, shape, color and general appearance to that used by plaintiff on its 
competing product, held unfair competition, and was enjoined. 376 


III, 2, § 3. Imitating Packages and Containers of Goods. 
Where, after plaintiff, long a manufacturer of razor blades under the 
name “Gillette,” began to put out a new make of razor blades of a blue 
color and sold in blue paper packages under the name “Blue Blades for 
Gillette Razors,” the adoption and use by defendants of the same blue 
color for their razor blades sold to the public in similar blue paper con- 
tainers, without indication of origin, held unfair competition. 219 
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The use by defendant on its bread of wrappers consisting of oiled paper 
whereon appeared a zigzag blue ribbon and French ovals, having a red 
center and a white border, together with representations of a sun having 
a yellow center and rays emanating therefrom, held not to be deceptively 
similar to plaintiff's wrapper, which consisted essentially of white oiled 
paper with representations of a bond appearing thereon, inasmuch as the 


respective wrappers were not so similar as to deceive even the most casual 
purchaser. 288 


III, 2, § 4. Imitating Labels. 

Where plaintiff had since 1858 put out an ale of superior quality and 
identified same to the American public under the trade-mark “Bass’s Ale,” 
which mark had been duly registered in the United States, held that the 
use by defendant on carbonated beverages of the words “Bass’s Amber 
Ale” and a label resembling plaintiff's label was unfair competition. 49 


Where a name or label is adopted as the means of poaching upon the 
business of another, the use of such name or label will be enjoined. 300 


Plaintiff had for many years put out a handmade cigar under the 
trade-name “Philadelphia,” which word it had favorably identified to the 
public with such cigars. The cigars were sold in boxes bearing the word 


“Bayuk” Philadelphia Handmade Cigars and retailed at ten cents. In 
1930 the defendant, having bought from its owners the right and exclusive 
use of the words “Philadelphia Seal,” began to put out cigars bearing 
these words, shown in connection with the word “Handmade,” although 
the cigars were not handmade nor made in Philadelphia. Held that de- 
fendant’s label was deceptively similar to plaintiff's and the use of the 
word “Philadelphia” on the former’s label was enjoined. 300 


III, 2, § 5. Substitution. 
Unfair competition may consist in the substitution by a dealer of his 
own or another’s goods in the place of those called for by the purchaser, 
where the substitution is made without the latter’s permission. 21 


Where it was shown that two of appellant’s employees had sold his 
Pecan ice cream as and for appellee’s Pecan Krisp ice cream, but without 
the knowledge or consent of appellant, and against his instructions, the 
evidence held to be insufficient to warrant an injunction. 21 


The sale by defendant of a syrup not of plaintiff's manufacture when 
“Coca-Cola” was called for, held unfair competition. 336 


xxxiii 








TWENTY-THREE TRADE-MARK REPORTER 


The substitution of one competing product for another in response to 
a call for the latter by a customer constitutes a wrong to the manufacturer 
whose product was called for and he is entitled to injunctive relief against 
its recurrence. The mere act of substituting another product for the one 
called for, without a word of accompanying misrepresentation, is sufficient 
to constitute unfair trading. 468 


Defendant, which operated a large chain of retail stores in New York 
City, late in 1931 discontinued dispensing plaintiff’s beverage, “Coca-Cola” 
and substituted therefor a beverage called “Pepsi-Cola,” which resembled 
“Coca-Cola” in color. Notwithstanding the fact that plaintiff’s investi- 
gators found numerous instances of substituting “Pepsi-Cola” for “Coca- 
Cola” by waitresses and other employees of defendant, it was held that 
no injunction should now issue against the defendant, since the latter had 
taken every precaution and given instructions to his employees against 
such substitution. 469 


III, 2, § 6. Names. 


a. Personal Names. 
The continuous use by plaintiff of the trade-name “Nisley” in conjunc- 
tion with and as a part of the good-will of his business and with the knowl- 


edge of the defendant, held to give him a continued protective right in its 
use as against the defendant. 54 


The use as the name of a theatre of the name of a certain artist, actor 
or manager, does not necessarily mean to the public that said artist, actor 
or manager is connected with such theatre. Where, therefore, Rothafel 
intervenor, had given the name “Roxy” to the Roxy Theatres Corporation, 
he could not, on severing his connection with said corporation, in order to 
manage a competing theatre, enjoin the use of said corporate name by 
defendant. 79 


Defendant’s use of the word “Tiffany” on its moving picture produc- 
tions after plaintiff had used the name for years on jewelry and jeweler’s 
goods, held unfair competition. 117 


It is settled that, although any individual may use his own name in his 
own business, yet he may not use it in such a way to lead to confusion 
beyond that which arises from the mere similarity of names. 238 
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Defendant’s use in the distribution of its headwear of the name “Wm. 
H. Dobbs,” who is not a part of defendant’s organization and has not 
acquired a reputation in hat trade, but whose name closely resembles 
trade-name “Dobbs,” long used by plaintiff and thoroughly established 
as indicating plaintiff's products, gives rise to inference of fraud, to which 
defendant’s subordination of its own name to that of William H. Dobbs 
contributed. 311 


Since surname “Dobbs” has, by plaintiff's advertising and other efforts, 
acquired a secondary meaning and become associated in public mind as 
a purely impersonal symbol of plaintiff’s headgear, the use of name “Wm. 
H. Dobbs” by defendant which was found to deceive and confuse public 
to plaintiff's damage was enjoined. William H. Dobbs would have right 
to manufacture and sell hats under his name so long as such use does not 
cause confusion. 311 


Block and others held rightly enjoined from obtaining a charter and 
organizing a corporation carrying the surname of Cooper, for the purpose 
of carrying on the same or a similar business. 397 


The assent of defendant to the use of his surname by Block to carry 
on the enterprise in question was not an assent that Block and other indi- 
viduals should, after expiration of three years, form a corporation bearing 
the surname of Cooper, to carry on the same or a similar business. 397 


b. Corporate Names. 

Where, after plaintiff and its predecessors had since the year 1837 made 
continuous use as a trade-mark on diamonds, jewelry and silverware of 
the surname “Tiffany” and corporate name “Tiffany & Co.” and had made 
such names synonymous throughout the United States with high quality 
of the merchandise, the adoption by defendant of the word “Tiffany” and 
phrases containing such names as trade-mark for motion pictures, held 
unfair competition and was enjoined. 1 


Both plaintiff and defendants, by selling American-made shoes as of 
Parisian manufacture, were guilty of fraud on the public. Neither party, 
therefore, was entitled to relief against the other on the ground of similarity 
in corporate names. 6 


Plaintiff, which purchased the assets and corporate name of a bank- 
rupt concern, “Spokane Barbers’ Supply Company,” held entitled to enjoin 
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defendant from using the words “Spokane Barbers’ Supply” or any com- 
bination thereof as a part of its trade-name. 187 


The use of the word “Genesee” in defendant’s corporate name, Genesee 
Coal & Ice Company, after plaintiff had been for twenty-seven years 
engaged in the business of selling coal under the name of Genesee Coal 
Company, held unfair competition and was enjoined. 234 


Business good-will as represented by the corporate name is entitled to 
protection against such use thereof by a competitor as leads to confusion 
and deception of the public and consequent loss of business. 484 


c. Trade-Names. 

The fact that plaintiff had appropriated and used the name “Fidelity 
Appraisal Company” did not prevent a competing corporation from choos- 
ing the name “Federal Appraisal Company,” inasmuch as the names 
“Fidelity” and “Federal” were respectively dissimilar and the other words 
descriptive. 175 


The complainant had for over thirty years maintained in Baltimore a 
store for wearing apparel and other articles under the name “The Hub,” 
used in connection with a picture of the hub of a wheel, its business extend- 
ing to the city of Westminster and throughout the territory adjacent to 


Baltimore. In 1932 defendants leased a one-room store in Westminster 
for the sale of clothing and shoes, for which they adopted the name and 
sign “The Hub.” Held that, inasmuch as the word “hub” and the device 
of a hub were in use as store names in several other Maryland towns, and 
as there was no evidence or likelihood of confusion between the two stores, 
complainant was not entitled to an injunction. 339 


Where appellant had identified the word “Roxy” to the public as the 
name of its theatre, the use of said name by another on a nearby theatre 
where licensor, Rothafel, was employed, held unfair competition. 351 


Where plaintiff leased from defendant a building for use as a filling 
station, which he named “Shepherd of the Hills Service Station,” and on 
expiration of the lease purchased another building for the purpose, to 
which he gave the same name, held that defendant should be restrained 
from using such name to designate the old station. 401 


Where, in the case at issue, the plaintiffs were the first to adopt and 
identify with their business the words “Universal Tours” as the name of 
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a tourist agency, the subsequent use by defendant of the words “Universal 
Tours” as the name of a competing service, held unfair competition. 434 


d. Literary and Dramatic Titles. 
Held that respondents did not compete unfairly with petitioner’s copy- 


right play, “The Evil Hour,” in publicly producing a play called “The 
Spider.” 267 


A person’s right to a distinct designation may be established under the 
doctrine of secondary meaning. and he may through user become entitled 
to protection against infringement, especially when such use by another 
leads to unfair competition. Where, therefore, plaintiff, an orchestra 
leader, had become known in several states as “King Jazz” and had con- 
ducted his business thereunder, the subsequent adoption and use by the 
defendant of the name “King Jazz and His Orchestra, Incorporated,” held 
sufficient ground for maintaining suit for unfair competition; and defend- 
ant’s motion to dismiss was denied. 297 


In an action to restrain defendant from using the words “The Phantom 
Detective” as a title of a detective story magazine, on the ground of 
plaintiff's prior use of the title “The Shadow Magazine” on a similar publi- 


cation, held that no purchaser was likely to buy the former magazine in 
the belief that he was buying the latter. 486 


g. Use of Trade-Mark in Name. 

Where the year after plaintiff, Economy Food Products Company was 
incorporated to manufacture and sell baking preparations under the trade- 
mark “Economy,” defendant, Economy Grocery Stores, started a chain of 
retail grocery stores within the same district but never knowingly sought 
plaintiff's trade nor evidenced intent to deceive in the adoption of similar 
name, held there was no unfair competition. 15 


Where defendant three years after plaintiff, Preferred Fuel Corpora- 
tion, was organized, began business under the name “Preferred Oil Co., 
Inc.,” the adoption by defendant of its said name containing the word 
“Preferred,” held unfair competition. 484 


h. Effect of Contract. 

In an action brought for breach of contract in which plaintiff alleged 
that defendant had violated an agreement with it with respect to the use 
of the trade-name “Prang” and monogram “P. Co.” by permitting the use 
of these marks by assignees of defendant on goods to which, under the 
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contract, plaintiff had the exclusive right of use, held that the evidence 
failed to show that the defendant was responsible for the alleged infringe- 
ment, particularly as the agreement did not contain an indemnifying 
covenant covering violation of contract by the assignees. 43 


Defendant, G. Edwin Smith Shoe Company, which after having made 
an arrangement with plaintiff, Charles L. Nisley, doing business as The 
Nisley Shoe Company, organized a chain of retail stores for the sale of 
shoes made by said defendant, but under the name “Nisley,” could not 
at the expiration of the agreement continue to use the word “Nisley” on 
shoes not put out by the plaintiff. 54 


Appellant held for nearly five years the New England agency for the 
sale of appellee’s firebrick lining sold under the trade-mark “Plibrico.” 
At the termination of the contract, appellant continued to sell his own 
brand of firebrick under the name “Flint Clay,” although it was shown 
that in twelve instances he filled orders for firebrick with appellee’s 
“Plibrico” product, but plainly identified the same, both on his invoices 
and labels. Held that the decree of the lower court enjoining appellant 
from committing the acts complained of was in error and the decision was, 
accordingly, reversed. 277 


The use by defendants of the name “B. Bliss,” after signing an agree- 


ment whereby they bound themselves not to engage in a competing busi- 
ness under said name, held to be violation of contract. The judgment of 
the Supreme Court dismissing the complaint was, accordingly, re- 
versed. 303 


Appellee, Samuel L. Rothafel, long well known to the theatre-going 
and radio public as “Roxy,” by a contract permitting appellee, Roxy 
Theatres Corporation, to use the name “Roxy” as the designation of a 
theatre operated by them and directed by said Rothafel, held not to have 
intended by such contract to deprive said corporation of the use of such 
name during the payment of the consideration stipulated therein, and 
where the public was not defrauded. 351 


If at the end of three years there were on hand goods or equipment 
acquired within contemplation of the contract to be used in carrying on 
the enterprise, and other assets, such as choses in action, consisting of 
accounts for the price of goods sold, Block would have a right and it would 
be his duty to carry on the business in the trade-name for the purpose and 
to the extent of collecting the debts and disposing of all such goods and 
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equipment, subject to the right of defendant to the net profits derived 
from sale of goods under the contract. 397 


III, 2, § 7. Descriptive Terme. 

The combining by plaintiffs, of the words “Mouse” and “Seed” did not 
entitle them to the exclusive right to use the combination as a trade-mark 
on the ground that the same was fanciful and arbitrary as applied to 
mouse poison. 376 


Plaintiffs, who manufactured a carbonated beverage under the name 
“Roma Gazosa,” held not entitled to restrain defendants from putting out 
a Similar beverage under the name “Roman Gazzosa,” where no actual 
confusion was shown. 395 


III, 2, § 9. Mark of Patented Article. 
There is no sound reason to distinguish between a monopoly claimed in 
a process patent and a monopoly claimed in a machine patent, and the 
doctrine of the Singer case applies equally to each. 411 


III, 2, § 10. Advertising. 

Where both parties used in their catalogues certain similar features, 
such as cuts and designs, but the covers and general appearance of the 
catalogues were entirely dissimilar, held that there was no unfair com- 
petition on the part of the appellant. 171 


Held that a counterclaim based upon circulation by plaintiff among 
retail and wholesale druggists of the statement that plaintiff had exclusive 
right to the trade-mark “Anusol” was properly allowed. 231 


Where defendants who, until they became insolvent, operated a truck- 
ing business in Wilmington, Del., and in New York City, under the name 
McCormick Bros., Inc., turned the control of said corporation over to a 
committee of creditors, but soon thereafter organized the McCormick 
Transportation Company and began competing with complainant, who 
had been appointed receiver of the bankrupt corporation, held that they 
should be restrained from using advertisements, or the use of the address 
of the old corporation so as to give the impression that the new corpora- 
tion is a continuation of the old. 238 


A company operating a theatre which employed appellee, Rothafel, 
known as “Roxy,” may advertise such employment, but must do so in 
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such a way as to avoid confusing its theatres with that with which the 
name “Roxy” had formerly been identified. 351 








Where, after plaintiff's conduct had for many years amounted to 
acquiescence in the use by defendant of the name “Rogers” as a trade- 
mark for silverware, such right of defendant having been lawfully con- 
veyed to it by its predecessor, Wm. A. Rogers, Ltd., held that plaintiff 
had no right in its advertising or otherwise to state that it was the only 
maker of genuine “Rogers” silverware, and that both parties should 
be enjoined from using the word “genuine.” 491 








III, 2, § 11. Trade Secrets. 

As to the question of whether an employee should be permitted to 
solicit patrons of a former employer, it is only when the methods or acts 
of the business rival are manifestly unfair that courts will afford injunctive 
relief. This applies also to the use by a former employee of secret 


information possessed by his former employer and not readily accessible 
to others. 175 















III, 2, § 12. Federal Statutes. 


a. Trade Commission Act. 

The Federal Trade Commission being authorized by the act to adopt 
such rules not inconsistent with law as may be necessary to carry out 
the act, such a regulation thus adopted, held to have the force of law, 
especially when the rule is one of long standing. A petition to enjoin the 
Commission from making public a complaint and from taking testimony 
in public, held properly dismissed. 242 




















III, 2, § 13. State Statutes. 


a. Pennsylvania. 

The use by defendant of a label counterfeiting the registered label of 
the Allied Printing Trade Council, held a misdemeanor and defendant’s 
conviction under the Act of April 3, 1903, P. L. 134, Sect. 1, was 
affirmed. 26 












III, 2, § 19. Other Instances. 

After plaintiffs predecessor in 1921 adopted the word “Apricoating” 
as a trade-mark for a pastry covering, which mark plaintiff had duly 
registered in the United States Patent Office, the adoption and use by 
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the defendant of the words “Apricot Coating” as a trade-mark for similar 
goods, held unfair competition and was enjoined. 110 


Where plaintiff had done a retail butcher business for a period of 
forty years, under the name United Dressed Beef Co. of New York, held 


that the word “United” had acquired a secondary meaning as identifying 
plaintiff's business. 162 


The term “secondary meaning” arises in the associated product and its 
origin in the mind of the public and no specific length of time is required; 
nevertheless, such “secondary meaning” must be proved by fair pre- 
ponderance of evidence. 219 


The sale by appellee Woolworth Company of furniture polish under 
the names “Cedar Oil’ and “Radiant Cedar Oil Polish,” held to be unfair 
competition as against the plaintiff, which had adopted and popularized 
the trade-marks “O-Cedar” and “Cedarine” on such products, particularly 
as cedar oil was not an essential ingredient of appellee’s polish thus sold, 
and the use of the word “Cedar” in connection therewith was found to 
deceive purchasers. 363 


The use by defendant of the word “Ironite” as a trade-mark for goods 
of the same descriptive properties as those on which plaintiff used its 
trade-mark “Ironite,” held unfair competition, and its further use was 
enjoined, 460 


III, 3. Surrs ror Unrarr Competition. 


III, 3, § 1. Jurisdiction. 

Where the case at issue claimed both unfair competition and infringe- 
ment, held that the trial court in disposing of the infringement on the 
merits, also disposed of the claim of unfair competition in respect to copy- 
righted play. The trial court, therefore, held in error in dismissing the 
claim of unfair competition for want of jurisdiction. 267 


In the single action herein involving diversity of citizenship where the 
court had jurisdiction of complaint for unfair competition, the omission 
of such claim in the specifications did not warrant the courts passing upon 
the question. 370 
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III, 3, § 2. Parties and Liability. 

The maker of a syrup imparting a distinctive flavor to ice cream, held 
to have sufficient interest to sue a third party for injunction to restrain 
substitution of another ice cream in its place. 21 









III, 3, § 4. Evidence. 

Where the evidence as to the passing off of its “Vapure” remedy as 
appellant’s “Vapex” was conflicting and, moreover, appellee had issued 
explicit orders to its sales force never to try to substitute or palm off 


its goods, held that there was no convincing evidence of unfair com- 
petition. 455 















III, 3, § 5. Defenses. 

In a suit to enjoin use of trade-mark “Anusol” by defendant, held 
that a counterclaim to restrain plaintiff for interfering with defendant’s 
sales of said goods was properly interposed. 231 



















a. Plaintiff's Misconduct. 

Precautions, even if taken in good faith by defendant and associates 

to prevent confusion between plaintiff’s products marked “Dobbs” and 
defendant’s products marked “Wm. H. Dobbs,” held no defense where 
confusion has resulted. 311 









c. Estoppel. 

Mere acquiescence or delay alone, not amounting to an estoppel, does 
not bar an action for the infringement of a trade-mark or one based on 
unfair competition, and while acquiescence or delay may be used as a 
bar to recovery for damages, it does not preclude the granting of injunc- 
tive relief. 1 





Where plaintiff acquiesced for thirteen years in the use by defendant 
of the words “Economy” in its corporate name, held that it was estopped 
from enjoining such use, especially as the word “Economy” had not been 
given a secondary meaning by plaintiff. 15 













It is true that as long as defendant continued to pay royalties to the 
plaintiff under the patents, defendant was estopped from denying the 
validity of the patents, trade-name or trade-mark. However, such estoppel 
came to an end on the expiration of the contract. 411 


xlii 


III, 3, § 6. Relief. 


b. Injunction. 

Such rights as William H. Dobbs had to use his name in the hat busi- 
ness, held wholly personal to him and not transferable. An injunction 
should, therefore, issue against the defendant wholly restraining it from 
all use whatsoever of the name “Dobbs,” on any hats which it manufac- 
tures or sells or offers for sale, or on the containers thereof or in adver- 
tising same or otherwise in connection with its operations in the manu- 
facture, distribution and sale of hats. 311 


In an action to restrain the use by defendants of the color blue and 
the designation “Blue Blades” on safety razor blades, defendants were 
not precluded from using either the word “blue” or the color blue when 
not so used as to deceive purchasers and facilitate substitution of their 
blades for plaintiff's. 334 


In a suit for alleged unfair confusion, no injunction can issue upon the 
ground of mere priority in the use of name or device without any reference 
to actual confusion in the minds of customers. 339 


The defendant was enjoined from the use of the word “Ironite” or 


any similar word, counterfeit, copy or colorable imitation thereof, upon 
the goods themselves or on letterheads, circulars and advertising media, 
or from offering to sell or furnish “Ironite” waterproofing or “Ironite” 
process or any process using the word “Ironite” or an imitation thereof; 
or from affixing such word or any simulation thereof to any container 
used to market waterproofing or any similar goods. 460 


Inasmuch as the words “Original Rogers” were used on silverware 
both by the defendant and by others at the same time that they were 
used by plaintiff on similar goods, held that the plaintiff should be en- 
joined from stating that it was the only maker of real “Rogers” goods, 
except the “Rogers” goods made by defendant as successor of Wm. A. 
Rogers, Ltd., or only the statement as qualified to show that defendant 
has the right to designate certain of its goods as “Rogers” goods. 491 


Where plaintiff prosecuted several suits for unfair competition in the 
use of the name “Rogers” against parties other than defendant, but 
secured only a temporary injunction without obtaining a permanent injunc- 
tion, held that it should be enjoined from stating anything to the trade 
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as to the adjudications or injunctions, so far as defendant’s wares or 
customers are concerned. 492 


After having validly acquired all the rights and good-will connected 
with the name “Rogers” as a trade-mark for silverware from its prede- 
cessor, Wm. A. Rogers, Ltd., although said predecessor had begun to use 
his name as a trade-mark on said goods, subsequent to the use thereof by 
plaintiff and its predecessors, held that defendant was within its rights 
in selling its goods, as “Rogers” goods, with the trade-mark containing 
the word “Rogers,” long used by its predecessor and connected with a 
good-will built up at great expense. However, defendant was restrained 
from selling its so-called initial lines as Rogers goods, without stating in 
advertising same that such goods are manufactured by defendant as suc- 
cessor to Wm. A. Rogers, Ltd. 492 


ec. Accounting of Profits. 

Where a business arrangement was made between plaintiff and de- 
fendant, G. Edwin Smith Shoe Company, for the sale of the latter’s 
shoes by the former, but no express agreement was entered into as to the 
right to the use of the trade-name “Nisley” under which the shoes were 
sold during the agreement, held that plaintiff was not entitled to an 
accounting. 54 


In the case at issue, although plaintiffs did not attempt to prove 


damages, a reference was directed, inasmuch as the violation proven might 
have resulted in damages to the plaintiffs. 303 


In a suit for unfair competition where there was no substantial evi- 
dence that customers had been deceived, held that plaintiff was not entitled 
to an accounting of profits. 376 


d. Damages. 

Where it was impossible to decide what portion of the exemplary 
damages allowed by the lower court was attributed to alleged infringe- 
ment and what part was attributed to certain unfair acts, no damages 
were allowed. 175 


In the case at issue, plaintiff held entitled to recover from defendants 
the sum of one thousand dollars, together with costs of the suit, in lieu 
of an accounting. 283 
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5-140 
T- 47 
7-227 


3-132 
3-177 
3-181 
3-341 
3-490 
4. 580 


d 16-155 
iW F 
ce 18-414 
c 21- 72 


-p. 29- 
m 8- 50 


-p. 33- 
2- 95 
2-483 
3- 71 
4- 37 
4-159 
5-329 
6-343 
6-596 
7-280 
9- 69 

e 19-129 

f 12-254 

e 14-521 

d 15-469 

c 16-181 

f 16-351 

f 17- 24 

d 17-150 

ce 17-247 

f 20-464 

f 20-479 


h-hh Mh oh mh he OL 


-p. 36- 
f 2-383 
f 3-171 
f 3-559 
f 13-449 
f 17-15 


-p. 39- 
r 9-338 





sivii 


5-389 
f 16-269 
e 18-474 


-p. 47- 
f 4-233 
f 17-474 
f 9-188 
f 9-389 


-p. 50- 
d $-292 


-p. 59- 
cf 4-157 
f 6-418 


-p. 62- 
2-492 
3-415 
4-286 
4-539 
6-169 
6-172 


-p. 72- 
e 3-323 


-p. 78- 
f 8- 20 


-p. 83- 
ce 15- 92 


-p. 88- 
2-253 
4- 37 
6-281 
6-343 

14- 64 


-p. 90- 
cf 1- 50 


jv 2 96 


hh Hh Hh Hh Rh eh He Pe OL Hh He Hh 


eh ny Qh Oe 





VOL. 2 


cf 16-559 


-p. 123- 
f 11-410 


-p. 133- 
f 3-308 


-p. 134- 
f 2-480 
f 2-485 


-p. 137°- 
r 5-204 


-p. 139- 
f 11-110 


-p. 140°- 
p 3-15 


-p. 140°- 
a 2-420 


-p. 141 ° 
f 4-493 
d 5-211 
f 8-424 
c 10-240 
f 10-357 


-p. 153- 
cf 14-276 


TWENTY-THREE TRADE-MARK REPORTER 


VOL. 2 


cf 16-873 
ec 17- 93 
f 18-471 
c 23-384 


-p. 161- 
2-192 
2-240 
2-412 
4-235 
4-234 
5- 90 
5-187 
5-141 

16- 72 


Q hho 5 Oo Oo & 


-p. 166- 
f 3 9 


-p. 168- 
f 3-328 
m 3-334 
f 5- 45 
f 5- 50 
f 5-51 
p 13- 88 


-p. 170- 
p 3-15 
f 5-249 
f 8-312 
c 16-357 


-p. 172- 
f 92-482 
f 3-71 


-p. 174- 
f 5-373 
d 11-309 


-p. 180°- 
r 92-379 


-p. 182’- 
dad 4-47 


-p. 183- 
f 4-286 
f 8-424 
c 18-226 


VOL. 2 VOL. 2 


6-226 
cf 9- 9 
f 13-241 
cf 22-147 


-p. 230- 
cf 4- 69 
f 4-307 


-p. 232- 
cf 4 69 


-p. 234- 
ce 10- 94 
c 21-334 


-p. 241- 
f 6-126 


-p. 243- 
f 1-573 
f 9-204 
e 16-411 


-p. 249- 
f 7-475 


-p. 197- p . 
£3409 | oP Sats 
f 8-225 | 5 5- 86 
d 9-216 
c 21-566 -p. 261- 

2-492 

-p. 204- 3-329 

f 5-297 4-337 
4-338 

-p. 213- 9-491 
r 2-486 17-318 
ce 19-251 
f 16-461 | -p.276- 

f 2-395 


-p. 215- S- 14 


m 3-447 
c 1-414 | Sisq 
f 3-459 
-p. 217- f 
c 


4-140 
a 3- 64 


12-974 


-p.221- | -p.279- 
ec 9-931 | f 7-486 
cf 4 69 | f 8-10 


xl viii 


VOL. 2 


9- 77 
cc 18-319 


-p. 282- 
m 4-183 


-p. 284- 
v 5-491 
f 6-218 
cf 14-519 


-p. 286- 
v 9-461 


-p. 287- 
d 14-127 


-p. 304- 
d 14-227 


-p. 305- 
f 3-200 
f 4-159 
f 7-274 
e 10- 57 


-p. 306’- 
f 4-171 
s 7-344 


-p. 31 0- 
f 12-368 


-p. 311'- 


a 2-339 


-p. 31 2. 
r 3-288 


-p. 313- 
cf 4-157 
f 6-411 


VOL. 2 


8-373 
f 21- 16 


-p. 315- 
f 10-196 


-p. 317- 
a 3-205 


-p. 318- 
3- 28 
3-127 
4-140 
4-323 
5-229 
9-160 


ce 11-113 
ce 11-128 


i?) 


da hep her 


-p. 324- 
p 315 
f 4- 64 
f 6- 44 
f 17-599 
v 10-4138 
cf 14-276 
c 19- 50 


-p. 328- 
cf 2-519 
c 23- 20 


-p. 330- 
f 7-309 
f 9-109 


-p. 339- 
c 21-328 


-p. 342- 


f 4-249 
f 4-252 
f 4-299 








Pp 

ce 14-195 
p 15-441 
f 15-537 


-p. 357- 
e 9-275 


-p. 360- 
cf 2-519 
f 3-133 
f 3-227 
f 6-202 
f 7-18 
d 8-360 
ce 16-179 
p 16-572 
c 20-582 


-p. 373- 


a 3-174 
s 5-236 


-p. 379- 


f 2-173 


-p. 387°- 
r 65- 84 


-p. 387*- 
f 4- 42 


-p. 387°- 
r 38-194 


-p. 388°. 
a 4-132 


-p. 390- 
d 11-356 


-p. 394- 
f 2-396 
r 3-371 
o 4243 
dad 4-271 
cf 4-287 
cf 22-463 


-p. 396- 
a 3-374 
cf 4-102 


-p. 397- 
f 4- 65 
cf 4-328 
e 11-113 


-p. 398- 
r 3-439 
cf 3-536 
ce 14-456 


-p. 402- 
f 6-51 


-p. 412- 
s 92-161 
s 92-192 
s 4-225 
ec 19-501 
d 22- 50 


TABLE OF CITATIONS 


d 15-274 
f 18-184 


-p. 423- 
6-281 
6-282 
7-595 

10-417 
11-243? 


-p. 424- 
f 6-146 
c 9-512 


-p. 429- 
ee 4-131 
c 9-512 


-p. 431- 
ce 3-202 
r 4-195 


-p. 433°- 
a T- 28 


-p. 438- 
f 2-495 


-p. 440- 
f 6-598 


-p. 443- 
2-492 
3- 4 
3- 7 
3- 17 
3- 27 
3-125 
3-421 
3-424 
3-429 
3-437 
4-233 
4-252 


“ht Hh “h Hh mh Hh Mh OL Hh eh eh 


3 “heh mh eh oh dom eh mh << mR Rh Hh Hh 
— 


hh OO ree ey RRO O ehh “heptane? © 


e 20-115 


-p. 469- 
cf 3- 47 
c 16-602 


-p. 475- 
f 10-483 


-p. 482°. 
e 2-488 


-p. 483*- 
r 5-422 


e 13-349 


-p. 512- 
cf 2-328 
cf 2-360 
c 18-162 


-p. 528- 
ce 22-530 


hr 


ROO eh ee ee OF RO Hh Hh oh he Oh oh ee Hh eh th eh Qh oh oh oh oh hh hh oh 


-p.1- 
3-328 
3-373 
4- 95 
4-235 
4-243 
4-244 
4-272 
4-275 
4-278 
4-297 
4-327 
4-421 
4-470 
5-267 
6-356 
6-366 
6-373 
6-410 
7-300 
7-474 

7-498 
7-506 
8- 10 
8-176 
8-373 
10-234 
10-324 
1l1- 11 
11- 87 
11-128 
12- 1 
12-131 
13- 12 
13-406 
14-250 
15-242 
15-282 
15-520 


-p. 9- 
5-137 
5-249 
9-522 





xlix 








TWENTY-THREE TRADE-MARK REPORTER 
VOL. 3 VOL. 3 VOL. 3 


f 21- 97 


-p.17- 
a 3-278 
a 5-961 
dad 7-114 
ec 11-239 


-p. 23- 
f 4-560 


-p. 28- 
2-318 
3-127 
4- 64 
4-140 
4-188 
4-323 
5-229 


™reae@ Aa 0 > hee 


<4 hh @ “Hehehe D 


19-177 


- f 10-181 
“Pp. éé- e 10-392 
e 9-181 ef 13-878 

= d 17-894 
7 d 20-534 


1 
4- 8 c 22-488 


4- 52 
4-297 
4-446 
6-102 
6-379 
6-380 
6-408 
6-472 
6-473 ec 10-217 
6-573 ec 19- 91 
7-420 e 17-308 
8- 30 
8-174 ~p. 149- 
14-367 

-p. 150- 15-155 
15- 71 r 4-164 16-101 
15- 85 r 4-373 
15-155 -p. 221- 
15-802 ~p.156- | f 4-297 
16- 17 a 4- 37 cf 4-404 


1 


f 


6-240 
6-473 
10- 44 


m2 hho 8 & 


f 
f 
d 
d 
f 
c 
f 
f 
f 
f 
f 
f 
f 
f 
f 
f 
d 
c 
c 
f 
e 
f 
c 


OQ OQ O eH eh d Hh Hh Hh Me Hh Rh Hh Hh oh he OO 





-p. 259- 
4- 1 
5-101 
6-424 
6-473 
7-142 
7-611 

f 10-387 

d 11-238? 

p 16-17 

c 18-102 

c 22-288 


15- $1 
16-196 
16-535 
17-158 


op. 291- 
a 4-219 
s 4-524 
f 17-552 


-p. 297- 
a 3-243 


-p. 305- 
4- 46 


TABLE OF CITATIONS 


20 Hh Rh Mh Hh Hh Hh Hh Hh 


9-202 
10-370 
11-100 
13-372 
14-380 
17-334 


f 
f 
f 
f 
f 
f 
c 
f 
c 


-p. 334- 
f 5- 45 
c 10- 41 
f 10-871 


aaanena 


22020 mmm hewn rh her 


VOL. 3 


11-233 
14-518 
16-440 
17-370 
19- 45 
21-504 


-p. 433- 
6-187 
6-544 
6-545 
8- 70 
8-131 
8-383 
8-391 
9-188 
9-357 
9-358 

11-384 
14-183 
16- 72 
18-101 
18-279 
18-484 


VOL.3 


-p. 475- 
ef 4-157 
s 4-388 
ce 4-418 


-p. 476- 
f 6-379 
f 6-573 
e 19-149 
e 21-110 


-p. 483- 
s 4-268 
s 6 8 
Pp 
f 


-p. 486- 
ce 13-298 


-p. 491- 
r 65-130 
-p. 495- 
r 4-293 
-p. 496- 
6-359 
6-361 
6-362 
6-364 
8-100 
9-278 
9-394 
14-441 


=p. 504- 
ma 6-837 
f 8-304 
f 10-241 
m 11-931 


hh eh Hh Hh Hh Mh 


-p. 521 e 

4-284 
5-309 
6- 33 
6- 39 
6-149 
6-152 
6-159 
6-268 
6-403 


>'e80 @ ® hd 





TWENTY-THREE TRADE-MARK REPORTER 


VOL.4 VOL.4 


5-322 
5-325 
5-326 
6- 90 
7-461 
9-150 
9-390 


f 15-476 


-p. 529- 
f 9-155 


> hb eh hh mh Hh Hh 


-p. 537- -p. 41°- 
a o* 42 |d P5-393 
f 7-98 -p. 72- 

p 543 | -p.42'- | c 18-469 
ec 13-56 | f 9-517 | f 21- 36 
f 22- 66 

-p. 546- -p. 43'- e 17-259 
d 5-366 |v 9-317 | ... 73. 

d 14 99 |e t0- 44 yg 

-p. 551- f 10- 91 . 1b ua 
cf 4-157 | -p.44°- | ¢ 14-368 » ieee 

a 4 73 | ¢ 14-394 . 

-p. 554- c 19-425 -p.157- | ¢ 14-193 
f 8-312 =p. 45- f 20-45 cf 22-180 ec 38- 43 
c 23-259 | f 7-108 p 4-135 -p. 168°- 

f 8-125 -p. 75- -p. 119- ec 5- 85 e 6-433 

-p.557- | f 8932 | aq 4195 | ¢ 19-108 | 0. 7. 94 |f 11-971 

s 4-134 | c¢ 10-3888 |s 4-174 f 1-563 
ce 11-178 | f 9-191 -p. 125- f 8-410 -p. 170- 
-p. 561- d 13-441 f 6-245" f 9-191 e 11-271 


D 3-587 -p.79- | f 6-245 | ¢ 15 006 
s 4-134 -p. 46°- f 14-114 f 6-444 -p. 172’- 


a 4-218 f 5-468 


-p. 160- 
-p. 80- =p. _ f 6-473 | 4731. 
VOL.4 | -p.47°- | cf 14-521 | ® 7 82 | ce 10-416 | 4 P's 495 
ees Te 14-988 82 129. | 15-8 
noe =p. 82- “P-129- | f 15- 85 | -p.173°- 
f 5-964 pag. |* B08 f 6-442 r 5-200 
f 15-487 ge ~p. 161- 
f 1-625 -p. 86- -p. 129*- oe P 
8.307 P. -p. 174’- 
-p.5- | P 83 6-392 | f 6-284 5-154 | a 5-152 
m 4-333 | ¢ 10-241 f 8-462 | f 6-442 5-376 
cf 4-445 9-320 5-465 | . q 
c 14-368 | _ “P.52- 9-516 | ~P- 131°. 6-101 wes 
ce 3- 87 ce 2-429 
9-518 6-141 4-327 


S 3 a 4-425 
f .<.. m 6-103 -p. 131’- 6-237 4-466 
d 6-105 -p. 89- r 4-161 6-530 4-478 
-p.33- | cc 6-144 |% 4342 |e 5-154 6-581 5- 37 
f 16-48 | cc 6-146 | © 15-529 | ¢ 5-376 6-591 5- 60 
c 22- 21\ce 6-954 f 17-403 7-270 5- 61 
-p. 91- 1-326 5-210 
-p. 38- -p.56- | f 49213 | -p.132’- 1-403 5-298 
f 5-160 |e 19-898 |p 49273 |r 4369 9-119 5-250 


lil 


Pe eS ee eee ye 
=e Mh Hh Ph OL Hh Hh mh eh 





TABLE OF CITATIONS 


VOL. 4 VOL.4 VOL.4 


d 21-406 
c 21-494 
cf 22-127 
ce 22-513 
f 23-104 


-p. 183- 
5- 37 
7-329 
7-416 
8- 59 
9-190 
9-192 

15- 46 


-p. 199- 
r 4-465 


6-186 -p. 279- 
6-190 | cf 4319 
7- 88 5-211 
8- 63 6-185 
9-189 6-189 
9-951 10-334 
10-240 14-420 | c 22-156 
10-334 15-402 
14-195 17- 61 -p. 323- 
14-198 17-871 6- 14 
15-441 17-440 6- 21 
29-415 22-323 6-186 
23-311 6-349 
6-355 
8-194 
8-195 
10-201 
11-113 
13-253 
18-101 
19-149 
20-404 
23-375 


2D AB hhh 


TEAR AO em rharhr 


os 


Set 
f 6-462 | ~P-282- 
© 19. 90 | &f 17-363 
ef 13-420 
14-365 | -p.293- 
15- 75 6- 90 
15-208 6-472 
15-440 6-473 
16-373 7-141 
18-239 1-625 en 
19-146 8-168 | -p-333- 
19-370 14-258 | f 6-369. 
21-172 15-481 | f 7-323 
17- 6 € 9-490 
-p. 266- 


17-463 | 397. 
: ae 18 8 |e o-4g1 
f 11-360 18- 70 
18-556 -p. 343- 
as oa 19-509 | co. 4-455 
sas 20-573 | ce 5-801 
-p. 273- 
c 4-422 


21-467 s 5-473 
5-122 | -p.297- “p. 3At- 
6-66 | ¢ 4397 | f 7-455 
6-452 | f 5-267 
7-386 | f 6-410 | - P33) 
7-498 11-403 f 6-403 
8-184 13- 11 f 6-479 
9-485 18-428 | ¢ 6 473 
17-129 9-492 19-108 | ¢ 9-389 
17-1387 10-172 19-152 f 18-562 
17-153 10-2292 20-517 
17-194 ce 10-820 21- 68 
17-199 e 11-178 21-351 
17-234 p 19-245 22-424, 
18-371 f 14-447 23-229 


liii 


Oo rk O hh 


ao 


-p. 202- 
r 7-381 
ce 7-389 
f 11-113 


-p. 209- 
ec 15-80 


-p. 214- 
f 17-492 


-p. 218- 
p 192-472 
ce 18-274 


-p. 219- 
4-524 
4-529 
6-281 
6-594 
7-271 

11-321 
12- 53 
14- 38 
14-292 
16- 38 
17- 64 


AOA AR BRO RG Rh Mh hey hh hh hh hh Ph Ph eh eh 
-m>QO 02 Geren 
Qh 4 heh hh Rh Hh Hh hh oh Ph 
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f 
v 
f 
f 
f 
e 
cf 
d 
f 
f 
f 
f 
f 
f 
¢ 
f 
f 
f 
f 
f 
f 
f 
f 
f 
¢c 
c 
c 
f 
f 
f 
e 
c 
c 
c 
c 
c 
f 
f 
c 
c 
c 
c 
f 
c 
c 
c 
c 
f 
f 
f 


QO huh ehh Kh OO 8 Reh hhh 


2 AT he Om 





c 20-494 


-p. 373- 
d 5-870 
f 6-286 
f 1-338 
c 19-186 


6-394 


-p. 404- 
ce 19-442 


-p. 407'- 
f 6-244 
v 9-515 


-p. 407°- 
f 6-144 


-p. 409- 
a 5-295 


-p. 410'- 
p 5-116 


-p. 410°- 
f 10-414 


TWENTY-THREE TRADE-MARK REPORTER 


cf 4-388 


-p. 41 8- 
f 10-324 
f 15-262 


-p. 419- 
5-122 
6- 65 
6-451 
6-452 
6-495 
7- 63 
7-387 
8-196 
8-322 
9-485 
9-499 

ec 10-820 

d 19-491 

f 23-171 


-p. 423- 
f 11-286 


-p. 425- 
m_ 6-103 
d 6-105 
ce 6-144 
ce 6-146 
ce 6-254 
f 21- 76 


O Kh “heh Hh “bh Hh Hh oh eh 


VOL. 4 


e 19-429 
f 18-540 


-p. 440- 
f 5-190 
f 11-347 


-p. 444- 
f 6-240 


-p. 449’. 
f 6-284 
f 17-541 


-p. 449°- 
a 5-159 


-p. 452'- 
v 5-464 


-p. 452°. 
ce 4-456 
e 13-448 


-p. 453°- 
f 4-456 


-p. 453°- 
a 5-250 


-p. 455°- 
ec 4-343 
a 5-301 
ce 5-473 
ce 5-475 


-p. 463'- 
a 5-247 


-p. 463°- 
a 5-299 


-p. 465- 
f 5-384 
f 5-389 
ce 15-174 

-p. 466- 


m 5-127 
f 6-418 


VOL. 4 


4-519 
f 5-214 
f 11-243* 


-p. 473- 
a 5-380 
f 6-126 
c 22-415 


-p. 506- 
ec 17-306 
f 20-330 


-p. 511 aad 
a 5-161 


-p. 540- 
cf 7- 70 
f 1-72 
f T- 84 
f 1-94 


-p. 556- 
cf 5- 46 
f 6- 51 
f 1-88 
f 7-320 
f 17-321 


-p. 563'- 
a 6-137 


-p. 563°- 
f 6-144 


-p. 563*- 
f 5- 82 


-p. 564'- 
f 6-144 


-p. 565°- 
r 5-327 


=p. 565'- 
d 5-83 
f 5-461 
f 6-588 


-p. 568- 
a 6-141 


VOL. 5 


-p.1- 
cf 2-123 
cf 5-185 

5-186 
5-187 
6- 51 
6-126 
6-188 
6-332 
6-334 
7-120 
7-123 
7-182 
7-188 
7-475 
8-424 
9- 42 
9-251 
10-834 
11-192 
18- 87 
14-216 
15-441 
16-125 
16-439 
17-326 
17-371 
17-434 
18-235 
f 22-323 
23-513 


f 
f 
f 
f 
d 
f 
f 
d 
f 
ce 
v 
f 
f 
c 
f 
f 
f 
P 
c 
P 
f 
c 
¢c 
f 
P 
c 


° 


° 


-p. 8- 
6-544 


-p. 14- 
f 10-280 


-p. 382- 
c 22-186 


-p. 33- 
p 4-378 
e 11-128 
f 20-559 


-p. 38- 
f 6-505 
f 8- 34 
e 192-202 


VOL.5 


ce 17-267 
ce 18- 10 
c 22-192 


-p. 41- 
s 10- 40 
e 12-393 
f 13- 22 
e 138-3738 


-p. 46- 
cf 4-556 
f 16-175 
cf 16-401 


-p. 54- 
m 5-316 
ec 9-195 
c 20-581 


-p. 63- 
f 14-19 


-p. 81- 
r 6-332 


=p. 84°. 
f 5-460 


-p. 85- 
ce 3- 48 
ce 4-157 
ec 7- 34 
ec 10-258 


-p. 86- 
c 14-368 


-p. 87- 
7-150 
15- 30 
15-266 
16-240 
18-281 
18-517 
20-399 
Q1- 76 
22- 50 


-p. 95- 


Ure eee me 


f 17-226 | f 


7- 41 





TABLE OF CITATIONS 


VOL. 5 VOL. 5 VOL. 5 


-p. 200- 
9- 71 
6-281 
7-271 
8- 30 
9- 72 
9-318 
10-248 

14-367 
16- 40 
16- 44 


17-317 
18-438 
19- 50 
19-127 
19-148 
19-187 
20-392 
20-569 


Q “heheheh mh DS 
Q moO 4 hhh 


f 6-148 


Thema 2OeAa we 


-p. 203- 
-p. 108"- -p. 167- e 9-515 
5-834 16-269 | f 6-308 
f 6-505 | -p.204'- 
-p.108’- | -p.141- | f 7-41 | f 6-144 
r 6-139 |s 6-465 | f 9-359 
ce 6-203 | f 8-258 14-266 -p. 205'- 
f 14-140 17-269 | f 6-394 
-p. 147'- 17-385 
-p.109- | y ° 5-305 18- 10 -p. 205°- 
ce 6-349 | p 6-947 f 6-394 
cf 14-276 -p.180- | f 6-597 c 16-218 
-p. 113°- r 6-270 
f 6-144 f 10-334 | -p.205°- -p. 282- 
» We ae f 6-144 f 17-85 
-p. 113°- -p. 182- 
f 6-144 f 5-190 -p. 207- =p. 295- 
c 9-514 | ,~P-152- | cf 6-102 6-362 SAGS 
5-203 
ce 10-486 4 f 6-403 7- 20 6-147 
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